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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name CONSORZIO TUTELA VINI EMILIA

Entity Consortium Citizenship Italy

Address VIA VIRGILIO, 55
Modena, 41123
ITALY

Attorney informa-
tion

Paolo A. Strino
Gibbons PC
One Penn Plaza, 37th Floor
New York, NY 10119
UNITED STATES
ipdocket@gibbonslaw.com Phone:2126132023

Applicant Information

Application No 85725718 Publication date 06/16/2015

Opposition Filing
Date

07/14/2015 Opposition Peri-
od Ends

07/16/2015

Applicant MOLINOS IP S.A.
CASE POSTALE 29
Paudex,
SWITZERLAND

Goods/Services Affected by Opposition

Class 033. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: wines, alcoholic beverages, namely, wine
coolers

Applicant Information

Application No 85733729 Publication date 06/16/2015

Opposition Filing
Date

07/14/2015 Opposition Peri-
od Ends

07/16/2015

Applicant MOLINOS IP S.A.
CASE POSTALE 29
Paudex,
SWITZERLAND

Goods/Services Affected by Opposition

Class 033. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: wines, alcoholic beverages, namely, wine
coolers

http://estta.uspto.gov


Grounds for Opposition

Immoral or scandalous matter Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is primarily geographically deceptively
misdescriptive

Trademark Act section 2(e)(3)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4545990 Application Date 07/24/2012

Registration Date 06/10/2014 Foreign Priority
Date

NONE

Word Mark EMILIA

Design Mark

Description of
Mark

NONE

Goods/Services Class A. First use: First Use: 1987/12/31 First Use In Commerce: 1987/12/31
Wines

Attachments 85685448#TMSN.png( bytes )
EMILIA Notice of Opposition for filing.pdf(2995234 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /PAS/

Name Paolo A. Strino

Date 07/14/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Serial Nos.: 85/725,718; 85/733,729 

Marks: EMILIA NIETO SENETINER; MENDOZA-WINE OF ARGENTINA EMILIA NIETO 
 SENETINER DESDE and Design 
Published in the Official Gazette on June 16, 2015 

 
-----------------------------------------------------x 

      : 
CONSORZIO TUTELA VINI EMILIA : 
      : 

Opposer, : 
      : 

v.    : Opposition No. _________________ 
      : 
MOLINOS IP S.A.    : 

      : 
Applicant. : 

  : 
-----------------------------------------------------x 
 

COMBINED NOTICE OF OPPOSITION 

Honorable Commissioner for Trademarks 
Trademark Trial and Appeal Board 
P.O. Box 1451 

Alexandria, VA 22313-1451 
 

In the matter of Trademark Application Serial Nos. 85/725,718; 85/733,729 for the marks 

EMILIA NIETO SENETINER; and MENDOZA-WINE OF ARGENTINA EMILIA NIETO 

SENETINER DESDE and Design filed on September 11, 2012 and September 20, 2012 

respectively, and published for opposition in the Official Gazette on June 16, 2015: 

Opposer, CONSORZIO TUTELA VINI EMILIA, a consortium (i.e. a membership 

association) organized under the laws of Italy and having address at Via Virgilio, 55, Modena, 

Italy, 41123 ("Opposer" or “Consorzio Emilia”), believes that it will be  damaged by the 
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registration of the marks shown in the above-identified applications, and hereby opposes the 

same. 

The proceedings of the Trademark Trial and Appeal Board are governed by the Federal 

Rules of Civil Procedure. 37 C.F.R. §2.116. 

In particular, 37 C.F.R. §2.104(b) provides that: 

 

Oppositions to different applications owned by the same party may be joined in a 

consolidated opposition when appropriate, but the required fee must be included for each 

party joined as opposer for each class in which registration is opposed in each 

application against which the opposition is filed. 

 

In addition, T.B.M.P §305 specifies that: 
 

When appropriate, a party may oppose, in a single (i.e., "consolidated") notice of 

opposition, different applications owned by the same defendant. 

 
[…] A consolidated notice of opposition, or petition to cancel, or a combined notice of 

opposition and petition to cancel, is appropriate if the plaintiff's claims against each of 

the defendant's subject applications, and/or registrations, involve common (i.e., similar) 

questions of law or fact. 

 

Applicant’s claims against each of the opposed trademarks involve common questions of 

law or fact. World Hockey Ass'n v. Tudor Metal Products Corp., 185 USPQ 246, 248 (TTAB 

1975) (oppositions involving similar marks and similar issues consolidated). In fact, the opposed 

trademarks only differ for the addition of certain design elements and have been applied-for in 

connection with the same or related goods. Accordingly, applicant believes that a consolidated 

notice of opposition is appropriate against the above-identified applications. 

The grounds for opposition are as follows: 
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COUNT I 
(Primarily Geographically  

Deceptively Misdescriptiveness) 
 

1. Opposer is a statutory body created by authority of the Government of Italy. It 

functions as an association of wine producers and is recognized under the laws of Italy and the 

European Community as being the entity responsible, inter alia, for certifying, policing and 

licensing the use of the name EMILIA, for certain wine products made in the Italian region of 

EMILIA, and certain surrounding areas. 

2. Consorzio Emilia is tasked with the responsibility of protecting, promoting, and 

developing accurate industry information with respect to wine products bearing the EMILIA 

denomination. It is entitled to protect Trademarks and Geographical Indications, and to act 

before courts in matters related to the protection of the EMILIA geographical indication. 

3. As part of its activities, Opposer has controlled use of the marks EMILIA by 

others, to certify that wine originates in the Emilia region of Italy, and that the products meet 

other specifications established by the Opposer or by law. 

4. Members of Consorzio Emilia have been exporting to the United States genuine 

wines for many decades. Under authorization by Opposer, the mark EMILIA is currently affixed 

to large volumes of genuine products coming from the eponymous Italian region and is shipped 

from Italy to the United States every year, and it has been so for the several decades. These 

products have been shipped to all regions of the United States, and are known to U.S. consumers 

as well as to consumers around the world. 

5. Opposer has therefore acquired extensive and long-standing common law rights in 

and to the certification marks EMILIA (sometimes “Opposer’s Mark”) by virtue of use of these 
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marks by its licensees, authorized importers and distributors. Opposer controls over such use of 

these certification marks as indications of regional origin for wine products. 

6. Opposer is also the owner of the following U.S. registration for the certification 

mark EMILIA, in connection with wines: Reg. No.: 4,545,990. See Annex 1. Thus, Opposer’s 

standing is not at issue. 

7. Emilia is a generally known geographic place, referring to the eponymous region 

of Italy. See Annex 2. 

8. Widespread use of the word "Emilia", often in combination with the name of a 

particular grape variety, dates back to the early twentieth century in the area of the Emilian 

provinces of Piacenza, Parma, Reggio Emilia, Modena and Bologna . The particular features that 

distinguish wines bearing the EMILIA denomination have been acquired only at the beginning of 

the twentieth century. However, historical evidence on the spread of the vine in the territory of 

Emilia is shown by many authors since at least as early the sixteenth century, when it was stated 

that in the Emilia region, vines were grown in long queues, among poplars and elms, and 

produced wines not very austere but healthy, in the hills below the Apennines in front of Parma, 

Reggio Emilia and Modena. Today, the resulting product is unique due to the geographic 

features of the region and its surrounding area, coupled with strict production standards, and a 

combination of other, not replicable geographic factors ranging from seasons and temperatures, 

local craftsmanship of certain materials and tools, local vegetation, etc.). Among well-known 

wines bearing the EMILIA denomination, some have acquired world-wide renown such as 

Lambrusco and Sangiovese. 



NOTICE OF OPPOSITION 
CONSORZIO TUTELA VINI EMILIA v. MOLINOS IP S.A. 

Page 5 

 

9. Applicant, MOLINOS IP S.A., a corporation organized under the laws of 

Switzerland and having address at Case Postale 29 Rte. Du Simplon 16, Paudex, Switzerland, 

filed two applications on September 11 and September 2012 respectively, seeking to register the 

trademark EMILIA NIETO SENETINER; and MENDOZA-WINE OF ARGENTINA EMILIA 

NIETO SENETINER DESDE and Design, in connection with wines and alcoholic beverages, as 

evidenced by the publication of said marks in the Official Gazette on June 26, 2015. The 

applications are based on intent to use. 

10. Opposer alleges that the proposed marks are primarily geographically deceptively 

misdescriptive within the meaning of Section 2(e)(3) of the Trademark Act, and/or otherwise 

deceptive within the meaning of Section 2(a) of the Trademark Act. 

11. Section 2(e)(3) of the Trademark Act, 15 U.S.C. §1052(e)(3) prohibits the 

registration of a mark which, when used on or in connection with the goods of the applicant, is 

primarily geographically deceptively misdescriptive of them. The Trademark Manual of 

Examining Procedure (T.M.E.P.) states that marks that are found to be primarily geographically 

deceptively misdescriptive under §2(e)(3) may not be registered on the Principal nor 

Supplemental Register unless the mark has been in lawful use in commerce since before 

December 8, 1993. Section 23(a) of the Trademark Act, 15 U.S.C. §1091(a). Further, when the 

applicant claims use prior to December 8, 1993 and seeks registration on the Supplemental 

Register, or amends to the Supplemental Register, registration must still be refused under §2(a). 

See T.M.E.P. §1210.07(a). 12. Upon information and belief, Applicant does not produce, is not 

entitled to produce, and does not appear to intend to produce wine in the geographic area of 

Emilia in Italy. Thus, registration of the proposed trademarks should be denied whereas 
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Applicant’s misrepresentation would a material factor in the consumer's decision to buy the 

related products. 

12. Applicant is a Swiss corporation with no direct relationship with Italy or the 

Emilia geographical area. On information and belief, the wines bearing the proposed mark will 

originate in South America. Even if Applicant’s motives in seeking registration are innocent, 

Applicant may still not register a mark if it is primarily geographically deceptively 

misdescriptive. 

13. Because of the known association between wine and the Emilia region, the 

consuming public is likely to believe that the place identified by the opposed mark indicates the 

origin of the goods bearing the mark, when in fact the goods do not come from that place.  

14. This misrepresentation would be a material factor in the consumer's decision to 

purchase the product, especially given the reputation for high quality wine products originating 

in the Emilia region and in Italy in general. In view of the above, it is evident that the primary 

significance of EMILIA is a generally known geographic location in Italy; that the consuming 

public is likely to believe that EMILIA indicates the origin of applicant’s wine when in fact the 

goods do not come from the EMILIA region in Italy; and that the misrepresentation is a material 

factor in the consumer's decision to buy the goods. Thus, registration should be refused on the 

basis that Applicant’s mark is primarily geographically deceptively misdescriptive. 

COUNT II 

(Deceptiveness Under § 2(a)  
of the Trademark Act) 

 
15. Opposer repeats and realleges the allegations set forth in paragraphs 1 through 14 

as though set forth herein.  
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16. The applied-for trademarks are deceptive under § 2(a) of the Trademark Act and 

as such it cannot be registered, either on the Principal or Supplemental Registers.  

17. A mark is “deceptive” under § 2(a) only when it bestows upon the product an 

appearance of greater quality or salability than it has in fact. The presence of deception must be 

significant. 

18. Based on the allegations provided therein, there is no doubt the term EMILIA as 

used or intended to be used by Applicant in connection with wine not originating in the EMILIA 

region, is misdescriptive of the character, quality, function, composition or use of the goods 

listed in the application.  

19. Prospective purchasers are likely to believe that the misdescription actually 

describes the goods as originating in the EMILIA area. As a result, the misdescription would 

likely affect the decision to purchase as consumers will be unable to distinguish applicant’s wine 

from authentic wine originating in the Emilia region.  

20. It is a well-known fact that deception that takes place at the consumer's first 

encounter with the mark is not erased even if the consumer would later find out that the 

designation was not deceptive.  

21. In sum, the applied-for trademark is deceptive under § 2(a) of the Trademark Act 

and as such registration should be denied. 

COUNT III 

(Likelihood of Confusion) 
 

22. Opposer repeats and realleges the allegations set forth in paragraphs 1 through 21 

as though set forth herein.  



NOTICE OF OPPOSITION 
CONSORZIO TUTELA VINI EMILIA v. MOLINOS IP S.A. 

Page 8 

 

23. Applicant is seeking registration for two marks containing the identical word 

EMILIA in connection with the same goods as Opposer’s mark EMILIA, i.e. wine. It is clear the 

persons encountering them under their respective marks are likely to assume that the products 

originate at the same source or that there is some association between their sources, such as 

affiliation, sponsorship or endorsement. 

24. Applicant's proposed marks and Opposer’s trademark are similar in sound, 

appearance, meaning, and commercial impression. Additionally, as shown in the Design mark, 

Applicant intends to use the word EMILIA as the most prominent portion of its mark. 

25. The consuming public encountering Applicant’s Marks on wine may assume that 

the origin or quality of the wine is certified by Opposer, that it complies with production 

standards and indication of origin requirements, i.e. they originate in the EMILIA region.  

26. When applied to Applicant’s goods, Applicant’s Mark is likely to cause 

confusion, to cause mistake, and to deceive the trade and public, who is likely to believe that 

Opposer (i.e. its licensees, authorized users, etc.) is the source of the goods or that such goods are 

approved, endorsed, sponsored, produced under license, or somewhat associated thereto.  

27. Any defect, objection to, or fault found with Applicant's products sold under the 

marks EMILIA NIETO SENETINER; and MENDOZA-WINE OF ARGENTINA EMILIA 

NIETO SENETINER DESDE and Design would reflect on and seriously injure the reputation 

for the goods and businesses that bear the original EMILIA denomination. 

28. Therefore, registration should be denied under likelihood of confusion based on 

Section 2(d) of the Trademark Act since Opposer’s has established long priority of use for the 

mark EMILIA in U.S. interstate commerce. 
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29. If Applicant is granted a registration for the marks herein opposed, it would obtain 

thereby at least a prima facie exclusive right to use the mark for the goods identified in the 

registration. Such registration would be a source of damage and injury to Opposer. 

WHEREFORE, Opposer prays that registration of the marks EMILIA NIETO 

SENETINER; and MENDOZA-WINE OF ARGENTINA EMILIA NIETO SENETINER 

DESDE and Design, in Serial Nos. 85/725,718; 85/733,729 be refused and that this opposition be 

sustained. 

A fee in the amount of $300 as required by 37 CFR §2.6(a)(17) has been submitted 

electronically, for each party joined as opposer, for each class in which registration is opposed, in 

each application against which the opposition is filed. See T.B.M.P §305. 

The Commissioner is authorized to draw on the Deposit Account of Gibbons P.C., 

Account No. 03/3839, with reference to file 113251, if the accompanying fee is insufficient or 

inadvertently omitted. 

Please recognize as attorneys for Opposer in this proceeding, Paolo A. Strino and Wendy 

R. Stein of Gibbons P.C., One Penn Plaza, 37th Floor, New York, New York, 10119. 

Respectfully Submitted, 

Dated: July 14, 2015    By:   

Paolo A. Strino 
Wendy R. Stein 

Gibbons P.C. 

One Pennsylvania Plaza 
New York, NY 10004 

(212) 613.2023 
ipdocket@gibbonslaw.com 

 

       ATTORNEYS FOR OPPOSER 
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CERTIFICATE OF SERVICE AND FILING 

 I hereby certify that a true and complete copy of the foregoing NOTICE OF 

OPPOSITION, including any exhibits thereof, has been served on Applicant, by mailing said 

copy on July 14, 2015, via First Class Mail, postage prepaid to Applicant’s attorney of record, 

Janice Housey of Symbus Law Group, P.O. BOX 11085, Mc Lean, Virginia, 22102-7985. A 

courtesy copy is also being sent to Applicant’s address of record. 

 

The undersigned further certifies that this correspondence is being transmitted 

electronically to the Commissioner for Trademarks on May 25, 2014, by filing the same 

electronically at http://estta.uspto.gov/filing-type.jsp 

 

      By        
Paolo A. Strino 
Gibbons P.C. 

One Pennsylvania Plaza 

New York, NY 10004 
(212) 613.2023 

ipdocket@gibbonslaw.com 





 

Mark Information

Mark Literal Elements: EMILIA

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Certification Statement: The certification mark, as used by persons authorized by the certifier, certifies that the wine comes from the "EMILIA" production area,
which is in the Italian province of Emilia-Romagna north of Tuscany, and south of Piedmont as defined in the official standards.

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Wines

International Class(es): U.S Class(es): A - Primary Class

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 31, 1987 Use in Commerce: Dec. 31, 1987

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CONSORZIO TUTELA VINI EMILIA

Owner Address: VIA VIRGILIO, 55
41123 Modena
ITALY

Legal Entity Type: consortium State or Country Where
Organized:

ITALY

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Paolo A. Strino Docket Number: 0129.1045

Attorney Primary Email
Address:

info@lmiplaw.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2015-07-14 14:14:10 EDT

Mark: EMILIA

US Serial Number: 85685448 Application Filing Date: Jul. 24, 2012

US Registration Number: 4545990 Registration Date: Jun. 10, 2014

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes

Register: Principal

Mark Type: Certification Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jun. 10, 2014

Publication Date: Mar. 25, 2014



Correspondent

Correspondent
Name/Address:

Paolo A. Strino
Gibbons P.C.
One Penn Plaza, 37th Floor
New York, NEW YORK 10119-3701
UNITED STATES

Phone: 212.613.2023 Fax: 212.554.9623

Correspondent e-mail: ipdocket@gibbonslaw.com Correspondent e-mail
Authorized:

Yes

Domestic Representative

Domestic Representative
Name:

Paolo A. Strino Phone: 2126618000

Fax: 2126618002

Domestic Representative
e-mail:

info@lmiplaw.com Domestic Representative
e-mail Authorized:

Yes

Prosecution History

Date Description Proceeding
Number

Jan. 15, 2015 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 10, 2014 REGISTERED-PRINCIPAL REGISTER

Mar. 25, 2014 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 25, 2014 PUBLISHED FOR OPPOSITION

Mar. 19, 2014 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 05, 2014 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 18, 2014 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

Feb. 12, 2014 NOTICE OF ACCEPTANCE OF AMENDMENT TO ALLEGE USE E-MAILED

Feb. 11, 2014 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 11, 2014 USE AMENDMENT ACCEPTED 81089

Dec. 30, 2013 AMENDMENT TO USE PROCESSING COMPLETE 70468

Dec. 09, 2013 USE AMENDMENT FILED 70468

Dec. 17, 2013 ASSIGNED TO LIE 70468

Dec. 09, 2013 TEAS AMENDMENT OF USE RECEIVED

Dec. 09, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 09, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 09, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 26, 2013 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2013 NON-FINAL ACTION E-MAILED 6325

Jun. 26, 2013 NON-FINAL ACTION WRITTEN 81089

Jun. 06, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 76568

Jun. 06, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 76568

May 30, 2013 ASSIGNED TO LIE 76568

May 24, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 22, 2013 ATTORNEY REVOKED AND/OR APPOINTED

May 22, 2013 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 26, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 26, 2012 NON-FINAL ACTION E-MAILED 6325

Nov. 26, 2012 NON-FINAL ACTION WRITTEN 81089

Nov. 19, 2012 ASSIGNED TO EXAMINER 81089

Jul. 31, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 27, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None



File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 10, 2014
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