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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name 3M Company

Granted to Date
of previous ex-
tension

07/05/2015

Address 2501 Hudson Road3M Center
St. Paul, MN 55144
UNITED STATES

Attorney informa-
tion

Ashley Callahan
Norton Rose Fulbright US LLP
98 San Jacinto Blvd., Suite 1100
Austin, TX 78701
UNITED STATES
fj3mtrademark@nortonrosefulbright.com, ash-
ley.callahan@nortonrosefulbright.com, trademarks@mmm.com
Phone:512.474.5201

Applicant Information

Application No 86355694 Publication date 01/06/2015

Opposition Filing
Date

07/02/2015 Opposition Peri-
od Ends

07/05/2015

Applicant Dianne Michelle, LLC
7400 W. Arrowhead Clubhouse Dr., #1019
Glendale, AZ 85308
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Entertainment Services, namely, services in
the nature of live musical performances; composition of music for others; production of music record-
ings and music production services

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2220588 Application Date 03/24/1998

Registration Date 01/26/1999 Foreign Priority NONE

http://estta.uspto.gov


Date

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 1906/03/17 First Use In Commerce: 1906/03/17
Abrasive products, namely, sandpaper

U.S. Registration
No.

1670008 Application Date 02/14/1991

Registration Date 12/31/1991 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 1940/02/28 First Use In Commerce: 1940/02/28
sandpaper

U.S. Registration
No.

2329600 Application Date 05/05/1999

Registration Date 03/14/2000 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 1956/08/26 First Use In Commerce: 1956/08/26
Chemical composition for application tovarious surfaces to repel stains there-
from

U.S. Registration
No.

700268 Application Date 07/31/1959

Registration Date 06/28/1960 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class U050 (International Class 001, 017). First use: First Use: 1959/01/02 First
Use In Commerce: 1959/01/02
Light Reflective Materials in Sheet, Strip, and Liquid Form

U.S. Registration
No.

854247 Application Date 02/23/1968

Registration Date 08/06/1968 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 1968/02/09 First Use In Commerce: 1968/02/09
ELASTIC BANDAGE

U.S. Registration
No.

1315763 Application Date 01/16/1984

Registration Date 01/22/1985 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1982/12/31 First Use In Commerce: 1982/12/31
Adhesive Tape

U.S. Registration
No.

1329580 Application Date 08/06/1984

Registration Date 04/09/1985 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1984/07/12 First Use In Commerce: 1984/07/12
Polyester Fiberfill Thermal Insulation Used in Outer Clothing, Sleeping Bags and
the Like

U.S. Registration
No.

1489314 Application Date 09/18/1987

Registration Date 05/24/1988 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1987/07/21 First Use In Commerce: 1987/07/21
PADS OF NOTE PAPER CONTAINING REMOVABLEADHESIVE ON THE
BACK OF EACH SHEET OF PAPER WHICH TOGETHER MAKE UP THE PAD

U.S. Registration
No.

2141005 Application Date 04/02/1997

Registration Date 03/03/1998 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 1996/07/15 First Use In Commerce: 1996/07/15
adhesives for attaching utility hooks and other objects to flat surfaces for indus-
trial and domestic use

U.S. Registration 2321854 Application Date 04/12/1999



No.

Registration Date 02/22/2000 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use: First Use: 1998/06/30 First Use In Commerce: 1998/06/30
Cleaning cloths and cloths for wiping or dusting
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /C. Ashley Callahan/

Name Ashley Callahan

Date 07/02/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Application Serial No.:  86/355,694 
By Dianne Michelle, LLC for the Mark:  DI3M 
Filed:  August 2, 2014 
Published in the Official Gazette on January 6, 2015 
 
3M COMPANY, 
 
 Opposer, 
 
v. 
 
DIANNE MICHELLE, LLC, 
 
 Applicant, 

 
 
 
 
 
 Opposition No. __________ 
 
 
 
 

 
 

NOTICE OF OPPOSITION 
 
 3M Company (“3M Company” or “3M”), a Delaware corporation having a principal place 

of business at 3M Center, 2501 Hudson Road, St. Paul, Minnesota, 55144-1000, believes that it will 

be damaged by registration of the mark in Application Serial No. 86/355,694 and hereby opposes 

same under the provisions of 15 U.S.C. § 1063. 

As grounds for opposition, 3M Company asserts that: 

1. 3M Company is the owner of the mark and trade name 3M (collectively the “3M 

mark”). 

2. 3M Company adopted and began using the 3M mark at least as early as 1906, in 

connection with abrasives, and has continuously used the 3M mark since that time.  Over the past 

century, 3M Company has expanded its usage of the 3M mark and presently offers over 75,000 

different products and services under the 3M mark in a wide range of areas. 

3. 3M has a long history of involvement in the fields of music and entertainment, 

beginning with its pioneering work in the music recording field which spanned from the late 1940’s 
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through the late 1990’s.  3M perfected the first commercially-viable magnetic recording tape, which 

was used to record Bing Crosby’s radio show in the late 1940’s and early 1950’s, and the 3M 

Scotch 111A tape became the standard for the music recording industry in the years that followed.  

3M subsequently launched a series of analog and then digital recorders which were used in 

producing well-known albums by numerous recording artists in the 1960’s, 1970’s, 1980’s and 

beyond.  Notably, 3M’s M79 recorder was used in producing the top selling album of all-time, 

Michael Jackson’s Thriller. 

4. 3M has won Academy Awards for its technological contributions to the 

entertainment industry, including its sound recording technology.  3M has additionally sponsored 

awards specifically within the music industry, including the “3M Lyra” award for sound recording 

and the “3M Visionary” award for artistic innovation. 

5. In the early 1970’s, 3M launched a line of portable reel-to-reel tape recorders and 

during this same time frame introduced compact cassette tapes for home recording of music and 

other audio.  3M was one of the leading manufacturers of compact cassette tapes until the late 

1990’s when it discontinued these products, and some of these products are still offered for sale 

today on retail websites such as eBay and Amazon. 

6. 3M continues to use the 3M mark in connection with a number of products used in 

the field of music and entertainment, including radio/mp3 headphones, audio CD player cleaners, 

home theater projectors, hearing protection for concerts and damping sheets for audio equipment. 

7. 3M also uses the 3M mark in connection with a variety of other consumer products, 

including home care products (e.g., dust cloths, sponges, mops and fabric protector), personal care 

products (e.g., bandages), stationery products (e.g., sticky notes and adhesive tape), car care 

products (e.g., waxes and cleaning cloths) and home improvement products (e.g., air filters and 

sandpaper).   
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8. For many years, 3M has sponsored a wide range of music, sports, entertainment and 

other arts and leisure events and programs. In many of these activities, 3M is a primary sponsor, 

such as the “3M Championship” annual PGA event, the “3M Half-Marathon” held each year in 

Austin, Texas since 1995, the “3M Box Office” at the Long Center for the Performing Arts in 

Austin and the “3M Auditorium” at the Minnesota History Center where a variety of musical and 

other events are held.  Recently, 3M was chosen as the Presenting Sponsor for the 2014 Positive 

Impact Awards ceremony, which recognizes and celebrates achievements of individuals in a 

number of fields, including music, film, and entertainment.   

9. Other sponsorships by 3M in 2013 alone include the Austin Jazz Workshop (Austin, 

Texas), Austin Classical Guitar Society, Austin Symphony Orchestra, Children’s Community 

Theater (Sycamore, Illinois), East Metro Symphony Orchestra (Stillwater, MN), Forest City 

Entertainment (Forest City, Illinois), Friends of Minnesota Sinfonia Music in the Schools, Lyric 

Performing Arts (Brownwood, Texas), Merrimack Repertory Theater (Merrimack, MA), Minnesota 

Opera, Minnesota Orchestra, Princess Theater Center for the Performing Arts (Decatur, AL), 

Springfield Symphony Young People’s Concerts (Springfield, MO), St. Paul Chamber Orchestra 

and Vintage Band Music Festival (Northfield, MN). Because of 3M’s sponsorship, the 3M mark is 

prominently featured in the advertising and promotional materials for these groups.  

10. Earlier this year, 3M partnered with MTV to promote a musical performance at the 

SXSW music festival in Austin, Texas where 3M had a tent, and offered a sweepstakes for a free 

trip to SXSW billed as the “3M Music Experience.” 

11. For many years, until divesting this business in the late 1990s, 3M was also one of 

the nation’s leading providers of in-store audio broadcasts.  Through this business unit,  3M 

supplied pre-recorded and satellite-transmitted background music to businesses in the retail sector. 
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12. Over the years, 3M has used variations of the 3M mark, including presentations that 

incorporate the 3M mark within other marks, such as 3M-MATIC, SHOP3M, and 3MGIVES. 

13. Over the years, 3M has used variations of its 3M mark, and has presented the 3M 

mark in a number of different design formats, as shown in the chart attached as Exhibit A.   

14. The 3M mark is inherently distinctive and serves to identify and indicate the source 

of 3M’s products and services to the consuming public. 

15. 3M has developed an enormous amount of goodwill in its 3M mark.  This mark is 

extremely well-known and respected by consumers.  The 3M mark represents 3M’s commitment to 

providing high quality products and services to consumers. 

16. As a result of the long use and promotion of the 3M mark by 3M, the 3M mark has 

become distinctive to designate 3M, to distinguish 3M and its products and services from the 

products and services of others, and to distinguish the source or origin of 3M’s products and 

services.  As a result of these efforts by 3M, the consuming public throughout the United States 

widely recognizes and associates the 3M mark with 3M and its products and services and other 

activities. 

17. As a result of 3M’s long use and promotion of the 3M mark, 3M has acquired 

valuable common law rights in the 3M mark throughout the United States. 

18. As a result of 3M’s long use and promotion of the 3M mark, the 3M mark has 

become famous throughout the United States. 

19. 3M owns over 200 trademark registrations for its 3M mark, covering a wide 

variety of goods and services, issued by the United States Patent and Trademark Office.  3M’s 

registrations for the 3M mark include the following:   

REG. NO. FIRST USE 
(at least as early as) 

GOODS 
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2,220,588 March 17, 1906 Abrasive products, namely, sandpaper. 

1,670,008 February 28, 1940 Sandpaper. 

2,329,600 August 26, 1956 Chemical composition for application to various surfaces 
to repel stains therefrom. 

700,268 January 2, 1959 Light reflective materials in sheet, strip, and liquid form. 

854,247 February 9, 1968 Elastic bandage. 

1,315,763 December 31, 1982 Adhesive tape. 

1,329,580 July 12, 1984 Polyester fiberfill thermal insulation used in outer 
clothing, sleeping bags and the like. 

1,489,314 July 21, 1987 Pads of note paper containing removable adhesive on the 
back of each sheet of paper which together make up the 
pad. 

2,141,005 July 15, 1996 Adhesives for attaching utility hooks and other objects to 
flat surfaces for industrial and domestic use 

2,321,854 June 30, 1998 Cleaning cloths and cloths for wiping or dusting. 

 
Copies of the TSDR printouts of these registrations are attached hereto as Exhibit B.  All of these 

registrations are  valid, subsisting, enforceable and incontestable pursuant to 15 U.S.C. § 1065. 

20. Applicant Dianne Michelle, LLC (“Applicant”) seeks to register the mark DI3M 

(“Applicant’s mark”) for “Entertainment services, namely, services in the nature of live musical 

performances; composition of music for others; production of music recordings and music 

production services” in International Class 41 (“Applicant’s services”).  

21. Applicant’s DI3M mark incorporates the 3M mark in its entirety. 

22. 3M Company’s 3M mark became famous prior to Applicant’s application to register 

and prior to the first use of Applicant’s mark.  

23. The mark that Applicant seeks to register so resembles 3M Company’s 3M mark 

and name as to be likely, when used on or in connection with Applicant’s services, to cause 

confusion, to cause mistake, or to deceive.  Purchasers and prospective purchasers are likely to 

falsely believe that the services of Applicant offered under the mark DI3M are sponsored, endorsed, 
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or approved by 3M Company, or are in some way affiliated, connected, or associated with 3M 

Company.   

24. The mark that Applicant seeks to register so resembles 3M Company’s 3M mark as 

to be likely, when used on or in connection with Applicant’s services, to dilute the distinctive 

quality of the 3M mark, in violation of 15 U.S.C. § 1125(c). 

25. Registration of the mark DI3M would be a source of damage to 3M Company, as it 

would confer upon Applicant various statutory presumptions to which it is not entitled in view of 

3M Company’s long prior use of its 3M mark. 

WHEREFORE, 3M Company prays that Application Serial No. 86/355,694 be rejected, and 

that registration of the marks and names therein be refused under 15 U.S.C. §§ 1052(d), 1063 and 

1125(c). 

The filing fee in the amount of $300 as required by 37 C.F.R. § 2.6(a)(17) is being paid 

electronically via credit card with this Notice of Opposition.  The Commissioner of Trademarks is 

authorized to draw on the deposit account of Norton Rose Fulbright US LLP, Account No. 50-

1212/11316626/THRT.T2089US.DS/MSM, in the event that anything prevents the successful 

completion of electronic payment of the filing fee. 

 
Date:  July 2, 2015     Respectfully submitted, 

/s/C. Ashley Callahan 
Ashley Callahan 
Justin Haddock 
NORTON ROSE FULBRIGHT US LLP 
98 San Jacinto Blvd., Suite 1100 
Austin, Texas 78701 
Tel:  512.474.5201 
Fax:  512.536.4598 
 
ATTORNEYS FOR OPPOSER 
3M COMPANY 
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CERTIFICATE OF SERVICE 
 
 I hereby certify that a true and correct copy of the Notice of Opposition has been served 
via First Class Mail to Applicant’s Attorney of Record at the address below on this the 2nd day of 
July, 2015: 
 

MATTHEW WENZLAU 
Wenzlau Law Group Pllc 
8644 E Keim Dr 
Scottsdale, ARIZONA 85250-5817  
UNITED STATES 
 
 

 
 
      /s/Kellie V Pfertner     
      Kellie V. Pfertner 
 
 



 

 

 

 

 

 

EXHIBIT A 





 

 

 

 

 

 

EXHIBIT B 
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