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IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Trademarkpplication:

Serial No. : 86388952

Applicant : Megan McGuinness
Filed X September 9, 2014
Mark : DISRUPTIVE CHARM

Published in th®fficial Gazetteof February 3, 2015

TBWA Worldwide Inc.,
Opposer,

V. Opposition No. 91222198

Megan McGuinness,

Applicant.

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

OPPOSER’S OPPOSITION TO APPLICANT’S
MOTION TO DISMISS UNDER FRCP 12(b)

Applicant’'s motion to dismiss under FRCE2(b) should be denied because
Applicant’s motion to dismiss does not chatie the sufficiency of Opposer’s pleading,
and, in any event, Opposeristice of opposition meets thequite pleading requirements
by alleging standing and a valid ground to oppose.

BACKGROUND

On February 3, 2015, the subject applma published for opposition purposes.

On the same day, Opposer, TBWA Worldwide.)riled a request for a 90-day extension



of time to oppose until June 3, 2015, whichsvgaanted. On June 3, 2015, Opposer filed
an opposition on the basis ofdikhood of confusion with @poser’s registered trademark
DISRUPTION.

In the notice of opposition, Opposer arguidier alia, priority of rights and that
Applicant’'s DISRUPTIVE CHARM mark isanfusingly similar toTBWA's registered
DISRUPTION trademark in terms of aggrance, sound, and commercial meaning.
Opposer pointed out that Applicant seekssegtion of its mark fothe identical goods
and argued that Applicant’s proposed use obmfusingly similar mark for the identical
goods was likely to cause consumers mistakenlyelieve that sth goods are somehow
related to Opposer or to the DISRUPTION #&adhrk, or that such goods originate from
or are sponsored or approved by Opposer.

Instead of filing an anser, Applicant filed a motin to dismiss under FRCP
12(b). See docket entry #4. The grounds fppliant's motion to dismiss are that (1)
Opposer itself has not filed aamendment to allege us@) none of theservices in
Applicant’s application are listed in Opposerégistrations, and (3) Opposer’'s mark is a
noun but Applicant’s mark is an adjective. dascribed in detail below, however, none
of these arguments supports a motion to dismiss (because they go to the merits of
Opposer’s claim), and, in any event, untleg motion to dismisstandard, Opposer’s
notice of opposition includdbe required allegations.

ARGUMENT

A motion to dismiss for failuréo state a claim upon whicklief can be granted is
a test solely of the legal sufficiency of a complairhdvanced Cardiovascular Systems
Inc. v. SciMed Life Systems In@88 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir.

1993); Covidien LP v. Masimo Corpl109 USPQ2d 1696, 1697 (TTAB 2014). In order



to withstand such a motion natice of opposition need only alie such facts as would, if
proved, establish that the plafhis entitled to the reliefsought, that is, that (1) the
plaintiff has standing to maintain theogeeding, and (2) a valid ground exists for
denying the registration sought. TBMP § 503.

Opposer has more than met the above stdndé/ith respect tgtanding, a notice
of opposition must include a short and plain statement of the reason(s) why opposer
believes it would be damaged by the regisdbn of the opposed mark (i.e., opposer’s
standing to maintain the proceeding). See TBMP 88 303.03, 309.03(b), and 503. Here,
Opposer has alleged that it has standing&intain the opposition because it would be
injured by registration of the subject mark. See, e.g.:

10. Applicant’s proposed use of DISRUPTIVE CHARM in

connection with a series of books dngsiness education services thus is

likely to cause consumers mistakenly to believe that such goods and

services are somehow related to TBWA or to the DISRUPTION

trademark, or that such goods and s®w originate from or are sponsored

or approved by TBWA. This confusion and mistake will cause injury to
TBWA.

11. If Applicant is awarded registration for DISRUPTIVE
CHARM in connection with a seried books and business education
services as shown in Serial N86388952, Applicant would be entitled to
the presumptions flowing from suebregistration, all to the injury of
TBWA.

With respect to a valid ground forrdeng the registratiorin its opposition,
Opposer claimed priority ardkelihood of confusion unde®ection 2(d). See, e.g.:
5. TBWA has used the DISRUPTION trademark in interstate

commerce in connection since at leas early as December 1991, which
is well before the filing datef the subject application.



7. Applicant’'sDISRUPTIVECHARM mark is confusingly
similar to TBWA's registered DISRUPTION trademark in terms of
appearance, sound, andmoercial meaning.

10.  Applicant’s proposed use of DISRUPTIVE CHARM in
connection with a series of books dngsiness education services thus is
likely to cause consumers mistakenly to believe that such goods and
services are somehow related to TBWA or to the DISRUPTION
trademark, or that such goods and & originate from or are sponsored
or approved by TBWA.

Likelihood of confusion is a valid groundrfa notice of opposition. TBMP § 309.03(c).

None of the arguments listed in Applicanthotion to dismiss relate to the motion
to dismiss standard discussed above. Ins#ppljcant’'s arguments late to the merits
of the opposition itself, and, asich, are insufficient:

Therefore, a plaintiff served with a man to dismiss for failure to state a

claim upon which relief can be gtad need not, and should not respond

by submitting proofs in support of its complaint. Whether a plaintiff can

actually prove its allegations is a tiga to be determined not upon motion

to dismiss, but rather at final heay or upon summarypgment, after the

parties have had an opportunitystdbmit evidence isupport of their
respective positions.

TBMP § 503. For example, Applicant’s clathrat the marks are not confusingly similar
because one is a noun and one is an adjegptigs to the merits of the case, not pleading
requirements (standing and valid grounds).

CONCLUSION

Because Applicant’'s motion to dismiss does not challenge the sufficiency of
Opposer’s pleading, and because Opposeotice of opposition asserts standing and
valid grounds to oppose, Applicant’s motiém dismiss under FRCP 12(b) should be

denied.



Respectfullgubmitted,

KENYON & KENYON LLP

Date: July 21, 2015 By: s/ Susan Smith

Jmes E. Rosini

Susan A. Smith

Erik Kane

KENYON & KENYON LLP
150K Street,N.W., Suite700
WashingtonD.C. 20005
Tel.:(202)220-4200
Fax:(202)220-4201

Counsel for Opposer,
TBWA Worldwide Inc.



Certificate of Service
| hereby certify that the required mber of copies of the foregoin@pposer’s
Opposition to Applicant’'s Motion to Dismisscluding all exhibits,were served as
shown below on Applicant’s correspondent of record:
By U.S. Mail (Postage Prepaid)

MEGAN MCGUINNESS
14450 N. Thompson Peak Pkwy #207
Scottsdale, AZ 85260

Date: July 21, 2015 By: s/ Susan Smith
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