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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Automotive Racing Products, Inc.
Entity Corporation Citizenship California
Address 1760 Lemonwood Drive

Santa Paula, CA 93060
UNITED STATES

Attorney informa-
tion

Daniel M. Cislo

12100 Wilshire Blvd., Suite 1700

Los Angeles, CA 90025

UNITED STATES

kristin@cislo.com, ttab@cislo.com, ksylvester@cislo.com Phone:310-451-0647

Applicant Information

Application No 85825840 Publication date 04/21/2015
Opposition Filing 05/20/2015 Opposition Peri- 05/21/2015
Date od Ends

International Re- NONE International Re- NONE
gistration No. gistration Date

Applicant

SINO-ARP TIRES EQUIPMENT TECHNOLOGY (SUZHOU) CO., LTD
Suzhou Industrial Park

Suzhou City, 215128

CHINA

Goods/Services Affected by Opposition

Class 012. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Automobiles, Tires for vehicle wheels, Inner
tubes for pneumatic tires, Casingsfor pneumatic tires, Treads for retreading tires, Vehicle wheel tires,
Airplanetires, Tires for bicycles and cycles, tubeless tires for bicycles and cycles

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1472833 Application Date 05/22/1987

No.

Registration Date | 01/19/1988 Foreign Priority NONE
Date

Word Mark ARP



http://estta.uspto.gov

Design Mark

Description of
Mark

NONE

Goods/Services

Class 006. First use: First Use: 1975/12/00 First Use In Commerce: 1975/12/00

HIGH PERFORMANCE METAL FASTENERS, NAMELY, BOLTS, STUDS,
WASHERS AND NUTS USED PRIMARILY IN THE AUTOMOTIVE RACING IN-
DUSTRY

U.S. Registration | 3779297 Application Date 03/19/2009

No.

Registration Date | 04/20/2010 Foreign Priority NONE
Date

Word Mark ARP ULTRA-TORQUE

Design Mark

ARP ULTRA-TORQUE

Description of
Mark

NONE

Goods/Services

Class 004. First use: First Use: 2009/05/30 First Use In Commerce: 2009/05/30
automobile and vehicular lubricants

U.S. Registration | 4298382 Application Date 03/13/2009

No.

Registration Date | 03/05/2013 Foreign Priority NONE
Date

Word Mark ARP ULTRA-TORQUE PLUS

Design Mark

ARP ULTRA-TORQUE PLUS

Description of
Mark

NONE

Goods/Services Class 004. First use: First Use: 2012/12/01 First Use In Commerce: 2012/12/01
Automobile and vehicular lubricants
Attachments 77695237#TMSN.png( bytes)

77691034#TMSN.png( bytes )
Notice of Opposition.pdf(634056 bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.




Signature /Daniel M. Cislo/
Name Daniel M. Cislo
Date 05/20/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF TRADEMARK SERIAL NO. 85/825,840

Automotive Racing Products, Inc., a California )
corporation, )
)
Opposer, )

) Opposition No.:
V. )
)
Sino-Arp Tires Equipment Technology (Suzhou) )
Co., Ltd., a Limited Liability Company of China, )
)
Applicant. )

NOTICE OF OPPOSITION

Opposer Automotive Racing Products, Inc., a California corporation, having offices at
1760 Lemonwood Drive, Santa Paula, California 93060 (“ARP”), believes that it will be
damaged by the registration of the trademark shown in Application Serial No. 85/825,840 (the
“Application™) filed by Applicant Sino-Arp Tires Equipment Technology (Suzhou) Co., Ltd, a
Limited Liability Company of China, having a listed business address of Suzhou Industrial Park,
18 Pingsheng Road, Suzhou City, China 215128 (“Sino-Arp”). ARP therefore opposes the
Application and requests that registration of the Application be refused.

As grounds for its opposition, ARP alleges that:

1. Sino-Arp seeks to register a mark that consists of the term SINOARP in stylized
form (“Applicant’s Mark”) for use in connection with “Automobiles, Tires for vehicle wheels,
Inner tubes for pneumatic tires, Casings for pneumatic tires, Treads for retreading tires, Vehicle

wheel tires, Airplane tires, Tires for bicycles and cycles, tubeless tires for bicycles and cycles” in



International Class 012 (“Sino-Arp’s Goods”). Sino-Arp filed the application on January 17,
2013 and it was assigned Ser. No. 85/825,840. Applicant’s Mark consists of the letters
“SINOARP” in stylized form.

2. This Notice of Opposition is timely filed within the time permitted following
publication of the application in the Official Gazette.

3. Since at least as early as December 1975, ARP, its predecessors, its related
companies, or its licensees have continuously used the term ARP in interstate commerce as an
identifier of a variety of goods and services, including high performance metal fasteners, namely,
bolts, studs, washers and nuts used primarily in the automotive racing industry. Also, since 2009
and 2012, respectively, ARP, its predecessors, its related companies, or its licensees have
continuously used the terms ARP ULTRA-TORQUE and ARP ULTRA-TORQUE PLUS in
interstate commerce as an identifier of a variety of goods and services, including automobile and
vehicular lubricants. Accordingly, all of the marks are collectively referred to as “ARP’s
Trademarks” and the goods are collectively referred to as “ARP’s Goods.”

4, ARP’s Trademarks have also continuously appeared in substantial advertising and
promotion of ARP’s Goods, such that the marks are closely identified with ARP’s Goods and
has gained valuable public recognition. ARP’s Trademarks are inherently distinctive or have
become distinctive through acquisition of secondary meaning. By virtue of its sales of high-
quality products bearing ARP’s Trademarks in interstate commerce, its expenditures of
considerable sums for promotional activities, and the excellence of its products, ARP developed

significant goodwill in the ARP Trademarks and a valuable reputation, and is even commonly

known as “ARP.”



5. ARP has continuously used its ARP Trademarks in interstate commerce for
automotive goods related to Sino-Arp’s Goods since prior to any date upon which Sino-Arp can
rely.

6. ARP is the owner of U.S. Trademark Registration No. 1,472,833 for ARP for
“High performance metal fasteners, namely, bolts, studs, washers and nuts used primarily in the
automotive racing industry” in International Class 006. This trademark was registered on the
Principal Register on January 19, 1988 from an application filed on May 22, 1987.

7. ARP is the owner of U.S. Trademark Registration No. 3,779,297 for ARP
ULTRA-TORQUE for “automotive and vehicular lubricants” in International Class 004. This
trademark was registered on the Principal Register on April 20, 2010 from an application filed
on March 19, 2009.

8. ARP is the owner of U.S. Trademark Registration No. 4,298,382 for ARP
ULTRA-TORQUE PLUS for “automotive and vehicular lubricants” in International Class 006.
This trademark was registered on the Principal Register on March 5, 2013 from an application
filed on March 13,.2009.

9. ARP’s ARP Trademarks are distinctive, strong, and famous such that the public
would associate ARP’s Trademarks with ARP when encountering ARP’s Trademarks apart from
ARP’s Goods.

10.  Applicant’s Mark so resembles ARP’s Trademarks, as they have been used and

currently are being used, as to be likely to cause confusion, or cause mistake, or to deceive, in

violation of Section 2(d) of The Trademark Act, 15 U.S.C. §1052(d), when used on or in
connection with Sino-Arp’s Goods. Applicant’s Mark is substantially the same as ARP’s

Trademarks, including in visual appearance and in pronunciation.



11.  Under the circumstances, registration of Applicant’s Mark will injure ARP by
causing the trade or purchasing public to be confused or deceived into believing that Sino-Arp’s
Goods are those of ARP or are sponsored by ARP, and will place a cloud over ARP’s title to its
ARP family of marks, in violation of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d).

12. ARP’s ARP family of marks are well established and famous before any priority
date upon which Sino-Arp can rely. The registration by Sino-Arp of a substantially similar mark
would diminish and dilute the distinctive quality of ARP’s rights in its famous ARP marks in
violation of 15 U.S.C. §1125(c). Moreover, the registration by Sino-Arp would diminish the
advertising value of ARP’s Trademarks, and such registration would, in the event of any quality
problems involving Sino-Arp’s Goods, tarnish the distinctiveness of ARP’s Trademarks.

13.  Applicant’s Mark is likely to or has lessened the capacity of ARP’s Trademark to
identify and distinguish ARP’s Goods.

14.  The Application should be refused because ARP’s rights of continuing its present
use of ARP’s Trademarks in commerce are, or would be, threatened by Sino-Arp’s registration
of the SINOARP mark for Sino-Arp’s Goods, and because ARP’s business would be otherwise
damaged by Sino-Arp’s registration of the SINOARP mark for Sino-Arp’s Goods. The
Application is also inconsistent with the prior established rights of ARP in its ARP marks and is
now and will continue to be a source of damage and injury to ARP.

WHEREFORE, ARP prays that Application Serial No. 85/825,840 be rejected, and that

registration for the mark sought for the goods in the Application be denied and refused.



The required fee for opposing one class of goods, and any additional fees, may be

charged to ARP’s representative’s deposit account No. 03-2030.

Respectfully submitted,

CISLO & THOMAS LLP

Dated: May)e, 2015 LA DAL

Daniel M. Cislo, Esq.

Kristin B. Kosinski, Esq.

CISLO & THOMAS LLP

12100 Wilshire Blvd, Suite 1700
Los Angeles, California 90025
Tel: (310) 451-0647

Fax: (310) 394-4477




CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Notice of Opposition was served upon Sino-
Arp Tires Equipment Technology (Suzhou) Co., Ltd’s attorney of record, by first class mail,
postage prepaid, and email to the addresses listed on the date given below. Pursuant to 37 C.F.R.
2.119(d), a copy of this Notice of Opposition was served upon Sino-Arp’s attorney of record

only because Sino-Arp’s address of record indicates that it is not domiciled in the United States.

James Conte

Husch Blackwell

120 S. Riverside Plaza, Floor 22
Chicago, IL 60606-3912
James.conte@huschblackwell.com

Dated: May 2, 2015 \A- VA VV]/-\ )

Daniel M. Cislo, Esq.
Kristin B. Kosinski, Esq.




CERTIFICATE OF ELECTRONIC FILING

I hereby certify that this paper (along with any paper referred to as being attached or
enclosed) is being filed with the United States Patent and Trademark Office via the Electronic
System for Trademark Trials and Appeals (ESTTA) on the date shown below.

Dated: May *¥ 2015 Tl [/1/“]

Daniel M. Cislo, Esq.
Kristin B. Kosinski, Esq.

CISLO & THOMAS LLP

12100 Wilshire Blvd, Suite 1700
Los Angeles, California 90025
Tel: (310) 451-0647

Fax: (310) 394-4477
www.cislo.com

TAL5-30368\Notice of Opposition.decx




