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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

___________________________________ 
GEOFFREY, LLC, : 

: 
Opposer, :  Serial No. 86/222,809 

: 
v. :  Opposition No. 91221951 

: 

HAIR ARE US, INC., :  Mark: 
: 

Applicant. : 
___________________________________ 

OPPOSER’S RESPONSE IN OPPOSITION TO  

APPLICANT’S MOTION TO EXTEND DISCOVERY AND TRIAL DATES 

Opposer, Geoffrey, LLC, by and through its attorneys, submits 

this Response in Opposition to Applicant’s Motion to Extend Discovery 

and Trial Dates. The Motion should be denied. 

I. PROCEDURAL HISTORY 

On September 7, 2012, Applicant Hair Are Us, Inc. (“Applicant”) 

filed U.S. Trademark Serial No. 85/723,673 for the 

 mark (“HAIR ARE US and Design”). U.S. Trademark 

Serial No. 85/723,673 published for opposition on April 16, 2013 and 

Opposer Geoffrey, LLC (“Opposer”) promptly filed a notice of 

opposition against this application on May 16, 2013. (See Opposition 

No. 91210675.) On July 18, 2013, the Trademark Trial and Appeal Board 

(the “Board”) sent a notice of default to Applicant because no answer 

had been filed. Accordingly, the Board entered judgment by default 
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against Applicant, sustained Opposer’s opposition, and refused 

registration of HAIR ARE US and Design. 

On September 11, 2012, Applicant filed U.S. Trademark Serial No. 

85/725,997 for the HAIR ARE US word mark. U.S. Trademark Serial No. 

85/725,997 published for opposition on February 12, 2013 and Opposer 

promptly filed a notice of opposition against this application on 

March 12, 2013. (See Opposition No. 91209709.) On May 22, 2013, the 

Board sent a notice of default to Applicant because no answer had 

been filed.  Accordingly, the Board entered judgment by default 

against Applicant, sustained Opposer’s opposition, and refused 

registration of the mark in U.S. Trademark Serial No. 85/725,997. 

On April 25, 2014, Applicant filed U.S. Trademark Serial No. 

86/262,385 for the TRESSES ARE US word mark. On July 9, 2014, the 

Examining Attorney refused registration of the mark under Section 

2(d) of the Trademark Act based on a likelihood of confusion with 

seven of Opposer’s prior registered marks: U.S. Reg. Nos. 3,647,541 

for ; 2,282,394 for “R” US; 3,859,459 for 

; 3,859,458 for ; 3,942,695 for 

; 3,724,926 for ; and 3,724,925 for 

. Applicant failed to respond to the July 9, 2014 
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Office Action, so a Notice of Abandonment was mailed on February 4, 

2015. 

In the face of three failed attempts to register its marks, 

Applicant filed yet another application for HAIR ARE US and Design, 

U.S. Serial No. 86/222,809. Opposer filed a notice of opposition with 

the Board and served a copy of the notice of opposition to Applicant 

on May 13, 2015.  

On June 18, 2015, five days before the June 23, 2015 deadline 

to file and serve an answer to Opposer’s notice of opposition, 

Applicant filed an unconsented Motion for Extension of Time to Answer 

with the Board. 

On June 10, 2016, the parties’ counsel participated in a 

voluntary settlement discussion telephone conference. On August 22, 

2016, Opposer’s counsel sent a letter to Applicant’s counsel via 

email, again raising the possibility of settlement; on September 21, 

2016, Applicant’s counsel acknowledged receipt of the letter, then 

sent a more substantive reply on October 3, 2016, but the proposed 

settlement terms in the October 3 letter were unsatisfactory to 

Opposer. Consequently, two days after the unsatisfactory settlement 

proposal from Applicant’s counsel, Opposer served the outstanding 

discovery requests and notice of deposition on Applicant’s counsel 

by email and U.S. mail. In light of the multiple settlement 

communications from June through October, Applicant’s statement in 

its motion that “Opposer had over four months from the time initial 

disclosures were due to serve its request for discovery documents, 
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but did nothing until October 5th, 2016” is inaccurate and misleading. 

Opposer and Applicant actively tried to settle this matter, but were 

unable to reach mutually-acceptable settlement terms over the course 

of more than three months. 

More recently, on October 5, 2016, Opposer served 

interrogatories, requests for production of documents and things, 

requests for admissions, and a notice of deposition under F.R.C.P. 

Rule 33(b)(6) on Applicant via both first class mail and emailed PDF 

attachments. Applicant’s counsel confirmed receipt of the emailed 

documents via email. 

On October 17, 2016, a mere 12 days into the 33-day period for 

Applicant to respond to Opposer’s discovery requests, Applicant’s 

counsel filed a motion to extend discovery and trial dates. It is 

important to note that the motion was filed eight days after Florida 

Power & Light announced that power had been restored to all of its 

customers in Miami-Dade County (see Exhibit A) and nine days after 

USA Today explained that the storm “caused little damage in Miami-

Dade” and that most people were called back to work on Friday, October 

7 (see Exhibit B). It is also worth noting that, if the USA Today 

article is to be believed, most Miami residents returned to the office 

only two days after Opposer served its discovery requests and notice 

of deposition on Applicant’s counsel. 

Under the relevant Federal Rules of Civil Procedure, Applicant 

has until November 7, 2016, a date still 19 days in the future, to 

respond to Opposer’s discovery requests. It is irrelevant to 
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Applicant’s ability to review and respond to the requests that the 

parties were busy trying to settle the case in the months leading up 

to the October 5, 2016 service of discovery requests by Opposer. 

In summary, Opposer has been expending time and money in Board 

proceedings against Applicant regarding its HAIR ARE US marks for 

more than four years, a period of time in which Applicant and its 

counsel surely had an opportunity to gather information regarding its 

use of the HAIR ARE US mark. Moreover, Applicant still has 19 days 

to gather and organize information and evidence responsive to 

Opposer’s discovery requests. Consequently, “good cause” is absent 

under the aforementioned facts. 

II. ARGUMENT

Pursuant to Fed. R. Civ. P. 6(b), made applicable to Board 

proceedings by 37 C.F.R. § 2.116(a), a party may file a motion for 

an enlargement of the time in which an act is required or allowed to 

be done. To secure the requested enlargement of time, however, the 

moving party must demonstrate good cause for the requested extension. 

T.B.M.P. § 509.01. A motion to extend must set forth with 

particularity the facts said to constitute good cause for the 

requested extension; mere conclusory allegations lacking in factual 

detail are insufficient. Id. The Board will “scrutinize carefully” 

any motion to extend time to determine whether the requisite good 

cause has been shown. Id. 

In this case, Applicant has set forth facts in an attempt to 

demonstrate good cause for its request to extend discovery, but said 
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facts are unbelievable, contradict reality, and even if true would 

not provide good cause for another delay in this dispute, which has 

been dragging on for over four years since Applicant’s U.S. Trademark 

Serial No. 85/723,673 was filed on September 7, 2012. 

Applicant alleges that “Applicant’s assets and its attorneys 

were directly located in a jurisdiction that was severely affected 

by Hurricane Matthew during the first week of October, 2016,” and 

that “the Hurricane made landfall in and near South Florida area just 

after October 5, 2016, the very day which Opposer electronically 

mailed Applicant’s attorneys its request for discovery documents.”   

However, Applicant, according to its website, is “an Atlanta 

based Hair company” (see Exhibit C) and Atlanta was spared by 

Hurricane Matthew. According to the website for 11Alive, which is the 

NBC affiliate in Atlanta, “evacuees from Florida, South Carolina, and 

Southeast Georgia [packed] hotels throughout metro Atlanta...” during 

Hurricane Matthew (see Exhibit D). Consequently, it seems hard to 

believe that Applicant was unable to review and gather documents and 

information during the two weeks after Opposer served its discovery 

requests and notice of deposition. 

Even assuming Applicant’s documents and information were 

primarily located in Miami, where it has a store location, USA Today 

declared that most Miami-Dade County residents were back to work on 

Friday, October 7, and all electricity had been restored to residents 

of Miami-Dade County by Sunday, October 9, a date 29 days before the 

deadline to respond to the discovery requests. With only a couple of 
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days possibly lost to work on this case, Applicant’s feeble basis for 

its motion seems to be based on a desire to prolong and delay the 

proceeding, thereby prejudicing Opposer. 

Considering that this is the third opposition that has been 

filed against its HAIR ARE US applications by Opposer (including the 

second one involving the exact same HAIR ARE US and Design mark), and 

considering that Applicant already filed an unconsented motion for 

an extension of time to submit initial disclosures in this same 

proceeding on August 18, 2015, it is self-evident that Applicant 

already possesses a full understanding of the facts pertaining to 

this opposition and has had more than sufficient time to review its 

case and documents. 

In summary, Opposer has not shown the good cause necessary to 

grant its motion to extend discovery. Accordingly, Opposer’s motion 

should be denied by the Board. 
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III. CONCLUSION

For the foregoing reasons, Opposer, Geoffrey, LLC, respectfully

requests that the Trademark Trial and Appeal Board deny Applicant’s 

motion to extend discovery and trial dates. 

BLANK ROME LLP 

Dated: October 19, 2016 By: /matthew homyk/ 
Timothy D. Pecsenye 
Megan E. Spitz 
Matthew A. Homyk 
One Logan Square 
Philadelphia, PA 19103 
(215) 569-5619 

Attorneys for Opposer, 
Geoffrey, LLC 
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CERTIFICATE OF SERVICE 

The Undersigned, a member of the Bar of the Commonwealth of 

Pennsylvania, hereby certifies that on the 19th day of October, 

2016, he caused a copy of the foregoing Opposer’s Response to 

Applicant’s Motion for Extension of Discovery and Trial Dates to 

be served by first class mail on: 

HARRY TAPIAS 
LOIGICA PA 
2 S BISCAYNE BLVD, STE 3760 
MIAMI, FL 33131-1815 

/matthew homyk/  
MATTHEW A. HOMYK 
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