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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Honolulu Beerworks LLC

Granted to Date
of previous ex-
tension

05/16/2015

Address 328 Cooke Street
Honolulu, HI 96813
UNITED STATES

Attorney informa-
tion

Colin O. Miwa
Cades Schutte LLP
1000 Bishop Street Suite 1200
Honolulu, HI 96813
UNITED STATES
cmiwa@cades.com, bhairston@cades.com Phone:808-521-9200

Applicant Information

Application No 86234361 Publication date 03/17/2015

Opposition Filing
Date

05/12/2015 Opposition Peri-
od Ends

05/16/2015

Applicant Lanikai Brewing Company, LLC
1105 Mokulua drive
Kailua, HI 96734
UNITED STATES

Goods/Services Affected by Opposition

Class 032. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Beer

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

The mark is primarily geographically descriptive Trademark Act section 2(e)(2)

The mark is primarily geographically deceptively
misdescriptive

Trademark Act section 2(e)(3)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

http://estta.uspto.gov


Design Mark

Goods/Services Beer and Restaurant Services

Attachments Honolulu Beerworks.JPG
Notice of Opposition; Exhibits A-D; Proof of Service.pdf(1349636 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Colin O. Miwa/

Name Colin O. Miwa

Date 05/12/2015



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of Trademark Application Serial No. 86/234,361 

Filed on March 27, 2014 

For the mark “LANIKAI BREWING COMPANY” and design 

Published:  March 17, 2015 

 

HONOLULU BEERWORKS LLC, ) 

  ) 

 Opposer, ) 

  ) Opposition No.:  _______________ 

 v. ) 

  ) 

LANIKAI BREWING COMPANY, LLC, ) 

  ) 

 Applicant. ) 

  ) 

 

NOTICE OF OPPOSITION  

Opposer HONOLULU BEERWORKS LLC, a Hawaii limited liability company 

(“Opposer”), whose mailing address is 328 Cooke Street, Honolulu, Hawaii  96813, believes it 

will be damaged by the registration of the mark shown in Application Serial No. 

86/234,361(the “Application”) filed by LANIKAI BREWING COMPANY LLC (“Applicant”), 

for “Beer” in International Class 32, and hereby respectfully submits the following for its 

opposition to the Application: 

1. Opposer has widely and publicly used the mark  (“Opposer’s 

Mark”), in connection with beer and other related goods and services since at least as early as 

March 7, 2013.   
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2. Opposer has developed valuable trademark and service mark rights for 

Opposer’s Mark in connection with beer brewed and sold at its restaurant, and with related goods 

and services. 

3. Opposer has used, and Opposer holds various State of Hawaii trademark 

registrations for, Opposer’s Mark in connection with beer and related goods and services, 

including (without limitation) the following:  (a) Hawaii Trademark Registration No. 4142217 

for the mark, , for “Beer” in Class 32, which issued on April 2, 2015; and (b) Hawaii 

Trademark Registration No. 4115235 for the mark, , for “Restaurant services” in 

Class 43, which issued on March 12, 2013 (collectively, “Opposer’s Trademark 

Registrations”).  The above-identified goods and services of Opposer are collectively referred to 

herein as “Opposer’s Goods and Services.” 

4. On March 27, 2014, on information and belief, Applicant filed with the 

U.S. Patent and Trademark Office the Application to register the mark  

(“Applicant’s Mark”). 

5. The Application seeks registration of the mark, , for “Beer” in 

International Class 32 (“Applicant’s Goods”). 

6. On information and belief, on or about January 15, 2015, an Examiner’s 

Amendment was filed, which amended the Application to add a disclaimer of the words 

“BREWING COMPANY” in the applied-for mark, among other things. 

7. The Application is not restricted as to channels of trade or purchasers. 
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8. Applicant’s Goods and Opposer’s Goods and Services are identical or 

closely related.  As shown in the printout from Applicant’s Facebook website at 

http://www.facebook.com/lanikaibrewing, a copy of which is attached hereto as Exhibit “A,” 

Applicant advertises Applicant’s Goods while it also offers for sale clothing goods, including 

t-shirts and hats, bearing Applicant’s Mark.   

9. Applicant’s Mark is confusingly similar to Opposer’s Mark in terms of 

appearance, as both include a circular design with horizontal bands, both containing geographic 

place names which are both located on the island of Oahu, State of Hawaii.   

10. On information and belief, the goods covered by the Application are or 

will be offered to the same class of purchasers and users who purchase and use the goods and 

services in connection with which Opposer has used and is using Opposer’s Mark. 

11. The use and registration of Applicant’s Mark, as indicated above, would 

result in confusion, mistake, and/or deception as to the source or origin of Applicant’s Goods, 

leading consumers to believe that they are somehow affiliated with, or approved, sponsored, or 

licensed by Opposer.   

12. There exists a likelihood of confusion between Opposer’s Mark and 

Applicant’s Mark, pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 

13. If Applicant is permitted to use and register Applicant’s Mark for the 

goods specified in the Application, confusion in trade, resulting in irreparable damage and injury 

to Opposer, inevitably would result by reason of the similarity between Applicant’s and 

Opposer’s marks and the goods and services to be sold thereunder.  Any defect, objection, or 

fault found with goods marketed under Applicant’s Mark, would reflect on, and injure, the 

reputation Opposer has established and will establish for the goods and services sold under 

Opposer’s Mark. 
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14. If Applicant is granted the registration herein opposed, Applicant would 

obtain a prima facie exclusive right to use the mark set forth in the Application.  Such 

registration would become a source of damage and injury to Opposer through the generation of 

confusion, mistake, and/or deception, the dilution of Opposer’s registered mark, and the 

diminution of Opposer’s ability to control the quality of the goods and services sold thereunder.   

15. Applicant’s Mark, if used on or in connection with the goods listed in the 

Application, would likely dilute, and/or would actually dilute, the distinctiveness of Opposer’s 

Mark. 

16. There is no issue as to priority.  As evidenced by Opposer’s registrations 

identified above, Opposer has been using Opposer’s Mark since at least as early as March 2013. 

17. On information and belief, and as indicated in the Application, Applicant 

only began using its mark in commerce since March 2015.   

18. In addition, Applicant’s Mark is either primarily geographically 

descriptive of Applicant’s Goods because “LANIKAI” is the geographic location where its 

goods are sold or offered for sale, and thus the mark is unregistrable under Section 2(e)(2) of the 

Lanham Act, 15 U.S.C. § 1052(e)(2), or it is primarily geographically deceptively misdescriptive 

and thus unregistrable under Section 2(e)(3) of the Lanham Act, 15 U.S.C. § 1052(e)(3). 

19. As shown by the printout from Applicant’s Facebook website attached 

hereto as Exhibit “A,” Applicant refers to “Lanikai” as a geographic place. 

20. As demonstrated by the printouts from: (a) The Columbia Gazetteer of the 

World, available at columbiagazetteer.org, a copy of which is attached hereto as Exhibit “B”; 

(b) kailuachamber.com, a copy of which is attached hereto as Exhibit “C”; and (c) 

kalaehale.com, a copy of which is attached hereto as Exhibit “D,” “Lanikai” is a village or beach 

located on the island of Oahu, State of Hawaii. 
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WHEREFORE, Opposer prays that this Opposition be sustained, that the 

Application be refused, and that the mark applied for therein be refused registration.   

DATED:  Honolulu, Hawaii, May 12, 2015. 

 Respectfully submitted, 

 

/Colin O. Miwa/  

Martin E. Hsia, Reg. No. 32,471 

Colin O. Miwa 

CADES SCHUTTE 

A Limited Liability Law Partnership LLLP 

1000 Bishop Street, Suite 1200 

Honolulu, HI  96813 

Tel: (808) 521-9200 

 

Attorneys for Opposer 

HONOLULU BEERWORKS LLC  



























 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of Trademark Application Serial No. 86/234,361 

Filed on March 27, 2014 

For the mark “LANIKAI BREWING COMPANY” and design 

Published:  March 17, 2015 

 

HONOLULU BEERWORKS LLC, ) 

  ) 

 Opposer, ) 

  ) Opposition No.:  _______________ 

 v. ) 

  ) 

LANIKAI BREWING COMPANY, LLC, ) 

  ) 

 Applicant. ) 

  ) 

PROOF OF SERVICE 

I HEREBY CERTIFY that a true and correct copy of OPPOSER’S NOTICE OF 

OPPOSITION was mailed by U.S. First Class mail this 12
th

 day of May 2015 to:   

Leighton Chong, Esq. 

IP & Patent Attorney 

133 Kaai Street 

Honolulu, HI  96821 

 

DATED:  Honolulu, Hawaii, May 12, 2015. 

 Respectfully submitted, 

 

 

/Colin O. Miwa/  

Martin E. Hsia, Reg. No. 32,471 

Colin O. Miwa 

CADES SCHUTTE 

A Limited Liability Law Partnership LLP 

1000 Bishop Street, Suite 1200 

Honolulu, HI  96813 

Tel: (808) 521-9200 

 

Attorneys for Opposer 

HONOLULU BEERWORKS LLC 
ImanageDB:3111874.1  


