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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
HAGGAR CLOTHING CO.,

Opposer, Opposition No. 91221844

Mark: MUSTANG (Stylized)

MUSTANG

(Serial No: 79/104,357)

VS.

MERVE OPTIK SANAYI| VE TICARET
ANONIM SIRKETI,

Applicant.

w W W W W W W W W W W W

Publication Date: January 6, 2015

OPPOSER’S MOTION FOR SUMMARY JUDGMENT AND
BRIEF IN SUPPORT THEREOF

Pursuant to Rule 56 of the Federal Rules of Givdcedure, Trademark Rule 2.116(a),
37 CFR § 2.116(a), Trademark Rule 2.127(e)(1), BRG 2.127(e)(1), and the Trademaital
and Appeal Board Manual of Proceduf28, Opposer, Haggar Clothing Co. (hereinafter

“Haggar” or “Opposer’), respectfully moves this Honorable Trademarkalland Appeal Board

(“Board”) for summary judgment on grounds of res judicateclaim preclusion, and requests
that the Board grant summary judgment in favor afjglar and against Applicant, Merve Optik
Sanayi Ve Ticaret Anonim Sirketi (hereinafteMérve Optik” or “Applicant”) so as to deny
registration of the mark MUSTANG (Stylized), whias the subject of U.S. Trademark
Application Serial No. 79/104,357 (hereinafteBgposed MUSTANG Mark”).*

Y In support of this Motion, Haggar relies on theatlings, the records of the U.S. Patent & Trademark

Office ("USPTQ", the declaration of Elizabeth K. Stanley, attadhas Exhibit A,” filed herewith and
incorporated by reference, along with its attacBgHibits (hereinafter Stanley Decl”). This Motion for Summary
Judgment is timely as it is being filed prior toetkommencement of Haggar's testimony period. 37 GFR
2.127(e)(1). Furthermore, while Haggar has notsgtied its initial disclosures in the instant meding, such
disclosures are not required to be served atithis &s this Motion seeks judgment on claim preoludd; see also
Compagnie Gervais Danone v. Precision Formulatibh€, 89 U.S.P.Q. 2d 1251, 1255 n.7 (TTAB 2009) (“if a
party moves for summary judgment prior to the dieéadfor making initial disclosures it should indieain its
motion that the disclosures have been made, onatreequired because the motion seeks judgmentam or
issue preclusion or on a jurisdictional issue”).



PRELIMINARY STATEMENT

This Opposition concerns Merve Optik’s second wilidattempt to register MUSTANG
(Stylized), for eyewear and optical products, imlaiion of Haggar's rights in the mark
MUSTANG for apparel. In July 2008, Haggar opposéerve Optik’'s prior U.S. Application
Serial No. 77/201,372 for MUSTANG (Stylized). Oandiary 11, 2010, the Board entered
judgment in favor of Haggar and sustained the oifipos Specifically, the Board granted
Haggar's motion for summary judgment as concedeatl r@fused the registration of Merve
Optik’s application for MUSTANG (Stylized). In Iig of this prior final judgment, and further
considering the identity of the parties or theiivigs, the legally equivalent nature of the
Opposed MUSTANG Mark as compared to the mark in. Blication Serial No. 77/201,372,
and likenesses of the goods in both applicatione, grincipal of res judicata applies in the
instant Opposition to bar Merve Optik from obtampiregistration of the Opposed MUSTANG
Mark and to preserve the valuable resources oBtisd from having to rehear the case.

THE PARTIES AND THEIR MARKS

1. Hagagar

Opposer Haggar Clothing Co., is a Nevada corparatath its principal place of
business at Two Colinas Crossing, 11511 Luna RbDatlas, Texas. Haggar is a well-known
U.S. manufacturer and retailer of clothing, inchgli pants, suits, tops, outerwear and
accessories. Long prior to the filing date of @@posed MUSTANG Mark, Haggar has used the
mark MUSTANG® throughout the United States in cartime with apparel, namely slacks,
jeans, shorts, and shirts. Specifically, for oseventy-five (75) years, commencing at least as
early as 1938, Haggar has offered goods under Hre MUSTANG in interstate commerce in

the United StatesSgeStanley Decl. T 2, Ex. A-1).



2. Merve Optik

On information and belief, Applicant, Merve Optikrgi Ve Ticaret Anonim Sirketi is a
joint stock company organized and existing underléws of Turkey with its principal place of
business at Senlikkdy Mahallesi, Akasya Sokak No:Blorya, Bakirkdy Istanbul, Turkey.
Upon information and belief, Applicant offers ortends to offer eyewear, including glasses,
sunglasses, contact lens cases, and other eyew@zssaries under the Opposed MUSTANG
Mark in the United States. On further informatiand belief, Merve Optik is either the same
entity as or in privity with Merve Optik Sanayi Viecaret Limited Sirketi, the named applicant
in U.S. Application Serial No. 77/201,372 for MUSN& (Stylized), which was the subject of
U.S. Opposition No. 91185522, opposed by HaggeeBtanley Decl. 1 3-4, 7 & 10-12, Exs.
A-2, A-3, A-6, A-8, A-9 & A-10).

THE PLEADINGS

1. Notice of Opposition

The Opposed MUSTANG Mark was published for oppogiton January 6, 20155¢e
Stanley Decl. 11 7, Ex. A-6). Following publicatjdHaggar timely requested and was granted a
90-day extension of time to file a notice of oppiosi against the Opposed MUSTANG Mark
until May 6, 2015.1d.) On May 6, 2015, Haggar filed a Notice of Opfiosi against the
Opposed MUSTANG Mark on the grounds of priority dikélihood of confusion, as well as on
grounds of res judicata or claim preclusiddeéBd. Docket No. 1).

2. Scheduling Order and Answer

The Board instituted this proceeding on May 7, 2@l issued a scheduling order
requiring Applicant to answer on June 16, 20X8egBd. Docket No. 2). On June 16, 2015,

Merve Optik’s counsel, without seeking Haggar’'s semt, filed a motion to extend the answer



deadline and to reset the discovery deadlines,dates, and other dates set by the Boaéde(
Bd. Docket No. 6). Haggar did not oppose this Miotiand on July 27, 2015, Merve Optik filed
its Answer. SeeBd. Docket No. 7).

3. Board’s Order and Upcoming Deadlines

On August 15, 2015, the Board granted Merve Optikidion to Extend Time to File An
Answer as conceded and reset the trial and disg@esiod deadlines in this proceedintyl. @t
8). The term to hold the initial discovery confece expired on August 25, 2015, and counsel
for Haggar and Merve Optik held the discovery cogriee on such dateld() The parties’

initial disclosures are due by September 24, 2Q#5.

STATEMENT OF FACTS

Haqggar’s Prior Rights In MUSTANG®

1. Haggar's mark MUSTANG has been registered vhith .S. Patent & Trademark
Office ("USPTQ") in connection with certain apparel since at te#66. SeeStanley Decl. | 2,
Ex. A-1). Specifically, Haggar owns several U.@ademark registrations for its MUSTANG
mark, namely: (1) Reg. No. 802,773, issued Jan@&ry1966, for then's clothing-namely,
slacks"; (2) Reg. No. 1,871,947, issued January 3, 1f@95'men's and boys' wear; namely,
slacks, and shorts. and (3) Reg. No. 4,605,689, issued September20@4, for ‘tlothing,
namely, jeans and shirts(Id.) These registrations are valid, subsistinguihfbrce and effect,
un-cancelled and unrevoked and serve as evidenddagfiar's exclusive right to use the
MUSTANG mark in commerce on or in connection witle goods identified in the registrations,
as provided by 8§ 33(a) of the U.S. Trademarkaftham”) Act, 15 U.S.C. § 1115(a).Id.)
Further, Registration Nos. 802,773 and 1,871,947statutorily incontestable under Section 15

of the Lanham Act, 15 U.S.C. § 1115(djl.] Copies of the Certificates of Registration togse



marks along with the USPTO’s online records showtingjr title and status are attached as
“Exhibit A-1" to the Stanley Declaration. Hereinafter, Haggddregoing MUSTANG marks,
including those registered, and/or used in commeese referred to individually and/or

collectively as the MUSTANG Marks .”

[l. Prior Final Judgment Refusing Registration of MUSTANG (Stylized)

2. On June 8, 2007, MERVE OPTIK SANAYI VE TICARETIMITED SIRKETI,
identified as a corporation organized in Turkeythwan address at Senlikoy, Akasya Sokak
NO:4/1 Florya, Bakirkoy-Istanbul, Turkey, filed U.8pplication Serial No. 77,201,372, for the
mark MUSTANG (Stylized), shown below, féspectacles, spectacle cases, sunglasses, frames
for spectacles and sunglasses, contact lens anthcblens cases, eyewear accessories, namely,
straps, neck cords and head straps which restrggwear from movement on a wearer and

spectacle chainsin International Class 9 (hereinaftemitial MUSTANG Application ”). (See

Stanley Decl. 1 3, Ex. A-2).

Meustarg

3. On July 30, 2008, Haggar opposed the Initial MANG Application based on its
prior ownership and use of the MUSTANG Marks antlihood of confusion in view of the
similarities between the marks and the relatedoésise respective goods; this proceeding was

assigned Opposition No. 9118552P(for Opposition”). (SeeStanley Decl. | 4, Ex. A-3).

4.  After failing to respond to discovery requestsved by Haggar in the Prior
Opposition and an acknowledgement by Merve Optddsnsel that responses would not be
forthcoming, on October 19, 2009, Haggar filed atibto for Summary Judgment in the Prior

Opposition on its claim of likelihood of confusiamder Section 2(d) of the Lanham A($ee



Opposition No. 91185522, Bd. Docket No. Eke alsoStanley Decl. | 5, Ex. A-4). Merve
Optik never responded to Haggar's MotioBeéStanley Decl. | 6, Ex. A-5).

5. On January 11, 2010, the Board granted Haggslitdion as conceded in
accordance with Trademark Rule 2.127(a) ard. R. Civ. P. 56; entered judgment in favor of

Haggar; and refused registration of the Initial MWSNG Application (‘Prior Adjudication ”).

(SeeStanley Decl. § 6, Ex. A-5).

[l. New Application Filed for Opposed MUSTANG Mark

6. Notwithstanding the final judgment rendered hg Board, on August 8, 2011,
about one and half years after the Prior AdjudazgtMerve Optik filed another application to
register the Opposed MUSTANG Mark, fosgectacle frames; optical goods, namely, eye
glasses, eyeglass lenses, sunglasses, lensesnffiasses, eyeglass cases, eyeglass chains and
cords' in International Class 9, alleging that it had@na fide intention to use the Opposed
MUSTANG Mark in commerce as an extension of provecof its International Registration
No. 0508054 to the United States under § 66(apefLanham Act, 15 U.S.C. § 1141(a5e€
Stanley Decl. 1 7, Ex. A-6).

7. On April 23, 2015, Haggar sent a cease andtdesisr to Merve Optik requesting
that it expressly abandon the application for thgp@ed MUSTANG Mark, after noting the
earlier successful opposition and advising thataghyglication was not only barred for likelihood
of confusion, but on the basis of res judicata ab.\{5eeStanley Decl. | 8, Ex. A-7).

8. Much like its failure to respond to Haggar's lesrsummary judgment motion,
Merve Optik never responded to Haggar's lett8eeStanley Decl. § 9).

9. In view of Merve Optik’'s non-compliance and n@sponsiveness, Haggar filed a

Notice of Opposition on May 6, 2015, on the grouafipriority, likelihood of confusion and res



judicata or claim preclusionSgeBd. Docket No. 1).

10. With the exception of res judicata, which ig ttlaim at bar, the allegations and
claims set out in the instant Opposition are suttstaly the same as in the Prior Adjudication:
(i) Haggar owns and uses the MUSTANG Marks andgrasity by virtue of its registrations;
and (ii) the Opposed MUSTANG Mark is likely to causonfusion with Haggar's MUSTANG
Marks in view of the similarities between the maisd the relatedness of the goodSedq

Stanley Decl. 114 &5, Ex. A-3 & A-&ee alsdd. Docket No. 1).

ARGUMENT ?

STANDARD FOR SUMMARY JUDGMENT

“Summary judgment is an appropriate method of disppof cases in which there is no
genuine dispute as to any material fact and theamiois entitled to judgment as a matter of
law.” Zoba Int’l Corp. v. DVD Format / LOGO Licensing @ar98 U.S.P.Q.2d 1106, 2011 WL
1060726, at *2 (TTAB 2011);#D. R.CIv. P. 56(c).

Resolution ofinter partes proceedings in trademark matters by means of suynma
judgment is encourage@hoenix Closures Inc. v. Yen Shaing CogU.S.P.Q. 2d 1891, 1892
(TTAB 1988); Aries Systems Corp. v. World Book,.Jn23 U.S.P.Q. 2d 1742, 1746 (TTAB
1992). The purpose of summary judgment is onaidicjal economy, that is, to save the time
and expense of a useless trial where no genuine fsmaterial fact remains and more evidence
than is already available in connection with thenswary judgment motion could not reasonably
be expected to change the resuhited Rum Merchants, Ltd. v. Distillers Corp.JU.S.P.Q. 2d

1481, 1482 (TTAB 1988)Pure Gold, Inc. v. Syntex (USA) Ing39 F.2d 624, 626 (Fed. Cir.

2 Complete copies of the unpublished decisions eefszd herein are attached hereto to the Declaration
Elizabeth Stanley SeeStanley Decl. § 13, Ex. A-11).



1984). Where there is no genuine issue of maté@l and the moving party is entitled to a
judgment as a matter of law, the granting of a arofior summary judgment is appropriate.
Giant Food, Inc. v. Standard Terry Mills, In€29 U.S.P.Q. 955, 961 (TTAB 1986).

In the instant matter, there is no genuine issumatkrial fact. A dispute is genuine only
if, on the entirety of the record, a reasonablg gould resolve a factual matter in favor of the
non-movantSweats Fashion, Inc. v. Pannill Knitting C833 F.2d 1560, 1562 (Fed. Cir. 1987),
citing Anderson v. Liberty Lobby, In@77 U.S. 242 (1986). The sole issue beforeBberd is
whether or not registration of the Opposed MUSTAME&rk is barred on grounds of res judicata
or claim preclusion as a result of the Prior Adpadion. The Opposed MUSTANG Mark should
be barred as the parties are the same or in privigye was a Prior Adjudication between them,
and the Prior Adjudication was based on virtuallg tsame claims having the same set of

transactional facts as the current Opposition.

Il. RES JUDICATA BARS REGISTRATION OF OPPOSED MUSTA NG MARK

1. Standard for Claim Preclusion

“Res judicata, or claim preclusion, protects adains-litigation of a previously
adjudicated claim between the same parties or geiies.” Mayer/Berkshire Corp. v. Berkshire
Fashions, Inc.424 F.3d 1229, 1232 (Fed. Cir. 2005). Under tlustrine, the entry of a final
judgment in a prior suit bars the re-litigationtbé same claim, cause of action, or defense in a
subsequent proceeding involving the same partiesherr privies. Zoba Int'l Corp, 98
U.S.P.Q.2d 1106, 2011 WL 1060726, at *2. Claimclugion even applies, as in this case,
where a prior judgment resulted from default, dssal with prejudice, or consent of the parties.
Flowers Indus. Inc. v. Interstate Brands Corp U.S.P.Q.2d 1580, 1987 WL 123874, at *2

(TTAB 1987).



Put simply, claim preclusion applies “if: (1) thaseidentity of parties (or their privies);
(2) there has been an earlier final judgment omitkeéts of a claim; and (3) the second claim is
based on the same set of transactional facts a&she Jet, Inc. v. Sewage Aeration Sy223
F.3d 1360, 1362 (Fed. Cir. 2000). All three eletaesf claim preclusion are met in this case,
and registration of the Opposed MUSTANG Mark shdagddenied.

a. There is Identity of Parties or Their Privies
In the Prior and Current Opposition Proceedings

As to the first factor, the parties in this procegdand the Prior Adjudication are
identical, legally equivalent, or in privitiee e.g., Media Technologies Licensing, LLC. vedpp
Deck Co, 334 F.3d 1366, 1370 (Fed. Cir. 2003) (“Privitstesnds the conclusive effect of a
judgment to nonparties who, even if they are nenittal, have sufficient commonality between
them, so that one may be bound by the prior detigibis interests were virtually represented
by the other party in that action.”). The Opposeboth proceedings is: Haggar Clothing Co.
The Applicant in the Prior Adjudication was: “MERVBDPTIK SANAYI VE TICARET
LIMITED SIRKETI,” a corporation in Turkey, with aaddress at “Senlikoy, Akasya Sokak
NO:4/1 Florya, Bakirkoy-Istanbul, Turkey.SgeStanley Decl. 11 3-6, Exs. A-2, A-3, A-4 & A-
5). In the instant proceeding, the Applicant isERVE OPTIK SANAYI VE TICARET
ANONIM SIRKETI,” a joint stock company in Turkey, itk an address at “Senlikkdéy Mahallesi,
Akasya Sokak No:4/1 Florya, Bakirkoy Istanbul, TeyK (SeeStanley Decl. § 7, Ex. A-6).

Based on information and belief, the Applicant ime tPrior Adjudication is the
predecessor to Applicant, Merve Optik, in this Ogipon proceeding.§eeStanley Decl. § 10-
12, Exs. A-8, A-9 & A-10). Specifically, Applicardonverted from a limited company to an
incorporated company in January 2013e¢Stanley Decl. § 10, Ex. A-8). These two entities

also have overlapping executiveSegStanley Decl. § 11, Ex. A-9). The addresses ®fpirties



are likewise fundamentally identical in that thegttb are located at Akasya Sokak No:4/1
Florya, Bakirkoy Istanbul, TurkeySgeStanley Decl. 1 3 & 7, Exs. A-2 & A-6). Furthéne
corporate names of these parties are also essgmtidilstinguishable in that they differ by only
one word, namely the term underlined and emphasiaetiold below: “MERVE OPTIK
SANAYI VE TICARET LIMITED _ SIRKETI" vs. “MERVE OPTIK SANAYI VE TICARET
ANONIM SIRKETI.” (SeeStanley Decl. 11 3 & 7, Exs. A-2 & A-6). The difénces in the
names apparently results from the change in theocate structure SeeStanley Decl. | 10, Ex.
A-8). Thus, in view of the above, the Applicanthis proceeding and the Applicant in the Prior
Adjudication should be considered identical, legaljuivalent or at the very least, in privity for
purposes of claim preclusiokee e.g., The URock Network, LLC v. Umberto Supdss
U.S.Q.P.2d 1409, 2015 WL 4658976, at *3 (TTAB 20({39phn Kevin Timothy dba UROCK
Radio” and “The Urock Network, LLC” were considerétie same person” for purposes of
claim preclusion; no dispute as to the differeroetsveen the partiesyitacilina Corp. of Am. v.
Rosa West Labs., Inc2005 WL 1787252, at *3 (TTAB June 28, 2005) (ptconsidered
identical for purposes of claim preclusion basedfamt that applicant did not dispute that the
parties were not identical or in privity, and givédrat the corporate names only differed by the
addition of the term “Laboratories”fhe John W. Carson Foundation v. Toilets.com,, |84
U.S.P.Q.2d 1942, 2010 WL 1233881, at *6 (TTAB 20(f)ding the parties legally equivalent
for purposes of claim preclusion; while the priornlcaction and Board proceeding was brought
in a party’s individual capacity while he was alives right to publicity was assigned to the
current opposer in the proceeding and such rightsived his death),Vitronics Corp. v.
Conceptronic, Ing.27 U.S.P.Q. 2d 1046, 1992 WL 515321, at *5 (D.NJly 20, 1992)

(defendant barred from contesting validity of pédemecause privity established by his position

10



as founder, president and CEO of defendant corpajat Accordingly, there can be no genuine
dispute as to any material fact with regard to fir& factor of the res judicata analysis; the
parties are the same for purposes of res judicata.

b. Earlier Final Judgment On the Merits Rendered Agairst Applicant

In the Prior Opposition, the Board entered judgnmaniHaggar’s claims of priority and
likelihood of confusion on the basis that Merve i®ptonceded Haggar's contentions in its
motion for summary judgment pursuant to TrademarleR.127(a). $eeStanley Decl. | 6, Ex.
A-5). The Prior Adjudication in the Prior Oppositi operates as final judgment on the merits
for purposes of claim preclusio®ee e.g., Zoba Int'l Corp98 U.S.P.Q.2d 1106, 2011 WL
1060726, at *5 (“courts have long held that judgteesn consent give rise to res judicata”);
Flowers Indus. In¢.5 U.S.P.Q.2d 1580, 1987 WL 123874, at *2 (“Untlex doctrine of claim
preclusion (or res judicata), the entry of a fijumlgment ‘on the merits’ of a claim (or cause of
action) in a proceeding serves to preclude theigation of the same claim in a subsequent
proceeding involving the same parties or their ipay even when the prior judgment resulted
from default, consent, or dismissal with prejudigeVitacilina Corp. of Am.,2005 WL
1787252, at *3 (applicant conceded opposer’'s ctiaiem on summary judgment such that
judgment was granted in favor of opposer; this Wwalsl to be an earlier final judgment on the
merits). Thus, there is no genuine issue of meltdact as to the second element of claim
preclusion.

C. The Prior and Current TTAB Oppositions Involve the Same
Set of Transactional Facts - Same Mark, Same Good&sSame Claims.

Finally, as to the third factor of claim preclusjoime Board must consider whether
Applicant’'s “claim”, namely, Applicant’s assertiothat it is entitled to registration of the

Opposed MUSTANG Mark, is barred by the Prior Adpadion.See e.g., Institut National Des

11



Appellations d'Origine v. Brown-Forman Coypl7 U.S.P.Q.2d 1875, 1998 WL 650076, at *23
(TTAB 1998) (the claim involved for res judicata tise applicant’'s claim, as asserted in its
application, of entitlement to registration of appht’'s mark). In evaluating this element, the
Board looks to whether the mark in the first prateg is the same mark in terms of commercial
impression as the mark in the second proceedirg, whether they are the same or legal
equivalentsinstitut Nat'l Des Appellations D'origing7 U.S.P.Q.2d 1875, 1998 WL 650076, at
*24-25; Schering Corp. v. Diagnostic Test Groyh,C, 2008 WL 2515108, at *4 (TTAB 2008).

The Board also considers “whether the goods innha@ved application are identical to or could
be encompassed by the goods in the prior applicati®chering Corp.2008 WL 2515108, at

*4. Here, the marks and the goods are legally\edeint, as are Haggar’s claims against them.

(1) The MUSTANG Marks & Opposed MUSTANG Mark Are
Legally the Same.

In this case, Applicant is seeking to register MUSIKA (Stylized), a mark that is
virtually the same as the MUSTANG (Stylized) mankttwas refused on the basis of likelihood
of confusion in the Prior Adjudication. Specifigalthe marks are identical in terms of aural and
commercial connotation. Both marks are comprisethe identical word - MUSTANG - and
only differ slightly in their stylization - blockeltering vs. cursive. This difference is minor and
insignificant, and does not create a new m&we In re Viterra In¢ 671 F.3d 1358, 1363-64
(Fed. Cir. 2012) (rejecting applicant’'s argumerdttits standard character mark, XCEED, was
distinct from a registered mark in stylized letbgriwith a design, X—Seed (Stylized) & Design).
Like the cases cited herein, the mark in the Pxjudication is legally equivalent to the mark in
the current OppositiorSee e.g., Miller Brewing Co. v. Coy Int'l Cor@30 U.S.P.Q. 675, 1986
WL 83607, at *4 (TTAB 1986) (concluding that “thed marks create substantially the same

commercial impression and the minor alterationsakxrise to the level of a new mark”; notably,

12



the new mark added the terminology “CASK NO. 32idancluded additional sheaves of grain
outside the oval design¥itacilina Corp. of Am.2005 WL 1787252, at *4 (marks were virtually
identical to one another and their commercial imapi@ns were the same - second mark only
added one letter to the first mark)ut seelnstitut Nat'| Des Appellations D'origine47
U.S.P.Q.2d 1875, 1998 WL 650076, at *25 (decidimgittMIST AND COGNAC and
CANADIAN MIST AND COGNAC differ from each other imore than minor, insignificant
ways, and that the commercial impressions of tleerharks were not substantially identical).
(i) The Goods Are Closely Related, If Not Legal Equimats.

Furthermore, the goods in the instant applicati@identical to or encompassed by the
goods in the prior application. The applicatiorthe Prior Adjudication claimed the following
goods in International Class 9Spectaclesspectaclecasessunglassesframes for spectacles
and sunglassescontact lens and contact lens cases, eyewearsacdes, namely, straps, neck
cords and head straps which restrain eyewear from mowenoe a wearer and spectacle
chains” (emphasis addedeeStanley Decl. {1 3, Ex. A-2). The Opposed MUSTANGrk
claims the following goods in International Class‘Spectacldrames optical goods, namely,
eye glasses, eyeglass lenses)glasseslenses fosunglasseseyeglass cases, eyeglatmins
and cords'. (emphasis addedeeStanley Decl. | 7, Ex. A-6). While the goods aesatibed
somewhat differently - the prior application utdi the terminology spectacles while the
current application claimsyeglassé€s certainly “frames for spectaclésand “spectacle framés
are the same, as deyewear accessories, namely, straps, neck coaaf“eyeglass chains and
cords”. And, there can be no doubt thauhglassésin each application are identical. The

goods are the equivalent of one another and aemtglty the same, as well as closely related.

13



Further, the identification of goods in the InitllUSTANG Application is broad and
encompasses the narrower identification of goodsned in the Opposed MUSTANG Mark.
See e.g.Schering Corp. 2008 WL 2515108, at *5 (broad description of good the first
application encompassed the description of goodharsecond application such that the goods
were considered the sam&eneral Electric Co. v. Raychem Cqrp04 U.S.P.Q. 148, 1979 WL
24881148, at *2 (TTAB 1979) (“the doctrine of reslicata is applicable in such case, not only
with respect to the identical description of goadshad been previously litigated, but with
respect to all goods that could be said to be epessed by that description of goods, at least in
a situation where applicant was actually usingmerk at the time of the prior proceeding.”).
Thus, Merve Optik’s insignificant changes to itentification of goods do not avoid the estoppel
effect of the Board’s decision in the Prior Oppiositand the third element of claim preclusion is
satisfied.

CONCLUSION

From the foregoing discussion, there can be noutksphat the prior and current
oppositions involve the same parties or those iivitpr with them, concern the same
transactional facts, namely, the same marks anddhee goods or their equivalent, and that a
final jJudgment on the merits was rendered againgilidant. Accordingly, Haggar respectfully
requests that its Motion for Summary Judgment laatgd on the grounds of claim preclusion;
that the Opposition be sustained in its entiretyHaggar’s favor; that registration be denied to
Applicant's Opposed MUSTANG Mark, namely U.S. Amgaliion Serial No. 79/104,357; and

that the Board grant all further relief to Oppodet is necessary and just in these circumstances.
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Respectfully submitted this the 3rd day of Septeamb@l5.

By:

Pall J. Rei

Elizabeth K.

Tyler M. Beas

BAKER BOTTS L.L.P.

2001 Ross Avenue, Suite 600

Dallas, Texas 75201-2980

Telephone: (214) 953-6500

E-mail: daltmdept@bakerbotts.com
paul.reilly@bakerbotts.com
elizabeth.stanley@bakerbotts.com

anley

ATTORNEYS FOR
HAGGAR CLOTHING CO.

CERTIFICATE OF SERVICE

| hereby certify that on this the 3rd day of ®eplber, 2015, a true and correct
copy of the foregoing@pposer's Motion for Summary Judgment and BrieBupport Thereof
was served, via First Class Malil to:

John S. Egbert

Egbert Law Offices PLLC
1314 Texas, 21st Floor
Houston, Texas 77002

Elizabeth K. Sﬁley
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
HAGGAR CLOTHING CO.,

Opposer, Opposition No. 91221844

Mark: MUSTANG (Stylized)

MUSTANG

(Serial No: 79/104,357)

VS.

MERVE OPTIK SANAYI| VE TICARET
ANONIM SIRKETI,

Applicant.

w W W W W W W W W W W W

Publication Date: January 6, 2015

OPPOSER’'S MOTION FOR SUMMARY JUDGMENT AND
BRIEF IN SUPPORT THEREOF

EXHIBITS
PART 1 OF 3




EXHIBIT A




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
HAGGAR CLOTHING CO.,

Opposer, Opposition No. 91221844

Mark: MUSTANG (Stylized)

MUSTANG

(Serial No: 79/104,357)

VS.

MERVE OPTIK SANAYI| VE TICARET
ANONIM SIRKETI,

Applicant.

w W W W W W W W W W W W

Publication Date: January 6, 2015

DECLARATION OF ELIZABETH K. STANLEY

[, Elizabeth K. Stanley, declare as follows:
1. | am an attorney associated with the law fifnBaker Botts, L.L.P., representing

Haggar Clothing Co. flaggar” or “Opposer’) in the above-captioned matter. | am licensed to

practice in the state of Texas and have been agtiritt practice before the United States Patent
and Trademark Office, and the United States Dis€@imurts for the Northern, Southern, Eastern
and Western Districts of Texas. | submit this Beafion and the exhibits attached hereto, which
are incorporated herein by reference, for the psgpaf identifying documentary material being
submitted by Haggar in support of Haggar's “Oppsséfotion for Summary Judgment and
Brief in Support Thereof” (Motion”).

2. Attached hereto and incorporated by referenceitmeas Exhibit A-1,” are true
and correct copies of Certificates of RegistrafienUnited States Trademark Registration Nos.
Reg. No. 802,773, for MUSTANG, (2) Reg. No. 1,87A%,9for MUSTANG, and (3) Reg. No.
4,605,689, for MUSTANG, along with TSDR pages fridm United States Patent & Trademark

Office’s ("USPTQ") online records showing their title and status.



3. Attached hereto and incorporated by referenceitas Exhibit A-2,” is a true
and correct copy of the TSDR page from the USPTTQU&. Application Serial No. 77/201,372,
for MUSTANG (Stylized).

4, Attached hereto and incorporated by referemeeih as Exhibit A-3,” is a true
and correct copy of the Notice of Opposition filegdHaggar in Opposition No. 91185522.

5. Attached hereto and incorporated by referenceitas Exhibit A-4,” is a true
and correct copy of the Motion for Summary Judgmiett by Haggar in Opposition No.
91185522.

6. Attached hereto and incorporated by referenceitas Exhibit A-5,” is a true
and correct copy of the Trademark Trial and Apgadrd’s Order, dated January 11, 2010, in
Opposition No. 91185522.

7 Attached hereto and incorporated by referenceimes Exhibit A-6,” is a true
and correct copy of the TSDR page from the USPTTQU&. Application Serial No. 79/104,357,
for MUSTANG (Stylized).

8. Attached hereto and incorporated by referemreih as Exhibit A-7,” is a true
and correct copy of the cease and desist lettdrlseRlaggar to the, then recorded, attorney of
record for Applicant, Merve Optik Sanayi Ve Ticafatonim Sirketi, on April 23, 2015, and the
confirmation of receipt thereof.

9. Haggar did not receive a response from Appticanits counsel to this demand
letter.

10. Attached hereto and incorporated by referdmerein as Exhibit A-8”, is, on
information and belief, an excerpt from the TradegRtry Gazette of Turkey showing that

Merve Optik Sanayi Ve Ticaret Limited Sirketi isetprior trade name or business name used by



Applicant, Merve Optik Sanyi Ve Ticaret Anonim Stk that Merve Optik Sanayi Ve Ticaret
Limited Sirketi converted from a limited company & incorporated company, and is now
trading under the name Merve Optik Sanyi Ve TicAmdnim Sirketi.

11. Attached hereto and incorporated by referenexeilm as Exhibit A-9”, are
company reports, run on August 24, 2015, for Agplic Merve Optik Sanyi Ve Ticaret Anonim
Sirketi and Merve Optik Sanayi Ve Ticaret Limitenk®ti.

12. Attached hereto and incorporated by referemceih as Exhibit A-10”, is a true
and correct print out of a page from Applicant, MeOptik Sanyi Ve Ticaret Anonim Sirketi's
website, accessed on  August 24, 2015, which can llecated at

www.merveoptik.com/tr/lletisim/22

13.  Attached hereto and incorporated by refererexeim as Exhibit A-11", are

complete copies of the unpublished decisions rate@ in Opposer’'s Motion.

Pursuant to 28 U.S. Code § 1746, |, Elizabeth Kanl, declare under penalty of

perjury that the foregoing is true and correct.

Elizabeth K. Stapley
Baker Botts P
2001 Ross AVEnue, Suite 600

Dallas, Texas 75201-2980
Telephone: (214) 953-6926
Date: September 3, 2015 Fax: (214) 661-4899



EXHIBIT A-1




United States Patent Office 802,773

Registered Jan. 25, 1966

PRINCIPAL REGISTER
Trademark

Ser. No. 217,465, filed Apr. 27, 1965

Haggar Company (Texas corporation) For: MEN’S AND BOYS’' CLOTHING—NAMELY,
6113 Lemmon Ave. SLACKS—in CLASS 39.
Dallas 9, Tex. First use on or about Apr. 5, 1938; in commerce on

or about Apr. 5, 1938.
Owner of Reg. No. 362,418.

B. DENNISON, Examiner.



Generated on:

Mark:

US Serial Number:
US Registration Number:
Register:
Mark Type:
Status:

Status Date:

This page was generated by TSDR on 2015-08-24 13:50:11 EDT
MUSTANG

72217465
802773

Application Filing Date: ~ Apr. 27, 1965

Registration Date:  Jan. 25, 1966
Principal

Trademark

The registration has been renewed.

Aug. 17, 2005

Mark Information

Mark Literal Elements:
Standard Character Claim:

Mark Drawing Type:

MUSTANG
No
1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership of US
Registrations:

0362418

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: MEN'S [ AND BOYS'] CLOTHING-NAMELY, SLACKS
International Class(es): 010, 025, 026 U.S Class(es): 039 - Primary Class
Class Status: ACTIVE
Basis: 1(a)
First Use: Apr. 05, 1938 Use in Commerce: Apr. 05, 1938
Basis Information (Case Level)

Filed Use: Yes Currently Use:  Yes Amended Use: No
Filed ITU: No Currently ITU:  No Amended ITU: No
Filed 44D: No Currently 44D:  No Amended 44D: No
Filed 44E: No Currently 44E:  No Amended 44E: No
Filed 66A: No Currently 66A:  No

Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

HAGGAR CLOTHING CO.

Two Colinas Crossing
11511 Luna Road
DALLAS, TEXAS 75234
UNITED STATES

CORPORATION State or Country Where  NEVADA

Organized:

Attorney/Correspondence Information




Attorney of Record

Incontestability:

Renewal Date:

Attorney Name: PRISCILLA L. DUNCKEL, Docket Number:  069998.0257
Correspondent
Correspondent PRISCILLA L DUNCKEL
Name/Address: BAKER & BOTTS LLP
2001 ROSS AVE STE 600
ONITED STATES
Domestic Representative - Not Found
Prosecution History
Date Description E{ﬁ?\ﬁ:?mg
Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
Aug. 17, 2005 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)
Aug. 17, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Aug. 16, 2005 ASSIGNED TO PARALEGAL 59807
May 25, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
May 25, 2005 TEAS SECTION 8 & 9 RECEIVED
Dec. 22, 2003 REGISTERED - SEC. 15 ACKNOWLEDGED
Oct. 14, 2003 REGISTERED - SEC. 15 AFFIDAVIT FILED
Jan. 25, 1986 REGISTERED AND RENEWED (FIRST RENEWAL - 20 YRS)
Mar. 13, 1986 POST REGISTRATION ACTION MAILED - SEC. 9
Dec. 19, 1985 REGISTERED - SEC. 9 FILED/CHECK RECORD FOR SEC. 8
Maintenance Filings or Post Registration Information
Affidavit of Continued  Section 8 - Accepted
Use:
Affidavit of  Section 15 - Accepted

Jan. 25, 2006

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location
POST REGISTRATION

Date in Location:  Aug. 17, 2005

Assignment Abstract Of Title Information

Summary

Total Assignments:

10 Registrant: HAGGAR COMPANY

Assignment 1 of 10

Conveyance:
Reel/Frame:
Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

CERTIFICATE BY THE SECRETARY OF STATE OF TEXAS SHOWING CHANGE OF NAME FILED ON NOV. 27, 1985
0526/0767
May 15, 1986

Pages: 1

No Supporting Documents Available
Assignor
HAGGAR COMPANY Execution Date:

UNKNOWN

May 07, 1986

State or Country Where
Organized:

No Place Where Organized Found

Assignee
HAGGAR APPAREL COMPANY
UNKNOWN

State or Country Where
Organized:

No Place Where Organized Found

No Assignee Address Found
Correspondent
RICHARDS, HARRIS, ET AL.



Correspondent Address:

2900 ONE MAIN PLACE
DALLAS, TX 75250

Domestic Representative - Not Found

Assignment 2 of 10

Conveyance: MERGER 19890110DE
Reel/Frame: 0805/0551 Pages: 15
Date Recorded: Aug. 08, 1991
Supporting Documents: ~ No Supporting Documents Available
Assignor
Name: HAGGAR APPAREL COMPANY Execution Date:  Jan. 09, 1989
Legal Entity Type: CORPORATION State or Country Where  TEXAS
Organized:
Assignee
Name: HAGGAR APPAREL COMPANY
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Address: No Assignee Address Found
Correspondent
Correspondent Name: RICHARDS, MEDLOCK & ANDREWS
Correspondent Address: 4500 RENAISSANCE TOWER
1201 ELM ST.
DALLAS, TX 75270-2197
Domestic Representative - Not Found
Assignment 3 of 10
Conveyance: MERGER 19911230DE
Reel/Frame: 0908/0467 Pages: 11
Date Recorded: Nov. 27, 1992
Supporting Documents: ~ No Supporting Documents Available
Assignor
Name: HAGGAR APPAREL COMPANY Execution Date: Dec. 25, 1991
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Assignee
Name: HAGGAR APPAREL COMPANY
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Address: 6113 LEMMON AVENUE
DALLAS, TEXAS 75209
Correspondent
Correspondent Name: BRIAN R. WOODWORTH
Correspondent Address: ~ RICHARDS, MEDLOCK & ANDREWS
4500 RENAISSANCE TOWER
1201 ELM STREET
DALLS, TX 75270
Domestic Representative - Not Found
Assignment 4 of 10
Conveyance: CHANGE OF NAME
Reel/Frame: 1390/0777 Pages: 12
Date Recorded: Aug. 15, 1995
Supporting Documents:  No Supporting Documents Available
Assignor
Name: HAGGAR APPAREL COMPANY Execution Date:  Jan. 19, 1995
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: HAGGAR CLOTHING CO.
Legal Entity Type: CORPORATION State or Country Where  NEVADA

Address:

Organized:

6113 LEMMON AVENUE
DALLAS, TEXAS 75209



Correspondent Name:

Correspondent Address:

Correspondent
ELISABETH A. EVERT

RICHARDS, MEDLOCK & ANDREWS
4500 RENAISSANCE TOWER

1201 ELM STREET

DALLAS, TX 75270

Domestic Representative - Not Found

Assignment 5 of 10

Conveyance:

Reel/Frame:

Date Recorded:

Supporting Documents:

SECURITY INTEREST
3186/0314

Nov. 02, 2005
assignment-tm-3186-0314.pdf

Pages:

13

Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Nov. 01, 2005
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: FORTRESS CREDIT CORP., AS AGENT
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Address: 1251 AVENUE OF THE AMERICAS, 12TH FLOOR
NEW YORK, NEW YORK 10020
Correspondent
Correspondent Name:  DANIEL ANGEL, ESQ.
Correspondent Address: 919 THIRD AVENUE
NEW YORK, NY 10022
Domestic Representative - Not Found
Assignment 6 of 10
Conveyance: SECURITY INTEREST
Reel/Frame: 3191/0053 Pages: 11
Date Recorded: Nov. 07, 2005
Supporting Documents:  assignment-tm-3191-0053.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Nov. 01, 2005
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: MERRILL LYNCH CAPITAL
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Address: 222 N. LASALLE STREET, 16TH FLOOR
A DIV OF MERRILL LYNCH BUSINESS FINANCIAL SERVICES
CHICAGO, ILLINOIS 60601
Correspondent
Correspondent Name: CHRISTINA MCCLURE
Correspondent Address:  C/O LATHAM & WATKINS LLP
233 S. WACKER DRIVE, SUITE 5800
CHICAGO, ILLINOIS 60606-6401
Domestic Representative - Not Found
Assignment 7 of 10
Conveyance: SECURITY AGREEMENT
Reel/Frame: 3604/0806 Pages: 21
Date Recorded: Aug. 20, 2007
Supporting Documents:  assignment-tm-3604-0806.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Aug. 14, 2007
Legal Entity Type: CORPORATION State or Country Where  NEVADA

Name:

Legal Entity Type:

Organized:
Assignee
WACHOVIA CAPITAL FINANCE CORPORATION (NEW ENGLAND)
CORPORATION

State or Country Where

No Place Where Organized Found



Address:

Correspondent Name:

Organized:

ONE POST OFFICE SQUARE, SUITE 3600
BOSTON, MASSACHUSETTS 02109

Correspondent
MERCEDES FARINAS

Correspondent Address: 230 PARK AVENUE
OTTERBOURG, STEINDLER, HOUSTON & ROSEN
NEW YORK, NY 10169
Domestic Representative - Not Found
Assignment 8 of 10
Conveyance: SECURITY INTEREST
Reel/Frame: 3919/0550 Pages: 23
Date Recorded: Jan. 14, 2009

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Correspondent Name:

assignment-tm-3919-0550.pdf

HAGGAR CLOTHING CO.
CORPORATION

LIMITED PARTNERSHIP

1325 AVENUE OF THE AMERICAS
25TH FLOOR (C/O PERSEUS, L.L.C.)
NEW YORK, NEW YORK 10019

GRAND WEALTH GROUP LIMITED
CORPORATION

510 KING'S ROAD
C/O 10/F ISLAND PLACE TOWER
NORTH POINT, HONG KONG

COLLEEN H. MCDUFFIE

Assignor

Execution Date:

State or Country Where
Organized:

Assignee
PERSEUS MARKET OPPORTUNITY FUND, L.P.

State or Country Where
Organized:

State or Country Where
Organized:

Correspondent

Dec. 31, 2008
NEVADA

No Place Where Organized Found

VIRGIN ISLANDS, BRITISH

Correspondent Address: 1600 TYSONS BOULEVARD

SUITE 900

MCLEAN, VA 22102

Domestic Representative - Not Found
Assignment 9 of 10
Conveyance: SECURITY INTEREST
Reel/Frame: 4895/0949 Pages: 19
Date Recorded: Nov. 07, 2012

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

assignment-tm-4895-0949.pdf

HAGGAR CLOTHING CO.
CORPORATION

HAGGAR WOMEN'S WEAR, LTD.
LIMITED PARTNERSHIP

HAGGAR DIRECT, INC.
CORPORATION

TEXAS CLOTHING HOLDING CORP.
CORPORATION

HAGGAR CORP.
CORPORATION

JERELL CLOTHING MANAGEMENT, INC.

CORPORATION

Assignor

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where

Nov. 02, 2012
NEVADA

Nov. 02, 2012
TEXAS

Nov. 02, 2012
NEVADA

Nov. 02, 2012
DELAWARE

Nov. 02, 2012
NEVADA

Nov. 02, 2012
TEXAS



Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Organized:

HAGGAR CANADA, INC. Execution Date:

CORPORATION State or Country Where

Organized:
CORSICANA COMPANY Execution Date:
CORPORATION State or Country Where

Organized:
Assignee
BANK OF AMERICA, N.A.
NATIONAL BANKING ASSOCIATION

State or Country Where
Organized:

901 MAIN STREET
11TH FLOOR
DALLAS, TEXAS 75202

Correspondent
NAM H. HUYNH

Nov. 02, 2012
NEVADA

Nov. 02, 2012
NEVADA

UNITED STATES

Correspondent Address: 2000 MCKINNEY AVENUE, SUITE 1700
PATTON BOGGS LLP
DALLAS, TX 75201
Domestic Representative - Not Found
Assighment 10 of 10
Conveyance: RELEASE BY SECURED PARTY
Reel/Frame: 4895/0573 Pages: 9
Date Recorded: Nov. 07, 2012
Supporting Documents:  assignment-tm-4895-0573.pdf
Assignor
Name: WELLS FARGO CAPITAL FINANCE, LLC Execution Date:  Nov. 06, 2012
Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where DELAWARE
Organized:
DBA, AKA, TA, Formerly: FORMERLY WACHOVIA CAPITAL FINANCE
CORPORATION (NEW ENGLAND)
Assignee
Name: HAGGAR CLOTHING CO.
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Address: 11511 LUNA RAOD
DALLAS, TEXAS 75234
Correspondent
Correspondent Name:  NAM H. HUYNH
Correspondent Address: 2000 MCKINNEY AVENUE, SUITE 1700
PATTON BOGGS LLP
DALLAS, TX 75201
Domestic Representative - Not Found
Proceedings
Summary
Number of Proceedings: 4
Type of Proceeding: Opposition
Proceeding Number: 91221844 Filing Date: May 06, 2015
Status: Pending Status Date: May 06, 2015

Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

ELIZABETH WINTER
Defendant
Merve Optik Sanayi Ve Ticaret Anonim Sirketi

JOHN S EGBERT

EGBERT LAW OFFICES PLLC
1314 TEXAS, 21ST FLOOR
HOUSTON TX, 77002
UNITED STATES

mail@egbertlawoffices.com

Application Status

Serial

Registration



MUSTANG

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

Opposition Pending

Name: Haggar Clothing Co.

PAUL J REILLY

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX , 75201-2980
UNITED STATES

Plaintiff(s)

Number Number

79104357

paul.reilly@bakerbotts.com , tyler.beas@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status

Serial Number Registration

Number
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689

Prosecution History
E:tr;yber History Text Date Due Date
1 FILED AND FEE May 06, 2015
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 07, 2015 Jun 16, 2015
3 PENDING, INSTITUTED May 07, 2015
4 P UNDELIVERABLE MAIL Jun 02, 2015
5 CHANGE OF CORRESP ADDRESS Jun :|_6Y 2015
6 D MOT FOR EXT W/O CONSENT Jun 16, 2015
7 ANSWER Jul 27, 2015
8 EXTENSION OF TIME GRANTED Aug 15, 2015
Type of Proceeding: Opposition
Proceeding Number: 91213894 Filing Date: Dec 09, 2013
Status: Terminated Status Date: Mar 24, 2014
Interlocutory Attorney: GEORGE POLOGEORGIS
Defendant
Name: Stang Life Inc.
Correspondent Address:  H WILLIAM LARSON

Correspondent e-mail:

Associated marks

LARSON & LARSON PA
11199 69TH STREET
LARGO FL , 33773-5504
UNITED STATES

tmdocket@larsonpatentlaw.com

Mark Application Status flﬁrr:?tljer Eﬁﬁ;zterfuon
STANG LIFE Abandoned - After Inter-Partes Decision 85829844
Plaintiff(s)
Name: Haggar Clothing Co.
Correspondent Address:  ELIZABETH K STANLEY

Correspondent e-mail:

Associated marks
Mark

MUSTANG

MUSTANG

MUSTANG

Entry

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX, 75201-2980
UNITED STATES

elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status

Renewed
Renewed
Registered

Prosecution History

History Text Date

Serial Number REYSIEIER

Number
72217465 802773
74303059 1871947
85034382 4605689
Due Date



Number

1 FILED AND FEE Dec 09, 2013
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 09, 2013 Jan 18, 2014
3 PENDING, INSTITUTED Dec 09, 2013
4 NOTICE OF DEFAULT Feb 06, 2014
5 BD DECISION: SUSTAINED Mar 24, 2014
6 TERMINATED Mar 24, 2014
Type of Proceeding: Opposition
Proceeding Number: 91210373 Filing Date: Apr 24, 2013
Status: Terminated Status Date: Apr 09, 2014
Interlocutory Attorney: CHRISTEN M ENGLISH
Defendant
Name: Jean Renaud and Evonne Harper
Correspondent Address:  JEAN RENAUD

2938 KIDDS SCHOOLHOUSE RD

PARKTON MD , 21120-9676

UNITED STATES

Correspondent e-mail:  eharper44@gmail.com
Associated marks
Mark Application Status flﬁrri:llner Eﬁgrizté?tion

AN AMERICAN TREASURE™ MUSTANGS UNTAMED Abandoned - After Inter-Partes Decision 85674506

JEANS

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

Name: Haggar Clothing Co.

PAUL J REILLY

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX, 75201-2980
UNITED STATES

Plaintiff(s)

elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com , paul.reilly@bakerbotts.com

Application Status

Serial Number

Registration

Number
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689
Prosecution History
E:tr;yber History Text Date Due Date
1 FILED AND FEE Apr 24, 2013
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 24, 2013 Jun 03, 2013
3 PENDING, INSTITUTED Apr 24, 2013
4 ANSWER May 31, 2013
5 FAILURE TO INDICATE PROOF OF SERVICE Jun 04, 2013
6 P MOT TO COMPEL DISCOVERY Nov 26, 2013
7 SUSP PEND DISP OF OUTSTNDNG MOT Dec 02, 2013
8 TRIAL DATES RESET Jan 30, 2014
9 P MOT FOR EXT W/ CONSENT Mar 28, 2014
10 EXTENSION OF TIME GRANTED Mar 28, 2014
11 W/DRAW OF APPLICATION Apr 08, 2014
12 BD DECISION: SUSTAINED Apr 09, 2014
13 TERMINATED Apr 09, 2014
14 W/DRAW OF APPLICATION Apr 09, 2014
Type of Proceeding: Opposition
Proceeding Number: 91185522 Filing Date: Jul 30, 2008
Status: Terminated Status Date: Jan 11, 2010



Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

LINDA M SKORO
Defendant
Merve Optik Sanayi Ve Ticaret Limited Sirketi

JOHN S. EGBERT
EGBERT LAW OFFICES
412 MAIN ST FL 7
HOUSTON TX, 77002-1838
UNITED STATES

mail@egbertlawoffices.com , kwilson@egbertlawoffices.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)

Serial Registration
Number Number
77201372

Mark
MUSTANG
Name: Haggar Clothing Co.
Correspondent Address:  Priscilla L. Dunckel

Correspondent e-mail:

Associated marks
Mark

MUSTANG

MUSTANG

MUSTANG

Entry
Number

© 0 N O O b W DN P

A =
A w N RO

Baker Botts L.L.P.

2001 Ross Avenue Suite 600
Dallas TX , 752012980
UNITED STATES

priscilla.dunckel@bakerbotts.com , jennifer.scannel@bakerbotts.com

Application Status

Serial Number Registiater

Number
Expired 71408383 362418
Renewed 72217465 802773
Renewed 74303059 1871947
Prosecution History
History Text Date Due Date

FILED AND FEE Jul 30, 2008

NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 30, 2008 Sep 08, 2008

PENDING, INSTITUTED Jul 30, 2008

ANSWER Sep 05, 2008

STIPULATION FOR AN EXTENSION OF TIME Dec 03, 2008

EXTENSION OF TIME GRANTED Dec 03, 2008

STIPULATION FOR AN EXTENSION OF TIME Mar 06, 2009

EXTENSION OF TIME GRANTED Mar 06, 2009

STIPULATION FOR AN EXTENSION OF TIME Apr 06, 2009

EXTENSION OF TIME GRANTED Apr 06, 2009

P'S MOTION FOR SUMMARY JUDGMENT Oct 19, 2009

SUSPENDED PENDING DISP OF OUTSTNDNG MOT Oct 28, 2009

BOARD'S DECISION: SUSTAINED Jan 11, 2010

TERMINATED Jan 11, 2010



Int. Cl.: 25

Prior U.S. Cl.: 39
. ' Reg. No. 1,871,947
United States Patent and Trademark Office Rregistered Jan. 3, 1995

TRADEMARK
PRINCIPAL REGISTER

MUSTANG

HAGGAR APPAREL COMPANY (NEVADA FIRST USE 10-0-1993; IN COMMERCE
CORPORATION) : 10-0-1993.

6113 LEMMON AVENUE .

DALLAS, TX 75209

FOR: MEN’S AND BOYS’ WEAR; NAMELY,
SLACKS, AND SHORTS, IN CLASS 25 (U.S. CL.
39). MARY ROSSMAN, EXAMINING ATTORNEY

SN 74-303,059, FILED 8-7-1992.



Generated on: This page was generated by TSDR on 2015-08-24 13:52:56 EDT
Mark: MUSTANG

US Serial Number: 74303059 Application Filing Date: ~ Aug. 07, 1992
US Registration Number: 1871947 Registration Date:  Jan. 03, 1995
Register:  Principal
Mark Type: Trademark
Status: The registration has been renewed.
Status Date: Dec. 20, 2014
Publication Date: ~ Oct. 05, 1993 Notice of Allowance Date:  Dec. 28, 1993

Mark Information

Mark Literal Elements:  MUSTANG
Standard Character Claim:  No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.
For: men's [ and boys'] wear [ ;] *, * namely, slacks [, and shorts ]
International Class(es): 025 - Primary Class U.S Class(es): 022, 039
Class Status: ACTIVE

Basis: 1(a)
First Use: Oct. 1993 Use in Commerce: Oct. 1993
Basis Information (Case Level)
Filed Use: No Currently Use:  Yes Amended Use: No
Filed ITU: Yes Currently ITU:  No Amended ITU: No
Filed 44D: No Currently 44D:  No Amended 44D: No
Filed 44E: No Currently 44E:  No Amended 44E: No
Filed 66A: No Currently 66A:  No
Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

Owner Name: Haggar Clothing Co.

Owner Address:  Two Colinas Crossing
11511 Luna Road
Dallas, TEXAS 75234
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:

Attorney/Correspondence Information

Attorney of Record
Attorney Name: Elizabeth K. Stanley Docket Number:  069998.0259



Attorney Primary Email  daltmdept@bakerbotts.com

Attorney Email  Yes

Address: Authorized:

Correspondent

Correspondent  Elizabeth K. Stanley
Name/Address: Baker Botts L.L.P.

Correspondent e-mail:  daltmdept@bakerbotts.com

Phone: 214.953.6926

2001 Ross Avenue

Suite 600

DALLAS, TEXAS 75201-2980
UNITED STATES

Fax: 214.661.4899

Correspondent e-mail ~ Yes
Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Dec. 20, 2014
Dec. 20, 2014
Dec. 20, 2014
Dec. 18, 2014
Aug. 29, 2007
Jul. 09, 2007
Feb. 25, 2005
Feb. 25, 2005
Jan. 03, 2005
Jan. 03, 2005
Apr. 21, 2001
Jan. 02, 2001
Jan. 03, 1995
Sep. 19, 1994
Aug. 04, 1994
Jul. 31, 1994
Jun. 27, 1994
Dec. 28, 1993
Oct. 05, 1993
Sep. 03, 1993
Jun. 29, 1993
May 12, 1993
Nov. 12, 1992
Oct. 19, 1992

Description

NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
TEAS SECTION 8 & 9 RECEIVED

ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY
CASE FILE IN TICRS

REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
PAPER RECEIVED

REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
REGISTERED-PRINCIPAL REGISTER

ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
ASSIGNED TO EXAMINER

STATEMENT OF USE PROCESSING COMPLETE

USE AMENDMENT FILED

NOA MAILED - SOU REQUIRED FROM APPLICANT
PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

APPROVED FOR PUB - PRINCIPAL REGISTER
CORRESPONDENCE RECEIVED IN LAW OFFICE

NON-FINAL ACTION MAILED

ASSIGNED TO EXAMINER

Proceeding
Number

59136
59136

72153

68788

Maintenance Filings or Post Registration Information

Affidavit of Continued  Section 8 - Accepted

Use:

Affidavit of Section 15 - Accepted
Incontestability:

Renewal Date: Jan. 03, 2015

TM Staff and Location Information

Current Location: ~ GENERIC WEB UPDATE

TM Staff Information - None
File Location
Date in Location: Dec. 20, 2014

Assignment Abstract Of Title Information




Summary

Total Assignments:

7 Registrant:

Haggar Apparel Company

Assignment 1 of 7

Conveyance:

Reel/Frame:

Date Recorded:

Supporting Documents:

CHANGE OF NAME
1390/0777_
Aug. 15, 1995

No Supporting Documents Available

Pages:

12

Assignor
Name: HAGGAR APPAREL COMPANY Execution Date:  Jan. 19, 1995
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: HAGGAR CLOTHING CO.
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Address: 6113 LEMMON AVENUE
DALLAS, TEXAS 75209
Correspondent
Correspondent Name: ELISABETH A. EVERT
Correspondent Address:  RICHARDS, MEDLOCK & ANDREWS
4500 RENAISSANCE TOWER
1201 ELM STREET
DALLAS, TX 75270
Domestic Representative - Not Found
Assignment 2 of 7
Conveyance: SECURITY INTEREST
Reel/Frame: 3186/0314 Pages: 13
Date Recorded: Nov. 02, 2005
Supporting Documents:  assignment-tm-3186-0314.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Nov. 01, 2005
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: FORTRESS CREDIT CORP., AS AGENT
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Address: 1251 AVENUE OF THE AMERICAS, 12TH FLOOR
NEW YORK, NEW YORK 10020
Correspondent
Correspondent Name:  DANIEL ANGEL, ESQ.
Correspondent Address: 919 THIRD AVENUE
NEW YORK, NY 10022
Domestic Representative - Not Found
Assignment 3 of 7
Conveyance: SECURITY INTEREST
Reel/Frame: 3191/0053 Pages: 11
Date Recorded: Nov. 07, 2005
Supporting Documents:  assignment-tm-3191-0053.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Nov. 01, 2005
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Assignee
Name: MERRILL LYNCH CAPITAL
Legal Entity Type: CORPORATION State or Country Where DELAWARE

Address:

Organized:

222 N. LASALLE STREET, 16TH FLOOR
A DIV OF MERRILL LYNCH BUSINESS FINANCIAL SERVICES
CHICAGO, ILLINOIS 60601

Correspondent



Correspondent Name:

CHRISTINA MCCLURE

Correspondent Address:  C/O LATHAM & WATKINS LLP
233 S. WACKER DRIVE, SUITE 5800
CHICAGO, ILLINOIS 60606-6401
Domestic Representative - Not Found
Assignment 4 of 7
Conveyance: SECURITY AGREEMENT
Reel/Frame: 3604/0806 Pages: 21
Date Recorded: Aug. 20, 2007

Supporting Documents:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

assignment-tm-3604-0806.pdf

Assignor
HAGGAR CLOTHING CO.

CORPORATION

Execution Date:

State or Country Where
Organized:

Assignee
WACHOVIA CAPITAL FINANCE CORPORATION (NEW ENGLAND)
CORPORATION

State or Country Where
Organized:

ONE POST OFFICE SQUARE, SUITE 3600
BOSTON, MASSACHUSETTS 02109

Correspondent
MERCEDES FARINAS

Aug. 14, 2007
NEVADA

No Place Where Organized Found

Correspondent Address: 230 PARK AVENUE

OTTERBOURG, STEINDLER, HOUSTON & ROSEN

NEW YORK, NY 10169

Domestic Representative - Not Found
Assignment 5 of 7
Conveyance: SECURITY INTEREST
Reel/Frame: 3919/0550 Pages: 23
Date Recorded: Jan. 14, 2009
Supporting Documents:  assignment-tm-3919-0550.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Dec. 31, 2008
Legal Entity Type: CORPORATION State or Country Where  NEVADA

Name:

Legal Entity Type:

Address:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

Organized:
Assignee
PERSEUS MARKET OPPORTUNITY FUND, L.P.
LIMITED PARTNERSHIP

State or Country Where
Organized:

1325 AVENUE OF THE AMERICAS
25TH FLOOR (C/O PERSEUS, L.L.C))
NEW YORK, NEW YORK 10019

GRAND WEALTH GROUP LIMITED
CORPORATION

State or Country Where
Organized:

510 KING'S ROAD
C/O 10/F ISLAND PLACE TOWER
NORTH POINT, HONG KONG

Correspondent
COLLEEN H. MCDUFFIE

1600 TYSONS BOULEVARD
SUITE 900
MCLEAN, VA 22102

Domestic Representative - Not Found

No Place Where Organized Found

VIRGIN ISLANDS, BRITISH

Assignment 6 of 7

Conveyance:

Reel/Frame:

Date Recorded:

Supporting Documents:

Name:

SECURITY INTEREST
4895/0949

Nov. 07, 2012
assignment-tm-4895-0949.pdf

Assignor

HAGGAR CLOTHING CO. Execution Date:

Pages:

19

Nov. 02, 2012



Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

CORPORATION

HAGGAR WOMEN'S WEAR, LTD.
LIMITED PARTNERSHIP

HAGGAR DIRECT, INC.
CORPORATION

TEXAS CLOTHING HOLDING CORP.
CORPORATION

HAGGAR CORP.
CORPORATION

JERELL CLOTHING MANAGEMENT, INC.

CORPORATION

HAGGAR CANADA, INC.
CORPORATION

CORSICANA COMPANY
CORPORATION

BANK OF AMERICA, N.A.
NATIONAL BANKING ASSOCIATION

901 MAIN STREET
11TH FLOOR
DALLAS, TEXAS 75202

NAM H. HUYNH

2000 MCKINNEY AVENUE, SUITE 1700
PATTON BOGGS LLP
DALLAS, TX 75201

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Execution Date:

State or Country Where
Organized:

Assignee

State or Country Where
Organized:

Correspondent

Domestic Representative - Not Found

NEVADA

Nov. 02, 2012
TEXAS

Nov. 02, 2012
NEVADA

Nov. 02, 2012
DELAWARE

Nov. 02, 2012
NEVADA

Nov. 02, 2012
TEXAS

Nov. 02, 2012
NEVADA

Nov. 02, 2012
NEVADA

UNITED STATES

Assignment 7 of 7

Conveyance:

Reel/Frame:

Date Recorded:

Supporting Documents:

Name:

Legal Entity Type:

DBA, AKA, TA, Formerly:

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

RELEASE BY SECURED PARTY
4895/0573

Nov. 07, 2012
assignment-tm-4895-0573.pdf

WELLS FARGO CAPITAL FINANCE, LLC

LIMITED LIABILITY COMPANY

FORMERLY WACHOVIA CAPITAL FINANCE

CORPORATION (NEW ENGLAND)

HAGGAR CLOTHING CO.
CORPORATION

11511 LUNA RAOD
DALLAS, TEXAS 75234

NAM H. HUYNH

2000 MCKINNEY AVENUE, SUITE 1700
PATTON BOGGS LLP
DALLAS, TX 75201

Pages:

Assignor

Execution Date:

State or Country Where
Organized:

Assignee

State or Country Where
Organized:

Correspondent

Domestic Representative - Not Found

Nov. 06, 2012
DELAWARE

NEVADA




Proceedings

Summary
Number of Proceedings: 4
Type of Proceeding: Opposition
Proceeding Number: 91221844 Filing Date: May 06, 2015
Status: Pending Status Date: May 06, 2015

Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark
MUSTANG
Name:
Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

ELIZABETH WINTER
Defendant
Merve Optik Sanayi Ve Ticaret Anonim Sirketi

JOHN S EGBERT

EGBERT LAW OFFICES PLLC
1314 TEXAS, 21ST FLOOR
HOUSTON TX, 77002
UNITED STATES

mail@egbertlawoffices.com

L Serial Registration
Application Status NIl NIl
Opposition Pending 79104357

Plaintiff(s)
Haggar Clothing Co.

PAUL J REILLY

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX, 75201-2980
UNITED STATES

paul.reilly@bakerbotts.com , tyler.beas@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status Serial Number

Registration

Number
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689

Prosecution History
Eﬁtr;yber History Text Date Due Date
1 FILED AND FEE May 06, 2015
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 07, 2015 Jun 16, 2015
3 PENDING, INSTITUTED May 07, 2015
4 P UNDELIVERABLE MAIL Jun 02, 2015
5 CHANGE OF CORRESP ADDRESS Jun 16, 2015
6 D MOT FOR EXT W/O CONSENT Jun 16, 2015
7 ANSWER Jul 27, 2015
8 EXTENSION OF TIME GRANTED Aug 15, 2015
Type of Proceeding: Opposition
Proceeding Number: 91213894 Filing Date: Dec 09, 2013
Status: Terminated Status Date: Mar 24, 2014
Interlocutory Attorney: ~ GEORGE POLOGEORGIS
Defendant
Name: Stang Life Inc.
Correspondent Address: ~ H WILLIAM LARSON

LARSON & LARSON PA

11199 69TH STREET

LARGO FL , 33773-5504
UNITED STATES
tmdocket@larsonpatentlaw.com

Correspondent e-mail:

Associated marks

Mark

Serial

Application Status

Registration



Number Number

STANG LIFE Abandoned - After Inter-Partes Decision 85829844
Plaintiff(s)
Name: Haggar Clothing Co.

Correspondent Address:  ELIZABETH K STANLEY
BAKER BOTTS LLP
2001 ROSS AVENUE, SUITE 600
DALLAS TX , 75201-2980
UNITED STATES

Correspondent e-mail:  elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Associated marks
Registration

Mark Application Status Serial Number UL
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689

Prosecution History

E:tr;yber History Text Date Due Date
1 FILED AND FEE Dec 09, 2013
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 09, 2013 Jan 18, 2014
3 PENDING, INSTITUTED Dec 09, 2013
4 NOTICE OF DEFAULT Feb 06, 2014
5 BD DECISION: SUSTAINED Mar 24, 2014
6 TERMINATED Mar 24, 2014

Type of Proceeding: Opposition
Proceeding Number: 91210373 Filing Date:  Apr 24, 2013
Status: Terminated Status Date: Apr 09, 2014
Interlocutory Attorney: ~ CHRISTEN M ENGLISH
Defendant
Name: Jean Renaud and Evonne Harper
Correspondent Address: ~ JEAN RENAUD
2938 KIDDS SCHOOLHOUSE RD
PARKTON MD , 21120-9676
UNITED STATES
Correspondent e-mail:  eharper44@gmail.com
Associated marks

Mark Application Status ﬁi:'irfniller ﬁﬁgﬁi@tﬁtion

SEQNSAMER'CAN TREASURE™ MUSTANGS UNTAMED Abandoned - After Inter-Partes Decision 85674506
Plaintiff(s)

Name: Haggar Clothing Co.

Correspondent Address:  PAUL J REILLY
BAKER BOTTS LLP
2001 ROSS AVENUE, SUITE 600
DALLAS TX , 75201-2980
UNITED STATES

Correspondent e-mail:  elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com , paul.reilly@bakerbotts.com

Associated marks
Registration

Mark Application Status Serial Number NUTler
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689

Prosecution History

E:tr;yber History Text Date Due Date

1 FILED AND FEE Apr 24, 2013

NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 24, 2013 Jun 03, 2013



3 PENDING, INSTITUTED
4 ANSWER

5 FAILURE TO INDICATE PROOF OF SERVICE
6 P MOT TO COMPEL DISCOVERY

7 SUSP PEND DISP OF OUTSTNDNG MOT

8 TRIAL DATES RESET

9 P MOT FOR EXT W/ CONSENT

10 EXTENSION OF TIME GRANTED

11 W/DRAW OF APPLICATION

12 BD DECISION: SUSTAINED

13 TERMINATED

14 W/DRAW OF APPLICATION

Apr 24, 2013
May 31, 2013
Jun 04, 2013
Nov 26, 2013
Dec 02, 2013
Jan 30, 2014
Mar 28, 2014
Mar 28, 2014
Apr 08, 2014
Apr 09, 2014
Apr 09, 2014
Apr 09, 2014

Type of Proceeding: Opposition

Proceeding

Number: 91185522

Status: Terminated

Interlocutory Attorney:  LINDA M SKORO

Name: Merve Optik Sanayi Ve Ticaret Limited Sirketi

Correspondent Address:  JOHN S. EGBERT

Correspondent e-mail:

Associated marks

Mark

MUSTANG

EGBERT LAW OFFICES
412 MAIN ST FL 7
HOUSTON TX, 77002-1838
UNITED STATES

Filing Date:

Status Date:

Defendant

mail@egbertlawoffices.com , kwilson@egbertlawoffices.com

Abandoned - After Inter-Partes Decision
Plaintiff(s)

Name: Haggar Clothing Co.

Correspondent Address:  Priscilla L. Dunckel

Baker Botts L.L.P.

2001 Ross Avenue Suite 600
Dallas TX , 752012980
UNITED STATES

Application Status

Jul 30, 2008
Jan 11, 2010

Serial Registration
Number Number
77201372

Correspondent e-mail:

Associated marks
Mark
MUSTANG

MUSTANG
MUSTANG

Entry
Number

© 0 N O U W DN P

[Eny
o

priscilla.dunckel@bakerbotts.com , jennifer.scannel@bakerbotts.com

Application Status

Serial Number

Registration

Number
Expired 71408383 362418
Renewed 72217465 802773
Renewed 74303059 1871947
Prosecution History
History Text Date Due Date

FILED AND FEE Jul 30, 2008

NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 30, 2008 Sep 08, 2008

PENDING, INSTITUTED Jul 30, 2008

ANSWER Sep 05, 2008

STIPULATION FOR AN EXTENSION OF TIME Dec 03, 2008

EXTENSION OF TIME GRANTED Dec 03, 2008

STIPULATION FOR AN EXTENSION OF TIME Mar 06, 2009

EXTENSION OF TIME GRANTED Mar 06, 2009

STIPULATION FOR AN EXTENSION OF TIME Apr 06, 2009

EXTENSION OF TIME GRANTED Apr 06, 2009



11
12
13
14

P'S MOTION FOR SUMMARY JUDGMENT
SUSPENDED PENDING DISP OF OUTSTNDNG MOT
BOARD'S DECISION: SUSTAINED

TERMINATED

Oct 19, 2009
Oct 28, 2009
Jan 11, 2010
Jan 11, 2010



B nited

States of Amepy,,

Anited States Patent and Trademark Office (?

MUSTANG

Reg. No. 4,605,689
Registered Sep. 16, 2014

Int. Cl.: 25

TRADEMARK
PRINCIPAL REGISTER

Ficpeete % L

Deputy Director of the United States
Patent and Trademark Office

HAGGAR CLOTHING CO. (NEVADA CORPORATION)

11511 LUNA ROAD

TWO COLINAS CROSSING

DALLAS, TX 75234

FOR: CLOTHING, NAMELY, JEANS AND SHIRTS, IN CLASS 25 (U.S. CLS. 22 AND 39).
FIRST USE 6-29-2014; IN COMMERCE 6-29-2014.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 802,773 AND 1,871,947.
SN 85-034,382, FILED 5-10-2010.

CARYN GLASSER, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http:/www.uspto.gov.

Page: 2 / RN # 4,605,689



Generated on:

Mark:

US Serial Number:
US Registration Number:
Register:
Mark Type:
Status:
Status Date:

Publication Date:

This page was generated by TSDR on 2015-08-24 13:54:32 EDT
MUSTANG

MUSTANG

85034382 Application Filing Date: ~ May 10, 2010
4605689 Registration Date:  Sep. 16, 2014
Principal

Trademark

Registered. The registration date is used to determine when post-registration maintenance documents are due.
Sep. 16, 2014
May 10, 2011

Notice of Allowance Date:  Jul. 05, 2011

Mark Information

Mark Literal Elements:
Standard Character Claim:

Mark Drawing Type:

MUSTANG
Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

0802773, 1871947

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Clothing, namely, jeans and shirts
International Class(es): 025 - Primary Class U.S Class(es): 022, 039
Class Status: ACTIVE
Basis: 1(a)
First Use: Jun. 29, 2014 Use in Commerce: Jun. 29, 2014

Basis Information (Case Level)

Filed Use: No Currently Use:  Yes Amended Use: No

Filed ITU: Yes Currently ITU:  No Amended ITU: No

Filed 44D: No Currently 44D:  No Amended 44D: No

Filed 44E: No Currently 44E:  No Amended 44E: No

Filed 66A: No Currently 66A:  No

Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

Owner Name: Haggar Clothing Co.

Owner Address:

Legal Entity Type:

11511 Luna Road
Two Colinas Crossing
Dallas, TEXAS 75234
UNITED STATES

CORPORATION State or Country Where  NEVADA

Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney of Record

Valerie Verret Docket Number:  069998.1689



Attorney Primary Email  daltmdept@bakerbotts.com Attorney Email  Yes

Address: Authorized:

Correspondent

Correspondent VALERIE VERRET
Name/Address: BAKER BOTTS L.L.P.

Correspondent e-mail:  daltmdept@bakerbotts.com

Phone: 214.953.6818

2001 ROSS AVE STE 600
DALLAS, TEXAS 75201-2900
UNITED STATES

Fax: 214.661.4899

Correspondent e-mail ~ Yes
Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Sep. 16, 2014
Aug. 15, 2014
Aug. 14, 2014
Aug. 13, 2014
Jul. 23, 2014
Jul. 01, 2014
Jul. 01, 2014
Jan. 28, 2014
Jan. 27, 2014
Jan. 03, 2014
Jan. 03, 2014
Jul. 23, 2013
Jul. 22, 2013
Jul. 05, 2013
Jul. 05, 2013
Jan. 18, 2013
Jan. 17, 2013
Jan. 05, 2013
Jan. 07, 2013
Jun. 20, 2012
Jun. 19, 2012
Jun. 14, 2012
Jun. 14, 2012
Jan. 31, 2012
Jan. 30, 2012
Jan. 03, 2012
Jan. 30, 2012
Jan. 03, 2012
Jul. 05, 2011
May 10, 2011
May 10, 2011
Apr. 06, 2011
Apr. 06, 2011
Mar. 23, 2011
Mar. 01, 2011
Feb. 28, 2011
Feb. 28, 2011

Description

REGISTERED-PRINCIPAL REGISTER

NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

DATA MODIFICATION COMPLETED

STATEMENT OF USE PROCESSING COMPLETE

USE AMENDMENT FILED

TEAS STATEMENT OF USE RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 5 GRANTED

EXTENSION 5 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 4 GRANTED

EXTENSION 4 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 3 GRANTED

EXTENSION 3 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 2 GRANTED

EXTENSION 2 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 1 GRANTED

EXTENSION 1 FILED

CASE ASSIGNED TO INTENT TO USE PARALEGAL

TEAS EXTENSION RECEIVED

NOA E-MAILED - SOU REQUIRED FROM APPLICANT
OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

LAW OFFICE PUBLICATION REVIEW COMPLETED
ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE

TEAS RESPONSE TO OFFICE ACTION RECEIVED

Proceeding
Number

68171
61813
61813

61813
61813

61813
61813

61813
61813

61813
61813

61813
61813
61813

68171
68171

88889
88889



Aug. 27, 2010
Aug. 27, 2010
Aug. 27, 2010
Aug. 20, 2010
May 17, 2010
May 13, 2010

NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED
NON-FINAL ACTION WRITTEN
ASSIGNED TO EXAMINER

NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
NEW APPLICATION ENTERED IN TRAM

6325
6325
82426
82426

TM Staff and Location Information

Current Location:

TM Staff Information - None

PUBLICATION AND ISSUE SECTION

File Location
Date in Location:

Aug. 14, 2014

Assignment Abstract Of Title Information

Summary
Total Assignments: 1 Registrant: Haggar Clothing Co.
Assignment 1 of 1
Conveyance: SECURITY INTEREST
Reel/Frame: 4895/0949 Pages: 19
Date Recorded: Nov. 07, 2012
Supporting Documents:  assignment-tm-4895-0949.pdf
Assignor
Name: HAGGAR CLOTHING CO. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Name: HAGGAR WOMEN'S WEAR, LTD. Execution Date:  Nov. 02, 2012
Legal Entity Type: LIMITED PARTNERSHIP State or Country Where =~ TEXAS
Organized:
Name: HAGGAR DIRECT, INC. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Name: TEXAS CLOTHING HOLDING CORP. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where DELAWARE
Organized:
Name: HAGGAR CORP. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Name: JERELL CLOTHING MANAGEMENT, INC. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where = TEXAS
Organized:
Name: HAGGAR CANADA, INC. Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where  NEVADA
Organized:
Name: CORSICANA COMPANY Execution Date:  Nov. 02, 2012
Legal Entity Type: CORPORATION State or Country Where  NEVADA

Name:

Legal Entity Type:

Address:

Correspondent Name:

Correspondent Address:

BANK OF AMERICA, N.A.
NATIONAL BANKING ASSOCIATION

901 MAIN STREET
11TH FLOOR
DALLAS, TEXAS 75202

NAM H. HUYNH

2000 MCKINNEY AVENUE, SUITE 1700
PATTON BOGGS LLP
DALLAS, TX 75201

Organized:

Assignee

State or Country Where
Organized:

Correspondent

UNITED STATES



Domestic Representative - Not Found

Proceedings
Summary
Number of Proceedings: 3
Type of Proceeding: Opposition
Proceeding Number: 91221844 Filing Date: May 06, 2015
Status: Pending Status Date: May 06, 2015

Interlocutory Attorney:

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks
Mark

MUSTANG

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

ELIZABETH WINTER
Defendant
Merve Optik Sanayi Ve Ticaret Anonim Sirketi

JOHN S EGBERT

EGBERT LAW OFFICES PLLC
1314 TEXAS, 21ST FLOOR
HOUSTON TX, 77002
UNITED STATES

mail@egbertlawoffices.com

Application Status

Opposition Pending
Plaintiff(s)
Haggar Clothing Co.
PAUL J REILLY
BAKER BOTTS LLP
2001 ROSS AVENUE, SUITE 600

DALLAS TX, 75201-2980
UNITED STATES

Serial Registration
Number Number
79104357

paul.reilly@bakerbotts.com , tyler.beas@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Registration

Mark Application Status Serial Number NUTlED
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689

Prosecution History

E:tr;yber History Text Date Due Date
1 FILED AND FEE May 06, 2015
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 07, 2015 Jun 16, 2015
3 PENDING, INSTITUTED May 07, 2015
4 P UNDELIVERABLE MAIL Jun 02, 2015
5 CHANGE OF CORRESP ADDRESS Jun 16, 2015
6 D MOT FOR EXT W/O CONSENT Jun 16, 2015
7 ANSWER Jul 27, 2015
8 EXTENSION OF TIME GRANTED Aug 15, 2015

Type of Proceeding: Opposition
Proceeding Number: 91213894 Filing Date: Dec 09, 2013
Status: Terminated Status Date: Mar 24, 2014
Interlocutory Attorney: ~ GEORGE POLOGEORGIS
Defendant
Name: Stang Life Inc.
Correspondent Address: ~ H WILLIAM LARSON

Correspondent e-mail:

LARSON & LARSON PA
11199 69TH STREET
LARGO FL , 33773-5504
UNITED STATES

tmdocket@larsonpatentlaw.com




Associated marks

Mark Application Status
STANG LIFE Abandoned - After Inter-Partes Decision
Plaintiff(s)
Name: Haggar Clothing Co.
Correspondent Address:  ELIZABETH K STANLEY

Correspondent e-mail:

Associated marks

Mark

Serial Registration
Number Number
85829844

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX , 75201-2980
UNITED STATES

elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status Serial Number

Registration

Number
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689
Prosecution History
E:tr;yber History Text Date Due Date
1 FILED AND FEE Dec 09, 2013
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 09, 2013 Jan 18, 2014
3 PENDING, INSTITUTED Dec 09, 2013
4 NOTICE OF DEFAULT Feb 06, 2014
5 BD DECISION: SUSTAINED Mar 24, 2014
6 TERMINATED Mar 24, 2014
Type of Proceeding: Opposition
Proceeding Number: 91210373 Filing Date:  Apr 24, 2013
Status: Terminated Status Date: Apr 09, 2014
Interlocutory Attorney: ~ CHRISTEN M ENGLISH
Defendant
Name: Jean Renaud and Evonne Harper
Correspondent Address: ~ JEAN RENAUD

2938 KIDDS SCHOOLHOUSE RD

PARKTON MD , 21120-9676

UNITED STATES

Correspondent e-mail:  eharper44@gmail.com
Associated marks
Mark Application Status ﬁi:ﬁ; & ﬁﬁﬂzté?tion

TN AMERICAN TREASURE™ MUSTANGS UNTAMED Abandoned - After Inter-Partes Decision 85674506

JEANS

Correspondent Address:

Correspondent e-mail:

Associated marks
Mark
MUSTANG
MUSTANG
MUSTANG

Entry
Number

Plaintiff(s)
Name: Haggar Clothing Co.

PAUL J REILLY

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX, 75201-2980
UNITED STATES

elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com , paul.reilly@bakerbotts.com

Application Status

Serial Number

Registration

Number
Renewed 72217465 802773
Renewed 74303059 1871947
Registered 85034382 4605689
Prosecution History
History Text Date Due Date
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FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:

PENDING, INSTITUTED

ANSWER

FAILURE TO INDICATE PROOF OF SERVICE
P MOT TO COMPEL DISCOVERY

SUSP PEND DISP OF OUTSTNDNG MOT
TRIAL DATES RESET

P MOT FOR EXT W/ CONSENT
EXTENSION OF TIME GRANTED
W/DRAW OF APPLICATION

BD DECISION: SUSTAINED
TERMINATED

W/DRAW OF APPLICATION

Apr 24, 2013
Apr 24, 2013
Apr 24, 2013
May 31, 2013
Jun 04, 2013
Nov 26, 2013
Dec 02, 2013
Jan 30, 2014
Mar 28, 2014
Mar 28, 2014
Apr 08, 2014
Apr 09, 2014
Apr 09, 2014
Apr 09, 2014

Jun 03, 2013



EXHIBIT A-2




Generated on: This page was generated by TSDR on 2015-08-24 14:40:21 EDT
Mark: MUSTANG

Mteus

US Serial Number: 77201372 Application Filing Date: ~ Jun. 08, 2007
Register:  Principal
Mark Type: Trademark

Status: Abandoned after an inter partes decision by the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: Jan. 11, 2010
Publication Date:  Apr. 01, 2008
Date Abandoned: Jan. 11, 2010

Mark Information

Mark Literal Elements:  MUSTANG
Standard Character Claim:  No
Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Color(s) Claimed:  Color is not claimed as a feature of the mark.

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Spectacles, spectacle cases, sunglasses, frames for spectacles and sunglasses, contact lens and contact lens cases, eyewear
accessories, namely, straps, neck cords and head straps which restrain eyewear from movement on a wearer and spectacle chains

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038
Class Status: ABANDONED
Basis: 1(b)
Basis Information (Case Level)

Filed Use: No Currently Use:  No Amended Use: No
Filed ITU: Yes Currently ITU:  Yes Amended ITU: No
Filed 44D: No Currently 44D:  No Amended 44D: No
Filed 44E: No Currently 44E:  No Amended 44E: No
Filed 66A: No Currently 66A:  No

Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

Owner Name: MERVE OPTIK SANAYI VE TICARET LIMITED SIRKETI

Owner Address:  Senlikoy, Akasya Sokak NO:4/1 Florya
Bakirkoy-Istanbul

TURKEY
Legal Entity Type: CORPORATION State or Country Where  TURKEY
Organized:
Attorney/Correspondence Information
Attorney of Record
Attorney Name: John S. Egbert Docket Number:  1285-273

Attorney Primary Email  mail@egbertlawoffices.com Attorney Email  Yes




Address: Authorized:
Correspondent
Correspondent JOHN S. EGBERT
Name/Address: EGBERT LAW OFFICES
412 MAIN ST FL 7
HOUSTON, TEXAS 77002-1838
UNITED STATES
Phone: 713-224-8080 Fax:
Correspondent e-mail: ~ mail@egbertlawoffices.com Correspondent e-mail
Authorized:
Domestic Representative
Domestic Representative  John S. Egbert Phone:
Name:
Fax: 713-223-4873

Domestic Representative

mail@egbertlawoffices.com

e-mail:

Domestic Representative
e-mail Authorized:

713-223-4873

Yes

713-224-8080

Yes

Prosecution History

Date

Jan. 11, 2010
Jan. 11, 2010
Jan. 11, 2010
Jan. 11, 2010
Jul. 30, 2008
Apr. 24, 2008
Apr. 01, 2008
Mar. 12, 2008
Feb. 25, 2008
Feb. 25, 2008
28, 2008
24,2008
23, 2008
Jan. 23, 2008
Sep. 24, 2007
Sep. 24, 2007
Sep. 24, 2007
Sep. 15, 2007
13, 2007

Jan.
Jan.
Jan.

Jun.

Description

Proceeding
Number

ABANDONMENT NOTICE MAILED - INTER PARTES DECISION

ABANDONMENT - AFTER INTER PARTES DECISION
OPPOSITION TERMINATED NO. 999999
OPPOSITION SUSTAINED NO. 999999
OPPOSITION INSTITUTED NO. 999999
EXTENSION OF TIME TO OPPOSE RECEIVED
PUBLISHED FOR OPPOSITION
NOTICE OF PUBLICATION

LAW OFFICE PUBLICATION REVIEW COMPLETED
ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER
TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS RESPONSE TO OFFICE ACTION RECEIVED
NOTIFICATION OF PRIORITY ACTION E-MAILED
PRIORITY ACTION E-MAILED

PRIORITY ACTION WRITTEN
ASSIGNED TO EXAMINER

NEW APPLICATION ENTERED IN TRAM

185522
185522
185522

66121
66121

88889
88889

6326
6326
82093
82093

TM Staff and Location Information

TM Attorney:

TM Staff Information
TRUSILO, KELLY JEAN

Law Office Assigned:

LAW OFFICE 107

File Location
Current Location: TTAB Date in Location: Jan. 11, 2010
Proceedings
Summary
Number of Proceedings: 2
Type of Proceeding: Opposition
Proceeding Number: 91185522 Filing Date:  Jul 30, 2008
Status: Terminated Status Date: Jan 11, 2010

Interlocutory Attorney:

LINDA M SKORO
Defendant

Name: Merve Optik Sanayi Ve Ticaret Limited Sirketi



Correspondent Address:

Correspondent e-mail:

Associated marks

JOHN S. EGBERT
EGBERT LAW OFFICES
412 MAIN ST FL 7
HOUSTON TX , 77002-1838
UNITED STATES

mail@egbertlawoffices.com , kwilson@egbertlawoffices.com

Mark Application Status ﬁirrlr‘?l;er ﬁﬁ?rllzter?tlon
MUSTANG Abandoned - After Inter-Partes Decision 77201372
Plaintiff(s)
Name: Haggar Clothing Co.
Correspondent Address:  Priscilla L. Dunckel

Correspondent e-mail:

Associated marks

Mark

Baker Botts L.L.P.

2001 Ross Avenue Suite 600
Dallas TX , 752012980
UNITED STATES

priscilla.dunckel@bakerbotts.com , jennifer.scannel@bakerbotts.com

Application Status

Serial Number RS S

Number
MUSTANG Expired 71408383 362418
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
Prosecution History
E:tr;yber History Text Date Due Date
1 FILED AND FEE Jul 30, 2008
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 30, 2008 Sep 08, 2008
3 PENDING, INSTITUTED Jul 30, 2008
4 ANSWER Sep 05, 2008
5 STIPULATION FOR AN EXTENSION OF TIME Dec 03, 2008
6 EXTENSION OF TIME GRANTED Dec 03, 2008
7 STIPULATION FOR AN EXTENSION OF TIME Mar 06, 2009
8 EXTENSION OF TIME GRANTED Mar 06, 2009
9 STIPULATION FOR AN EXTENSION OF TIME Apr 06, 2009
10 EXTENSION OF TIME GRANTED Apr 06, 2009
11 P'S MOTION FOR SUMMARY JUDGMENT Oct 19, 2009
12 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Oct 28, 2009
13 BOARD'S DECISION: SUSTAINED Jan 11, 2010
14 TERMINATED Jan 11, 2010
Type of Proceeding: Extension of Time
Proceeding Number: 77201372 Filing Date: Apr 24, 2008
Status: Terminated Status Date: Jul 30, 2008
Interlocutory Attorney:
Defendant
Name: MERVE OPTIK SANAYI VE TICARET LIMITED SI
Correspondent Address: ~ JOHN S. EGBERT

EGBERT LAW OFFICES

412 MAIN STFL 7

HOUSTON TX , 77002-1838

UNITED STATES
Associated marks

Mark Application Status ﬁﬁ”nf:ltl) & Eﬁﬁiztert:tion

MUSTANG Abandoned - After Inter-Partes Decision 77201372

Correspondent Address:

Potential Opposer(s)
Name: Haggar Clothing Co.

Priscilla L. Dunckel



Baker Botts L.L.P.

2001 Ross AvenueSuite 600
Dallas TX , 752012980
UNITED STATES

Correspondent e-mail:  priscilla.dunckel@bakerbotts.com , daltmdept@bakerbotts.com

Associated marks

Mark

Entry Number

Application Status

Prosecution History
History Text
INCOMING - EXT TIME TO OPPOSE FILED

EXTENSION OF TIME GRANTED

Serial Number

Date
Apr 24, 2008
Apr 24, 2008

Registration
Number

Due Date
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA227416

Filing date: 07/30/2008

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Haggar Clothing Co.

Granted to Date 07/30/2008

of previous

extension

Address Two Colinas Crossing11511 Luna Road
Dallas, TX 75234
UNITED STATES

Attorney Priscilla L. Dunckel

information Baker Botts L.L.P.
2001 Ross AvenueSuite 600
Dallas, TX 752012980
UNITED STATES
priscilla.dunckel@bakerbotts.com, daltmdept@bakerbotts.com
Phone:214.953.6618

Applicant Information

Application No 77201372 Publication date 04/01/2008
Opposition Filing 07/30/2008 Opposition 07/30/2008
Date Period Ends

Applicant

MERVE OPTIK SANAYI VE TICARET LIMITED SIRKETI
Senlikoy, Akasya Sokak NO:4/1 Florya
Bakirkoy-Istanbul,

TURKEY

Goods/Services Affected by Opposition

Class 009.

spectacle chains

All goods and services in the class are opposed, namely: Spectacles, spectacle cases, sunglasses,
frames for spectacles and sunglasses, contact lens and contact lens cases, eyewear accessories,
namely, straps, neck cords and head straps which restrain eyewear from movement on a wearer and

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 362418 Application Date 07/11/1938

No.

Registration Date | 11/15/1938 Foreign Priority NONE
Date



http://estta.uspto.gov

Mark

Word Mark MUSTANG
Design Mark
Description of NONE

Goods/Services

Class U039 (International Class 025). First use: First Use: 1938/04/05 First Use
In Commerce: 1938/04/05

Mark

MEN'S TROUSERS
U.S. Registration | 802773 Application Date 04/27/1965
No.
Registration Date | 01/25/1966 Foreign Priority NONE
Date
Word Mark MUSTANG
Design Mark
Description of NONE

Goods/Services

Class U039 (International Class 010, 025, 026). First use: First Use: 1938/04/05
First Use In Commerce: 1938/04/05

MEN'S [ AND BOYS'] CLOTHING-NAMELY, SLACKS

Mark

U.S. Registration | 1871947 Application Date 08/07/1992

No.

Registration Date | 01/03/1995 Foreign Priority NONE
Date

Word Mark MUSTANG

Design Mark

Description of NONE

Goods/Services Class 025. First use: First Use: 1993/10/00 First Use In Commerce: 1993/10/00
men's and boys' wear; namely, slacks, and shorts
Attachments 71408383#TMSN.gif ( 1 page )( bytes)

MUSTANG - Merve - Notice of Opp.PDF ( 4 pages )(147614 bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.

Signature

/Priscilla L. Dunckel/

Name

Priscilla L. Dunckel

Date

07/30/2008




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO., §
§
Opposer, § Opposition No.
vs g Mark: MUSTANG (Stylized)
) § (Serial No: 77/201,372)
MERVE OPTIK YI ICARET
LIMITED SIRKET?ANA VE TIC g Publication Date: March 12, 2008
§
Applicant. §
NOTICE OF OPPOSITION

Opposer, Haggar Clothing Co., a Nevada corporation, having an address of Two
Colinas Crossing, 11511 Luna Road, Dallas, Texas 75234 (“Opposer”), believes that it will be
damaged by registration of the mark MUSTANG (Stylized) (the “Opposed Mark™) shown in
Application Serial No. 77/201,372, and hereby opposes that application.

As grounds for its opposition, Opposer alleges:

1. Applicant, Merve Optik Sanayi Ve Ticaret Limited Sirketi. (“Applicant™),
seeks registration of the Opposed Mark for use on and in connection with “spectacles, spectacle
cases, sunglasses, frames for spectacles and sunglasses, contact lens and contact lens cases,
eyewear accessories, namely, straps, neck cords and head straps which restrain eyewear from
movement on a wearer and spectacle chains,” in International Class 9. Applicant filed this
application on June 8, 2007, alleging that Applicant had a bona fide intention to use the Opposed
Mark in commerce.

2. Opposer owns several registrations issued by the United States Patent and

Trademark Office for the mark MUSTANG (collectively “MUSTANG Marks”), including:

MUSTANG and Design, Reg. No. 362,418, issued November 15, 1938 for
"men's trousers."

DAL01:1020910.1 1



MUSTANG, Reg. No. 802,773, issued January 25, 1966 for "men's and
boys' clothing-namely, slacks."

MUSTANG, Reg. No. 1,871,947, issued January 3, 1995 for "men's and boys'
wear; namely, slacks, and shorts."

3. Opposer has used the mark MUSTANG on apparel for over sixty five
years. Since 1938, Opposer has continuously and extensively advertised and offered goods
under the MUSTANG Marks in interstate commerce in the United States.

4. As a result of Opposer’s extensive use of its MUSTANG Marks, Opposer
has developed exceedingly valuable goodwill with respect to the MUSTANG Marks, and
MUSTANG has become a mark known throughout the United States as an indicator of goods
provided by Opposer.

5. Opposer has expended considerable effort and expense in promoting its
MUSTANG Marks and the goods offered under those marks, with the result that the purchasing
public has come to know, rely upon, and recognize the goods of Opposer by such marks.
Opposer has a tremendous amount of goodwill established in its MUSTANG marks.

6. Apparel, and specifically men’s and boys trousers, slacks and shorts,
(“Men’s Pants”) are commonly sold under identical marks as spectacles, eyeglasses, spectacle
and eyeglass frames and related goods (such goods and similar goods collectively referred to as
“Eyeglasses™), in many cases by the same retailers. In fact, Eyeglasses and Men’s Pants are both
sold under such well-known trademarks as CALVIN KLEIN®, SEAN JOHN®, ARMANI®,
BURBERRY®, JUICY COUTURE®, LACOSTE®, DOCKERS®, VERSACE®, CONCEPTS
BY CLAIRBORNE®, RALPH LAUREN® and many more. Furthermore, Opposer owns
registrations for its famous HAGGAR mark for both Men’s Pants and other clothing items (Reg.
Nos. 728,590 and 2,284,986) and Eyeglasses (Reg. No. 3,142,699) and both categories of goods
are sold under the HAGGAR mark. Therefore, it is likely that if consumers see Eyeglasses sold
under MUSTANG by the Applicant, they will be extremely likely to mistakenly believe Opposer

is the source of such goods.

DAL01:1020910.1 2



7. The circumstances surrounding the marketing of the goods and services to
be sold by Applicant under the Opposed Mark are such that they are likely to be encountered by
the same persons under circumstances that would give rise to the mistaken belief that they
originate from or are in some way associated with the same producer as the MUSTANG Marks.
Therefore, the Opposed Mark is likely to cause confusion, or to cause mistake, or to deceive.

8. The Opposed Mark is identical and therefore confusingly similar to the
MUSTANG Marks in sight, sound and commercial impression. The Opposed Mark includes
Opposer’s MUSTANG mark in its entirety.

0. On information and belief, Applicant’s goods are or will be advertised and
sold to the same customers as Opposer’s goods. Consequently, Applicant’s use of the Opposed
Mark in connection with the goods listed in Serial No. 77/201,372 is likely to cause consumers to
be confused, deceived or misled into the mistaken belief that Applicant’s goods emanate from,
are affiliated with, or are otherwise related to Opposer, when in fact they are not.

10. For the foregoing reasons, the Opposed Mark is likely to cause confusion,
or to cause mistake, or to deceive.

11.  Therefore, Opposer will be damaged and harmed by the use and
registration of the Opposed Mark by Applicant.

WHEREFORE, Opposer prays that Application Serial No. 77/201,372 be
refused, that no registration be issued to Applicant, and that this opposition be sustained in favor

of Opposer.

This Notice of Opposition is being submitted through the Electronic System for

Trademark Trials and Appeals (ESTTA). Please charge the requisite $300.00 fee and any
additional fees required to Deposit Account No. 50-2147 of Baker Botts.

DALO01:1020910.1 3



Respectfully submitted,

July 30, 2008 By: W '@M‘vi/l@ﬁ—z

Priscilla Dunckel

Valerie Verret

BAKER BOTTS L.L.P.

2001 Ross Avenue, Suite 600
Dallas, Texas 75201-2980
(214) 953-6618

ATTORNEYS FOR OPPOSER
HAGGAR CLOTHING CO.

CERTIFICATE OF SERVICE

I hereby certify that on this 30™ day of July, 2008, a true and correct copy of the
foregoing Notice of Opposition as filed with the Trademark Trial and Appeal Board was sent via first-
class mail, postage prepaid, for service upon:

John S. Egbert

Egbert Law Offices

412 Main St F17
Houston, Tx 77002-1838

Cecily Borterfield

DALO01:1020910.1 4



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO., §
Opposer, g Opposition No. 91221844
Vs. g Mark: MUSTANG (Stylized)
MERVE OPTIK SANAYI VE TICARET § M U ST A N G
ANONIM SIRKET], §
Applicant. g (Serial No: 79/104,357)
;

Publication Date: January 6, 2015

OPPOSER’S MOTION FOR SUMMARY JUDGMENT AND
BRIEF IN SUPPORT THEREOF

EXHIBITS
PART 2 OF 3




EXHIBIT A-4




Trademark Trial and Appeal Board Electronic Filing System. hitp./festta.uspto.qov
ESTTA Tracking number: ESTTA312289

Filing date: 10/19/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 911855622

Party Plaintiff
Haggar Clothing Co.

Correspondence Priscilla L. Dunckel

Address Baker Botts L.L.P.

2001 Ross Avenue Suite 600

Dallas, TX 752012980

UNITED STATES

priscilla.dunckel@bakerbotts.com, jennifer.scannel@bakerbotts.com

Submission Motion for Summary Judgment
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO.,

Opposer Opposition No. 91185522

Mark: MUSTANG (Stylized)

vs. (Serial No: 77/201,372)

MERVE OPTIK SANAYI VE TICARET

LIMITED SIRKETI, Publication Date: March 12, 2008

CON O LD LON LD LN LN LoD LoD O

Applicant.

OPPOSER’S MOTION FOR SUMMARY JUDGMENT AND BRIEF IN SUPPORT

THEREOF

Opposer Haggar Clothing Co. (hereinafter “Opposer”), hereby moves for summary
judgment on the issue of likelihood of confusion. Applicant Merve Optik Sanayi Ve Ticaret
Limited Sirketi (hereinafter “Applicant”) has admitted that there is a likelihood of confusion by
deciding not to respond to Opposer’s Requests for Admissions, which include admissions as to a
likelihood of confusion. In addition, the evidence of record demonstrates that there is a
likelihood of confusion based on the parties’ marks and goods as set forth in their respective
registrations and application. There being no dispute regarding the material facts, Opposer is
entitled to judgment as a matter of law.

Opposer hereby requests that the Board suspend these proceedings and all

outstanding deadlines pending a decision on this motion.

STATEMENT OF FACTS

-

THE PARTIES
Applicant, Merve Optik Sanayi Ve Ticaret Limited Sirketi is a corporation duly

organized and existing under the laws of Turkey with its principal place of business at Senlikoy,
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Akasya Sokak No:4/1 Florya, Bakirkoy-Istanbul, Turkey. Applicant is represented in this
proceeding by the Egbert Law Offices, located at 412 Main Street, Floor 7, Houston, Texas
77002. Upon information and belief, Applicant operates or plans to operate retail stores
featuring clothing under the OSSE mark in the United States, and offers or plans to offer eye
glasses, sunglasses and accessories as well as precious metal alloys and jewelry under the same
mark in the United States. Exhibit A. Upon information and belief, Applicant offers or intends
to offer eyewear, including glasses, sunglasses, contact lens cases, and other eyewear accessories
under the MUSTANG mark in the United States.

Opposer Haggar Clothing Co, is a Nevada corporation with its principal place of business
at Two Colinas Crossing, 11511 Luna Road, Dallas, Texas. Opposer manufactures and markets
apparel and accessories under its various trademarks, and licenses others to manufacture and sell
apparel and accessories under its famous HAGGAR mark, including eyewear. Opposer’s
clothing products, which include pants, sport coats, suits, shirts, shorts, and accessories, are sold
throughout the United States, Canada, and Mexico.
1L STATUS OF CASE

Opposer filed the subject opposition on July 30, 2008 against Application No.
77/201,372, MUSTANG for “spectacles, spectacle cases, sunglasses, frames for spectacles and
sunglasses, contact lens and contact lens cases, eyewear accessories, namely, straps, neck cords
and head straps which restrain eyewear from movement on a wearer and spectacle chains” in
International Class 9. |

Since then, the parties have requested several extensions of time to allow time for the
parties to complete discpvery. Opposer filed a Stipulated Motion for Extension of Time on
December 3, 2008 in order to allow time in the event it needed to take discovery depositions on
written questions in Turkey. On January 30, 2009, Opposer served Applicant with discovery,
including Opposer’s First Requests for Admissions. Exhibit B, Declaration of Priscilla L.

Dunckel (Dunckel Decl.) 4 2, Exhibit B-1. Applicant filed Stipulated Motions for Extension of
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Time on March 6, 2009 and April 6, 2009 to allow additional time for Applicant to respond to
Opposer’s discovery requests and for discovery depositions.

The discovery response deadline expired on May 6, 2009. In an email dated May 13,
2009, Kevin Wilson, counsel for Applicant, stated: “We acknowledge the fact that our client has
not responded to the discovery responses [sic] that were due on May 6, 2009. At this time, we
will simply allow the proceeding to continue as ordered in the Board’s April 6, 2009 order.”
Exhibit B, Dunckel Decl. § 4, Exhibit B-2. To date, Applicant has not responded to the
discovery requests, and has provided no documents or information. Trademark Trial and Appeal
Board Manual of Procedure (“TBMP”) § 411.02 provides that failure to respond or object to an
admission request within the agreed time, results in the matters being deemed admitted.

Opposer now moves for summary judgment on the issue of likelihood of confusion.
Pursuant to TBMP §528.02, a motion for summary judgment is deemed timely if filed before the
opening of the first testimony period. The Board’s Order dated April 6, 2009 sets the first
testimony period to open on November 2, 2009. Accordingly, this motion for summary
judgment is timely filed.

III. OPPOSER’S TRADEMARK RIGHTS

Opposer owns the following federal trademark registrations for the MUSTANG marks
(“Opposer’s Marks™):

A. Registration No. 802,773 for MUSTANG, filed on April 27, 1965, with a
date of first use of April 5, 1938;

B. Reg. No. 1,871,947 for MUSTANG, filed on August 7, 1992, with a date
of first use of October 1, 1993.

Copies of TARR sheets from the United States Patent and Trademark Office (“USPTO™)
website for the above registrations are attached as Exhibit C. Opposer’s registrations for these
marks cover clothing products, including men’s slacks and men’s and boys’ clothing, namely

slacks and shorts. Opposer’s registrations are incontestable.
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IV.  APPLICANT’S APPLICATION

Applicant filed Trademark Application Serial No. 77/201,372 on June 8, 2007, seeking to
register MUSTANG for use on and in connection with spectacles, spectacle cases, sunglasses,
frames for spectacles and sunglasses, contact lens and contact lens cases, eyewear accessories,
namely, straps, neck cords, and head straps which restrain eyewear from movement on a wearer
and spectacle chains.

V. FACT STATEMENT

Haggar Clothing Co. was founded over eighty years ago, in 1926. Over the years,
Opposer has manufactured, marketed, and sold men’s and boys’ casual and dress apparel, and
women’s sportswear, and has also licensed others to manufacture, market and sell certain apparel
and accessories under Opposer’s famous HAGGAR mark. Opposer’s goods include shirts,
khaki’s, jeans, pants, shorts, suits, sport coats, and accessories, including sunglasses. Opposer
also operates clothing stores throughout the United States. In connection with Opposer’s goods
and services, Opposer has used the mark “MUSTANG” in connection with clothing products for
nearly 70 years, since at least as early as 1938. Opposer is the owner of two U.S. trademark
registrations for the mark MUSTANG in connection with men’s and boys’ casual and dress
apparel. Both are wordmarks without any stylization. Exhibit C. Due to Opposer’s long,
exclusive use of the MUSTANG marks and the outstanding reputation and goodwill Opposer
and its licensees have established in the industry, the MUSTANG mark is very strong when
applied to clothing and apparel.

Even the Ford Motor Company (“Ford”), manufacturer of the well-known MUSTANG
automobile, recognizes Qpposer’s rights to the MUSTANG mark in connection with clothing
and apparel in the general retail market. Opposer and Ford executed a Co-Existence Agreement
in 1998 to distinguish their respective markets and channels of trade, to ensure that no confusion
arises in the marketplace, and, in the event of any instance of confusion, to cooperate to abate the

cause of the confusion. Exhibit B, Dunckel Decl. § 5. The Agreement confirms that clothing

DALO01:1101280.2 4



products and related promotional packaging and advertising materials sold by Ford with the
MUSTANG mark would also be identified with the FORD mark. The registrations owned by the
Ford Motor Company for MUSTANG in International Class 25 clearly state in the description of
goods that use of the mark is limited to clothing articles “all for promotional use relating to
automotive vehicles.”

Opposer’s Marks have been continuously and exclusively used, advertised and promoted
by Opposer throughout the United States in association with Opposer and its clothing goods.
Opposer has built up extensive goodwill in connection with these goods offered under Opposer’s
Marks. Opposer’s Marks have been so widely used, advertised and promoted that consumers
identify them with Opposer’s trusted brand.

As a direct result of Opposer’s substantial and extensive expenditure of time, money,
labor and other efforts in marketing and promoting its goods under the above mentioned marks
and in vigilantly protecting its marks, the public has come to recognize Opposer as the sole
source of clothing and apparel goods offered in connection and association with Opposer’s
MUSTANG marks.

In April, 2008, Opposer became aware of Applicant’s application to register MUSTANG
in connection with spectacles, spectacle cases, sunglasses, frames for spectacles and sunglasses,
contact lens and contact lens cases, eyewear accessories, namely, straps, neck cords, and head
straps which restrain eyewear from movement on a wearer and spectacle chains. On July 30,
2008, Opposer filed its Notice of Opposition.

V1. ADMITTED FACTS
In failing to respond to Opposer’s First Requests for Admissions, Applicant is deemed to

have admitted the following facts:

e Applicant admits that Applicant manufactures and/or sells both clothing and eyewear
under the same mark.
e Applicant further admits that Applicant’s clothing products and eyewear products are

sometimes sold in the same retail store or stores.
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I.

Applicant admits that some companies that manufacture or design clothing also offer
sunglasses or eyewear and clothing under identical trademarks.

Applicant admits that companies that manufacture or design clothing may license their
trademarks for use in connection with sunglasses and/or eyewear.

Applicant admits that when identical trademarks are used in connection with both men’s
pants and sunglasses and/or eyeglasses, consumers are likely to expect such marks come
from the same source.

Applicant admits that when MUSTANG is used in connection with both clothing
products manufactured or sold by one entity and sunglasses and/or eyeglasses
manufactured or sold by another entity, consumers are likely to be confused as to the
source of the products.

Applicant admits that it is reasonable for customers to believe that eyeglasses marketed
under well-known trademarks originate from the same source as clothing sold under the

same brands.

Exhibit B-1. Each of these facts deemed admitted by Applicant is also supported by

independent evidence attached to the Motion.

ARGUMENT
GOVERNING AUTHORITY - FEDERAL RULE OF CIVIL PROCEDURE $6

Pursuant to TBMP § 528, Federal Rule of Civil Procedure 56 governs motions for

summary judgment filed in inter partes proceedings before the Trademark Trial and Appeal

Board. Summary judgment is appropriate when “there is no genuine issue as to any material fact

and . . . the moving party is entitled to a judgment as a matter of law.” Fed. R. Civ. P. 56(c); SR/

Int’l v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1116, 227 USPQ (BNA) 557, 581 (Fed.

Cir, 1985) (en banc).

As the moving party, Applicant has the burden of demonstrating that it is entitled to

summary judgment. Celotex Corp. v. Catrett, 477 U.S. 317, 324-25 (1986). If Applicant meets

its burden of identifying undisputed facts entitling it to relief, Opposer must submit specific facts
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showing there is a genuine issue for trial. Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475
U.S. 574, 587 (1986). An issue is not “genuine” if no reasonable juror could return a verdict on
that issue against the nonmoving party. Id. at 586-87. If the evidence of the non-moving party is
merely colorable or is not significantly probative, summary judgment should be granted.
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 249-250 (1986).
II. REQUESTS FOR ADMISSIONS

In this Opposition, Applicant has admitted that when MUSTANG is used in connection
with both clothing products manufactured or sold by one entity and sunglasses and/or eyeglasses
manufactured or sold by another entity, consumers are likely to be confused as to the source of
the products. According to TBMP §411.01 and Fed. R. Civ. P. 36, requests for admissions stand
admitted if a party fails to timely respond. Applicant chose not to respond to any of Opposer’s
discovery requests, including Opposer’s First Requests for Admissions. Attached as Exhibit B-1
are true and correct copies of “Opposer’s First Requests for Admissions.”!  Therefore, as
Applicant has failed to provide any discovery responses, as a matter of law Applicant is deemed
to have admitted the statements put forth in Opposer’s First Requesté for Admissions, which
include statements that when MUSTANG is used on both clothing products sold by one entity
and eyewear to be sold by another entity, consumers are likely to be confused as to source.?

Applicant has not objected to the substance, form, or timeliness of the discovery requests
propounded by Opposer. In fact, Applicant’s counsel acknowledged that Applicant did not
respond to the discovery requests, and would instead simply allow the proceeding to continue.
Exhibit B, Dunckel Decl. § 4, Exhibit B-2. Pursuant to TBMP § 411.01, Applicant’s failure to

respond to Opposer’s Requests for Admissions results in Applicant being deemed to have

! Request for Admission No. 11 — Admit that when MUSTANG is used in connection with both clothing products
manufactured or sold by one entity and sunglasses and/or eyeglasses manufactured or sold by another entity,

s qy1tin nwn o Bileal e Bannd o ~ Flhn oy e S Tt
consumers arc likely to be confused as to the source of the pludu\_ta.

Request to Admit No. 14 — Admit that it is reasonable for customers to believe that eyeglasses marketed under
well-known trademarks originate from the same source as clothing sold under the same brands.

2 Attached as Exhibit B is the Declaration of Priscilla L. Dunckel, attesting to the fact that Applicant did not respond
to Opposer’s discovery requests, including Opposer’s First Requests for Admissions. Dunckel Decl. § 3
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admitted that registration of Applicant’s MUSTANG mark is likely to cause confusion with one
or more of Opposer’s Marks. Matters admitted are deemed conclusively established, except
where the TTAB permits their withdrawal or amendment. TBMP § 407.04. Accordingly, as
there is no genuine issue as to any material fact, summary judgment in Opposer’s favor is
appropriate.

III. EVIDENCE OF RECORD

Even if Applicant is not deemed to have admitted to a likelihood of confusion by failing
to respond to Opposer’s First Requests for Admissions, the evidence of record in this proceeding
demonstrates that there is a likelihood of confusion between Applicant’s mark and Opposer’s
Marks. Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a
registered mark that it is likely that a potential consumer would be confused or mistaken or
deceived as to the source of the goods and/or services of the applicant and registrant. See 15
U.S.C. § 1052(d). The court in In re E.I du Pont de Nemours & Co., 476 F2d 1357, 177 USPQ
563 (CCPA 1973) listed the principal factors to be considered when determining whether there is
a likelihood of confusion under Section 2(d). See TMEP § 1207.01. However, not all of the
factors are necessarily relevant or of equal weight, and any one factor may be dominant in a
given case, depending on the evidence of record. In re Majestic Distilling Co., 315 F.3d 1311,
1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); In re E.I du Pont, 476 F.2d at 1361-62, 177
USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks,
similarity of the goods and services, and similarity of trade channels of the goods and/or
services. See In re Opus One, Inc., 60 USPQ2d 1812 (TTAB 2001); In re Dakin’s Miniatures,
Inc., 59 USPQ2d 1593 (TTAB 1999); In re Azteca Rest. Enters., Inc., 50 USPQ2d 1209 (TTAB

1000); TBMP §§ 1207.01 et seq.
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A. Applicant’s Mark is Confusingly Similar to Opposer’s Marks

In a likelihood of confusion determination, the marks are compared for similarities in
their appearance, sound, meaning or connotation and commercial impression. In re £.1. DuPont,
476 F.2d at 1361, TMEP § 1207.01(b). Similarity in any one of these elements may be sufficient
to find a likelihood of confusion. Ir re Lanson Oil Co., 6 USPQ2d 1041, 1043 (TTAB 1987);
TMEP § 1207.01(b).

The question is not whether people will confuse the marks, but whether the marks will
confuse people into believing that the goods and/or services they identify come from the same
source. In re West Point-Pepperell, Inc., 468 F.2d 200, 201, 175 USPQ 558, 558-59 (CCPA
1972); TMEP § 1207.01(b). For that reason, the test of likelihood of confusion is not whether
the marks can be distinguished when subjected to a side-by-side comparison. The question is
whether the marks create the same overall impression. See Recot, Inc. v. M.C. Becton, 214 F.2d
1322, 1329-30, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000); Visual Info. Inst., Inc. v. Vicon Indus.
Inc., 209 USPQ 179, 189 (TTAB 1980). The focus is on the recollection of the average
purchaser who normally retains a general rather than specific impression of trademarks.
Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537, 540-41 (TTAB 1979);
Sealed Air Corp. v. Scoti Paper Co., 190 USPQ 106, 108 (TTAB 1975); TMEP § 1207.01(b).

The marks are compared in their entireties under a Trademark Act Section 2(d) analysis.
See TMEP § 1207.01(b). Nevertheless, one feature of a mark may be recognized as more
significant in creating a commercial impression. Greater weight is given to that dominant feature
in determining whether there is a likelihood of confusion. In re Nat'l Data Corp., 753 F.2d

1056, 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189
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USPQ 693 (CCPA 1976); In re J M. Originals Inc., 6 USPQ2d 1393 (TTAB 1987); see TMEP §
1207.01(b)(viii), (c)(ii).

A mark in typed or standard characters may be displayed in any lettering style; the rights
reside in the wording or other literal element itself and not in any particular display. TMEP §
1207.01(c)(iii); 37 CFR § 2.52(a). Thus, a mark presented in stylized characters or otherwise in
a special form will not generally avoid likelihood of confusion with a mark in typed or standard
characters because the marks could be presented in the same manner of display. See, e.g., Inre
Melville Corp., 18 USPQ2d 1386, 1387-88 (TTAB 1991); In re Pollio Dairy Prods. Corp., 8
USPQ2d 2012, 2015 (TTAB 1988).

There can be no issue that the Applicant’s mark is identical to Opposer’s Marks, i.e., both
are MUSTANG. Moreover, Opposer’s Marks are in typed format and therefore Opposer may
use its MUSTANG mark in any format it chooses - including one identical to Applicant’s
stylized format. Accordingly, the marks are confusingly similar in appearance, sound,
connotations and overall commercial impression.

B. Applicant’s Goods are Related to and Overlap with Opposer’s Goods

The goods and/or services of the parties need not be identical or directly competitive to
find a likelihood of confusion. See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399,
186 USPQ 476, 480 (CCPA 1975); TMEP § 1207.01(a)(i). Rather, they need only be related in
some manner, or the conditions surrounding their marketing are such that they would be
encountered by the same purchasers under circumstances that would give rise to the mistaken
belief that the goods and/or services come from a common source. [n re Total Quality Group,
Inc., 51 USPQ2d 1474, 1476 (TTAB 1999); TMEP § 1207.01(a)(i); see, e.g. On-Line Careline

Inc. v. Am. Online Inc., 229 F.3d 1080, 1086-87, 56 USPQ2d 1471, 1475-76 (Fed. Cir. 2000); In
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re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 1566-68, 223 USPQ 1289, 1290 (Fed.
Cir. 1984).

Any goods or services in the registrant’s normal fields of expansion should be considered
when determining whether the registrant’s goods and/or services are related to the applicant’s
goods and/or services. TMEP § 1207.01(a)(v); In re Ist USA Realty Prof’ls, Inc., 84 USPQ2d
1581, 1584 (TTAB 2007). See also J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition, § 24:17 (4th ed. 2000) (“A trademark owner should be given rights in its
trademark, not only for the goods that it actually sells, but for all product markets into which it
might reasonably be expected to expand in the future.”). Evidence that third parties offer the
goods and/or services of both the registrant and applicant suggests that it is likely that the
registrant would expand its business to include applicant’s goods and/or services. In that event,
customers are likely to believe the goods and/or services at issue come from or, are in some way
connected with, the same source. In re Ist USA Realty Prof’ls, 84 USPQ2d at 1584 n.4; see
TMEP § 1207.01(a)(v). If the marks of the respective parties are identical, the relationship
between the goods of the respective parties need not be as close to support a finding of likelihood
of confusion as might apply where differences exist between the marks. In re Opus One Inc., 60
USPQ2d 1812, 1815 (TTAB 2001); Amcor, Inc. v. Amcor Indus., Inc., 210 USPQ 70, 78 (TTAB
1981); TMEP § 1207.01(a). |

The Trademark Trial and Appeal Board has held that sunglasses are related goods to a
variety of products, including clothing, sandals and swimsuits. Catalina, Inc. v. Miller, 123
USPQ 460 (TTAB 1959). In Catalina, the petitioner was engaged in the manufacture énd sale of
sportswear, including swimwear, play clothes, sweaters, and similar items of apparel for men,

women and children under the CATALINA mark. 7d. at 460. Respondent was engaged in the
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sale of sunglasses exclusively, using the mark CATALINA for sunglasses. Id. The Board found
that there was no doubt that, as a result of petitioner’s exclusive use and promotion, CATALINA
had attained a high degree of celebrity as identifying petitioner’s sportswear. Therefore,
petitioner’s rights in CATALINA extend not only to the articles for which it has been applied,
but to such other articles as might naturally be supposed to come from it. The Board granted the
petition for cancellation, finding that purchasers familiar with CATALINA sportswear would be
quite likely to assume that CATALINA sunglasses originated with or are in some way connected
with the same producer. Id

Applicant’s goods and Opposer’s goods are sufficiently related so that confusion is
likely. That is, while Opposer owns registrations for MUSTANG for “men’s and boys’ wear;
namely, slacks and shorts;” and “men’s clothing - namely, slacks,” Applicant has applied for
registration of MUSTANG for goods including “spectacles, spectacle cases, sunglasses, frames
for spectacles and sunglasses, contact lens and contact lens cases, eyewear accessories, namely,
straps, neck cords, and head straps which restrain eyewear from movement on a wearer and
spectacle chains.” Exhibit C. Such goods are not only likely to be used in connection with one
another, but one entity is likely to use a single mark on both types of goods.

Men’s pants, shorts and trousers are commonly sold under the identical marks as
spectacles, eyeglasses, spectacle and eyeglass frames and related goods, in many cases by the
same retailers. A recent search shows over 1500 registrations that include, shorts, slacks or
trousers in the description of goods in International Class 25 and spectacle, glasses, frame or lens
in the description of goods in International Class 9, from which we have printed a list of the first
102 registrations. Exhibit D, Declaration of Cecily Porterfield (Porterfield Decl.) § 3, Exhibit D-

1. When identical trademarks are used in connection with both men’s pants and eyeglasses,
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consumers expect such marks to represent a single source. Additionally, in many cases men’s
accessories are sold in the men’s department of retail stores in close proximity to men’s pants.
The circumstances surrounding the marketing of eyeglasses and men’s pants are such that they
are likely to be encountered by the same persons under circumstances that would give rise to the
mistaken belief that they originate form the same source:

Attached as Exhibits D-2 - D-4 are sample webpages from websites for three department
stores showing both eyeglasses and men’s pants sold under identical trademarks: Macy’s

(www.macys.com); J.C. Penney (www.jcpenney.com); and Nordstrom (www.nordstrom.com).

Exhibit D, Porterfield Decl. {4 4-6. The webpages printed from Macy’s website show both
eyeglasses and men’s pants sold under the CALVIN KLEIN®, SEAN JOHN®, and ARMANI®
trademarks. Exhibit D, Porterfield Decl. 9 4, Exhibit D-2. The webpage printed from the J.C.
Penney website show both eyeglasses and men’s pants sold under the BURBERRY®, JUICY
COUTURE®, and LACOSTE® trademarks. Exhibit D, Porterfield Decl. § 6, Exhibit D-4.
Webpages printed from Nordstrom’s website show both eyeglasses and men’s pants sold under
the DOCKERS® and CONCEPTS BY CLAIBORNE® trademarks. Exhibit D, Porterfield Decl.
9 5, Exhibit D-3.

A visit to these brick and mortar stores will show that they sell both eyeglasses and men’s
pants under these and many other trademarks. Consumers will expect those goods sold under the
same marks to come from the same source. Therefore, consumers would have the mistaken
belief that MUSTANG eyeglasses and MUSTANG men’s pants would similarly come from a
single source.

Although Opposer does not currently offer sunglasses or eyewear under the MUSTANG

mark, such products are within Opposer’s normal “zone of expansion.” See In re Ist USA
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Realty Prof’ls, 84 USPQ2d at 1584 n.4. See also J. Thomas McCarthy, McCarthy on
Trademarks and Unfair Competition, § 24:17 (4th ed. 2000). Additionally, Opposer owns
Registration No. 3,142,699 for HAGGAR, registered on September 12, 2006, for use in
connection with “eyewear, namely eyeglass frames and sunglasses, and cyeglass cases.”
Opposer has been using the mark in commerce for these goods since at least as early as October
31, 2005. Exhibit E. Consumers already associate HAGGAR with sunglasses and other
eyewear, and are therefore likely to believe that Applicant’s products bearing the MUSTANG
mark would originate from the same source, Opposer.

Thus, Applicant’s goods as set forth in the MUSTANG application are related to the
goods set forth in Opposer’s registration, and this creates a likelihood of confusion. Applicant’s
use of the mark in connection with related and overlapping goods would be likely to cause
consumers to be confused, deceived or misled into the mistaken belief that Applicant’s goods
emanate from, are affiliated with, or are otherwise related to Opposer when in fact they are not.

C. Opposer has Prior Rights in its Marks

Opposer’s priority in Opposer’s Marks substantially precedes the earlier of Applicant’s
filing date and first use of MUSTANG. Since its first use of the mark in 1938, Opposer has
continuously and extensively used its MUSTANG marks in connection with its goods in
interstate commerce. Opposer’s federal registrations for Opposer’s Marks are valid® and
subsisting.

CONCLUSION

Applicant has admitted to a likelihood of confusion by choosing not to respond to
Opposer’s First Requests for Admissions. In addition, Applicant’s mark is identical to

Opposer’s registered marks and Applicant’s mark is intended to be used with goods highly
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similar and related to the goods protected by Opposer’s registrations. Therefore, Applicant’s
mark is likely to cause confusion, to cause mistake or to deceive. Opposer will be damaged and
harmed by the registration of Applicant’s mark.

On its Motion for Summary Judgment, Opposer has shown that there is no genuine issue
as to any material fact, and it is entitled to judgment as a matter of law. Accordingly, Opposer

respectfully requests that its Motion for Summary Judgment be granted.

Respectfully submitted this 19 th day of October, 2009.

Priscilla .. Dunckel, Esq.
Valerie Verret, Esq.

Baker Botts L.L.P.

2001 Ross Ave., Suite 600
Dallas, Texas 75201-2980
(214) 953-6818

ATTORNEYS FOR OPPOSER
HAGGAR CLOTHING CO.
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CERTIFICATE OF SERVICE

[ hereby certify that a true and correct copy of this Opposer’s Motion for Summary
Judgment and Brief in Support Thereof was served on the attorney of record for Applicant via
First Class Mail and electronic mail to the following, this the ﬂth day of October, 2009.

John S. Egbert, Esq.
Kevin Wilson, Esq.
Egbert Law Offices

412 Main Street, Fl, 7
Houston, Texas 77002-1838

(}D Pmlwg{mb

Cecxly rterﬁeld

CERTIFICATE OF ELECTRONIC FILING

I hereby certify that on this [th day of October, 2009, the foregoing Opposer’s Motion
for Summary Judgment and Brief in Support Thereof is being electronically filed with the
Trademark Trial and Appeal Board using the Electronic System for Trademark Trials and

Appeals (ESTTA).

/}Q Pomffmb

6011 orterfield
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EXHIBIT A

USPTO RECORD OF REGISTRATION FOR APPLICANT’S OSSE MARK



Latest Status Info Page 1 of 4

Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2009-10-19 10:43:43 ET

Serial Number: 79005136 Assignment Information Trademark Document Retrieval

Registration Number: 3073715

Mark

r .

e

(words only): OSSE

Standard Character claim: No

Current Status: Registered.

Date of Status: 2006-03-28

Filing Date: 2004-06-07

Transformed into a National Application: No
Registration Date: 2006-03-28

Register: Principal

Law Office Assigned: LAW OFFICE 102

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2006-03-28

LAST APPLICANT(S)OWNER(S) OF RECORD

1. MERVE OPTIK SANAYI VE TICARET LIMITED SIRKETI

Address:

MERVE OPTIK SANAYI VE TICARET LIMITED SIRKETI
Senlikkdy, Akasya Sokak No:4/1 Florya BAKIRKOY - ISTANBUL
Turkey

Legal Entity Type: Unknown

State or Country Where Organized: (NOT AVAILABLE)

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79005136 10/19/2009



Latest Status Info Page 2 of 4
GOODS AND/OR SERVICES

International Class: 009

Class Status: Active

Eye glasses; sun glasses; contact lenses and their cases; spectacle cases; and accessories and pieces for eye glasses and
sun glasses sold therewith

Basis: 66(a)

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

International Class: 014

Class Status: Active

Precious metal alloys; jewelry boxes of precious metal; jewelry; precious stones; and horological and chronometric
instruments and cases therefor

Basis: 66(a)

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

International Class: 035

Class Status: Active

Retail store featuring clothing

Basis: 66(a)

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

International Registration Number: 0832704

International Registration Date: 2004-06-07

Priority Claimed: No

Date of Section 67 Priority Claim: (DATE NOT AVAILABLE)
International Registration Status: Request For Extension Of Protection Processed
Date of International Registration Status: 2004-10-14

International Registration Renewal Date: 2014-06-07

Notification of Designation Date: 2004-10-14

Date of Automatic Protection: 2006-04-14

Date International Registration Cancelled: (DATE NOT AVAILABLE)
First Refusal: Yes

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown
near the top of this page.

2007-11-02 - Final Decision Transaction Processed By 1B
2006-10-26 - Final Disposition Notice Sent To IB

2006-10-26 - Final Disposition Processed

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79005136 10/19/2009



Latest Status Info Page 3 of 4
2006-10-19 - Final Disposition Notice Created, To Be Sent To IB

2006-04-06 - Notification Of Possible Opposition - Processed By 1B
2006-03-28 - Registered - Principal Register

2006-03-16 - Notification Of Possible Opposition Sent To IB
2006-03-16 - Notification Of Possible Opposition Created, To Be Sent To 1B
2006-01-03 - Published for opposition

2005-12-22 - Change Of Owner Received From 1B

2005-12-14 - Notice of publication

2005-11-09 - Law Office Publication Review Completed
2005-11-04 - Assigned To LIE

2005-10-31 - Approved for Pub - Principal Register (Initial exam)
2005-10-28 - Assigned To Examiner

2005-10-18 - Amendment From Applicant Entered

2005-10-14 - Communication received from applicant

2005-10-14 - TEAS Response to Office Action Received
2005-10-14 - Petition To Revive-Granted

2005-10-14 - TEAS Petition To Revive Received

2005-08-23 - Abandonment Notice Mailed - Failure To Respond
2005-08-23 - Abandonment - Failure To Respond Or Late Response
2005-03-03 - Refusal Processed By IB

2005-01-25 - Non-final action mailed

2005-01-23 - Non-Final Action Written

2005-01-07 - Assigned To Examiner

2004-10-15 - New Application Entered In Tram

2004-10-14 - Sn Assigned For Sect 66a Appl From IB

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent
DESTEK PATENT ANONIM SIRKETI
Ortapazar Caddesi No: 7

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79005136 10/19/2009



Latest Status Info Page 4 of 4
TOPHANE-BURSA, Turkey

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79005136 10/19/2009



EXHIBIT B

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO,,

Opposer’ OppOSitiOl’l No. 91185522

Mark: MUSTANG (Stylized)

& (Serial No: 77/201,372)

MERVE OPTIK SANAYI VE TICARET

LIMITED SIRKETL Publication Date: March 12, 2008

LOR WO LD WO LoD DN LON LoD LoD OB

Applicant.

DECLARATION OF PRISCILLA L. DUNCKEL

I, Priscilla L. Dunckel, declare as follows:

1. I am a partner of the firm of Baker Botts L.L.P., and submit this sworn statement
in support of Opposer’s Motion for Summary Judgment.

2. Attached as Exhibit B-1 is a true and accurate copy of Opposer’s First Requests

for Admissions to Applicant, which I served on Applicant’s attorney of record on January 30,

2009.

3. I was never served with responses to Opposer’s First Requests for Admissions to
Applicant.

4. I received an email on May 13, 2009 from Kevin Wilson, Applicant’s attorney of

record acknowledging that their client has not responded to the discovery responses that were
due on May 6, 2009, and Applicant would simply allow the Opposition to proceed as ordered in
the Board’s April 6, 2009 order. A true and correct copy of the email from Kevin Wilson is

attached as Exhibit B-2.



3. I have personally reviewed a Co-Existence Agreement dated April 21, 1998,
between Haggar Clothing Co. and Ford Motor Company in which the parties agreed to the other
party’s use of MUSTANG with certain restrictions on goods and in connection with certain
channels of trade. The Agreement provides that Haggar’s use and expansion of its use of
MUSTANG is unlimited except it is expressly prohibited from offering goods or services
relating to automotive vehicles or the promotion thereof. The Agreement provides that Ford
Motor Company may use MUSTANG solely for promotional use relating to automotive
vehicles, to be sold only through Ford’s franchised automobile dealers, through FORD
automobile enthusiast catalogs, and through retail stores which offer automotive related clothing
items for sale. The parties further agreed that, in the event of any instance of confusion, the

parties will cooperate to abate the cause of the confusion.

I declare under penalty of perjury that the foregoing is true and correct.

Priscilla L. Dunckel

Baker Botts L.L.P.

2001 Ross Avenue, Suite 600

Dallas, Texas 75201-2980

Telephone: (214) 953-6618
Date: October [9, 2009 Fax: (214) 661-4618



EXHIBIT B-1

OPPOSER’S FIRST REQUESTS FOR ADMISSIONS



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO,,
Opposition No. 91185522
Opposer,

Mark: MUSTANG (Stylized)
(Serial No. 77201372)

MERVE OPTIK SANAYI VE TICARET

LIMITED SIRKETI, Publication Date: March 12, 2008

Lo O WO N O LOD LoD LD WO UOD U

Applicant.

OPPOSER’S FIRST REQUESTS FOR ADMISSIONS

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and Trademark Rule 2.120,
Haggar Clothing Co. (“Opposer™), by its attorneys, hereby requests that Merve Optik Sanayi Ve
Ticaret Limited Sirketi (“Applicant”) admit the truth of the matters set forth below, or
specifically deny the matter, within thirty (30) days after the date of service by mailing or
otherwise delivering the responses to Priscilla L. Dunckel, Baker Botts L.L.P., 2001 Ross Ave.,
Suite 600, Dallas, Texas 75240-2980.

DEFINITIONS AND INSTRUCTIONS

The definitions and instructions set forth in Opposers First Set of Interrogatories To
Applicant, served concurrently herewith, are incorporated herein by reference and made a part
hereof, as if fully stated herein.

These requests are continuing in character and to the extent that the answers may be
enlarged, diminished or otherwise modified by information acquired by Applicant subsequent to
the service of answers hereto, Applicant is requested to promptly thereafter serve supplemental

answers reflecting such changes, where required by the Federal Rules of Civil Procedure. In

DALO1:1030146.1 -1-



answering these requests, Applicant is required to admit or deny each request based on
information as is available to Applicant and Applicant's agents, including information in the
possession of Applicant's attorneys, investigators and other representatives.

For each of these requests to which Applicant responds by asserting Applicant lacks
sufficient information and or knowledge, state in detail the information required to answer said
admission and the steps Applicant has taken to investigate and or obtain information to answer

said request.

REQUESTS

REQUEST FOR ADMISSION NO., 1:

Admit that Applicant owns Registration No. 3,073,715 for OSSE for ‘retail store
featuring clothing,’ as well as for ‘eye glasses; sun glasses; contact lenses and their cases;
spectacle cases; and accessories and pieces for eye glasses and sun glasses sold therewith.”

REQUEST FOR ADMISSION NO. 2:

Admit that Applicant would object to, oppose, or otherwise challenge any attempt by an
unrelated third party to register OSSE in cormection with clothing products.

REQUEST FOR ADMISSION NO. 3:

Admit that Applicant manufactures and/or sells both clothing and eyeglasses under the

same mark.

REQUEST FOR ADMISSION NO. 4:

Admit that Applicant’s clothing products and eye glasses, sun glasses, contact lenses,
spectacle cases and/or eyewear accessories are sometimes sold in the same retail store(s).

REQUEST FOR ADMISSION NO. §:

Admit that Applicant is not currently using the MUSTANG mark in the United States.

DALO1:1030146.1 -2~



REQUEST FOR ADMISSION NO. 6:

Admit that some companies that manufacture and/or design clothing articles offer
sunglasses and/or eyewear and clothing products under identical trademarks.

REQUEST FOR ADMISSION NO. 7:

Admit that some companies that manufacture and/or design clothing articles may license
their trademarks for use in connection with sunglasses and/or eyewear.

REQUEST FOR ADMISSION NO. 8:

Admit that men’s pants, shorts and trousers are sometimes sold under marks identical to
marks used on spectacles, eyeglasses, spectacle and eyeglass frames and related goods.

REQUEST FOR ADMISSION NO. 9:

Admit that men’s pants, shorts and trousers are sometimes sold in the same retail stores
as spectacles, eyeglasses, spectacle and eyeglass frames and related goods.

REQUEST FOR ADMISSION NO. 10:

Admit that when identical trademarks are used in connection with both men’s pants and
sunglasses and/or eyeglasses, consumers are likely to expect such marks come from the same

source.

REQUEST FOR ADMISSION NO. 11:

Admit that when MUSTANG is used in connection with both clothing products
manufactured or sold by one entity and sunglasses and/or eyeglasses manufactured or sold by
another entity, consumers are likely to be confused as to the source of the products.

REQUEST FOR ADMISSION NO. 12:

Admit that retailers of eyeglasses sometimes sell spectacles, eyeglasses, spectacle and
eyeglass frames and related goods under well-known trademarks which originate from designers

that primarily sell clothing.

DAL01:1030146.1 -3



REQUEST FOR ADMISSION NO. 13:

Admit that both clothing and sunglasses and/or eyewear are sold under the following
trademarks: DKNY®, Chanel®, Guess®, Michael Kors® and Ralph Lauren®.

REQUEST FOR ADMISSION NO. 14:

Admit that it is reasonable for customers to believe that eyeglasses marketed under well-
known trademarks originate from the same source as clothing sold under the same brands.

REQUEST FOR ADMISSION NO. 15:

Admit that, apart from stylization, Applicant’s Proposed Mark is identical to Opposer’s

registered MUSTANG marks, Registration Nos. 802,773 and 1,871,947.

Respectfully submitted this 50 day OQ@WW 2009.

WW

Priscilla Dunckel

Valerie Verret

Baker Botts L.L.P.

2001 Ross Ave., Suite 600
Dallas, Texas 75201-2980
Telephone (214) 953-6818
Telecopier (214) 661-4899

ATTORNEYS FOR OPPOSER
HAGGAR CLOTHING CO.

DALOL:1030146.1 -4 .



CERTIFICATE OF SERVICE

I hereby certify on this 30" day of January, 2009, that a true and correct copy of

Opposer's First Requests For Admissions was served on the attorneys of record for Applicant,

via Federal Express, addressed to the following:

DAILQ1:1030146.1

John S. Egbert

Kevin Wilson

Egbert Law Offices

412 Main St. F17

Houston, Texas 77002-1838

[ /Q prfJef“g o((](
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EXHIBIT B-2

MAY 2009 EMAIL THREAD WITH COUNSEL FOR APPLICANT






















































































































































IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HAGGAR CLOTHING CO.,

Opposer, Opposition No. 91221844

VS. Mark: MUSTANG (Stylized)

MERVE OPTIK SANAYI| VE TICARET
ANONIM SIRKETI,

Applicant. (Serial No: 79/104,357)

§
8§
§
8§
§
8§
§
8§
§
8§
§
8 Publication Date: January 6, 2015

OPPOSER’'S MOTION FOR SUMMARY JUDGMENT AND
BRIEF IN SUPPORT THEREOF

EXHIBITS
PART 3 OF 3
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

jh
Mailed: January 11, 2010
Opposition No. 91185522
Haggar Clothing Co.
V.

Merve Optik Sanayi Ve
Ticaret Limited Sirketi

Opposer's motion for summary judgment (filed October
19, 2009) is hereby granted as conceded. See Trademark Rule
2.127(a) and Fed. R. Civ. P. 56.

Accordingly, judgment is hereby entered against applicant,
the opposition is sustained, and registration to applicant is

refused.

By the Trademark Trial
and Appeal Board
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Generated on: This page was generated by TSDR on 2015-08-24 14:31:03 EDT
Mark: MUSTANG

US Serial Number: 79104357 Application Filing Date:  Aug. 08, 2011
Register:  Principal
Mark Type: Trademark

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the
Trademark Trial and Appeal Board web page.

Status Date: May 07, 2015
Publication Date:  Jan. 06, 2015

Mark Information

Mark Literal Elements:  MUSTANG
Standard Character Claim:  No
Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Color(s) Claimed:  Color is not claimed as a feature of the mark.

Related Properties Information

International Registration 0508054
Number:

International Registration ~ Dec. 01, 1986
Date:

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Spectacle frames; optical goods, namely, eye glasses, eyeglass lenses, sunglasses, lenses for sunglasses, eyeglass cases, eyeglass
chains and cords

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038
Class Status: ACTIVE
Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use:  No Amended Use: No
Filed ITU: No Currently ITU:  No Amended ITU: No
Filed 44D: No Currently 44D:  No Amended 44D: No
Filed 44E: No Currently 44E:  No Amended 44E: No
Filed 66A: Yes Currently 66A:  Yes

Filed No Basis: No Currently No Basis:  No

Current Owner(s) Information

Owner Name: MERVE OPTIK SANAYI| VE TICARET ANONIM SIRKETI

Owner Address:  Senlikkdy Mahallesi, Akasya Sokak No:4/1
Florya, Bakirkdy
Istanbul
TURKEY

Legal Entity Type: JOINT STOCK COMPANY State or Country Where  TURKEY
Organized:

Attorney/Correspondence Information

Attorney of Record - None
Correspondent



Correspondent JOHN S EGBERT
Name/Address: EGBERT LAW OFFICES PLLC

Correspondent e-mail:  trademarks@destekpatent.com.tr

1314 TEXAS

21ST FLOOR

HOUSTON, TEXAS 77002
UNITED STATES

Correspondent e-mail ~ Yes
Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Jun. 12, 2015
Jun. 12, 2015
May 07, 2015
May 07, 2015
May 07, 2015
May 07, 2015
May 05, 2015
May 05, 2015
Feb. 04, 2015
Jan. 06, 2015
Jan. 06, 2015
Jan. 03, 2015
Dec. 17, 2014
Dec. 17, 2014
Dec. 17, 2014
Nov. 29, 2014
Nov. 22, 2014
Nov. 21, 2014
May 21, 2014
Nov. 20, 2013
Jul. 26, 2013
May 17, 2013
Apr. 28, 2013
Apr. 10, 2013
Apr. 10, 2013
Nov. 16, 2012
Nov. 16, 2012
May 15, 2012
May 16, 2012
May 15, 2012
May 16, 2012
May 15, 2012
May 15, 2012
May 15, 2012
May 15, 2012
Dec. 23, 2011
Dec. 02, 2011
Dec. 02, 2011
Dec. 02, 2011

Description

REFUSAL PROCESSED BY IB

REFUSAL PROCESSED BY IB

OPPOSITION NOTICE (IB REFUSAL) SENT TO IB

OPPOSITION INSTITUTED NO. 999999

OPPOSITION INSTITUTED NO. 999999

OPPOSITION NOTICE (IB REFUSAL) CREATED

OPPOSITION NOTICE (IB REFUSAL) SENT TO IB

OPPOSITION NOTICE (1B REFUSAL) CREATED

EXTENSION OF TIME TO OPPOSE RECEIVED

OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
PUBLISHED FOR OPPOSITION

NOTIFICATION PROCESSED BY IB

NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB

NOTICE OF START OF OPPOSITION PERIOD CREATED, TO BE SENT TO IB
NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

LAW OFFICE PUBLICATION REVIEW COMPLETED

APPROVED FOR PUB - PRINCIPAL REGISTER

LIE CHECKED SUSP - TO ATTY FOR ACTION

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
CHANGE OF NAME/ADDRESS REC'D FROM IB

REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
NOTIFICATION OF POSSIBLE OPPOSITION - PROCESSED BY IB
NOTIFICATION OF POSSIBLE OPPOSITION SENT TO IB

NOTIFICATION OF POSSIBLE OPPOSITION CREATED, TO BE SENT TO IB
REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED
ASSIGNED TO LIE

TEAS CHANGE OF CORRESPONDENCE RECEIVED
CORRESPONDENCE MAILED

CORRESPONDENCE E-MAILED

SUSPENSION LETTER WRITTEN

SUSPENSION LETTER WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE

TEAS RESPONSE TO OFFICE ACTION RECEIVED

REFUSAL PROCESSED BY IB

NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

REFUSAL PROCESSED BY MPU

NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Proceeding
Number

221844
221843

74221

74221
74221
74221

74221

74221
74221

81878
81878
88889
88889

67445



Dec. 01, 2011 NON-FINAL ACTION WRITTEN 81878
Dec. 01, 2011 ASSIGNED TO EXAMINER 81878
Nov. 18, 2011  APPLICATION FILING RECEIPT MAILED
Nov. 14, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 10, 2011 SN ASSIGNED FOR SECT 66A SUBSEQ DESIG FROM IB
International Registration Information (Section 66a)
International Registration 0508054 International Registration  Dec. 01, 1986
Number: Date:
Intl. Registration Status: REQUEST FOR EXTENSION OF PROTECTION Date of International  Nov. 10, 2011
PROCESSED Registration Status:
Notification of  Nov. 10, 2011 Date of Automatic ~May 10, 2013
Designation Date: Protection:
International Registration ~ Dec. 01, 2016
Renewal Date:
First Refusal Flag:  Yes
TM Staff and Location Information
TM Staff Information
TM Attorney: BAKER, JORDAN A Law Office Assigned: LAW OFFICE 102
File Location
Current Location:  PUBLICATION AND ISSUE SECTION Date in Location:  Nov. 29, 2014
Assignment Abstract Of Title Information
Summary
Total Assignments: 1 Applicant: MERVE OPTIK SANAYI VE TICARET ANONIM
SIRKETI
Assighment 1 of 1
Conveyance: CHANGE OF ADDRESS
Reel/Frame: 5077/0617 Pages: 2

Date Recorded:

Supporting Documents:

Legal Entity Type:

Jul. 26, 2013
assignment-tm-5077-0617.pdf

Assignor
Name: MERVE OPTIK SANAYI VE TICARET ANONIM Execution Date:  Jul. 04, 2013
SIRKETI
UNKNOWN State or Country Where  TURKEY
Organized:
Assignee

Name:

Legal Entity Type:

Address:

Correspondent Name:

MERVE OPTIK SANAYI VE TICARET ANONIM SIRKETI
NOT PROVIDED

State or Country Where  NOT PROVIDED
Organized:

SENLIKK?Y MAHALLESI,
AKASYA SOKAK NO:4/1,
ISTANBUL, TURKEY

Correspondent
MERVE OPTIK

Correspondent Address: ~ SENLIKK?Y MAHALLESI,
AKASYA SOKAK NO:4/1,
FLORYA, BAKIRK?Y
ISTANBUL TURKEY
Domestic Representative - Not Found
Proceedings
Summary
Number of Proceedings: 3
Type of Proceeding: Opposition
Proceeding Number: 91221844 Filing Date: May 06, 2015
Status: Pending Status Date: May 06, 2015

Interlocutory Attorney:

ELIZABETH WINTER



Defendant

Name: Merve Optik Sanayi Ve Ticaret Anonim Sirketi

Correspondent Address: ~ JOHN S EGBERT

EGBERT LAW OFFICES PLLC
1314 TEXAS, 21ST FLOOR
HOUSTON TX , 77002
UNITED STATES

Correspondent e-mail:  mail@egbertlawoffices.com

Associated marks

Mark

MUSTANG

Application Status

Opposition Pending
Plaintiff(s)
Name: Haggar Clothing Co.

Correspondent Address: ~ PAUL J REILLY

Correspondent e-mail:

Associated marks

Mark

BAKER BOTTS LLP

2001 ROSS AVENUE, SUITE 600
DALLAS TX , 75201-2980
UNITED STATES

Serial Registration
Number Number
79104357

paul.reilly@bakerbotts.com , tyler.beas@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status Serial Number

Registration

Number
MUSTANG Renewed 72217465 802773
MUSTANG Renewed 74303059 1871947
MUSTANG Registered 85034382 4605689
Prosecution History
E:tr;yber History Text Date Due Date
1 FILED AND FEE May 06, 2015
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 07, 2015 Jun 16, 2015
3 PENDING, INSTITUTED May 07, 2015
4 P UNDELIVERABLE MAIL Jun 02, 2015
5 CHANGE OF CORRESP ADDRESS Jun 16, 2015
6 D MOT FOR EXT W/O CONSENT Jun 16, 2015
7 ANSWER Jul 27, 2015
8 EXTENSION OF TIME GRANTED Aug 15, 2015
Type of Proceeding: Opposition
Proceeding Number: 91221843 Filing Date: May 04, 2015
Status: Pending Status Date: May 04, 2015
Interlocutory Attorney: ELIZABETH WINTER
Defendant
Name: Merve Optik Sanayi Ve Ticaret Anonim Sirketi
Correspondent Address:  JOHN S EGBERT

EGBERT LAW OFFICES PLLC

1314 TEXAS, 21ST FLOOR

HOUSTON TX, 77002

UNITED STATES

Correspondent e-mail: ~ mail@egbertlawoffices.com
Associated marks
Mark Application Status flﬁrr:?tljer Eﬁgjlzter?tion

MUSTANG Opposition Pending 79104357

Plaintiff(s)

Name: Ford Motor Company

Correspondent Address:  ELIZABETH F JANDA

BROOKS KUSHMAN PC

1000 TOWN CENTER 22ND FLOOR
SOUTHFIELD Ml , 48075

UNITED STATES



Correspondent e-mail:

Associated marks

aheinl@brookskushman.com,ejanda@brookskushman.com,smgibbons@brookskushman.com

Registration

Mark Application Status Serial Number NUTer
MUSTANG Renewed 73533611 1467208
MUSTANG Renewed 75020566 1995783
MUSTANG Renewed 74467634 1975210
FORD MUSTANG Renewed 74602729 2194488
MUSTANG Renewed 74602716 2175903
FORD MUSTANG Renewed 74602712 2190167
MUSTANG Registered 85850938 4777625

Prosecution History

E:tr;yber History Text Date Due Date
1 FILED AND FEE May 04, 2015
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 07, 2015 Jun 16, 2015
3 PENDING, INSTITUTED May 07, 2015
4 CHANGE OF CORRESP ADDRESS Jun 16, 2015
5 D MOT FOR EXT W/O CONSENT Jun 16, 2015
6 EXTENSION OF TIME GRANTED Jul 21, 2015
7 ANSWER Jul 27, 2015

Type of Proceeding: Extension of Time
Proceeding Number: 79104357 Filing Date: Mar 05, 2015
Status: Terminated Status Date: May 07, 2015
Interlocutory Attorney:
Defendant
Name: Merve Optik Sanayi Ve Ticaret Anonim Sirketi
Correspondent Address:  DESTEK PATENT ANONIM SIRKETI
LEFKOSE CAD NM OFISPARK B BLOK NO 36/5
BURSA TURKEY
Correspondent e-mail:  trademarks@destekpatent.com.tr
Associated marks
Mark Application Status ﬁﬁ:ﬁ; & Eﬁgizter?tion
MUSTANG Opposition Pending 79104357
Potential Opposer(s)
Name: Ford Motor Company
Correspondent Address:  ANNA K HEINL

Correspondent e-mail:

Associated marks

Mark

Name:

Correspondent Address:

Correspondent e-mail:

Associated marks

Mark

Entry
Number

BROOKS KUSHMAN PC

1000 TOWN CENTER 22ND FLOOR
SOUTHFIELD Ml , 48075

UNITED STATES

aheinl@brookskushman.com,ejanda@brookskushman.com,smgibbons@brookskushman.com

Application Status Serial Number

Haggar Clothing Co.

ELIZABETH K STANLEY

BAKER BOTTS LLP

2001 ROSS AVENUE SUITE 600
DALLAS TX, 75201

UNITED STATES

elizabeth.stanley@bakerbotts.com , cecily.porterfield@bakerbotts.com , daltmdept@bakerbotts.com

Application Status Serial Number

Prosecution History

History Text Date

Registration
Number

Registration
Number

Due Date
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INCOMING - EXT TIME TO OPPOSE FILED
EXT GRANTED
INCOMING - EXT TIME TO OPPOSE FILED
EXT GRANTED
INCOMING - EXT TIME TO OPPOSE FILED

EXT GRANTED

Feb 04, 2015
Feb 12, 2015
Feb 05, 2015
Feb 18, 2015
Mar 05, 2015
Mar 16, 2015
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April 23, 2015

VIA FEDERAL EXPRESS & #$
EMAIL ( trademarks@destekpatent.con).tr

Destek Patent Anonim Sirketi

Lefkose Cad. NM OfisPark B Blok No: 36/5
Bursa

TURKEY

Attn: Ali Demirel, General Manager

Re:  Pending U.S. Application Serial No. 79/104,357
MUSTANG
Our File: 069998.1807

Dear Mr. Demirel:

We represent Haggar Clothing CoHéggar”), which has learned that Merve Optik
Sanayi Ve Ticaret Sirketi Merve Optik”) has filed another federal application to registe
MUSTANG for eyewear and optical products, as armesibn of protection of International Reg.
No. 0508054 SeeU.S. Appl. Serial No. 79/104,357. Haggar strongjyects to Merve Optik’s
continued effort to use and register this desigmain the United States in connection with
eyewear and optical products following the entryagiidgment rendered against Merve Optik
refusing registration of U.S. Application Serial Né7/201,372, for MUSTANG, covering
eyewear and optical products, on the grounds tiat designation was likely to cause confusion
with Haggar’s prior MUSTANG mark. As such, Hagg@mands that Merve Optik immediately
file an express abandonment of this application.

Haggar is a well-known U.S. manufacturer and retaif clothing, including pants, suits,
tops, outerwear and accessories. Since at leasarfs as 1938, Haggar has used the mark
MUSTANG® throughout the United States in connectigth shirts, jeans, men’s shorts and/or
men’s slacks. The name and mark MUSTANG has begrstered with the U.S. Patent &
Trademark Office in connection with certain appaséice at least 1966S¢e e.g.,U.S.
Trademark Reg. Nos. 802,773, 1,871,947 and 4,605{68 clothing and related products).
Haggar's federal trademark registrations are vadabsisting, in full force and effect, and
statutorily incontestable at least with respedinto of the registrations. Haggar has extensively
used the mark MUSTANG for many decades in connectioth providing high quality
merchandise in the apparel industry. As a reduuo client’s long, extensive, and substantially
exclusive use, Haggar's MUSTANG mark has becomé avel favorably known to the general
public as an indication of exclusive source in HaggSuch mark enjoys goodwill and represents
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a valuable asset of our client’s business. U.8eFa law protects such assets from unauthorized
use and/or registration by others. As a resultt®fu.S. trademark registrations for the mark
MUSTANG, its common law rights in and to such maakd the goodwill acquired therein,
Haggar has the right to prevent the unauthorizedansl registration of similar marks for related
goods, like your client's unauthorized use andnapiied registration of MUSTANG in the
United States for eyewear and optical products.

What is most disconcerting is Merve Optik’s willfattempt to register a mark legally
equivalent to one that was previously denied regjisin by the U.S. Trademark Trial and
Appeal Board. Merve Optik, well aware of Haggasitsor rights to MUSTANG in the U.S., is
once again unlawfully attempting to seek registratf this confusingly similar designation. In
view of the essentially identical nature of the knand goods in this application to Merve
Optik’s prior application, Merve Optik is not emeitl to obtain registration of this designation on
the basis ofes judicata

Further, your client's purported mark relies andlifully trades upon the instant
recognition value, goodwill and business reputatigrerent in the name and mark MUSTANG.
Such unauthorized use and attempted registratiothief designation is likely to and will
inevitably confuse consumers into believing thatrie Optik’'s products are licensed or
sponsored by, affiliated with, or otherwise coneddio Haggar, when that is not the case. The
likelihood of confusion is also increased due t® fitact that many clothing companies, including
Haggar, license and/or sell eyewear or optical pectsl under their brands and marks.
Accordingly, Merve Optik’s use and effort to regisMUSTANG in the U.S. violates Haggar’s
valid and enforceable legal rights and constitutademark infringement, unfair competition,
false representation, dilution and misappropriation

In view of the foregoing, and on behalf of Haggae, hereby demand that Merve Optik,
its parent companies, subsidiaries, and affiliaé®sl those acting in concert with Merve Optik,
immediately: (i) voluntarily expressly abandon U&pplication Serial No. 79/104,357, and (ii)
agree not to subsequently designate or file a m@ication to register MUSTANG or variants,
in the United States in connection with eyeweaidpots, optical products or clothing. Merve
Optik’s express abandonment of Application Serial K9/104/357 within seven (7) days of the
date of this letter will confirm your client’s agmment to these terms.

Should Merve Optik fail to expressly abandon itplegation within the demanded term, |
will advise my client to oppose Merve Optik’'s aggliion for MUSTANG and if necessary,
pursue all available legal and equitable remediesbtain the maximum penalties imposed by
law against Merve Optik and those acting in cona&tt it.

Please do not hesitate to contact me if you wolklel to discuss this matter in further
detail; otherwise, | look forward to receiving teepress abandonment.
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This letter does not represent a full and compétsdement of Haggar’'s claims against
Merve Optik and nothing in this letter shall be nieel a waiver of any claims, rights, or
remedies of my client, all of which are expresgyarved.

Very truly yours,

Paul J. Reilly

PJR:EKS/ckp

cC: Haggar Clothing Co.
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OneSource Company Summary Report for Merve Optik Sanayi Ve Ticaret Anonim Sirketi

Merve Optik Sanayi Ve Ticaret Anonim Sirketi

No: 4-1 Senlikkoy Mahallesi Employees: 175 Reporting Currency: NA
Akasya Sokak, Florya Bakirkoy | company Type: Private Independent Annual Sales: NA
Istanbul (Europe), 34153 Total Assets: NA
Turkey

Tel: 2124256700

Fax: 2124255531

www.merveoptik.com

Business Description

Ophthalmic goods

Source: D&B

Industry
I ndustry Professional and Commercial Equipment Wholesale
ANZSIC 2006: 3491 - Professional and Scientific Goods Wholesaling
ISIC Rev 4: 4649 - Wholesale of other household goods
NACE Rev 2: 4646 - Wholesale of pharmaceutical goods

NAICS 2012: 423460 - Ophthalmic Goods Merchant Wholesalers
UK SIC 2007: 4646 - Wholesale of pharmaceutical goods
US SIC 1987: 5048 - Ophthalmic Goods

Key Executives

Name Title Source
Ali Demirel Chairman D&B
Hikmet Demirel Vice Chairman D&B
Mucteba Fatih Demirel Director D&B
Arif Mahmut Demirel Director D&B

Key IDSM Number: 122153168 Registered No.(TUR): 238262
1 - Profit & Loss Item Exchange Rate: USD 1 =
2 - Balance Sheet Item Exchange Rate: USD 1 =

© 2015 Dun & Bradstreet, Inc. All rights reserved.
Currency conversion provided by XE.com. Terms and privacy policy can be found on xe.com
Published by Avention, Inc., 2015
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D&B Worldbase: MERVE OPTIK SANAYI VE TICARET LIMITED SIRKETI -...

Source Information

D&B Completed
Analysis:
Coverage Begin
Date:

Information Current
Through:
Database Last
Updated:

Update Frequency:
Current Date:
Source:

D&B Worldbase

Financial Information

09/11/2011 Net Worth (US):

Net Worth (Local):
09/10/2014 Profit (US):

Profit (Local):
09/10/2014
09/10/2014

Sales Information:

QUARTERLY
08/24/2015 Annual Sales (US)

Copyrlght © 2015 by Dun & Annual Sales (Local):

NOT AVAILABLE
NOT AVAILABLE
NOT AVAILABLE
NOT AVAILABLE

NOT AVAILABLE
NOT AVAILABLE

Bradstreet, Inc.

Employee Information

Company Information NOT AVAILABLE

NOT AVAILABLE

Total Employees:

DUNS: 50-395-4758 Employees Here:
Name: MERVE OPTIK SANAYI| VE
TICARET LIMITED SIRKETI
Address: Cﬁ',\\l,lﬁAURFﬁYSEUTB,\EAiL aLLEs) Company History/Operations/Relationships &
SAKARYA CADDESI
KIZILAYALI NAZMI Other Information
ISHANI NO:1 K:5 BURO
NO:44, CANKAYA This Company's Specifics:
ANKARA, 06420 DUNS: 50-395-4758
TURKEY Legal Status: UNKNOWN
Continent: EUROPE Business Is A: SINGLE LOCATION
Operating Status: ACTIVE

Executive(s) Information

CEO HIKMET

Name: DEMIREL

CEO Title: MANAGER

1. Executive ALI DEMIREL
Name:
Executive MANAGER
Title:

2. Executive ARIF MAHMUT
Name: DEMIREL
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Executive MANAGER
Title:
3. Executive OMER
Name: FAHRETTIN
DEMIREL
Executive MANAGER
Title:
4, Executive MUCTEBA
Name: FATIH
DEMIEREL
Executive MANAGER
Title:

Business Description:

Line of Business: OPTICAL INSTRUMENTS
AND LENSES

Primary SIC: 3827 MFG OPTICAL
INSTRUMENTS/LENSES

Secondary SICS(s): 5049 WHOL
PROFESSIONAL
EQUIPMENT
3999 MFG MISC
PRODUCTS
5999 RET MISC
MERCHANDISE

National ID: 170943 EMC ENTERED
REGISTRATION NUMBER

End of Document © 2015 Thomson Reuters. No claim to original U.S. Government Works.
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EMBOTELLADORA AGA DEL PACIFICO, S.A. DE C.V. v...., 2012 WL 2024458...

THIS OPINION IS NOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

I "# $
%
&# U#H# ' (

Opposition No. 91202371
) "

*1 BeforeGrende] Wellington, and Kuczma
Administrative Trademark Judges

By the Board:

This case now comes up on opposer’s motion, filgriary 16, 2012, for summary judgment on res ptdiand collateral
estoppel grounds based on the Board'’s prior detisi@pposition No. 91175952 which involved thetgs: The motion is
fully briefed.

In a motion for summary judgment, the moving pdréyg the burden of establishing the absence of anyige disputes of
material fact and that it is entitled to judgmestaamatter of law. Sdeed. R. Civ. P. 56(a)The evidence must be viewed in
a light favorable to the nonmoving party, and altjfiable inferences are to be drawn in the noremt's favor.Lloyd’s
Food Products Inc. v. Eli's Inc987 F.2d 766, 25 USPQ2d 2027, 2029 (Fed. Cir. 1993

We turn first to the question of whether this opfios is subject to claim preclusion. For claim gresion to apply, there
must be (1) an identity of parties or their privi€®) a final judgment on the merits of the pridaim, and (3) the second
claim must be based on the same transactional ésctke first and should have been litigated inpthier case Parklane
Hosiery Co. v. Shore439 U.S. 322, 327 n.5 (197%et Inc. v. Sewage Aeration Sy&23 F.3d 1360, 55 USPQ2d 1854,
1856 (Fed. Cir. 2000)[T]he Board [has] defined the ‘claims’ involveftr res judicata purposes, as the applicantshddai
as asserted in their applications, of entitlementegistration of their markslhstitut National Des Appellations d’Origine v.
Brown-Forman Corp 47 USPQ2d 1875, 1894 (TTAB 1998)

We find claim preclusion inapplicable due to th#edent set of transactional facts present in ghisceeding. Specifically,
we find that in view of the addition of design ekemts, the involved mark in this

proceeding is a different mark then the CABALLITERRERO mark involved in the parties’ prior proceefiSee e.g
Institut National Des Appellations d’Origine v. Bva-Forman Corp 47 USPQ2d 1894-1895 (claim preclusion inapplieab
in that applicant's MIST AND COGNAC mark is a difesmt mark, in terms of commercial impression, fr@ANADIAN

Mext
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MIST AND COGNAC mark).
*2 In view thereof, opposer’s motion for summary jodmt is denied with respect to claim preclusion.

We turn next to the question of whether this opipmsiis subject to issue preclusion. In order &sue preclusion to apply,
the following requirements must be met: 1) the ésgube determined must be identical to the isauelved in the prior
litigation; 2) the issue must have been raisemjaied and actually adjudged in the prior actionth& determination of the
issue must have been necessary and essential teghiéing judgment; and 4) the party precluded tnmasve been fully
represented in the prior actiaviother’s Restaurant Inc. v. Mama'’s Pizkac., 723 F.2d 1566, 221 USPQ 394, 397 (Fed. Cir.
1983)

Opposer has not supported its motion by arguinggeeific issues in this proceeding that shoulgeeluded based on the
final decision in Opposition No. 91175952. Ratlmposer directs the Board generally to the priocpeding, arguing that
“each and every issue required to reject Applicaapplication for CABALLITO CERRERO was painstakingeviewed,
considered and decided in favor of Opposer.” Wiwdefind that opposer, for the most part, has netadtely identified the
issues it believes are subject to preclusive effestipport its motion, we nonetheless do find igmeelusion with respect to
the similarity or dissimilarity of the goodBupontFactor number 2, inasmuch as each party’s goadairethe saméWe
otherwise deny the remainder of opposer’s motiorsonmary judgment on the basis of issue preclusion

In summary, opposer’s motion for summary judgmsrdenied with respect to claim preclusion, graiegart with respect
to issue preclusion on the issue of similarity ssunilarity of the goods, and denied as to theaiewfer.

Proceedings are resumed.

Dates are reset as follows:

Expert Disclosures Due 9/15/12
Discovery Closes 10/15/12
Plaintiff’'s Pretrial Disclosures 11/29/12
Plaintiff's 30-day Trial Period Ends 1/13/13
Defendant’s Pretrial Disclosures 1/28/13
Defendant’s 30-day Trial Period Ends 3/14/13
Plaintiff's Rebuttal Disclosures 3/29/13
Plaintiff's 15-day Rebuttal Period Ends 4/28/13

In each instance, a copy of the transcript of testiy together with copies of documentary exhibitsist be served on the
adverse party within thirty days after completidrte taking of testimonylrademark Rule 2.125

Mext
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*3 Briefs shall be filed in accordance withademark Rules 2.128(a) and.(B)n oral hearing will be set only upon request
filed as provided byrademark Rule 2.129

Footnotes

1 See Final Decision in Opposition No. 91175952 afepa5 it is nonetheless clear that tequila and soft drimay be viewed
some extent as complementary, and thus associgte@éach other in the minds of a substantial partibthe public.”

End of Document © 2015 Thomson Reuters. No claim to original U.8v&nment Works.
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Orient -Express Hotels Inc., v. Cipriani Group Inc. Hotel.. ., 2008 WL 2385984...

THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.
Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

"# W&
( )rsw%
"H( + &
() sw%

Opposition Nos. 91176217, 91177038, 91176218, 0397
- &
*1 BeforeWalters Zervas andMermelstein
Adminstrative Trademark Judges:

Cipriani Group Inc. filed applications for the mafkIPRIANI for real estate and real estate develapmservices
(Application Serial No. 78572590) and restaurand dnod delivery services (Application Serial No. 6218135).
Orient-Express Hotels Inc. and Hotel Cipriani Separately filed notices of opposition against bafiplications, both
claiming that applicant’'s use and registration dPRIANI is barred by an agreement between the gmrteached in
settlement of a district court infringement acti@md that the specimens submitted in support ofagygications were
inadequate. Further, Orient-Express Hotels Inc.Haaded that there is a likelihood of confusiotween the mark of its
pleaded Registration No. 2146899 and the appliedrfarks, and Hotel Cipriani SrL has pleaded thatdhs a likelihood of
confusion between its common law use of the markk HOCIPRIANI for hotel and restaurant services dinel applied-for
marks.

In each proceeding applicant filed an answer inctlii denies the salient allegations of the notitepposition and asserts
unclean hands as an affirmative defense. On OctbbeP007, the Board consolidated the four procegdand accepted
applicant's amended answers which clarified thatiepnt’s unclean hands defense was based on appficallegation that

opposer violated the settlement agreement by exgist the mark CIPRIANI in Europe and opposing aapit's use and

registration of the mark CIPRIANI LONDON in Europe.

On December 28, 2007, opposers filed a motion fonmary judgment in the consolidated proceedingtsrclaim that

registration of the two applications is barred bg agreement between the parties reached in setttesh the district court
infringement action.

On January 7, 2008, the Board suspended proceeplarging decision on the motion for summary judgtmand granted

opposer Orient-Express Hotels Inc.’s consentedandt amend the notices of opposition in Oppositims. 91176217 and
91177039 to specify that it was opposer’s predeceshich was a party to the settlement agreemarthe same order, the
Board sua sponte struck opposer’s claim that teeisgens submitted in support of the applicationseviadequate, finding

that the allegations related to an ex parte mattéch did not state a valid basis for oppositiopphcant subsequently filed
a second amended answer denying the salient alegaif the amended notices of opposition.

THE SETTLEMENT AGREEMENT

Before turning to the provisions of the settlemagiteement in the infringement action, namelyS@a Containers America,
Inc. and Hotel Cipriani, SpA v. Harry Cipriani, IncVittoria Corporation, Resteq Corporation and #yo Cipriani (92 Civ.

1686 (MP), United States District Court for the teas District of New York), approved by the distraourt on April 4, 1997,
the Board notes that, while the parties to the emgent and the parties involved in the consolidaipposition are not
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identical, neither party disputes that it is subjecthe agreement. On September 16, 1997, Seai@erg America Inc., the
first listed plaintiff in the civil action, recordea name change to Orient-Express Hotels Inc. imection with pleaded
Registration No. 2146899 (Reel 1634, Frame 0978MDExpress Hotels Inc. is the opposer in OpjpwsiNos. 91176217
and 91177038. With respect to Hotel Cipriani, Spie second listed plaintiff in the civil action, téb Cipriani SrL
maintains that Hotel Cipriani, SpA modified its fiorof organization under Italian law and was thamaktnown as Hotel
Cipriani, SrL, which is the opposer in OppositiondN91176218 and 91177039. See opposer’'s sumnagygnt motion at
p. 2. Hotel Cipriani, SpA and Hotel Cipriani, Srteaessentially the same legal entity.

*2 As to the defendants to the civil action, oppaseriotion for summary judgment was accompanied oy of
applicant’'s August 23, 2006 response to the examiattorney’s refusal of registration based onlittedihood of confusion
with opposer’s registration. Applicant’s responsters to its earlier submission of the settlemgne@ament and states (page
3) “the defendants in [the district court actiondre the parent organizations of Applicant, thetcgssors in interest or in
the case of Harry Cipriani, Inc. part of the US @roof Cipriani companies ... Arrigo Cipriani ... als@mntrols
Applicant ...” and “Arrigo Cipriani is currently a iictor of Cipriani International SA and effectival/ the head of the
Cipriani organization. This organization owns omtols all Cipriani organizations worldwide. In tHg.S. Cipriani
companies include Cipriani USA Inc., the Applic&ipriani Group Inc. and various other companiesindée the submitted
Settlement Agreement is binding on the Applicanh”view of the foregoing, the Board finds that tparties to the
consolidated opposition are bound by the provisiohthe settlement agreement reached in the distoart infringement
action.

The agreement itself is brief, stating in relevaautt:

1.[Opposer] may use the name HOTEL CIPRIANI in tated States in connection with the hotel businégssddition,
[Opposer] may operate restaurants in a hotel whidwns or manages in the United States which dhalidentified as
HOTEL CIPRIANI RESTAURANT or RESTAURANTE HOTEL CIPIRNI or its equivalent. [Opposer] may not in any
such restaurant use the name CIPRIANI alone onéimes HARRY CIPRIANI or BELLINI BY CIPRIANI, and [fposer]
will not commence use of the HOTEL CIPRIANI nameaimestaurant located in a city in which [Applidastalready using
the CIPRIANI name in a restaurant.

2. [Applicant] may conduct any business it chodsesngage in, providing that it is designated, wittwithout the bartender
logo, as CIPRIANI with the identity of the prodwmtservice offered or any other descriptive termsame except use of the
word HOTEL in connection therewith.

3. Both parties consent to registration by the othé¢he United States Patent and Trademark Offtresistent with the rights
set forth in paragraphs one (1) and two (2) above.

The agreement includes two additional provisiongtviprovide that applicant may exhaust its pregaréntory of products
and packaging with only the name CIPRIANI, and tiegfuire the parties to maintain the quality ofitigpods and services.

OPPOSERS’ MOTION FOR SUMMARY JUDGMENT

Summary judgment is an appropriate method of disgosf cases in which there are no genuine isstiesaberial fact in
dispute, thus leaving the case to be resolved msitter of law.SeeFed. R. Civ. P. 56(c)A party moving for summary
judgment has the burden of demonstrating the aleseinany genuine issue of material fact, and thiaténtitled to summary
judgment as a matter of laBeeCelotex Corp. v. Catretd77 U.S. 317 (1986A genuine dispute with respect to a material
fact exists if sufficient evidence is presentedt thareasonable fact finder could decide the questio favor of the
non-moving partySeeOpryland USA Inc. v. Great American Music Show,,|18@0 F.2d 847, 23 USPQ2d 1471 (Fed. Cir.
1992) Thus, all doubts as to whether any factual issweggenuinely in dispute must be resolved agélesioving party
and all inferences must be viewed in the light niagbrable to the non-moving paryeeOlde Tyme Foods Inc. v. Roundy’s
Inc.,, 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992)

*3 In support of its motion for summary judgment, opers contend that the plain wording of the agre¢émeecludes use
and registration by either party of the term CIPRIAlone, and that the provision applicable to aapit states that any
business of applicant must be designated CIPRIANH vithe identity of the product or service offered any other
descriptive terms or name”, except HOTEL. Becaymg®ieant now seeks to register the term CIPRIAMNINg|, without “the
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identity of the product or service offered or amthey descriptive terms or name”, opposers contérad the opposed
applications are barred by the agreement, andhbaBoard should enter summary judgment for oposer

In opposition to the motion for summary judgmemtplacant contends that while the agreement baresgns’ ability to use

the term CIPRIANI alone, the agreement does notatora parallel restriction on applicant. Rathgplecant argues that
“[tlhe Settlement Agreement just does not mandatpd3ers’ consent so that it does not preclude Ggpdsom objecting to

such use or from opposing Applicant’s attemptseigister the mark.” Applicant also contends thdtais a valid defense to
any contract estoppel claim inasmuch as opposéotation of the settlement agreement demonstratetean hands in

bringing this opposition.

As a preliminary matter, we note that the motion ammary judgment was accompanied by the settlemgmreement.
Inasmuch as the agreement provides evidence ofsepgioreal interest in this proceeding, opposers testablished its
standingVaughn Russell Candy Co. v. Coolies in Bloom, ki¢.USPQ2d 1635, 1638 n. 7 (TTAB 1998)

“Whether a mark otherwise entitled to registratignnevertheless, barred therefrom by an agreebwnteen the parties ...
[is an issue] within the jurisdiction of the boaadd may constitute an independent basis for siuistaiihe opposition.”
Kimberly-Clark Corp. v. Fort Howard Paper Gor72 F.2d 860, 863, 227 USPQ 36, 38 (Fed. Cir519Bhe Board may
consider “the agreement, its construction, or @ldity if necessary to decide the issues propkedfore [the Board].'See
M-5 Steel Mfg. Inc. v. O’'Hagin’s Inc61 USPQ2d 1086, 1094 (TTAB 2003huotingSelva & Sons, Inc. v. Nina Footwear,
Inc,, 705 F.2d 1316, 1324, 217 USPQ 641, 647 (Fed. X®83) Accord,2 J. McCarthy, McCarthy on Trademarks and
Unfair Competition, §18:82 (4th ed. 200@¢Many consent agreements also embody a promiséonase a trademark in a
certain format or on a certain line of goods. Sagteements are routinely upheld and enforced.”).

*4 The construction of an agreement is a questidawf and the meaning and interpretation of a cahtn@ay be resolved
by the Board on summary judgmeBeelnterstate Gen. Gov't Contractors, Inc. v. Stp880 F.2d 1433 (Fed. Cir. 1992)
Here, the parties’ settlement agreement lacks écehof law clause. The Board therefore applies gengrinciples of
contract interpretation. In interpreting contractsnless a different intention is manifested, ... wehdanguage has a
generally prevailing meaning, it is interpretedaiccordance with that meaningSeeRestatement (Second) of Contracts,
Section 202(3)(a) (1981)hus, the interpretation of an agreement musbdsed, not on the subjective intention of the
parties, but on the objective words of their agreetrSeeNovamedix Ltd. v. NDM Acquisition Coyd.66 F.3d 1177, 49
USPQ2d 1613 (Fed. Cir. 1999)

Here, the settlement agreement requires applicagésignate its business “as CIPRIANI with the tigrof the product or
service offered or any other descriptive termsamea.” This is a very plain restriction of applicantight to use the term
CIPRIANI, and flatly prohibits applicant’s use dfet term CIPRIANI without the identity of the prodwr service or other
descriptive term or name. We see no basis in thelsvof the agreement for applicant’s contentiort theay use the term
alone without opposers’ consent. Based on our oactgin of the settlement agreement, applicantisdd from use of the
term CIPRIANI alone. Because applicant may not seglstration of a mark which it cannot use, oppesee entitled to
judgment on its contract estoppel claim.

We turn then to a determination of whether applidaas established its affirmative defense of uncleands, based on
opposers’ alleged violation of the settlement agreat through its efforts to register the mark CIRRI outside the United
States, and to oppose and bring civil actions agdire use of CIPRIANI by applicant outside thetgdiStates. As set forth
above, with respect to opposers, the agreemenictssbpposers’ use in the United States (Paragfigpand sets forth
opposers’ consent to registration by applicanthie United States Patent and Trademark Office ctmisvith rights set
forth in the agreement (paragraph 3). On its fdloe,agreement does not address actions taken lyseppoutside the
United States, and applicant has failed to proveffirmative defense of unclean hands based aleged violation of the
agreement.

In sum, there is no genuine issue of material ifacegard to opposers’ claim that the settlement¢@gent bars registration
of the opposed applications for the term CIPRIAMIN@, and opposers are entitled, as a matter gf lejudgment in its

favor in the opposition. Further, there is no geeuissue of material fact in regard to applicaaffirmative defense of
unclean hands, and opposers are entitled to judgmeits favor on this defense. It was applicardigy, once opposers
demonstrated that it is entitled to judgment orcastract estoppel claim, to establish that apptiteas a valid affirmative
defense and genuine issues of fact exist, for réealby trial, in regard to such defense. Applichas failed to do so.
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*5 Accordingly, the Board enters summary judgmentfawor of opposers on both its contract estoppeinglaand on
applicant’s affirmative defense of unclean hands.

In view our disposition of the contract estoppdici and unclean hands defense, we need not aduppesers’ additional
claims regarding likelihood of confusion and the@ulacy of applicant’s specimens, or Orient-Expksiels Inc.’s pending
request for reconsideration of the Board'’s inteutocy order striking its claim regarding the aderjuaf the specimens.

However, Orient-Express Hotels Inc. is advised titstallegations regarding the adequacy of the ispmts and the
examining attorney’s acceptance of the specimensiatr legally sufficient. Asserted error by an ekang attorney is not a
proper ground for opposing an applicati@mon Int’l LC v. Lynch86 USPQ2d 1058, 1060 (TTAB 2008&ee alsd®honak
Holding AG v. ReSound GmbH6 USPQ2d 1057 (TTAB 200@ailure to enforce requirement of filing of foreig
registration is examination error and not a groferdbpposition);Century 21 Real Estate Corp. v. Century Life of Acae
10 USPQ2d 2034, 2035 (TTAB 198@he issue of the adequacy of the specimens éysalmatter of ex parte examination).

Accordingly, opposers’ motion for summary judgmdst GRANTED, the consolidated opposition is sustdjnand
registration of all four opposed applications i&ised.

*kk

End of Document © 2015 Thomson Reuters. No claim to original U.8v&nment Works.
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THIS OPINION IS NOT CITABLE AS PRECEDENT OF THE THBA
Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

L 2

Opposition Nos. 91164541; 91164542; 91164543; 9946491164618
$% &#
*1 BeforeHairston HoltzmanandDrost
Administrative Trademark Judges

By the Board:

The Board has reviewed each of the above-identiiggositions. Answers have been filed. Each prdogedivolves the
same parties and at least some of the same quesfitenwv and fact.

When cases involving common questions of law ot #&e pending before the Board, consolidation @hstases may be
appropriate. Proceedings may be consolidated up@iBbard’'s own initiativeSeeFed. R. Civ. P. 42(ajpnd TBMP 8511
(2 ed. rev. 2004). Here, the Board finds consolidatippropriate.

Accordingly, Opposition Nos. 91164541; 911645421®4543; 91164555; and 91164618 are hereby consadidand may

be presented on the same record and briefs. Tloedr@gll be maintained in Opposition N81164541as the “parent” case,
but all papers filed in these cases should inchlberoceeding numbers in ascending order.

These consolidated cases now come up on opposgiysbfiefed motions, filed September 25, 2005 mcle case, for
summary judgmernitto which applicant alternatively responded withmation for Fed. R. Civ. P. 56(fdiscovery; and

opposer’s fully-briefed motions, filed October 305, to extend its time to respond to applicanigsalvery requests.

Before turning to the pending motions, the Boardaws the background to these consolidated cases.

On March 7, 2005, opposer filed notices of oppositagainst nine of applicant’s pending applicatiaikeging priority and
likelihood of confusion with its registered markseg forth in the notices of opposition and repeztlibelow.
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In each answer to the notices of opposition inviblirethis consolidated proceeding, applicant detfiessalient allegations
made by opposer. The marks involved in this codatdid proceeding are set forth below.

PHI (standard character form) for
1) “bags, namely, athletic bags, beach bags, diifgls, handbags and leather shopping bags” (Apipiic&gerial No.
76565100, the subject matter of Opposition No. 94544);

2) “jewelry, namely, chains, amulets, lapel pingadelets and rings” (Application Serial No. 76563,1the subject matter of
Opposition No. 91164542);

3) “fragrance and body products, namely, bath lgath lotion, bath oils, body emulsions, body creaody mask cream,
body mask lotion, body mask powder, body masksyhwoitks, body oils, body powder, body scrub, bogyays, cosmetics,
eye cream, eye gel, eye makeup, face creams, famialsions, facial makeup, facial masks, facial Issydragrances for
personal use and room fragrances, makeup, masgagertume, perfume oils, skin clarifiers, skireahers, skin cleansing
cream, skin cleansing lotion, skin conditionerdnstream, skin emollients, skin lotion, skin maskkin moisturizers and
skin moisturizer masks” (Application Serial No. B&a.02, the subject matter of Opposition No. 911&354

*2 and
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for

4) "pbags, namely, athletic bags, beach bags, difégs, handbags and leather shopping bags” (Apiplicé&erial No.
76565124, the subject matter of Opposition No. 4556); and

5) “fragrance and body products, namely, bath lgath lotion, bath oils, body emulsions, body creaody mask cream,
body mask lotion, body mask powder, body masksyhoiks, body oils, body powder, body scrub, bogyays, cosmetics,
eye cream, eye gel, eye makeup, face creams, fatialsions, facial makeup, facial masks, facial lssrdragrances for
personal use and room fragrances, makeup, masgagertume, perfume oils, skin clarifiers, skireahers, skin cleansing
cream, skin cleansing lotion, skin conditionerdnséream, skin emollients, skin lotion, skin maskkin moisturizers and
skin moisturizer masks” (Application Serial No. B&852, the subject matter of Opposition No. 911@&361

In addition to the oppositions which are includadhis consolidated proceeding, opposer filed OpiposNos. 91164603;
91164556; 91164557; and 91164610. The marks inddlvéhese additional four proceedings are sehfbeiow.

for

1) “bags, namely, athletic bags, beach bags, diffegjs, handbags and leather shopping bags (Applic&erial No.
76565116, the subject matter of Opposition No. 94603);

2) “jewelry, namely, chains, amulets, lapel pingdelets and rings (Application Serial No. 765651h& subject matter of
Opposition No. 91164556);
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3) “fragrance and body products, namely, bath lgath lotion, bath oils, body emulsions, body creéody mask cream,
body mask lotion, body mask powder, body masksyhnitks, body oils, body powder, body scrub, bogyays, cosmetics,
eye cream, eye gel, eye makeup, face creams, famialsions, facial makeup, facial masks, facial Issydragrances for
personal use and room fragrances, makeup, masgagertume, perfume oils, skin clarifiers, skireahers, skin cleansing
cream, skin cleansing lotion, skin conditionerdanstream, skin emollients, skin lotion, skin maskkin moisturizers and
skin moisturizer masks” (Application Serial No. B&A.19, the subject matter of Opposition No. 911635and

for

4) “jewelry, namely, chains, amulets, lapel pingdelets and rings” (Application Serial No. 765651fhe subject matter of
Opposition No. 91164610).

On April 7, 2005, applicant, in lieu of answerdedi abandonments of application Serial Nos. 7656517/6565118;
76565119; and 76565153 (set out immediately abdredach abandonment, applicant stated that thecudpplication was
being abandoned without prejudice or disclaimerl dmat the abandonment was not an admission byicatiph of
likelihood of confusion. However, inasmuch as opgtss written consent to the abandonments was nateoérd, the
oppositions were sustained and judgment was entgadhst applicant undd@irademark Rule 2.13% Opposition Nos.
91164603 on July 7, 2005; 91164556 on August 195291164557 on August 1, 2005; and 91164610 oreSdyer 30,
2005.

*3 In view of the judgments entered in the opposgialiscussed immediately above, opposer now movesummary
judgment in its favor in each of the oppositiongoiived in this consolidated proceeding under thetritte ofres judicata.n
support of its motion, opposer argues that thetijeof the parties involved in the sustained opfass and the present
oppositions is the same; that a final judgmentdadsin the sustained oppositions; and that the pteggpositions are based
on the same set of transactional facts as the prioceedings because the goods involved are the seuth the marks
involved are the same “in terms of commercial insgien.” More particularly, opposer argues that therk PHI is the
transliteration of the symbol, and thus the phonetic equivalent; and that thekm&ll is the phonetic equivalent of the
mark PHI because both marks convey the sound agitingpof the Greek letter (phi). Opposer also notes that applicant, in
each of its applications involving the symbol provided the following translation/transliteratistatement: The non-Latin
character in the mark transliterates into “PHI” anthe 21 letter of the Greek alphabet.

Opposer’'s motion is supported by the declaratioitscdttorney introducing numerous submissions.

In response, applicant objects to the basis of s@p® motion for summary judgmentgs judicata arguing that the
affirmative defense has not been pled; and thahagary judgment motion cannot be brought on anadjgsue. Applicant,
pointing to opposer’'s argument that the marks ftbeearlier cases are phonetically equivalent ¢éontlarks in the present
cases, contends that “legal equivalent” is notshime a “phonetic equivalent.” Applicant argues thigioser has presented
no evidence that the marks are legal equivaleritss,Taccording to applicant, an elementesf judicatain trademark cases,
that the marks be legal equivalents, is not meaddition, applicant contends that its applicafimnthe three marks in the
same sets of classes supports its position thamntr&s are not, indeed, legal equivalents. Altéveat, applicant requests
discovery undefFed. R. Civ. P. 56(fflirected to whether the claims in the earlier seae the same as those present now,
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including whether the marks are legal equivalents.
Applicant’s response is accompanied by the dedtaraif its attorney in support of 56(f) discovery.

In reply, opposer argues that its motion basedesrjudicatais proper because the judgments upon which opisosertion

is based did not arise until after opposer filsdnibtices of opposition; because there is no puoragdule equivalent téed.
R. Civ. P. 8(c)"Affirmative Defenses”) requiring plaintiffs toffrmatively plead their intent to raise preclusionresponse
to matters raised in a defendant's answer; andusecapplicant had fair notice by its own actionsabandoning the
applications in the earlier proceedings without wréten consent of opposer and by the contenhefsummary judgment
motions themselves. Opposer contends that the nratke earlier proceedings are the same as timoeipresent cases for
claim preclusion purposes. More specifically, adawy to opposer, the marks HI and are phonetic equivalents, being
identical in sound and meaning; and the marks Rtdl a convey the same commercial impressions and aues, tegal
equivalents.

*4 As a preliminary matter, it is well establishedittla party may not obtain summary judgment on aenathich has not
been pleadedSeeTBMP §528.07 (2d ed. rev. 2004). However, becaasegudicatais not, in an of itself, grounds for an
opposition but, rather, a legal rule which serveteclude, in appropriate cases, the relitigatbrmatters previously
litigated, it is not necessary that the doctringleaded by a plaintifSeeFlowers Industries, Inc. v. Interstate Brands Corp.
5 USPQ2d 1580, 1589 n. 5 (TTAB 198W) addition, the judgments upon which opposdesehere did not occur until after
the notices of opposition were filed. Further, fidl interests need not be sacrificed in enforeeggjudicataprinciples.See
Wright & Miller, 18 Fed. Prac. & Proc. Juris.2d 84405 (200®)cordingly, applicant’s objection to opposer'stion for
summary judgment as being based on an unpled issverruled.

In a motion for summary judgment, the moving paras the burden of establishing the absence of anuige issue of
material fact and that it is entitled to judgmestaamatter of lawSeeFed. R. Civ. P. 56A genuine dispute with respect to a
material fact exists if sufficient evidence is meted that a reasonable fact finder could decidegtiestion in favor of the
non-moving partySeeOpryland USA Inc. v. Great American Music Show,,l18¢0 F.2d 847, 23 USPQ2d 1471 (Fed. Cir.
1992) Thus, all doubts as to whether any particulatuiaicissues are genuinely in dispute must be resoiw the light most
favorable to the non-moving part$eeOlde Tyme Foods Inc. v. Roundy’s In@61l F.2d 200, 22 USPQ 1542 (Fed. Cir.
1992)

Under the doctrine of claim preclusiore$ judicatg, the entry of a final judgment “on the merits” @tlaim (i.e., cause of
action) in a proceeding serves to preclude thégation of the same claim in a subsequent proceduktween the parties or
their privies, even in those cases where prior fueigt was the result of a default or cons&steLawlor v. National Screen
Service Corp.349 U.S. 322, 75 S.Ct. 865, 99 L.Ed. 1122 (19&B3Chromalloy American Corp. v. Kenneth Gordon, Ltd.
736 F.2d 694, 222 USPQ 187 (Fed. Cir. 1984us, “a second suit will be barred by claim pusion if: (1) there is identity
of parties (or their privies); (2) there has bearearlier final judgment on the merits of a claand (3) the second claim is
based on the same set of transactional facts d#&shé Seelet, Inc. v. Sewage Aeration Syste®&3 F.3d 1360, 1362, 55
USPQ2d 1854, 1856 (Fed. Cir. 2000)

*5 In this consolidated proceeding, no dispute existis respect to the identity of the parties ort tteere has been an earlier
“final judgment.” Rather, the parties’ dispute cents whether the present claims are based on the set of transactional
facts as the claims in the prior oppositions. lis ttespect, the parties do not dispute that thedgddentified in the
applications which were the subject of the priopagitions are the same as the goods identifiechénapplications in
qguestion now. Rather, the parties focus on whetiemarks that were the subject of the earlier ejpijpms are the legal
equivalent of those that are the subject of theqareoppositions.

The proper test for determining whether two marksehthe same commercial impression, for purposethefclaim
preclusion doctrine, is the test used in tackitigasions, i.e., whether the marks are legal eqeivalSeelnstitut National
Des Appellations d’Origine v. Brown-Forman Corply USPQ2d 1875 (TTAB 1998)The previous mark must be
indistinguishable from the mark in question; th@siomer should consider both as the same mark;heydntust create “the
same, continuing commercial impression.” Even if twarks are confusingly similar, they still may betlegal equivalents.
SeeVan Dyne-Crotty, Inc. v. Wear-Guard Car®26 F.2d 1156, 17 USPQ2d 1866 (Fed. Cir. 19Z1)OTHES THAT
WORK not the legal equivalent of CLOTHES THAT WORROR THE WORK YOU DO) and cases cited therein. Thus
the standard for determining whether two markslagal equivalents is much stricter that the stashdar determining
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whether two marks are confusingly simil&ee, for example.incoln Logs Ltd. v. Lincoln Pre-Cut Log Homes In@71
F.2d 732, 23 USPQ2d 1701 (Fed. Cir. 199#jrming the Board's finding that the followingvd marks are not legal
equivalents:

American Paging Inc. v. American Mobilphone |nt3 USPQ2d 2036 (TTAB 1989Q)AMERICAN MOBILPHONE
PAGING and design not the legal equivalent of AMERN MOBILPHONE and same design); arféro-Cuts v.
Schilz-Price Enterprises Inc27 USPQ2d 1224 (TTAB 1998PRO-CUTS not the legal equivalent of PRO-KUT).

As a matter of law, applicant’s earlieHl mark and its present>>>>>> and PHI marks, and applicant’s earliemark
and its present PHI mark, are not legal equivalerie earlier marks do not create the same comaléngpression as the
present marks; and the earlier marks are distihgbige, having notable visual differences and, astlevith respect to Hl,
possible pronunciation differences. Thus, the ctapresented in the present proceeding are not lasdkde same set of
transactional facts presented by the prior oppossti

*6 If the Board concludes that there is no genuisedéf material fact, but it is the nonmoving parather than the moving
party, that is entitled to summary judgment as &enaf law, the Board may enter summary judgmsug, spontein favor

of the nonmoving party, even though there is negmotion for summary judgmei@eeTBMP §528.08 (2d ed. rev. 2004).
See alsAccu Personnel, Inc. v. Accustaff, InB§ USPQ2d 1443, 144@onmovant entitled to summary judgment where
the question was one of law).

Accordingly, summary judgment based r@s judicatais hereby entered in favor of applicanthis case will go forward on
opposer’s priority and likelihood of confusion cte only.

We turn now briefly to opposer’'s motion to extetgltime to respond to applicant’s discovery requiedpposer’s responses
were due by October 3, 2005. On that day, opposrrgt its motion arguing that the time for servitggresponses should
be tolled in view of the pendency of its summargigment motion, filed September 29, 2005. Opposeterals that its
responses are not relevant to the summary judgmetion; and further requests that, should the Bakmdy its summary
judgment motion, its time to respond be extendetblty days from the date of the Board’s decision.

In response, applicant argues that, because thenagnjudgment was improper (based on an upleadra)sthere is no
reason for the sought extension; that opposer ot summary judgment motion just a few days befesponses were
due; and that opposer should serve the discovesporeses in order that applicant may best pressmasition on the
summary judgment motion.

As discussed earlier, applicant’s objection to phepriety of opposer's summary judgment motion wasrruled. When a
timely motion for summary judgment is filed, thed@d suspends proceedings with respect to all nsatigr germane to the
motion.SeeTrademark Rule 2.1%@); and TBMP §528.03 (2d ed. rev. 2004). Ofters thsults in an effective suspension to
respond to outstanding discovery requests. Nottatitsing the absence of discovery responses, appliwvas able to
respond to the summary judgment on the merits aftdrnatively, requested 56(f) discovery. Thus, leppt was not
prejudiced by the suspension.

Accordingly, opposer’s motion to extend its timeréspond to outstanding discovery in view of thedency of its summary
judgment motion is granted. However, the reque$tety days appears unnecessary inasmuch as apysiadiacovery
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requests have been with opposer for some time malaotherwise do not appear to be onerous. The tibnespond is set
below.

Proceedings are now resumed. The parties are allowd thirty days from the mailing date of this order in which toee
responses to any outstanding discovery reqaé&tcovery and trial dates are reset as indicasovn

THE PERIOD FOR DISCOVERY TO CLOSE: June 15, 2006
30-day testimony period for party in position odipitiff to September 13, 2006
close:

30-day testimony period for party in position ofetfedant to November 12, 2006
close:

15-day rebuttal testimony period to close: December 27, 2006

*7 In each instance, a copy of the transcript ofrtemty together with copies of documentary exhihitsist be served on the
adverse party within thirty days after completidrte taking of testimonylrademark Rule 2.125

Briefs shall be filed in accordance witlhademark Rules 2.128) and(b). An oral hearing will be set only upon requestdil
as provided by'rademark Rule 2.129

Footnotes
1 Each summary judgment motion was filed by “Exprigksl” showing a date of deposit of September 202®eeTrademar
Rule 2.198and TBMP 8111 (2d ed. rev. 2004).

Opposer identifies its registrations as Nos. 14283833645; and 1081643. Opposer identifies itdgags vatches and relat
items.” Opposer did not submit status and titleiesgor any copies) of its pleaded registrationth\its notices of opposin ot
introduce evidence of status and title with its mary judgment motionsSeeTrademark Rule 2.128); and TBMP 8817 ani
528.05 (2d ed. rev. 2004).

In view of our disposition of opposer’'s summarygatent motion, applicant’s request for 56(f) disagve denied.
Our decision on summary judgment is interlocuterynature. Appeal may be taken within two monthseratite entry of fine
decision in this cas&ee Copelands’ Enterprises Inc. v. CNV I887F.2d 106512 USPQ2d 1562 (Fed. Cir. 1989)

This is simply a scheduling order, not an order jgelting discovery.

End of Document © 2015 Thomson Reuters. No claim to original U.8v&nment Works.
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Schering Corporation v. Diagnostic Test Group LLC, 2008 WL 2515108 (2008)

THIS OPINION IS NOT A PRECEDENT OF THE T.T.A.B.
Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

" #" 3%

Opposition No. 91179748
&% '
*1 BeforeQuinn Rogers andMermelstein
Administrative Trademark Judges

By the Board:

Diagnostic Test Group LLQhereafter “applicant”) seeks to register the matlARITY and Design (shown below)

for goods identified as “diagnostic agents, prefiana and substances for medical purposes; diagnpstiparations for
clinical or medical laboratory use; medical diagioseagents and assays for testing of body fluidscical diagnostic test
strips for use in the field of monitoring and deieg infection, hormone levels, and chemistry ida, urine, and stool
samples; and medical test kits for diabetes manigdior home use?’

Schering Corporation (hereafter “opposer”) oppdbesregistration of the applied-for mark on theuyro of likelihood of
confusion. In support of its claim, opposer essdlgtialleges priority based on common law rightcramng from

“continuous and uninterrupted” use of the marks ®LRAIN and CLARINEX (and marks “dominated by CLARNIand

CLARINEX?") since the dates of first use of thoserk® and pleads ownership of thirteen trademarkstegions for the
marks CLARITIN, CLARINEX, and CLARITIN and CLARINEXformative marks for,inter alia, antihistamines,
decongestants, anti-allergy preparations, downloladelectronic newsletters and newsletters on tibgest of allergies, and
for providing medical information on the subjectadiergies® An answer has not yet been filed in this procegdin
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This case now comes up on opposer’s fully briefedion (filed October 24, 2007) for summary judgmienits favor on the
basis that applicant’s mark is barred from regigtraby the doctrine ofes judicata.

Preliminary Matters

The Board notes applicant’s alternative motiondimcovery under Federal Rule 56(f). Because theamatas filed more
than thirty days after the date of service of ogpssmotion for summary judgment, applicant’s altive motion is
untimely and will not be considerefeeTrademark Rule 2.1Z&)(1).

We also note that opposer does not plead in theenof opposition that applicant’s registratiorbarred by the doctrine of
res judicata. A party may not obtain summary judgimm an issue that has not been pleaBegFed. R. Civ. P. 56(a&and
56(b); S. Industries Inc. v. Lamb-Weston In&5, USPQ2d 1293, 1297 (TTAB 199'However, inasmuch as the parties, in
briefing opposer’'s motion, have addressed the isfues judicataon its merits, and applicant did not object to thation

on the ground that it is based on an unpleadee,isbe Board hereby deems opposer’s pleading te hagn amended, by
agreement of the parties, to allege a claim basetth@ doctrine ofes judicata.SeeParamount Pictures Corp. v. Whitgl
USPQ2d 1768, 1772 (TTAB 1994)BMP § 528.07(a) (2d ed. rev. 2004).

Background

*2 Before turning to the merits of the motion for suary judgment, we note the following facts, whiochpart provide the
basis for opposer’s motion.

Applicant’s predecessor, R.A.C. Medical Group, Iffereafter may be referred to as RAC), previofighg an application
for registration of the mark MEDICAL RACCLARITY and Design (shown below) for use in contiat with “medical
diagnostic point-of-care test kits and suppliesnaly diagnostic test strips for testing urine, ld@mnd stool sampleg.”

Opposer and its sister corporation, Schering-PladghlthCare Products, Inc., opposed said applicatiocOpposition No.
91168189 also on the ground of likelihood of coidnsand, in support thereof, pleadedter alia, the same thirteen
CLARITIN, CLARINEX, and CLARITIN and CLARINEX form#ive marks that opposer pleads in the present dfqas
The due date for RAC’s answer was reset to accorataakttiement discussions, however, RAC nevat fileanswer.
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On January 25, 2007, because RAC had not filechawer or another request for an extension of toniée its answer, the
Board issued a notice of default judgment in OppmsiNo. 91168189.

On January 30, 2007, applicant filed its new appiin for the mark CLARITY and Design.

On February 23, 2007, because neither RAC nor apylicesponded to the notice of default, the Boartdred a default
judgment against RAC in Opposition No. 91168189 mafdsed registration. The judgment was not appleahd is final.

We reiterate that RAC was represented in the pjposition proceeding by the same counsel thatentlyr represents
applicant. We note further that, prior to the isgeof the notice of default in the prior case, R#dtight and was granted
two extensions of time to file its answer and arsbnth suspension of the proceeding to pursueessttht discussions
between the parties.

Summary Judgment Motion

Opposer contends that as a consequence of theltdef@gment entered against RAC in the prior opfosj applicant’s
current mark is barred from registration under dloetrine ofres judicataand offers two reasons therefor. First, opposer
argues that the transactional facts of the proogsdare the samee. the mark involved in the present opposition create
substantially the same commercial impression asnidud involved in the prior opposition, the goodghe prior application
include the goods set forth in the later-filed aggtion, and the involved parties are legally thens. Opposer also argues
that the doctrine ofes judicatashould be applied in this case to achieve judie@nomy and to protect opposer from
having to relitigate issues settled by the defaudgment in the prior opposition.

Applicant argues in opposition that summary judghiemot proper in this case because applicantis aygplication was not
filed in order to avoid thees judicataeffect of a prior adverse ruling against it. Sfieally, applicant claims that it
abandoned its prior mark because it did not uséréttmname “MEDICAL RAC” after its purchase of RCAMedical Group,
Inc. in June 2005, and that it filed the secondliegfion before the entry of default judgment ire tearlier proceeding.
Applicant also argues that the transactional fatthe two proceedings are dissimilar because theksnand the goods in the
respective applications are not the same. In stpgfoits arguments, applicant has provided the atation of its Chief
Executive Officer, Rick Simpson.

*3 Summary judgment is an appropriate method of disypof a case in which there are no genuine issuiFmterial fact in
dispute, thus leaving the case to be resolved matter of law.SeeFed. R. Civ. P. 56(c)The party moving for summary
judgment has the burden of demonstrating the aleseinany genuine issue of material fact, and thiaténtitled to judgment
as a matter of lanseeCelotex Corp. v. Catretg77 U.S. 317 (1986pndSweats Fashions Inc. v. Pannill Knitting C833
F.2d 1560, 4 USPQ2d 1793 (Fed. Cir. 198Y¥actual dispute is genuine, if, on the evidenteecord, a reasonable finder
of fact could resolve the matter in favor of thennmooving party SeeOpryland USA Inc. v. Great American Music Show,Inc.
970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1982 Olde Tyme Foods Inc. v. Roundy’s In@61 F.2d 200, 22 USPQ2d
1542 (Fed. Cir. 1992)urther, the evidence must be viewed in a lighsinfavorable to the non-movant, and all justifeabl
inferences are to be drawn in the non-movant'sriadeel loyd’s Food Products Inc. v. Eli's Inc987 F.2d 766, 25 USPQ2d
2027 (Fed. Cir. 1993pndOpryland USA, supra.

The form ofres judicatainvolved in this proceeding is claim preclusionchgse the pleaded ground of likelihood of
confusion was not litigated and decided in the popposition, and issue preclusion cannot arisermibgues are not tried
and necessary to a final decisi@eeSharp Kabushiki Kaisha v. ThinkSharp, In#48 F.3d 1368, 79 USPQ2d 1376, 1378
(Fed. Cir. 2006) Under the doctrine of claim preclusion, the ertfya final judgment “on the merits” of a claim @
proceeding serves to preclude the relitigationhaf $ame claim in a subsequent proceeding betweepdtiies or their
privies, even in those cases where the prior judgm@s the result of a default or conségelawlor v. National Screen
Service Corp.349 U.S. 322 (1955 Chromalloy American Corp. v. Kenneth Gordon, L#&B6 F.2d 694, 222 USPQ 187
(Fed. Cir. 1984) and Flowers Industries, Inc. Interstate Brands Corp.USPQ2d 1580 (TTAB 1987)hus, it is well
established that “a default judgment can operatesgudicatain appropriate circumstancesrhinkSharp,79 USPQ2d at
1371,citing Morris v. Jones329 U.S. 545, 550-551 (194internal quotations and citations omitte8ge alsdnternational
Nutrition Co. v. Horphag Research Lt85 USPQ2d 1492, 1494 (Fed. Cir. 2000)
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*4 Further, for claim preclusion to apply, there miist(1) an identity of parties or their privies) &final judgment on the
merits of the prior claim, and (3) the second claiust be based on the same transactional factedsdt and should have
been litigated in the prior casBarklane Hosiery Co. v. Shod#39 U.S. 322, 327 n.5 (1979et Inc. v. Sewage Aeration
Systems223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. CirOR(Btated otherwise, “so long as opposing parties dra
adequate opportunity to litigate disputed issuefacf, res judicatais properly applied. ThinkSharp,79 USPQ2d at 1379,
citing Kremer v. Chemical Construction Corporatiethé U.S. 461, 485 n.26 (1982)

With respect to the current Board proceeding, #utigs do not dispute the identity of the paftigkether there was a final
judgment on the merits of the prior claim. Accoglin no genuine issues of material fact exist rdiay the first two factors
of theres judicataanalysis. Rather, the parties dispute whetheptheent claimi.e., applicant’s entitlement to registration
of the mark CLARITY and Design, is based on the saet of transactional facts as RAC'’s claim of righregistration in
the prior opposition. Specifically, the partiesagjsee whether the marks are the same and whethgotds identified in the
application that was the subject of the prior ojiias are the same as the goods identified in threenit application. Thus,
the issue for the Board to consider is whether genissues of material fact exist regarding thedtblaim preclusion factor,
viz, whether the mark in this proceeding evokes thmesa@ommercial impression as the mark involved ia grior
opposition and whether the goods in the involvepliagtion are identical to or could be encompadsgdhe goods in the
prior application.

To determine whether the two particular opposifiooceedings involve the same mark for purposesaghqreclusion, the
Board applies the analysis adopted by the U.S. tGifu\ppeals for the Federal Circuit @hromalloy, supraspecifically,
Section 24 of the Restatement [Second] of Judgm(@e8&2). In view thereof, we must consider whetherinvolved marks
are the same or are legally equivalent in termsoafimercial impressiorSeelnstitut National Des Appellations d’Origine v.
Brown-Forman Corp.47 USPQ2d 1875, 1894 (TTAB 1998)

Applying this analysis to the present case, we firad the mark in the application that was the scibpf the prior opposition
proceeding, MEDICAL RAC CLARITY and Design, is the same mark in terms ofmmercial impression, as CLARITY
and Design, the mark involved in this proceedintga@ly, the mark CLARITY and Design evolved out thie mark
MEDICAL RAC* CLARITY and Design. Both marks contain the samenghant term CLARITY shown in the color white
on a red background in front of a checkmark. Inittmiti each checkmark design fades from black &y dgo white at the top
of the checkmark design. As a result of these comraements, each mark projects virtually identicammercial
impressions. Further, we find the deletion of thra MEDICAL RAC* and design shown in the top left corner of thdiexar
mark is a minor alteration. As such, the mark shawthe second application does not rise to thellefa new mark with a
different commercial impression, sufficient to all@pplicant to seek registration herein and avbéljudgment in the prior
case.SeeMiller Brewing Co. v. Coy Int'l Corp.230 USPQ 675 (TTAB 198€§finding claim preclusion with respect to a
design mark which evolved out of an earlier desigirk which had been the subject of an oppositiacgeding between the
parties, finding any changes to the mark were mam did not change the commercial impressidmpmatique Inc. v.
Langu,25 USPQ2d 1359 (TTAB 199Zjinding claim preclusion with respect to a markigh had minor alternations in
typeface and capitalization to an earlier mark thais the subject of an opposition between the gmrtiinding the
commercial impression the same).

*5 In regard to the goods described in the prior @muent applications, applicant’'s argument thatgheds are different is
unavailing. The identification of goods describedttie first application, namelydfagnostic test stripgor testingurine,
blood and stoosamples” encompasses “medical diagnostic tegssior ...blood, urine, and stool sampleén the involved
application) inasmuch as both goods are instrumentesting body fluids and “medical diagnostisttstrips” are a type of
“diagnostic test strip."SeeGeneral Electric Company v. Raychem Corporatig@4 USPQ 148, 150 (TTAB 1971®e
doctrine ofres judicatais applicable not only with respect to an idertidascription of goods as had been previously
litigated, but with respect to all goods that cohkl said to be encompassed by that [prior] desentciting Toro Co. v.
Hardigg Industries, Inc.549 F.2d 785, 193 USPQ 149 (CCPA 1971 J.I. Case Co. v. F.L. Indus., In@29 USPQ 697
(TTAB 1986) (finding issue preclusion with respect to a sgdiznark wherein the mark in the earlier proceedimag typed
and the goods covered in the present applicatiore wacompassed within the broad designation of gaodhe prior
application).

Further, “diagnostic agents, preparations and anbss for medical purposes,” “diagnostic prepanatiéor clinical or
medical laboratory use” and “medical test kits dimbetes monitoring for home use” are also instmmhéor testing body
fluids. While these goods are npér seidentical to “diagnostic test strips for testingne, blood and stool samples”
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(described in the first application) and these gemmay present a new question, because these gomdsnhedded in the
identification of goods in the second applicatioattlists the above-referenced items within the fygplication, the refusal
must apply to the entire identification of goodsorglover, an applicant cannot avoid the estoppetefif the decision of a
prior disposition by insignificantly changing itdentification of goodsSeel.l. Case Co0.229 USPQ at 697andDomino’s
Pizza Inc. v. Little Caesar Enterprises In€.]JJSPQ2d 1359, 1365 n.10 (TTAB 1988) view thereof, there is no genuine
issue of fact regarding the third factor of thejteicata analysis.

Inasmuch as there are no genuine issues of facotwhetheres judicata(claim preclusion) applies to this proceeding, we
now turn to whether any facts of record would prdel entry of summary judgment in opposer’s favoithenclaim ofres
judicata as a matter of lawSee, e.g.ThinkSharp,79 USPQ2d at 137%in denying the preclusive effect of the other
proceeding, the Board gave weight to the undisptaet that the separate applications, filed witfanr months of each
other, were not filed in order to evade a priorexde judgment); ant¥letromedia Steakhouses Inc. v. Pondco Il 188,
USPQ2d 1205, 1208 (TTAB 1998ummary judgment ores judicatadenied becausdnter alia, “both applications had
been filed long before opposer objected to redistmeof the first mark [and] ... when the second &gilon was filed, the
opposition to the first had not yet even been tawd”). Specifically, we review applicant’s argumt& concerning its
rationale for “abandoning the prior mark and filiagiew application.” (Brief, page 7)

*6 As notedsupra,applicant contends that claim preclusion is inaalle to the involved application because appticited
the second application before the entry of defadigment against RAC in the prior proceeding. Apgiit also asserts that it
stopped using the tradename “RAC MEDICAL” and tfedemark “MEDICAL RAC CLARITY and design” in commes
after its purchase of R.A.C. Medical in June 20(rief page 3; Simpson dec., 1Y 3-4) These facegeadlly show that
applicant had no intent to avoid the preclusiveefof the default judgment against RAC. Furthecduse removal of the
“MEDICAL RAC*" portion of the prior mark would have been considkea material alteration, applicant contends ihat
“had no choice but to proceed in that fashion.”i€Brpage 6) In short, applicant argues that, bseeaticould not have
amended the prior application, “this left Diagnostiest with the choice of committing a fraud on Beard by continuing to
pursue a trademark that it no longer used or plrineuse in commerce, or bandoning the prior mautk fling a new
application.” (Brief, page 7)

Contrary to applicant’'s arguments, the facts obrdcshow that claim preclusion is properly appliede. We are also not
persuaded by applicant’s explanation that it hadtéid choices. As noted supra, applicant’s couregmiesented RAC in the
prior proceeding, filed two extensions of time e fitn answer, and should have known the consegseicnot filing an
answer to the notice of opposition after the notfalefault was issued. Moreover, applicant waiteore than eighteen
months after it had changed its tradenange ffom June 2005 to January 2007), and waited aftelr the suspension period
had expired in the prior proceeding and after fygasent failure of the parties to reach a settlénerfile the application for
its new mark. These facts weigh against a findivag the filing of the new application just dayseafthe notice of default
issued was not an attempt to circumvent what wbeltbme the preclusive effect of the default judgnesitered in the prior
opposition proceeding. Furthermore, neither thengof the prior opposition proceedihgor any assertion in the briefs or
evidence now before us, indicate that RAC or applicvas deprived of or lacked full opportunity tefehd the prior
proceeding. In short, applicant clearly allowedgoment on the merits to be entered, and such judgmas final. In view
thereof, we find that no circumstances exist thatilel support a finding that opposer is not entitiegudgment on the issue
of res judicataas a matter of law.

In sum, there exist no genuine issues of mateal fegarding the requisite elements for claim lpton (es judicatg and
we find that opposer is entitled to judgment asadten of law.

Accordingly, opposer’s motion for summary judgmengranted on the ground ofs judicata,judgment is hereby entered
against applicant, the opposition is sustained,ragistration of applicant’s mark is refused.

Footnotes
1 The involved application was published in the narhé&Diagnostic Test Group, Incdnd the opposition was thus correctly f
against applicant in that name. The declarati@) ¢f Rick Simpson, Chief Executive Officer of ajgpiht (attached to applican
brief in opposition to opposer’pending motion for summary judgment) clarifieatthpplicant’'s correct name is Diagnostic
Group LLC. Accordingly, the caption of this proceeglhas been changed as shown above. TBMP § 5{2d0&d. rev. 2004).

Mext



Schering Corporation v. Diagnostic Test Group LLC, 2008 WL 2515108 (2008)

Application Serial No. 77094617, filed January 3007 based on applicant’s claimed use of the nradoimmerce. Applicantas
claimed the colors white, red, black and gray atuies of the mark.

3 The pleaded registrations for the CLARITIN, CLARIXNEand CLARITIN andCLARINEX formative marks are: Reg. M
1498292, issued August 2, 1988; Reg. No. 1912ZKtied August 5, 1995; Reg. No. 2816780, issuedubepbf4, 2004; Re
No. 2819388, issued March 2, 2004; Reg. No. 2824i858ed March 23, 2004; Reg. No. 28623ssued July 13, 2004; Reg. |
3096051, issued May 23, 2006; Reg. No. 3140850QeSeptember 12, 2006; Reg. No. 2455742, issuddagr29, 2001; Re
No. 2595718, issued July 16, 2002; Reg. No. 2660B50ed December 10, 2002; Reg. No. 2705267, dsApril 8, 2003; an
Reg. No. 2805613, issued January 13, 2004.

Application Serial No. 78369843, filed February 2804 based on clairdause of the mark in commerce. RAC claimed thers
white, red, black and gray as features of the mhrkJune 2005, applicant acquired RAC, causingieapl to become ti
interested party. (see {1 3-4 of the Simpson dsabar; supra,footnote 1)

Nor had applicant stepped forward in RAC’s placéléan answer or request for extension, desptadrepresented by t same
counsel as RAC.

In support of opposes’ allegation that the prior applicant, R.A.C. MediGroup, Inc., and the present applicant are #me
party, opposer provided a copy of a letter dateg B122006 written to opposer’s counsel by applisacbunsel, which confinec
that Diagnostic TesGroup and R.A.C. Medical Group, Inc. are the sammmpany. (see Exhibit 6 to opposer's mot
Applicant’'s statements regarding the identity of tharties are set forth at page 3 of its brief and 34 of the Simpsc
declaration, supra, footnote 1.

SeeExhibits 2, 3 and 4 to opposer’s motion.

End of Document © 2015 Thomson Reuters. No claim to original U.8v&nment Works.
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DISPOSITION IS NOT CITABLE AS PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

# # 1#$

Opposition No. 91159389
%&' $
*1 BeforeWalters HoltzmanandZervas
Administrative Trademark Judges

By the Board

Rosa West Laboratories, Inc. (“applicant”) hasdiken application to register the mark VITASILK-Cr fdnon-medicated
skin care products in the nature of multivitamioi& treatments, namely, facial scrubs and masks.”

Registration has been opposed by Vitacilina Coriammaof America (“opposer”) on the grounds of likelod of confusion,
deceptiveness, deceptive misdescriptiveness andiodil Opposer has also pleaded that it succegshyposed an
earlier-filed application for the mark VITASILK bgpplicant in a prior opposition proceeding.

Applicant, in its answer, essentially denies théest allegations of the notice of opposition. Apgpht, however, has
admitted many of opposer’'s allegations regarding fiing of a previous application for the mark \WEILK and the
ensuing opposition.

This case now comes up on (i) opposer’'s motiordfiFebruary 1, 2005) in which opposer contendsapgplicant is barred
from seeking to register the mark involved hereie do the judgment in the prior opposition under tloctrine of claim
preclusion; and (ii) applicant’s cross motion (dilEebruary 17, 2005 via certificate of mailing) fartial summary judgment
on opposer’s claim of likelihood of confusion.

Summary judgment is an appropriate method of disgosf cases in which there are no genuine issfi@saterial fact in
dispute, thus leaving the case to be resolved matter of law. Seéed. R. Civ. P. 56(c)A party moving for summary
judgment has the burden of demonstrating the akseinany genuine issue of material fact, and thiatentitied to summary
judgment as a matter of law. S€elotex Corp. v. Catretd77 U.S. 317 (1986All doubts as to whether any factual issues
are genuinely in dispute must be resolved agahlestntoving party and all inferences must be viewedhe light most
favorable to the non-moving party. S@é&le Tyme Foods Inc. v. Roundy’s |n@61 F.2d 200, 22 USPQ2d 1542 (Fed. Cir.
1992)

We first turn to opposer's summary judgment motidhe parties do not dispute the following facts: May 4, 2000,
applicant filed application Serial No. 76040993 the mark VITASILK for “non-medicated skin care prats, namely,
serums featuring fruit enzymes, gels, creams, sraard cleansers; facial treatments, namely, mas#isscrubs; and body
treatments, namely, masks and scrubs.” On MarcRa@®, opposer commenced an opposition againstcagipi Serial No.
76040993, which was assigned Opposition No. 91161A8out one year later, on February 10, 2003,Bbard granted
opposer’s summary judgment motion as conceded ufdmtemark Rule 2.1Z&), and entered judgment and refused
registration of the involved application. On Ap2il, 2003, about two months after the Board entprédment in the prior
opposition, applicant filed the application whistthe subject of the present proceeding.

*2 Opposer maintains in its motion that applicariasred by claim preclusion from registering the knathich is the subject

Mext



VITACILINA CORPORATION OF AMERICA ROSA WEST..., 200 5 WL 1787252...

of the present application. According to oppos#ne “marks are for identical goods and differ orightly — the second
mark adds a letter ‘C’ to the end of the mark”; drelatively minor alterations to a mark do notuksn a ... new mark
sufficient to allow an applicant to seek a new segtion.” Opposer’s motion is supported by a copthe Board’s February
10, 2003 order in Opposition No. 91151186.

Applicant, in turn, argues that “no issues wereualty litigated or decided in the first oppositigmoceeding” because
applicant, “without the benefit of counsel, did metlize that when it has [sic] received the notéeopposition by the
Opposer, it was necessary to respond to the Opmosind therefore, inadvertently lost the oppositiny default.”
Applicant also maintains that “there is truly nes judicatd because “applicant’'s marks in the prior procegdamd the
current proceeding are notably different with diéiet commercial impression[s], such that they cameoconsidered to be
the same claim”; and that “[tlhe evidence relatinghe issue of likelihood of confusion with thesfimark is not precisely
the same as the evidence with respect to thehisetl of confusion with the second mark.”

Initially, we note that there is no question thpposer has standing to bring this action. Oppoasrfired a status and title
copy of its asserted U.S. registration for the markACILINA * with the notice of opposition, and one or morét®tlaims

is not without merit. Sekipton Industries, Inc. v. Ralston Purina Compa6y0 F.2d 1024, 213 USPQ 185 (CCPA 1982)
Further, applicant has not challenged opposerisiatg.

Turning next to the merits of opposer’'s motion, enthe doctrine of res judicata or claim preclusite entry of a final
judgment on the merits of a claim in a proceediag/as to preclude the relitigation of the samentlén a subsequent
proceeding between the parties or their priviegnen those cases where the prior judgment wageabelt of default.
Treadwell’s Drifters Inc. v. Marshakil8 USPQ2d 1318 (TTAB 1990Jhus, a second suit is barred by res judicatzsiaim
preclusion if (1) the parties (or their priviesgadentical; (2) there has been an earlier findgjuent on the merits of a claim;
and (3) the second claim is based on the samd s@ahsactional facts as the first claidet, Inc. v. Sewage Aeration Systems
223 F.3d 1360, 55 USPQ2d 1854 (Fed. Cir. 200 discuss each of the threst,dnc.elements below, as applied to this
case.

(a) Identity of Parties.

*3 Opposer maintains that “the first opposition pediag [was] between Vitacilina and Rosa West Lali3gposer is
incorrect. The first opposition was between opp@set Rosa West Inc. Rosa West Laboratories, Inteispplicant in the
present proceeding. Thus, the parties are notiahdm the two proceedings.

Applicant has not pointed out in its response thatdefendants in the two proceedings differ, amsl ot argued that they
are not in privity, and neither party has submitted anypooate information regarding applicant includirgg., whether
applicant has changed its name. However, applibastcharacterized the marks of the two proceedasgsApplicant’s
marks.” See p. 4 of applicant’s response and amusson. In view thereof, and in view of the facaththe two corporate
names only differ by the addition of the term “Ladiories,” we find that the opposers in the twogeexdings are identical
and that the applicants are either identical qorinity.

Thus, the first element Jkt, Inc.is satisfied.
(b) Earlier Final Judgment on the Merits.

Applicant maintains that in the prior proceeding Bapplicant “inadvertently lost the opposition digfault”; and that “no
issues were actually litigated or decided in thet fbpposition proceeding [and that t]hereforerdtreally is naes judicata
Applicant is incorrect. The Board entered judgmentopposer’s likelihood of confusion claim becatise applicant had
conceded opposer’s contentions in opposer’s mdtosummary judgment unddrademark Rule 2.1Z&). Also, it is not
necessary for issues to have been actually litigateorder for claim preclusion to appglhytee Marc A. BergsmarmIPS
FROM THE TTAB: The Effect of Board Decisions inilCActions; Claim Preclusion and Issue Preclusian Board
Proceedings80 TMR 540 (1990)J“An involuntary dismissal generally operates asadjudication upon the merits and will
preclude a subsequent action based on the same castion.”) In view thereof, we find that thenas an earlier final
judgment on the merits. The second elemedegfinc.is therefore satisfied.

(c) The Second Claim is Based on Same Set of Totimisal Facts.
Mext



VITACILINA CORPORATION OF AMERICA ROSA WEST..., 200 5 WL 1787252...

In evaluating the similarity of the claims, the Bd&dhas looked to whether the mark involved in finst proceeding is the
same mark, in terms of commercial impression, asntlark in the second proceedingnstitut National Des Appellations
d’Origine v. Brown-Forman Corp47 USPQ2d 1875 (TTAB 1998)he Board has also considered whether the senankl
differs from the first mark only in minor, insigreéaint ways. Se@olaroid Corp. v. C & E Vision Services In62 USPQ2d
1954 (TTAB 1999)

*4 We find that there is no genuine issue of matéaiel that the two marks are virtually identicalaioe another and that the
commercial impression of the marks is the same. ks differ ever so slightly - the second markeheadds a “-C” to
the first mark. This difference is minor and insfgrant, and certainly does not create a new markact, the specimen of
use in the prior application showed the mark inaséVITASILK — C.”

With respect to the goods set forth in each apidina the identification of goods in the first ajmaltion is broad and
encompasses the narrower identification in the reg@pplication. That is, the “non-medicated skimecproducts in the
nature of multivitamin facial treatments, namelgcifil scrubs and masks” of the second applicatrenvwall within the
“body treatments, namely, masks and scrubs” ofiteeapplication. The restriction in the presepplcation that the goods
are “non-medicated” and “multivitamin” does not @dplicant because, to the extent the identificetilist the same items,
the identification in the earlier application wasrestricted and has to be read to encompass théfide masks and scrubs
(as body treatments) of all types. See, égmino’s Pizza Inc. v. Little Caesar Enterprises. )iy USPQ2d 1359 (TTAB
1988) Moreover, an applicant cannot avoid the estomgffelct of the decision of a prior disposition bysignificantly
changing its identification of goodl.

Thus, we find that the marks (and goods) are dareosame transaction, and the thled, Inc.element is also satisfied.
Conclusion

In view of the foregoing, we find that there aregemuine issues of fact, and that, as a mattemgftle instant opposition is
barred by res judicata or claim preclusion andrefoee, opposer is entitled to summary judgmenthis basis. Opposer, in
obtaining a judgment in the prior proceeding, hadeasonable belief that any right applicant mayeh&ad to seek
registration of its mark had been abandoned. Apptiés bound by that abandonment and is barreellyerom seeking to
register a substantially identical mark for ideatigoods. Se®ells Cargo, Inc. (Elkart, Indiana) v. Wells Cardoc¢., (Reno,
Nevada) 606 F.2d 961, 203 USPQ 564 (CCPA 191poser’s motion for summary judgment is therefpranted.

In view of our disposition of opposer’'s summaryguatent motion, applicant’s cross motion for parsiammary judgment on
opposer’s claim of likelihood of confusion is moboreover, applicant has not provided any evideregarding the factors
regarding likelihood of confusion dh re E. I. du Pont de Nemours & Ca@76 F.2d 1357, 177 USPQ 563 (CCPA 1973)
Applicant’s cross motion is therefore denied.

*5 DECISION: Judgment is entered against applictietoipposition is sustained and registration toieppt is refused.

Footnotes

1 Application Serial No. 76513143, filed April 21,@8) claiming an intent to use the mark in commerce.

In its first application, applicant granted a powérattorney to Frank Gilliam and John Duncan. Téeord does not reflethal
applicant revoked the power of attorney.

3 Registration No. 1063707, registered April 19, 19€nhewed June 1, 1997.

The doctrine applies even in those cases wheretiloe judgment was the result of a default or cons&eelnternationa
Nutrition Co. v. Horphag Research L, 220 F.2d 1325, 55 USPQ2d 1492 (Fed. Cir. 2000)
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