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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Seven S.p.A., § 

§ Opposition No. 91221822 

Opposer, §  

§  

v. § 

§  

Seven for All Mankind, LLC, § 

§  

Applicant. § 

 § 

 

APPLICANT’S FIRST AMENDED ANSWER AND COUNTERCLAIMS  

 

 Seven For All Mankind, LLC (“SFAM” or “Applicant”) hereby files its First Amended 

Answer, Affirmative Defenses and Counterclaims to the Notice of Opposition filed by Seven 

S.p.A. pursuant to Fed. R. Civ. P. 15(a)(1)(A) as follows:  

I. ANSWER 

 SFAM is without knowledge or information sufficient to form a belief as to the truth of 

the allegations concerning Seven S.p.A.’s (“Opposer”) business address as set forth in Opposer’s 

introductory paragraph to its Notice of Opposition and therefore denies the same.  SFAM admits 

that its Application No. 86/129,387 for the mark SEVEN FOR ALL MANKIND covering goods 

in International Class 18 published on January 6, 2015.  SFAM specifically denies the remaining 

allegations set forth in the introductory paragraph to the Notice of Opposition. 

1. SFAM admits only that United States Patent & Trademark Office (“USPTO”) 

records purport to show that Opposer is the owner of U.S. Reg. No. 1,708,062 for the trademark 

7SEVEN & Design which lists various goods in International Class 18, and that a Section 15 was 

filed and acknowledged.  SFAM specifically denies the remaining allegations in ¶ 1.   
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2. SFAM admits only that the USPTO records purport to show that Opposer is the 

owner of Reg. No. 4,061,897 for 7SEVEN & Design for various goods in International Class 18.  

SFAM specifically denies all other allegations in ¶ 2 of the Notice of Opposition. 

3. SFAM admits that it filed Application No. 86/129,387 on an intent to use basis on 

November 26, 2013 for the mark SEVEN FOR ALL MANKIND in International Class 18 

covering “[l]eather and imitation leather goods, namely, wallets, key cases, leather key chains, 

toiletry bags sold empty, purses, handbags, tote bags, briefcase-type portfolios, credit card 

cases.”  Applicant admits it has not yet filed any Statement of Use. SFAM specifically denies all 

other allegations in ¶ 3 of the Notice of Opposition.      

4. SFAM is without knowledge or information sufficient to form a belief as to the 

truth of the allegations in ¶ 4 of the Notice of Opposition and therefore denies the same. 

5. SFAM admits only that its Application No. 86/129,387 covers goods in 

International Class 18.  SFAM specifically denies all other allegations in ¶ 5 of the Notice of 

Opposition.     

SFAM respectfully requests that the Notice of Opposition be dismissed in its entirety, and 

that SFAM’s Application No. 86/129,387 proceed to registration. 

II. AFFIRMATIVE DEFENSES 

Without prejudice to the denials set forth in its Answer and without admitting any of 

Opposer’s allegations not otherwise admitted, SFAM avers and asserts the following affirmative 

defenses to the Notice of Opposition: 

FIRST DEFENSE 

 (Failure to State a Claim for Relief) 

Opposer’s Notice of Opposition fails to state a claim upon which relief may be granted. 
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SECOND DEFENSE 

(Prior Registration/Morehouse Defense) 

 Opposer’s Notice of Opposition is barred by the Prior Registration/Morehouse defense.     

THIRD DEFENSE 

(Defense of Laches) 

 Opposer’s Notice of Opposition is barred by the doctrine of laches.    

FOURTH DEFENSE 

(Defense of Acquiescence) 

Opposer’s Notice of Opposition is barred by the doctrine of acquiescence. 

 

SFAM reserves the right to amend its answer to assert any additional affirmative defenses 

as may become available or apparent during discovery. 

    III. COUNTERCLAIMS 

SFAM counterclaims as follows:       

1. Opposer has asserted its Reg. No. 1,708,062 in its Notice of Opposition as a basis 

for its opposition against SFAM’s Application No. 86/129,387 for the mark SEVEN FOR ALL 

MANKIND covering goods in International Class 18. 

2. Opposer’s Reg. No. 1,708,062 was registered on the Principal Register on August 

18, 1992 for the mark 7SEVEN & Design and according to the USPTO records currently covers 

“school cases, pencil cases, pen cases, note-books, ball-point pens, exercise books” in 

International Class 16 and “knapsacks, small knapsacks, suitcases, handbags, attache cases, 

travel bags, school satchels, key holders, wallets, purses, briefcase type document cases” in 

International Class 18. 

3. SFAM petitions to cancel Opposer’s Reg. No. 1,708,062 pursuant to 15 U.S.C. § 

1064 on the grounds of abandonment and fraud. 
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ABANDONMENT 

 

4. On information and belief, Opposer has abandoned Reg. No. 1,708,062 pursuant 

to 15 U.S.C. § 1127. 

5. The registration matured from Application No. 74/073,282 filed by Seven S.A.S. 

Di Bruno Di Stacio & C.  on September 3, 1991.   

6. On August 18, 1992, the registration for the mark 7SEVEN & Design issued to 

Seven S.A.S. Di Bruno Di Stacio & C. under Reg. No. 1,708,062.   

7. On February 18, 1999 Opposer recorded its change of name from Seven S.A.S. Di 

Bruno Di Stacio & C. to Seven S.p.A. 

8. On information and belief, Opposer failed to use the mark 7SEVEN & Design in 

U.S. commerce in connection with the goods identified in the Reg. No. 1,708,062 in 

International Classes 16 and 18, for a period of at least twenty consecutive years following its 

registration date of August 18, 1992.  

9. Based on the foregoing and upon information and belief, Opposer either never 

used or ceased to use the mark 7SEVEN & Design in the United States in connection with the 

goods identified in Reg. No. 1,708,062 from August 18, 1992 until at least January 2013, with no 

intent to resume use of the mark.   

10. On the basis of Opposer’s over three consecutive years of non-use of the mark 

7SEVEN & Design in U.S. commerce with no intention to resume use, Opposer has abandoned 

Reg. No. 1,708,062, and the registration is subject to cancellation under Section 14 of the United 

States Trademark Act of 1946, 15 U.S.C. § 1064.  
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FRAUD 

11. Further, Opposer fraudulently maintained and renewed Reg. No. 1,708,062 for the 

mark 7SEVEN & Design by submitting three false statements of use and a false statement of 

incontestability. 

12. On August 12, 1998, Opposer filed a Combined Declaration of Use and 

Incontestability of a Mark Under Sections 8 and 15 in which it represented that the mark 

7SEVEN & Design was “in continuous use in interstate commerce for five consecutive years 

from the date of the registration or the date of publication under Section 12(c) to the present, on 

or in connection with” the Class 16 and Class 18 goods listed in registration and that “such mark 

is still in use in interstate commerce on or in connection with (each of) such goods or services.”  

(Exhibit A, p. 2.)  Opposer also represented and declared that “such mark is still in use as 

evidenced by the specimen included showing the mark as currently used.”  (Exhibit A, p. 2.)  

However, Opposer was not using the mark 7SEVEN & Design in U.S. commerce on August 12, 

1998, and the mark 7SEVEN & Design had not been in continuous use in interstate commerce 

for five consecutive years from the date of the registration.  

13. On July 23, 2002, Opposer filed a Combined Declaration of Use in 

Commerce/Application for Renewal Under Sections 8 and 9 for the mark 7SEVEN & Design in 

which it declared that Seven S.p.A. “is using the mark in commerce on or in connection with . . . 

[a]ll goods/services identified in the Registration except [footwear].”  (Exhibit B, p. 2.)  Opposer 

also represented and declared that the “owner is using the mark in commerce on or in connection 

with the goods/services identified above, as evidenced by the attached specimen(s) showing the 

mark as currently used in commerce.”  (Exhibit B, p. 3.)  However, Opposer was not using the 

mark 7SEVEN & Design in U.S. commerce on July 23, 2002.  
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14. On August 3, 2012, Opposer filed a Combined Declaration of Use and 

Application for Renewal of Registration of a Mark under Sections 8 and 9 for the mark 7SEVEN 

& Design in which it declared that “[f]or International Class 016, the mark is in use in commerce 

on or in connection with all goods or services listed in the existing registration for this specific 

class: school cases, pencil cases, pen cases, note-books, ball-point pens, exercise books.”  

(Exhibit C, p. 6 (emphasis in original).)  Seven S.p.A. further declared that, for International 

Class 18, “[t]he mark is in use in commerce or in connection with the following goods or 

services listed in the existing registration for this specific class…: knapsacks, small knapsacks, 

suitcases, handbags, attache cases, travel bags, school satchels, key holders, wallets, purses, 

briefcase type document cases.”  (Exhibit C, p. 6.)  Opposer further represented and declared that 

the “owner is submitting one (or more) specimen(s) showing the mark as used in commerce on 

or in connection with any item in this class, consisting of a(n) product bearing the mark.”  

(Exhibit C, p. 6.)  However, Opposer was not using the mark 7SEVEN & Design in U.S. 

commerce on August 3, 2012. 

15. The representations made by Opposer to the USPTO regarding the use in 

commerce of the mark 7SEVEN & Design, as described above in paragraphs 12-14, were false at 

the time Opposer made them to the USPTO. 

16. Opposer knew that its representations were false at the time it made them. 

17. Opposer made each such representation willfully, knew that they were false, and 

made them with the intent that the USPTO would rely on them in processing the Sections 8, 9 

and 15 filings to maintain and renew Reg. No. 1,708,062. 

18. Opposer’s representations were material to the maintenance and renewal of Reg. 

No. 1,708,062 based on the statements of use in the Section 8 Declarations of Use in Commerce 



7 
NAI- 1500420096v2 

in 1998, 2002 and 2012, the Section 15 Declaration of Incontestability of a Mark in 1998, and 

the Section 9 Applications for Renewal in 2002 and 2012. 

19. The USPTO relied on the representations made by Opposer in renewing Reg. No. 

1,708,062. 

20. The USPTO would not have issued acceptance of Opposer’s Section 8 and 15 

filings and renewals for Registration No. 1,708,062 but for the false statements of use by 

Opposer. 

21. As a result of and through Opposer’s representations, Opposer committed fraud in 

connection with the filing of the Section 8 Declarations of Use in Commerce in 1998, 2002 and 

2012, the Section 15 Declaration of Incontestability of a Mark in 1998, and the Section 9 

Applications for Renewal in 2002 and 2012.   

22. Accordingly Reg. No. 1,708,062 for the mark 7SEVEN & Design is subject to 

cancellation under Section 14 of the United States Trademark Act of 1946, 15 U.S.C. §1064. 

PRAYER FOR RELIEF 

23. SFAM has been and will continue to be damaged by the abandoned and 

fraudulently obtained Reg. No. 1,708,062 for the mark 7SEVEN & Design which Opposer is 

asserting to prevent SFAM from obtaining federal registration for its mark SEVEN FOR ALL 

MANKIND.  

 Applicant respectfully prays that Reg. No. 1,708,062 be cancelled.   

    Respectfully submitted, 

Date:  July 06, 2015   By:  /Susan M. Kayser/      

     

    Susan M. Kayser  

    Jessica D. Bradley     

  Jones Day 

      51 Louisiana Avenue, NW 
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      Washington, DC 20001 

      (202) 879-3939 

     

 Attorneys for Applicant  

Seven for All Mankind LLC 
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CERTIFICATE OF SERVICE 

 I hereby certify that a true and complete copy of the foregoing First Amended Answer to 

Notice of Opposition and Counterclaims has been served on Seven S.p.A.’s counsel, by mailing 

said copy via overnight courier on the 6th of July 2015 to the below listed correspondence 

address of record: 

Duane M. Byers 

NIXON & VANDERHYE, P.C. 

901 North Glebe Road, 11th Floor 

Arlington, Virginia 22203 

 

 

 

 

           /Jessica D. Bradley/      

            Jessica D. Bradley 

 

 



 EXHIBIT A 
  



Exhibit A 

Page 1



Exhibit A 

Page 2



Exhibit A 

Page 3



Exhibit A 

Page 4



Exhibit A 

Page 5



EXHIBIT B 
  



Exhibit B 

Page 1



Exhibit B 

Page 2



Exhibit B 

Page 3



Exhibit B 

Page 4



Exhibit B 

Page 5



Exhibit B 

Page 6



Exhibit B 

Page 7



EXHIBIT C 
  



PTO Form 1963 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and/or Excusable
Nonuse/Application for Renewal of Registration of a Mark under

Sections 8 & 9

The table below presents the data as entered.

Input Field Entered

REGISTRATION
NUMBER

1708062

REGISTRATION
DATE

08/18/1992

SERIAL NUMBER 74073282

MARK SECTION

MARK 7SEVEN (stylized and/or with design)

ATTORNEY SECTION (current)

NAME Bruce S. Londa

FIRM NAME NORRIS, MCLAUGHLIN & MARCUS, P.A.

STREET 875 THIRD AVENUE

CITY NEW YORK

STATE New York

POSTAL CODE 10022

COUNTRY United States

PHONE 212-808-0700

FAX 212-808-0844

EMAIL bslonda@nmmlaw.com

AUTHORIZED TO
COMMUNICATE VIA
E-MAIL

Yes

ATTORNEY SECTION  (proposed)

NAME Bruce S. Londa

FIRM NAME NORRIS, MCLAUGHLIN & MARCUS, P.A.
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STREET 875 THIRD AVENUE

CITY NEW YORK

STATE New York

POSTAL CODE 10022

COUNTRY United States

PHONE 212-808-0700

FAX 212-808-0844

EMAIL bslonda@nmmlaw.com

AUTHORIZED TO
COMMUNICATE VIA
E-MAIL

Yes

DOCKET/REFERENCE
NUMBER 101196-109

CORRESPONDENCE SECTION (current)

NAME BRUCE S. LONDA

FIRM NAME NORRIS, MCLAUGHLIN & MARCUS, P.A.

STREET 875 THIRD AVENUE

CITY NEW YORK

STATE New York

POSTAL CODE 10022

COUNTRY United States

PHONE 212-808-0700

FAX 212-808-0844

EMAIL bslonda@nmmlaw.com

AUTHORIZED TO
COMMUNICATE VIA
E-MAIL

Yes

CORRESPONDENCE SECTION (proposed)

NAME BRUCE S. LONDA

FIRM NAME NORRIS, MCLAUGHLIN & MARCUS, P.A.

STREET 875 THIRD AVENUE

CITY NEW YORK

STATE New York

Exhibit C 
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POSTAL CODE 10022

COUNTRY United States

PHONE 212-808-0700

FAX 212-808-0844

EMAIL bslonda@nmmlaw.com

AUTHORIZED TO
COMMUNICATE VIA
E-MAIL

Yes

DOCKET/REFERENCE
NUMBER 101196-109

GOODS AND/OR SERVICES SECTION

INTERNATIONAL
CLASS 016

GOODS OR SERVICES
school cases, pencil cases, pen cases, note-books, ball-point pens, exercise
books,

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF
FILE SPN0-6919320630-123152100_._CLASS_16.pdf

       CONVERTED PDF
FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\740\732\74073282\xml1\S890002.JPG

SPECIMEN
DESCRIPTION product bearing the mark

INTERNATIONAL
CLASS 018

GOODS OR SERVICES
TO BE DELETED shopping bags

GOODS OR SERVICES
IN USE IN
COMMERCE OR FOR
WHICH OWNER
CLAIMS EXCUSABLE
NONUSE

knapsacks, small knapsacks, suitcases, handbags, attache cases, travel bags,
school satchels, key holders, wallets, purses, briefcase type document cases,

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF
FILE SPN1-6919320630-123152100_._Class_18.pdf

       CONVERTED PDF
FILE(S)
       (1 page)

\\TICRS\EXPORT16\IMAGEOUT16\740\732\74073282\xml1\S890003.JPG

SPECIMEN
DESCRIPTION product bearing the mark
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INTERNATIONAL
CLASS 025

GOODS OR SERVICES DELETE ENTIRE CLASS

OWNER SECTION (current)

NAME SEVEN S.P.A.

STREET Via Fornacino 96

CITY Leinì, TO

ZIP/POSTAL CODE 10040

COUNTRY Italy

OWNER SECTION (proposed)

NAME SEVEN S.P.A.

STREET Via Fornacino 96

CITY Leinì, TO

ZIP/POSTAL CODE 10040

COUNTRY Italy

EMAIL bslonda@nmmlaw.com

AUTHORIZED TO
COMMUNICATE VIA
E-MAIL

Yes

LEGAL ENTITY SECTION (current)

TYPE corporation

LEGAL ENTITY SECTION (proposed)

TYPE corporation

STATE/COUNTRY OF
INCORPORATION Italy

PAYMENT SECTION

NUMBER OF CLASSES 3

NUMBER OF CLASSES
PAID 2

SUBTOTAL AMOUNT 1000

TOTAL FEE PAID 1000

SIGNATURE SECTION

SIGNATURE /bsl/
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SIGNATORY'S NAME Bruce S. Londa

SIGNATORY'S
POSITION Attorney of record, New York bar member

DATE SIGNED 08/03/2012

SIGNATORY'S PHONE
NUMBER 212 808 0700

PAYMENT METHOD DA

FILING INFORMATION

SUBMIT DATE Fri Aug 03 13:20:55 EDT 2012

TEAS STAMP

USPTO/S08N09-69.193.206.3
0-20120803132055543055-17
08062-490aea5ddbaf5ed1933
6d69cb9ac66354a-DA-9701-2
0120803123152100645
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PTO Form 1963 (Rev 5/2006)

OMB No. 0651-0055 (Exp 09/30/2014)

Combined Declaration of Use and/or Excusable Nonuse/Application for Renewal of
Registration of a Mark under Sections 8 & 9

To the Commissioner for Trademarks:

REGISTRATION NUMBER:  1708062
REGISTRATION DATE:  08/18/1992

MARK:  (Stylized and/or with Design, 7SEVEN)

The owner, SEVEN S.P.A., a corporation of Italy, having an address of
      Via Fornacino 96
      Leinì, TO, 10040
      Italy
is filing a Combined Declaration of Use and/or Excusable Nonuse/Application for Renewal of
Registration of a Mark under Sections 8 & 9.

For International Class 016, the mark is in use in commerce on or in connection with all goods or services
listed in the existing registration for this specific class: school cases, pencil cases, pen cases, note-books,
ball-point pens, exercise books, ; or, the owner is making the listed excusable nonuse claim.

The owner is submitting one(or more) specimen(s) showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) product bearing the mark.

Original PDF file:
SPN0-6919320630-123152100_._CLASS_16.pdf
Converted PDF file(s) (1 page)
Specimen File1

For International Class 018, this filing does NOT cover the following goods or services for this specific
class listed in the registration, and these goods or services are to be permanently deleted from the
registration:  shopping bags

The mark is in use in commerce on or in connection with the following goods or services listed in the
existing registration for this specific class; or, the owner is making the listed excusable nonuse claim:
knapsacks, small knapsacks, suitcases, handbags, attache cases, travel bags, school satchels, key holders,
wallets, purses, briefcase type document cases,

The owner is submitting one(or more) specimen(s) showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) product bearing the mark.

Original PDF file:
SPN1-6919320630-123152100_._Class_18.pdf
Converted PDF file(s) (1 page)
Specimen File1
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For International Class 025, this filing does not cover this specific class. This entire class is to be
permanently deleted from the registration.
The registrant's current Attorney Information: Bruce S. Londa of  NORRIS, MCLAUGHLIN &
MARCUS, P.A.
      875 THIRD AVENUE
      NEW YORK, New York (NY) 10022
      United States

The registrant's proposed Attorney Information: Bruce S. Londa of  NORRIS, MCLAUGHLIN &
MARCUS, P.A.
      875 THIRD AVENUE
      NEW YORK, New York (NY) 10022
      United States
The docket/reference number is 101196-109.

The phone number is 212-808-0700.

The fax number is 212-808-0844.

The email address is bslonda@nmmlaw.com.
The registrant's current Correspondence Information: BRUCE S. LONDA of  NORRIS, MCLAUGHLIN
& MARCUS, P.A.
      875 THIRD AVENUE
      NEW YORK, New York (NY) 10022
      United States

The registrant's proposed Correspondence Information: BRUCE S. LONDA of  NORRIS,
MCLAUGHLIN & MARCUS, P.A.
      875 THIRD AVENUE
      NEW YORK, New York (NY) 10022
      United States
The docket/reference number is 101196-109.

The phone number is 212-808-0700.

The fax number is 212-808-0844.

The email address is bslonda@nmmlaw.com.

A fee payment in the amount of $1000 will be submitted with the form, representing payment for 2
class(es), plus any additional grace period fee, if necessary.

Declaration
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Section 8: Declaration of Use and/or Excusable Nonuse in Commerce 
Unless the owner has specifically claimed excusable nonuse, the mark is in use in commerce on or in
connection with the goods and/or services identified above, as evidenced by the attached specimen(s)
showing the mark as used in commerce.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares that he/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to be true.

Section 9: Application for Renewal
The registrant requests that the registration be renewed for the goods/services identified above.

Signature: /bsl/      Date: 08/03/2012
Signatory's Name: Bruce S. Londa
Signatory's Position: Attorney of record, New York bar member
Signatory's Phone Number: 212 808 0700

Mailing Address (current):
   NORRIS, MCLAUGHLIN & MARCUS, P.A.
   875 THIRD AVENUE
   NEW YORK, New York 10022

Mailing Address (proposed):
   NORRIS, MCLAUGHLIN & MARCUS, P.A.
   875 THIRD AVENUE
   NEW YORK, New York 10022

Serial Number: 74073282
Internet Transmission Date: Fri Aug 03 13:20:55 EDT 2012
TEAS Stamp: USPTO/S08N09-69.193.206.30-2012080313205
5543055-1708062-490aea5ddbaf5ed19336d69c
b9ac66354a-DA-9701-20120803123152100645
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