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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial Number 86/194,458 for tharknASIAN MADE EASY published in the
Official Gazette on December 30, 2014,

KIKKOMAN SALES USA, INC.
Opposer, | . Opposition No. 91221741
V. :
MIZKAN AMERICAS, INC,

Applicant.

APPLICANT'S MOTION TO DISMISS

Applicant Mizkan Americas, Inc. (“Applicant”) hdvg moves to dismiss the present
Opposition Proceeding with prejudice for failurept@secute pursuant to Trademark Rule
2.132(a), 37 C.F.R. § 2.132(a). Opposer KikkomadesSdSA, Inc. (“Opposer”) has failed to
take any testimony or introduce any evidence irpsupof its Opposition, and the time to do so
has expired. This motion is accompanied by a daindan of Applicant’s undersigned counsel
detailing the chronology of events in this Oppasitand demonstrating Opposer’s utter failure
to prosecute this matter.

As discussed in more detail below, since the filgs Initial Disclosures, Opposer has
made no effort to move the proceeding forwardcdntravention of its obligation to prosecute,
Opposer appears to have lost all interest in ttosgeding. Accordingly, this Board should
dismiss this Opposition based upon Opposer’s Rilarprosecute.

Background
Opposer filed its Notice of Opposition over a yago — onApril 29, 2015. Shortly

thereafter, Applicant, through its undersigned s@linconsistently complied with all of its



obligations in this matter in an effort to movestproceeding forward. A chronology of the
events in this proceeding, along with copies ofsewpng correspondence between the parties, is
provided by the Declaration of Perla M. Kuhn atetiherewith.

The Board set a Case Schedule, which providedekaert Disclosures were due
December 5, 2015; Discovery Closed on January 36;2laintiff's pre-trial disclosures were
due February 8, 2016; and Plaintiff's 30-day teatled on April 3, 201&eeKuhn Declaration,
at 1 7-12. Applicant timely filed its answer oméB, 2015See id, at § 3. A Discovery
Conference was held July 8, 2015, and initial disates were exchange$ee id, at 11 4-7. No
further filings have been made by Opposer. Oppbasmot filed Expert Disclosures, nor taken
any Discovery, or submitted any evidence or testiyna support of its claimSee id at Y 4-

13. The testimony period closed on April 3, 20%8&e id, at § 13. Opposer has failed to take any
testimony in this Oppositiorsee id In summary, Opposer’s testimony period has opameld
closed and this case has not progressed in anyanatespite the expiration of multiple
significant deadlines.

Opposer Failed To Timely File a Motion to Extend

Opposer has not alleged, any information or sulechiéiny evidence, upon which the
Board could find the good cause required to extaadestimony period in this case. In the
absence of a consented motion to suspend the pliagsea plaintiff in a Board proceeding
must shoulder the burden of proof and the respaigibf moving the case forward on the
prescribed schedul&lational Football League, NFL Properties LLC v. DNknagement, LLC
86 U.S.P.Q.2d 1852 (T.T.A.B. 2008). Opposer is moivtime to submit evidence in support of
its case. Further, the mere existence of settlemegotiations or proposals, without more, does

not justify delay in proceeding with the testimgmsriod.Fairline Boats PLC v. New Howmar
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Boats Corp.59 U.S.P.Q.2d 1479, 1480 (T.T.A.B. 20089 also, Instruments SA Inc. v. ASI
Instruments, Inc53 U.S.P.Q.2d 1925, 1927 (T.T.A.B. 1999) (denyingaion to extend when
plaintiff's claim of ongoing bilateral settlemenggotiations was disputed by defendant, and no
other reason for plaintiff's failure to proceed hwdiscovery was shown). Furthermore, Opposer
has failed to argue or demonstrate that its failareubmit any evidence or take any testimony
during the testimony period was the result of eables neglectSeeFed.R.Civ.P. 6(b)Melwani

v. Allegiance Corp 97 U.S.P.Q.2d 1537, 1540 (T.T.A.B. 2010).

Involuntary Dismissal — Trademark 2.132(a)

Dismissal is appropriate here under Trademark R1l82(a), 37 C.F.R. § 2.132(a),
because Opposer has failed to prosecute this cggewde any evidence in support of its
Opposition.

Trademark Rule 2.132(a) provides:

(a) If the time for taking testimony by any pantythe position of
plaintiff has expired and that party has not talestimony or
offered any other evidence, any party in the pmsitf defendant

may ... move for dismissal on the ground of the failof the
plaintiff to prosecute.

The testimony period has closed for Petitionerfa&poil 3, 2016.SeeKuhn Declaration, at § 12.
The purpose of Rule 2.132(a) is to relieve Applidamm the expenses and time of a trial when
an opposer has wholly failed to prosecute its ddsee, Opposer has failed to exerassg
measure of diligence in prosecuting its case.

Opposer’s Failure to Establish Standing or Grouswsn Which Relief may be Granted

Opposer has the burden of proof to establish, fmeponderance of the evidence, that it
has standing and a ground upon which relief magraated Cunningham v. Laser Golf Corp.
222 F.3d 943 (Fed. Cir. 200Q)ipton Industries, Inc. v. Ralston Purina C670 F.2d 1024
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(C.C.P.A. 1982). In order to have standing, Opposgst establish that it has a “real interest,”
i.e., a “personal stake,” in the proceedi@qter Products LLC v. BaseOnelLabs LIO5
U.S.P.Q.2d 1252 (T.T.A.B. 20LZRitchie v. Simpsor,70 F.3d 1092 (Fed. Cir. 1999). Opposer
has failed to submit any evidence based upon whietBoard could find that it has a real
interest in this proceeding. Opposer’s lack ofipgration in this proceeding demonstrates that it
in fact has no interest in this proceeding whatesoe®@pposer has also failed to submit any
evidence supporting its asserted claim of likelth@d confusion, or introduce any evidence that
it has proprietary rights in its alleged mark. &ctf Opposer has failed to submit any evidence
whatsoever in this Opposition. Opposer, as suchfdiked to demonstrate its standing, or that it
is entitled to any relief under its asserted cléd®e Sterling Jewelers Inc. v. Romance & Co.,
Inc., 110 U.S.P.Q.2d 1598 (T.T.A.B. 2014) (grantingagplicant’s motion to dismiss an
opposition because the opposer took no testimody#érred no evidence, other than a
photocopy of its registration attached to its r@td opposition). Opposer has presented no
evidence or testimony establishing its claim, igsding, or that it is entitled to any relief.
Moreover, Opposer has made no effort to move tlusgeding forward. As such, the Board
should dismiss Opposer’s Notice of Opposition vpitgjudice for
Conclusion

In view of the foregoing, Applicant respectfullyquests careful consideration of this

motion and the accompanying materials, and issuahag order dismissing Opposer’s Notice

of Opposition with prejudice for failure to proséeu



Dated: May 13, 2016

Respectfully submitted,
FOX ROTHSCHILD LLP
Attorneys for Mizkan Americas, Inc.

/Perla M. Kuhn/
Perla M. Kuhn
100 Park Avenue, Suite 1500
New York, NY 10017
Tel: (212) 878-1424
Fax: (212) 692-0940
Email: pkuhn@foxrothschild.com




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial Number 86/194,458 for tharknASIAN MADE EASY published in the
Official Gazette on December 30, 2014,

KIKKOMAN SALES USA, INC.
Opposer, | . Opposition No. 91221741
V. :
MIZKAN AMERICAS, INC,
Applicant.

CERTIFICATE OF SERVICE

The undersigned hereby certifies that the foregdpplicant’s Motion to Dismiss,
with accompanying Declaration of Perla M. Kuhn andthe exhibits theretowas served on
counsel for Opposer on May 13, 2016, by being diggbe U.S. First Class Mail, on the date
written below, postage prepaid, addressed as fellow
Michael J. Gratz, Esq.
Boyle Fredrickson S.C.
840 North Plankinton Avenue

Milwaukee, WI 53202
mjg@boylefred.com

Dated: May 13, 2016 By: /Varant Ekmekjian/
New York, New York Varant Ekmekjian




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial Number 86/194,458 for tharknASIAN MADE EASY published in the
Official Gazette on December 30, 2014,

KIKKOMAN SALES USA, INC.
Opposer, | . Opposition No. 91221741
V. :
MIZKAN AMERICAS, INC.,

Applicant.

DECLARATION OF PERLA M. KUHN IN SUPPORT OF
APPLICANT'S MOTION TO DISMISS

1. I, Perla M. Kuhn, hereby declare that | am a pariméhe law firm of Fox
Rothschild LLP, having my principal office at 108rR Avenue, 15 Floor, New York, NY
10017, a member in good standing of the Bar ofStia@e of New York, and that | am the
attorney of record for the Applicant Mizkan Ames¢cénc. (“Mizkan”) in the above-captioned
trademark opposition proceeding.

2. Mizkan applied to register the mark ASIAN MADE EASY Trademark
Application Serial Number 86/194,458 on February2014, published in the Official Gazette
on December 30, 2013 (the “Mizkan Application”). @pril 29, 2015, Kikkoman Sales USA,
Inc. ("*Opposer”) filed a Notice of Opposition toetivlizkan Application.

3. On June 3, 2015, Mizkan, through its undersigneatay, timely filed an
Answer to the Notice of Opposition.

4, On June 18, 2015, after attempting to reach Opfsatorney by telephone, the
undersigned sent an email to Opposer’s attornegrdény the scheduling of a discovery

conference in this matter. Opposer’s attorney nedpd indicating that he was having difficulty



communicating with his client, and that he woulgkatpt to respond the following day. A true
and correct copy of this correspondence is attabkeeto as Exhibit A.

5. On July 8, 2015, the discovery conference on tlagen was held.

6. On August 5, 2015, Mizkan filed Applicant’s InitiBlisclosures. A true and
correct copy of Applicant’s Initial Disclosuresatached hereto as Exhibit B.

7. On August 7, 2015, Opposer filed its Initial Disslwes. A true and correct copy
of Opposer’s Initial Disclosures is attached heeetdexhibit C.

8. Opposer’s last activity in this Opposition was fitieg of Initial Disclosures on
August 7, 2015.

9. Expert Disclosures were due December 12, 2015.idabodures were filed.

10. Discovery closed January 4, 2016. Opposer toottiseovery.

11. Opposer’s Pretrial Disclosures were due Februar@86. No pretrial
disclosures were filed.

12.  On March 7, 2016, despite having failed to file &xpert Disclosures, take any
Discovery, or file any Pretrial Disclosures, Oppésattorney sent an email to the undersigned
regarding potential settlement of this matter. Aggit has no interest in, nor has Applicant ever
expressed any interest in, Opposer’s settlemeposed.

13. Opposer’s 30-day trial period ended April 3, 20D@poser has failed to take any
testimony or submit any evidence in support oOfgosition during this time period.

14.  From August 5, 2015, through May of 2016, Opposey failed to prosecute this
Opposition Proceeding and failed to comply witholtdigations as the Opposer.

15. It was incumbent upon Opposer to take affirmatbeps to prosecute this

Opposition and to obtain appropriate evidence astimony during its testimony period.
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16.  Since August of 2015, Opposer has not complied itgtbbligation to prosecute
this proceeding and has made no effort to movectss forward.

17. | hereby declare, under penalty of perjury purstara8 USC § 1746, that all
statements made herein are true and that all statsrmade herein on information and belief are
believed to be true and further that | realize takte statements and the like so made herein are
punishable by fine, or imprisonment or both, untetUSC § 1001 et seq., and further may
jeopardize Mizkan’s position in this proceeding.

Respectfully submitted,

FOX ROTHSCHILD LLP
Attorneys for Mizkan Americas, Inc.

[Perla M. Kuhn/
Perla M. Kuhn
100 Park Avenue, Suite 1500
New York, NY 10017
Tel: (212) 878-1424
Fax: (212) 692-0940
Email: pkuhn@foxrothschild.com

Dated: May 13, 2016
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Coleman, Sandy L.

From: Kuhn, Perla M.

Sent: Friday, June 19, 2015 9:34 AM

To: Coleman, Sandy L. :

Subject: Fwd: Kikkoman Sales USA, Inc. v. Mizkan Americas, Inc. Opposition No. 91221741- Our
Ref. 675.079

Follow Up Flag: Follow up

Flag Status: Flagged

Print

Sent from my iPhone

Begin forwarded message:

From: Michael Gratz <mjg@boylefred.com>

Date: June 18, 2015 at 6:21:32 PM EDT

To: "Kuhn, Perla M." <pkuhn@foxrothschild.com

Cc: "Miller, Ryan N." <RMiller@foxrothschild.com>, Jean Jordan <jaj@boylefred.com>, Brad Meyer
<blm@boylefred.com>, Docketing <docketing@boylefred.com>

Subject: RE: Kikkoman Sales USA, Inc. v. Mizkan Americas, Inc. Opposition No. 91221741- Our Ref.
675.079

Perla, thanks for the messages.

I am sorry for the delay in getting back to you. Unfortunately, my in house contact has been
traveling and we have been unable to connect.

[ will try to get back to you tomorrow.
Thank you!

Sincerely,

Michael J. Gratz

BOYLE FREDRICKSON S.C.
Intellectual Property Law

840 North Plankinton Avenue | Milwaukee, WI 53203
Direct: 414.225-1666 | 414.225.9755 | Fax: 414.225.9753
E-mail: mjg@boylefred.com | www.boylefred.com

**xxxx** CONFIDENTIALITY NOTICE ********

This is a transmission from the law firm of Boyle Fredrickson and may contain information which is privileged, confidential, and/or protected by the
attorney-client or attorney work product privileges. If you are not the intended recipient, be aware that any disclosure, copying, distribution, or use of
the contents of this message is prohibited. If you have received this transmission in error, please destroy it and notify us immediately by return e-mail
or by calling (414) 225-9755. Thank you.

All e-mail correspondence which provides filing or response instructions, or is time-sensitive in nature, must be copied to our firm at
docketing@boylefred.com and acknowledged. If you do not receive an acknowledgement within 24 hours, please forward a copy of your
communication by facsimile (414-225-9753), including the email error notification (if any), so we can review the issue on our end. Timely receipt of any
e-mail correspondence which is unacknowledged or sent directly to individual e-mail accounts cannot be guaranteed.



From: Kuhn, Perla M. [mailto:pkuhn@foxrothschild.com]

Sent: Thursday, June 18, 2015 2:59 PM

To: Michael Gratz

Cc: Miller, Ryan N.

Subject: Kikkoman Sales USA, Inc. v. Mizkan Americas, Inc. Opposition No. 91221741

Dear Mr. Gratz,

The discovery conference in the above opposition must be held not later than July 8, 2015. | have been
unsuccessful in reaching you by telephone to figure out a date when we can hold the conference.

| am generally available June 22 through June 25, June 29 and the morning of June 30 and then again
July 6, 7 and 8. Please let me know if you are available on any of those dates, preferably 2 to 3 pm EST
(excdept June 30).

Thank you and | look forward to hearing from you.
Regards,

Perla Kuhn

Partner

Fox Rothschild LLP

100 Park Avenue

15th Floor

New York, NY 10017

(212) 878-1424 - direct
(212) 692-0940- fax
pkuhn@foxrothschild.com
www.foxrothschild.com

This e-mail contains PRIVILEGED AND CONFIDENTIAL INFORMATION intended only for
the use of the Individual(s) named above. If you are not the intended recipient of this e-mail, or
the employee or agent responsible for delivering this to the intended recipient, you are hereby
notified that any dissemination or copying of this e-mail is strictly prohibited. If you have
received this e-mail in error, please immediately notify us by telephone at (215)-299-2167 or
notify us by e-mail at helpdesk@foxrothschild.com. Also, please mail a hardcopy of the e-mail
to Fox Rothschild LLP, 2000 Market Street, Philadelphia PA 19103-3222 via the U.S. Postal
Service. We will reimburse you for all expenses incurred. Thank you.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial No. 86/194,458 for the mark ASTAN MADE EASY AND DESIGN
Published in Official Gazette on December 30, 2014.

KIKKOMAN SALES USA, INC.,
Opposer,
-v- Opposition No. 91221741
MIZKAN AMERICAS, INC.,
Applicant.

APPLICANT’S INITIAL DISCLOSURES

Pursuant to Rule 26(a)(1) of the Federal Rules of Civil Procedure and 37 C.F.R. § 2.120,
Mizkan Americas, Inc. (“Applicant’-’) provides the following initial disclosures to Kikkoman
Sales USA, Inc. (“Opposer™).

These disclosures are preliminary as Applicant’s investigation and fact-gathering is just
beginning, and Applicant has yet to develop more fully the facts concerning this cancellation
action. Applicant will supplement these disclosures as required under Rule 26 of the Federal
Rules of Civil Procedure. Nothing in these disclosures is intended to be an admission of fact, an
affirmation of the existence or admissibility of any document, or an agreement with or an
acceptance of any of Opposer’s legal theories or allegations. The information set forth below is
provided without waiving: (1) the right to object to the use of such information for any purpose,
in this or any other action, on grounds of privilege, relevance, materiality, or any other
appropriate grounds; (2) the right to object to any requests involving or relating to the subject
matter of the information contained in this disclosure statement; or (3) the right to revise, correct,

supplement or clarify any of the information provided below, at any time. Rather, Applicant’s



disclosures represent a good faith effort to identify information responsive to Trademark Rule

2.120 and Fed.R.Civ. P.26.

A. Identification Of Individuals

The following individuals are likely to have discoverable information that Applicant may

use to support its claims or defenses:

1. Officers, employees and directors of Applicant on issues related to Applicant’s
use of its trademarks including, but not limited to:
15 David Rotunno, Executive Director, Marketing of Applicant, c/o Fox
Rothschild LLP, 100 Park Avenue, Suite 1500, New York, NY 10017,
(215) 299-2416. Mr. Rotunno has knowledge concerniné the use of
Applicant’s marks.
2 Foundation Witnesses and Custodians of Records, as needed.
3 The Parties to this Action.
4. Without waiving objections, all persons who are deposed in this case, identified in
further discovery, or identiﬁed in Opposer’s disclosures.
. Additional Witnesses as they become known.
B. Description Of Documents

Applicant states that documents and records that may be used to support its claims are

located at the offices of Mizkan Americas, Inc., 1661 Feehanville Drive, Suite 300, Mount

Prospect, IL 60056.



FOX ROTHSCHILD LLP
Attorneys for Applicant Mizkan Americas, Inc.

By: /Perla M. Kuhn/
Perla M. Kuhn
Gary A. Hecht
Ryan North Miller
100 Park Avenue, Suite 1500
New York, NY 10017
Tel: (212) 878-1424
Fax: (212) 692-0940
Email: pkuhn@foxrothschild.com

Dated: August 6, 2015



CERTIFICATE OF SERVICE

I hereby certify that on this 6™ day of August, 2015, a true and correct copy of the
foregoing APPLICANT’S INITIAL DISCLOSURES has been served via first class mail and
email, per agreement, upon the following counsel of record for Opposer:

Michael J. Gratz

BOYLE FREDRICKSON S.C.
840 North Plankinton Avenue
Milwaukee, WI 53203

mjg@boylefred.com

/Varant Ekmekjian/
Varant Ekmekjian
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial Number 86/194,458 for the mark ASIAN MADE EASY published in the
Official Gazette on December 30, 2014

KIKKOMAN SALES USA, INC.
Opposer

V. Opposition Number 91221741
MIZKAN AMERICAS, INC.

Applicant

INITIAL DISCLOSURES OF THE OPPOSER

Kikkoman Sales USA, Inc. (“Opposer”™) provides the following initial disclosures to
Mizkan Americas, Inc. (“Applicant™) pursuant to Rule 26(a)(1) of the Federal Rules of Civil
Procedure and 37 C.F.R. § 2.120.

The disclosure contained herein is preliminary as investigation of this matter is ongoing.
Opposer will continue to investigate the facts of this opposition proceeding and will supplement
this disclosure as required under Rule 26 of the Federal Rules of Civil Procedure. Nothing
contained within this disclosure is intended to be an admission of fact, an affirmation of the
existence or admissibility of any document, or an agreement with or an acceptance of any of
Applicant’s legal theories or allegations. This disclosure is provided without waiving: 1) the
right to object to the use of such information for any purpose, in this or any other action, on
grounds of privilege, relevance, materiality, or any other appropriate grounds; 2) the right to
object to any requests involving or relating to the subject matter of the information contained in
this initial disclosure; or 3) the right to revise, correct, supplement, or clarify any of the

information provided below at any time. Instead, this disclosure represents a good faith attempt

{00874078.DOCX / }



to identify information responsive to 37 C.F.R. § 2.120 and Rule 26 of the Federal Rules of

Civil Procedure.

1. Name of Individual Likely to Have Discoverable Information

The following individuals are likely to have discoverable information that Opposer may

use to support its claims or defenses:

a) Officers, employees, and directors of Opposer on issues relating to Opposer’s
trademark usage including, but not limited to:
1.  Debbie Carpenter, Senior Manager National Foodservice Sales & Marketing,
c/o Michael J. Gratz, Boyle Fredrickson, S.C., 840 North Plankinton Avenue,
Milwaukee, WI 53203. Ms. Carpenter has knowledge concerning Opposer’s
use of the ASIAN MADE EASY trademark.
b) Foundation Witnesses and Custodians of Records, as needed.
c) The Parties to this Action.
d) Without waiving objections, all persons who are deposed in this case, identified in
further discoveyr, or identified in Applicant’s disclosure.

e) Additional Witnesses as they become known.

2. Description of All Documents

Opposer states that documents and records that may be used to support its claims and

defenses are located at Opposer’s place of business, 50 California Street, San Francisco, CA

94111.
BOYLE FREDRICKSON, S.C.

By -
Michael J. Gratz
Brad L. Meyer
840 North Plankinton Avenue
Milwaukee, WI 53203

Telephone: 414-225-9755
Atty. Docket No. 675.079

Date: 2?’ 7_/ 20 .
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