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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Serial Number 86/194,458 for the mark ASIAN MADE EASY published in the 
Official Gazette on December 30, 2014, 
 

KIKKOMAN SALES USA, INC.                : 
: 

   Opposer,   :      Opposition No. 91221741 
    : 

v.   : 
: 

 MIZKAN AMERICAS, INC,                       : 
: 

Applicant.   : 
 

 
APPLICANT’S MOTION TO DISMISS  

 
 Applicant Mizkan Americas, Inc. (“Applicant”) hereby moves to dismiss the present 

Opposition Proceeding with prejudice for failure to prosecute pursuant to Trademark Rule 

2.132(a), 37 C.F.R. § 2.132(a). Opposer Kikkoman Sales USA, Inc. (“Opposer”) has failed to 

take any testimony or introduce any evidence in support of its Opposition, and the time to do so 

has expired.  This motion is accompanied by a declaration of Applicant’s undersigned counsel, 

detailing the chronology of events in this Opposition and demonstrating Opposer’s utter failure 

to prosecute this matter.   

As discussed in more detail below, since the filing of its Initial Disclosures, Opposer has 

made no effort to move the proceeding forward.  In contravention of its obligation to prosecute, 

Opposer appears to have lost all interest in this proceeding. Accordingly, this Board should 

dismiss this Opposition based upon Opposer’s failure to prosecute.   

Background 

Opposer filed its Notice of Opposition over a year ago – on April 29, 2015. Shortly 

thereafter, Applicant, through its undersigned counsel, consistently complied with all of its 
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obligations in this matter in an effort to move this proceeding forward. A chronology of the 

events in this proceeding, along with copies of supporting correspondence between the parties, is 

provided by the Declaration of Perla M. Kuhn attached herewith.     

The Board set a Case Schedule, which provided that Expert Disclosures were due 

December 5, 2015; Discovery Closed on January 4, 2016; Plaintiff’s pre-trial disclosures were 

due February 8, 2016; and Plaintiff’s 30-day trial ended on April 3, 2016. See Kuhn Declaration, 

at ¶¶ 7-12. Applicant timely filed its answer on June 3, 2015. See id., at ¶ 3. A Discovery 

Conference was held July 8, 2015, and initial disclosures were exchanged. See id., at ¶¶ 4-7. No 

further filings have been made by Opposer. Opposer has not filed Expert Disclosures, nor taken 

any Discovery, or submitted any evidence or testimony in support of its claim. See id., at ¶¶ 4-

13. The testimony period closed on April 3, 2015. See id., at ¶ 13. Opposer has failed to take any 

testimony in this Opposition. See id. In summary, Opposer’s testimony period has opened and 

closed and this case has not progressed in any manner, despite the expiration of multiple 

significant deadlines.   

Opposer Failed To Timely File a Motion to Extend  

Opposer has not alleged, any information or submitted any evidence, upon which the 

Board could find the good cause required to extend the testimony period in this case. In the 

absence of a consented motion to suspend the proceedings, a plaintiff in a Board proceeding 

must shoulder the burden of proof and the responsibility of moving the case forward on the 

prescribed schedule. National Football League, NFL Properties LLC v. DNH Management, LLC, 

86 U.S.P.Q.2d 1852 (T.T.A.B. 2008). Opposer is now out time to submit evidence in support of 

its case.  Further, the mere existence of settlement negotiations or proposals, without more, does 

not justify delay in proceeding with the testimony period. Fairline Boats PLC v. New Howmar 
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Boats Corp., 59 U.S.P.Q.2d 1479, 1480 (T.T.A.B. 2000); see also, Instruments SA Inc. v. ASI 

Instruments, Inc., 53 U.S.P.Q.2d 1925, 1927 (T.T.A.B. 1999) (denying a motion to extend when 

plaintiff’s claim of ongoing bilateral settlement negotiations was disputed by defendant, and no 

other reason for plaintiff’s failure to proceed with discovery was shown). Furthermore, Opposer 

has failed to argue or demonstrate that its failure to submit any evidence or take any testimony 

during the testimony period was the result of excusable neglect. See Fed.R.Civ.P. 6(b); Melwani 

v. Allegiance Corp., 97 U.S.P.Q.2d 1537, 1540 (T.T.A.B. 2010).  

Involuntary Dismissal – Trademark 2.132(a) 

Dismissal is appropriate here under Trademark Rule 2.132(a), 37 C.F.R. § 2.132(a), 

because Opposer has failed to prosecute this case or provide any evidence in support of its 

Opposition.  

Trademark Rule 2.132(a) provides: 

(a) If the time for taking testimony by any party in the position of 
plaintiff has expired and that party has not taken testimony or 
offered any other evidence, any party in the position of defendant 
may … move for dismissal on the ground of the failure of the 
plaintiff to prosecute. 

 
The testimony period has closed for Petitioner as of April 3, 2016. See Kuhn Declaration, at ¶ 12. 

The purpose of Rule 2.132(a) is to relieve Applicant from the expenses and time of a trial when 

an opposer has wholly failed to prosecute its case. Here, Opposer has failed to exercise any 

measure of diligence in prosecuting its case.  

Opposer’s Failure to Establish Standing or Grounds Upon Which Relief may be Granted 

Opposer has the burden of proof to establish, by a preponderance of the evidence, that it 

has standing and a ground upon which relief may be granted. Cunningham v. Laser Golf Corp., 

222 F.3d 943 (Fed. Cir. 2000); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024 
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(C.C.P.A. 1982). In order to have standing, Opposer must establish that it has a “real interest,” 

i.e., a “personal stake,” in the proceeding. Otter Products LLC v. BaseOneLabs LLC, 105 

U.S.P.Q.2d 1252 (T.T.A.B. 2012); Ritchie v. Simpson, 170 F.3d 1092 (Fed. Cir. 1999). Opposer 

has failed to submit any evidence based upon which the Board could find that it has a real 

interest in this proceeding. Opposer’s lack of participation in this proceeding demonstrates that it 

in fact has no interest in this proceeding whatsoever. Opposer has also failed to submit any 

evidence supporting its asserted claim of likelihood of confusion, or introduce any evidence that 

it has proprietary rights in its alleged mark. In fact, Opposer has failed to submit any evidence 

whatsoever in this Opposition. Opposer, as such, has failed to demonstrate its standing, or that it 

is entitled to any relief under its asserted claim. See Sterling Jewelers Inc. v. Romance & Co., 

Inc., 110 U.S.P.Q.2d 1598 (T.T.A.B. 2014) (granting an applicant’s motion to dismiss an 

opposition because the opposer took no testimony and offered no evidence, other than a 

photocopy of its registration attached to its notice of opposition). Opposer has presented no 

evidence or testimony establishing its claim, its standing, or that it is entitled to any relief. 

Moreover, Opposer has made no effort to move this proceeding forward. As such, the Board 

should dismiss Opposer’s Notice of Opposition with prejudice for  

Conclusion 

 In view of the foregoing, Applicant respectfully requests careful consideration of this 

motion and the accompanying materials, and issuance of an order dismissing Opposer’s Notice 

of Opposition with prejudice for failure to prosecute.   
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Respectfully submitted, 
FOX ROTHSCHILD LLP 
Attorneys for Mizkan Americas, Inc. 
 
 /Perla M. Kuhn/   
Perla M. Kuhn 
100 Park Avenue, Suite 1500 
New York, NY 10017 
Tel: (212) 878-1424 
Fax: (212) 692-0940 
Email: pkuhn@foxrothschild.com  

Dated:  May 13, 2016 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Serial Number 86/194,458 for the mark ASIAN MADE EASY published in the 
Official Gazette on December 30, 2014, 
 

KIKKOMAN SALES USA, INC.                : 
: 

   Opposer,   :      Opposition No. 91221741 
    : 

v.   : 
: 

 MIZKAN AMERICAS, INC,                       : 
: 

Applicant.   : 
 

CERTIFICATE OF SERVICE 
 
 The undersigned hereby certifies that the foregoing Applicant’s Motion to Dismiss, 

with accompanying Declaration of Perla M. Kuhn and the exhibits thereto was served on 

counsel for Opposer on May 13, 2016, by being deposited in U.S. First Class Mail, on the date 

written below, postage prepaid, addressed as follows: 

 
Michael J. Gratz, Esq. 
Boyle Fredrickson S.C. 
840 North Plankinton Avenue 
Milwaukee, WI 53202 
mjg@boylefred.com 
 

 
 
Dated: May 13, 2016     By:  /Varant Ekmekjian/   
 New York, New York           Varant Ekmekjian   

  
 
 



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Serial Number 86/194,458 for the mark ASIAN MADE EASY published in the 
Official Gazette on December 30, 2014, 
 

KIKKOMAN SALES USA, INC.                : 
: 

   Opposer,   :      Opposition No. 91221741 
    : 

v.   : 
: 

 MIZKAN AMERICAS, INC.,                      : 
: 

Applicant.   : 
 

DECLARATION OF PERLA M. KUHN IN SUPPORT OF  
APPLICANT’S MOTION TO DISMISS  

 
1. I, Perla M. Kuhn, hereby declare that I am a partner in the law firm of Fox 

Rothschild LLP, having my principal office at 100 Park Avenue, 15th Floor, New York, NY 

10017, a member in good standing of the Bar of the State of New York, and that I am the 

attorney of record for the Applicant Mizkan Americas, Inc. (“Mizkan”) in the above-captioned 

trademark opposition proceeding. 

2. Mizkan applied to register the mark ASIAN MADE EASY in Trademark 

Application Serial Number 86/194,458 on February 14, 2014, published in the Official Gazette 

on December 30, 2013 (the “Mizkan Application”). On April 29, 2015, Kikkoman Sales USA, 

Inc. (“Opposer”) filed a Notice of Opposition to the Mizkan Application. 

3. On June 3, 2015, Mizkan, through its undersigned attorney, timely filed an 

Answer to the Notice of Opposition.  

4. On June 18, 2015, after attempting to reach Opposer’s attorney by telephone, the 

undersigned sent an email to Opposer’s attorney regarding the scheduling of a discovery 

conference in this matter. Opposer’s attorney responded indicating that he was having difficulty 
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communicating with his client, and that he would attempt to respond the following day.  A true 

and correct copy of this correspondence is attached hereto as Exhibit A. 

5. On July 8, 2015, the discovery conference on this matter was held. 

6. On August 5, 2015, Mizkan filed Applicant’s Initial Disclosures. A true and 

correct copy of Applicant’s Initial Disclosures is attached hereto as Exhibit B. 

7. On August 7, 2015, Opposer filed its Initial Disclosures. A true and correct copy 

of Opposer’s Initial Disclosures is attached hereto as Exhibit C.  

8. Opposer’s last activity in this Opposition was the filing of Initial Disclosures on 

August 7, 2015.  

9. Expert Disclosures were due December 12, 2015. No disclosures were filed.  

10. Discovery closed January 4, 2016.  Opposer took no discovery. 

11. Opposer’s Pretrial Disclosures were due February 18, 2016. No pretrial 

disclosures were filed. 

12. On March 7, 2016, despite having failed to file any Expert Disclosures, take any 

Discovery, or file any Pretrial Disclosures, Opposer’s attorney sent an email to the undersigned 

regarding potential settlement of this matter. Applicant has no interest in, nor has Applicant ever 

expressed any interest in, Opposer’s settlement proposal.  

13. Opposer’s 30-day trial period ended April 3, 2016. Opposer has failed to take any 

testimony or submit any evidence in support of its Opposition during this time period.  

14. From August 5, 2015, through May of 2016, Opposer has failed to prosecute this 

Opposition Proceeding and failed to comply with its obligations as the Opposer. 

15. It was incumbent upon Opposer to take affirmative steps to prosecute this 

Opposition and to obtain appropriate evidence and testimony during its testimony period.  
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16. Since August of 2015, Opposer has not complied with its obligation to prosecute 

this proceeding and has made no effort to move this case forward.  

17. I hereby declare, under penalty of perjury pursuant to 28 USC § 1746, that all 

statements made herein are true and that all statements made herein on information and belief are 

believed to be true and further that I realize that false statements and the like so made herein are 

punishable by fine, or imprisonment or both, under 18 USC § 1001 et seq., and further may 

jeopardize Mizkan’s position in this proceeding.  

Respectfully submitted, 
 
FOX ROTHSCHILD LLP 
Attorneys for Mizkan Americas, Inc. 
 
 /Perla M. Kuhn/   
Perla M. Kuhn 
100 Park Avenue, Suite 1500 
New York, NY 10017 
Tel: (212) 878-1424 
Fax: (212) 692-0940 
Email: pkuhn@foxrothschild.com  

Dated:  May 13, 2016 
 

 


























