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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NBCUNIVERSAL MEDIA, LLC

Orposer, Opposition No. 91221739

V. Mark: Parks and Recreation
MAXIMA TP HOLDINGS T LLC Serial No. 86411895
Applicant.

APPLICANT’S MOTION FOR SUMMARY JUDGMENT WITH
SUPPORTING MEMORANDUM OF LAW

Applicant Maxima [P Holdings [ LLC (“Applicant™). by and through its attorney.
moves, under Rule 2.127 of the Trademark Rules of Practice, and Federal Rule of Civil
Procedure 56, moves for summary judgment and dismissal of the opposition proceeding,
on the grounds that Opposer has no prior rights to the mark at issue.

This summary judgment motion. memorandum of law, and attached exhibits
dernonstrate that, as Opposer has no prior rights to the mark at issue, Opposer has no
grounds to oppose the Application.

MEMORANDUM IN SUPPORT
L. Background

Applicant submitted an application to register the mark “Parks and Recreation”
bearing Application Serial No. 86411895 as a trademark for use on goods described as
“Clothing, namely, shirts, t-shirts, long-sleeved shirts, under shirts, polo shirts, night
shirts, rugby shirts, jerseys, scrubs not for medical purposes, smocks, dress shirts,
culottes, stretch pants, overalls, coveralls, denim jeans, jumpers, jurnp suits, stretch tops

b

tube tops, crop tops, tankinis, halter tops, hooded sweat shirts, wraps, warm-up suits,



jogging suits, track suits, snow suits, parkas, capes. ponchos, cardigans, pants, jean
lackets, cargo pants, shorts, boxer shorts, tops. tank tops. sweat shirts, sweat jackets,
sweat shorts, sweat pants, blouses. dresses, sweaters, vests, fleece vests, pullovers,
sackets, coats, blazers, suits, turtlenecks. reversible jackets, wind-resistant jackets, shell
jackets, sports jackets, golf and ski jackets, heavy coats., over coats, top coats, cloth ski
bias, swimwear, beachwear, tennis wear, surf wear, ski wear, infantwear, swim caps,
visors, headbands, ear muffs, neckerchiefs, thermal underwear, long underwear, briefs,
bras, panties, thongs, G-strings, singlets. underclothes. night gowns, nighties, lingerie,
slips, sarongs, leg warmers, leggings, tights, leotards, caps. hats, headwear, scarves,
bandanas, belts, neckwear, ties, underwear, socks. loungewear, robes. pajamas,
sleepwear, hosiery, gloves, rain slickers. boots. galoshes, rainwear, footwear, shoes and
sneakers, sandals, flip-flops, and slippers™, in International Class 025 (*Applicant’s
Mark”). Applicant’s Mark was published in the December 30, 2014 issue of the Official
Gazette, at TM 4436. Opposer obtained an extension of time for filing a Notice of
Opposition against the Application through April 29, 2015. On April 29, 2015, Oppocser
filed its Notice of Opposition in this matter (the “Opposition™).
1L Summary Judgment Standard

Summary judgment is appropriate where there are no genuine issues of material
fact to be tried and the moving party is entitled to judgment as a matter of law. Fed. R.
Civ. P. 56. The Supreme Court has held that the “[sJummary judgment procedure is
properly regarded not as a disfavored procedural shortcut, but rather as an intregal part of
the Federal Rules as a whole, which are designed “to secure the just, speedy and

inexpensive determination of every action.”™ Celotex Corp. v. Catrett, 477 U.S. 317, 327



(1986); see also Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1562 (Fed
Cir. 1987). The evidence must be sufficient for the court to hold that no reasonable trier
of fact could find other than for the moving party. First Nat 'l Bank v. Cities Service Co..
391 .S, 253 (1968).

Summary judgment is proper if the non-movant fails to show a genuine issue of
fact concerning an element essential to its case. Fed. R. Civ. P. 56(¢); Anderson v.
Liberty Lobby, Inc., 477 U.S. 242, 247-50 (1986). To overcome a summary judgment
motion, the non-movant must “do more than simply show that there is some metaphysical
doubt as to the material facts.” Matsushita Elec. Indus Co. v. Zenith Radio Corp., 475
.S, 574, 586 (1986). Furthermore. simple conclusory denials are insufficient to defeat
summary judgment motion. See, e.g., Wilson Sporting Goods Co. v. Northwestern Golf
Co., 172 U.S.P.Q. 182, 184 (T.T.A.B. 1971); Spin Physicas, Inc. v. Matsushita Elec.
Indus. Co., 168 U.S.P.Q. 605 (T.T.A.B. 1970).

Summary judgment is particularly appropriate where, as here, actual testimony is
unlikely to address any new or additional evidence which might bear on the critical
factual issues or which would reasonably be expected to change the result. Pure Gold,
inc.v. Syntex (US.A.) Inc., 222 U.S.P.Q. 741. 743 (Fed. Cir. 1984); Person’s Co., Ltdv.
Christman, 9 U.S.P.Q. 1477, 1478 (T.T.A.B. 1988), affd., 900 F.2d 1565 (Fed. Cir.
1990).

11 No Prior Use

The main point upon which Opposer has relied in its Opposition, is an allegation

of use of the mark “Parks and Recreation” beginning in 2009 on (among other items)

clothing and, as a result, has priority use of the mark considerably earlier than



Applicant’s. Unfortunately for Opposer. Applicant submits that there has been no such
ase.

It 1s well settled that ornamentation cannot serve as an indicator of source. i re
Olin Corp., 181 U.S.P.Q. 182, 182 (1973). Opposer’s use of the words “Parks and
Recreation” on clothing items are limited to small font in each instance located under a
seal or phrase taken presumably from Opposer’s television series (representative sample
attached hereto as Exhibit A). A listing of current clothing product offerings is found at

http://'www.nbcuniversalstore.com/parks-and-recreation/index.php?v=nb¢ parks-and-

recreation&nvbar=Shows:Classics:Parks+and+Recreation (a print out of the offerings is

attached hereto as Exhibit B). In assessing ornamentation, “the size, location,
dominance, and significance of the alleged mark as applied to the goods are all factors
which figure prominently in the determination of whether it also serves as an indication
of origin.” [n re Atro-Gods, Inc., 223 U.S.P.Q. 621 (T.T.A.B. 1984). While it is also
well settled that ornamentation can be of such a special nature that it tells consumers the
secondary source of the product (/n re Olin Corp., supra at 182). Applicant contends thar
Opposer’s use of the words “Parks and Recreation™ on the clothing products reveal
neither a primary indicator of source nor a secondary indicator of source but rather is
attributional provided as the source of the ornamentation (i.e., the various seals, words
and phrases themselves) emblazoned on the apparel product. The words “Parks and
Recrzation™ on Opposer’s clothing products are attributional as to the ornamentation
appearing above such words.

If Opposer. being a multinational corporation employing thousands of people, had

truly desired to obtain protectable interests at common law in the mark “Parks and



Recreation”, it would simply have affixed labels, or any other acceptable indicator as set
forth in TMEP 904.03(a). on the garment 1o reflect such interests. It choose not to do so.

As Opposer has never actually used the mark “*Parks and Recreation” for clothing,
-t can make no claim as to: (i) first use, (i) continuous use, (iii) likelihood of confusion
(as there is no protectable interest with which consumers may be confused), or (iv)
recognition of Opposer’s nwark in the minds of the consuming public.

IV, “Puts you there where things are hollow”

With sincere apologies to Mr. Bowie, we now address Opposer’s allegation of
fame. Normally, it would be an evidentiary matter to determine whether the Opposer’s
mark “Parks and Recreation™ is famous with the burden on Opposer to prove such fame.
Leading Jewelers Guild, Inc. v. LJOW Holdings, LLC, 82 U.S.P.Q.2d 1901, 1904
(T.T.A.B. 2007). However, as Applicant contends there has been no use of the mark in
commerce on clothing by Opposer. Opposer now must rely the fame of its television
show alone 10 its detriment. A mark is famous if ...it is widely recognized by the
general consuming public of the United States as a designation of source of the goods or
services of the mark’s owner.” 15 U.S.C. §1125(c)(2)(A): see also Toro Co v. ToroHead
Inc., 61 U.S.P.Q.2d 1164 (T.T.A.B. 2001) (“Mark’s owner must demonstrate that the
common or proper noun uses of the term and third-party uses of the mark are now
cclipsed by the owner’s use of the mark™). Whether the Opposer’s mark is famous is of
ro moment for consideration of this motion. as “[I]t is well established that fame is
iasuflicient, standing alone, to establish likelihood of confusion.” Univ. of Notre Dame

Du Lac. V. J.C. Gourmet Food Imports Co., Inc., 703 F.2d 1372, 1574 (Fed Cir. 1983).



Thus, there is no evidentiary review or assessment necessary given Opposer’s failure to
use the mark in commerce on clothing.
V. Conclusion

As Opposer has not engaged in the use of the mark “Parks and Recreation” in
commerce for clothing, its allegations and arguments as set forth in the Opposition shou!d
not be considered. Accordingly, Applicant respecttully requests that this Motion for

Summary Judgement be granted.

Respecttully submitted,

Dated: February 11, 2016 By: /Thomas McNift/
Thomas McNiff, Esq.
Maxima IP Holdings I LLC
463 Seventh Ave
New York, NY 10018
Tel (646) 679-4329
tmenifti@maximaapparel.com

ATTORNEY FOR APPLICANT
MAXIMA [P HOLDINGS I LLC



UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NBC UNIVERSAL MEDIA, LLC

Opposer, Opposition No. 91221739

V. Mark: Parks and Recreation
MAXIMA IP HOLDINGS [ LLC Serial No. 86411895
Applicant.

CERTIFICATE OF SERVICE

[ hereby certify that a true and correct copy of Applicant’s Motion for Summary
Judgment With Supporting Memorandum of Law was deposited with the United States
Postal Service, first class postage prepaid, on the date indicated below, in an envelope
addressed to:

Tristram R. Fall. 1II. Esq.
Fox Rothschild LLP

PO BOX 3231
Princeton, NJ 08343-5231

Dated: February 11. 2016
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2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More
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SORT BY:

NEW NEW

EXCLUSIVE EXCLUSIVE
Galentines Day Boat Neck Sweatshirt Galentines Day Ladies Crew Neck T-
Shirt
BN MW

BACK BY POPULAR DEMAND! EXCLUSIVE
Par«s and Recreation Ron Swanson Treat Yo Self Genuine Leather Card
Bebblehead Wallet

NEW

i
i
§

EXCLUSIVE R CLUSIVE
Galentines Day 11 Oz. Mug Galenti-ies Cay 4 Pack Ve

EXCLUSIVE R CLUSIVE
Parks and Recreation Ron Swanson City of Pzwnee Employe
Flask Moaih License Plate F

httpr/oavew noc ariversalsto-e.com/parks-and-recreatior/index.php?v=nbc_parks-and-recreation&nvbar=Shows:Classics:Parks+and+Recreation 0



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

i . B
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SEEN ON SHOW EXCLUSIVE
Parks and Recrzation Li'l Sebastian T- Parks and Recreation Mouse Rat Parks anc Recreation Mouse Rat Parks ard <ecreation Pav
Shirt Circle T-Shirt Formerly Known As T-Shirt Fu..cver Hoodie
O PETE 1Y R

EXCLUSIVE EXACLUSIVE EXCLUSIVE EXCLL £
Parks and Recreation Treat Yo Self Parks and Recreation No Wrong Way Parks and Recreation Treat Yo Self T- Parks and Receaticn Ror
Robe To Consume Alcohol T-Shirt Shirt Cuite Mashup T-SF
FHL AV iR BUY NO

hitp:/“w a'w.riocuniversalstore.com/parks-and-recreatiovVindex.php?v=nbc_parks-and-recreation&nvbar=Shows: Classics:Parks+anc+Recreatior: 210



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

YHERE IS
NOWERONG Wos
YO GONS Mt

| i g ALCOHOL

w e .

EXCLUSIVE EXCLUSIVE EXCLUSIVE EXUL JSIVE
Parks and Recreation Andy Dwyer Treat Yo Self Etched Boxed Glass Flute Treat Yo Self Mug Parks anc Fecreation Ron
Anima: Spirit T-Shirt Set Rozks Glass
Sale - 25% off Sale - 32% off

EXCLUSIVE EXCLUSIVE
Parks and Recreation Bacon & Eggs Parks and Recreation Swanson Parks ard Recreation Literally T-Shirt Parks and kzcriation Qo
Apron Pyramid of Greatness Poster 7-Shirt

httpiwww .nbcuniverszlstore.com/parks-anc-recreatior/index. php?v=nbc_parks-and-recreation&nvber=Shows:Classics:Parks+and- Recreation 210



2/10/2018 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

Sale - 58% off

# B
kd B
EXCLUSIVE EXCLUSIVE
Parks and Recreation Mouse Rat Parks and Recraation Bacon Scented Parks and Recreation Ron Swanson
Pilsner Glass Candle Standee
POH 514 Y RO
Sale - 44% off Sale - 40% off

EXCLUSIVE EXCLUSIVE
Parks and Recreation Duke Silver Tour Parks and Recreation JJ's Diner Mug Parks and Recreation Meat Tornado
Dztes T-Shirt T-Shirt

1608 | b

G TV OF PRWHEL HULGIE

ity s

Parks and kzcreation Cty
dlanaHuaggie

o

EACLUSIVE
Parks anc Recrzation Vous
Glass

hitpw aw.rbcuniversalstere.com/oar <s-and-recreationvindex.pip?v=nbc_parks-and-recreation&nvtar=Shows:Classics:Parks+anc+Recreation 410



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

Sale - 80% off Sale - 80% off Sale - 37w off
4
. i
EXCLUSIVE EXCLUSIVE L CLUSIE
Parks and Recreation Pawnee Parks and Recreation Pawnee Today Parks and Recreation Ron F***ing Treztvc Self Eye M:

Bumper Sticker Set [Set of 3] T-Shirt Swanson T-Shirt

Sale - 30% off

EXCLUSIVE
Treat Yo Self Pouch Parks and Recreation Mouse Rat Parks And Recreation: The Complete Parks ar c Recreatcn P
Pultover Hoodie Series DVD Pul.cver Hoodiz

httpi s ww . nocaniversalstore.com/parks-and-recreatior/index.prp?v=nbe_parks-and-recreation&nvbar=Shows:Classics:Parks+and+Recreation 570



Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

2/10/2016

> -

e Tiosms bassiliing Avbar of SyRe R8s Som Cosan

HICK UF PERDMAN
GUNMPTION i
Ratighting the areh ok Fonsdom with Amernisa’s «

i st TR dlamaners

et

Qfgz:ion

2,
AT
i

Ix JLUSIVE
Parks and Recreation Greetings from Parks and Rec-2ation Li'l ¢
Mug

Parks ard Recreation Greetings from Gumption [Hardcover) Book
Pawnee Long Sleeve T-Shirt

Fawnee Ringer T-Shirt

S (e St

S 2
R O

EXCLUSIVE
Parks and Recreation City of Pawnee Pawnee Goddesses Women's T-Shirt Parks and Recreation Rich Wemen T- Parks & Recraation: Seas.
Shirt

Ringer Mug

httpiwww nbeaniversalstore.comiparkis-and-recreatiorvindex.phip?v=nbc_parks-and-recreation&nvbar=Shows:Classics:Parks+and+ Recreation



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

BT Y
Fanhg Y aadn

EXCLUSIVE EXCLUSIVE
Paddle Your Cwn Canoe: One Man’s Parks and Recreation Terry T-Shirt Parks and Recreation Hate Talking to Parks and * ezreation ol r
Fundamentals for Delicious Living... People Phone Case I-Shirt

Parks and Recreation Waffles T-Shirt Parks and Recreation Duke Silver Trio Parks and Recreation Woman of the Yes Flease Hardcover
Album Cover T-Shirt Year T-Shirt

httpuiw aw .nbcuniy ersalstere.com/par <s-and-recreationvindex.php?v=nbc_parks-and-recreation&nvbar=Shows:Classics:Parks+anc +Recreation e



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

TIP3 FOR HOSTING YOUR OWH 816 BANG

o

HOT 2
REPRODUCTIVE L 2 \:

SEX TIPS i HARIE CURIL s
PO R | HAHIKCLNAQE
- ? V oxzmmsns

2 OQGAf‘MS

EXCLUSIVE EXCLLSHE
Science... for Her! (Hardcover) Book Parks & Recreation: Season 6 DVD Parks and Recreation Turf n Turf Flip Parks anc Recreatior Bac
T-Shirt FliaT-Shirt

EXCLUSIVE
Parks and Recreation Indiana Names Parks & Recreation: Season 5 DVD Parks and Recreation Show Poster Parks & Racreation: Seas
T-Shirt [27" x 40"]

hitp: s vow nbeuniver sa store. com/parks-and-recreaticry ndex.php?v=nbc_parks-and-recreation&nvbar=3Shows:Classics:Parks+and+Recreation 310



2/10/2016

IMET

AT THE PAWNEE
HARVEST FESTIVAL

altebi e

ERCLUSIVE
Parks and Recreation Li'l Sebastian
Poser (11x 17)

Parks & Recreation: Season 2 DVD

Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More

Parks and Recreation Many Faces of
Ron Swanson Poster [11 x 17}

Parks & Recreation: Season 2 DVD

Diabetes,
tet's Dia-Beat-Thist
SR

Parks and Recreation What's Crackin
Boo? T-Shirt

Parks and Recreation Diabetes T-Shirt

Parks & Q¢ creation: Seas

Award-winning Pa ks and Recreation stars Amy Poehler, who portrays Leslie Knope, an energetic ard eterna lly opumtsnc mid-level oureaucrat in the = nwn cf Pawnee’
department. Celebrate the town’s citizens— speofmally izs qu rky municipal workers—by picking ug some

Mustache and Hair T-shirt, or perhaps a
to one of the funniast shows on air.

Enter your email aderes

,Tomend Denn:s

I Our vast selection of Parks and Recreation merchcmdlse will heip vcu brr)ao.d< LoL

htipiw vew nacuniversalstore.com/parks-and-recreatiorvindex.prp?v=nbc_parks-and-recreation&nvbar=Shows:Classics:Parks+and+Recreation 910



2/10/2016 Shop Parks and Recreation Store on NBC for T-Shirts, Mugs & More
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