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UNITED Sllz\Tllli PATtrNT AND TRADEMARK OFFICE
BEFOR[]'IHE TRADE}IARK TRIAL AND APPIIAL BOARD

I\E}CLINIVE-RSAL MED III, L LC
(Jl-poser,

]\4I\XIMA IP HOLDINGS I LLC
,\pplicant.

Opposition No. 9I22I 739

Mark: Parks and Recleatiorr

Serial N,:. 86-11 1895

APPLICANT'Si MC)IIION FOR SUMNTARY JUDGMIE}{T \I/ITH
S UPPOR.TING MEMORANDUN,I OF LA\,V

Applicant Maxima lP lioldings I LLC (''Applicant"), b)'anC throul:1h its attorne,v.

Inoves, underRule 2.127,r1'tlii:'fradernark Rules of Practice. and Irederal Itule o1'Civil

Prc,cedure 56., moves for sumrrary judgment and dismissal o1'the opposition proceeding.

on the grounils that oppos;er haLs no prior rights to the mark ar. issue.

This summary jr-rdgment motion. memolandun of lau,. and attache,J exhibits

,:lernonstrate that, as Opposer h,a:; no prior rights to the mark at issut:, Opporser heLs no

trirounds to oppose the Application.

]\{E\TORANDU}{ I\ SUPPOR'T

[. Background

Applicant submitte,d an application to register the mark "Palks and jLecreation"

bearing Application Serial l.lo. 85411895 as a trademark for u.se on goods dlescribed as

"Clothing, namely. shirts. t-shirts. long-sleeved sliirts. under s;hifis, polo shirts, night

s;hilts, rugby shirts, jerseys, scrubs not fbr medical purposes, smocks, dress shirt:;.

cultlttes, stretchpants, overelils, coveralls. denim jeans, jumpers, jurnp suitsr, stretchtops,

tubt: tops, crop tops, tankinis, hralter tops. l-rooded s*'eat shirts. wraps! warm-up suits"



-to 
gging suits,, track suits. snon' s;nits. parkas. capes. ponchos. cardigans. pants, j,33n

-iackets, cargo pants, shor1.s, boxer shorts. tops. tank tops. s$reat shirts, sweilt jackets,

rt\\'eat shorts. su,eat pants, tllou.s,:s. dresses, srveaters. vests, fleece./ests, pullo'n'ers,

'ackets, coats, blazers, sr"tits;. turllenecks. re'n'ersible jackets. udnd-resistant.iackets, sheli

;ar:kets, sports jackets, golf and ski jackets, heavl'coats. over coats, top coats, cloth sl<i

l:i':s. swimwear, beachwear, tennis n'ear. surf lvear, skiwear., infantwear, swim caps,

i'ir;ors" headbands. ear rnufls. rLeckerchiefs. thermal underweilr, long underwear, brief's.

bras, panties, thongs. G-strings;. singiets. underclothes. night gowns. nightries" lintrlerie.

slips, sarougs, leg warmers. legglings. tights. leotards, caps. hats. headw'ear, scar\,'es,

bandanas, be;lts. neck\\'ear. ties" uudertvear. socks. loungeu,ear. robes. paja.mas,

sli:epr'r'ear, hosiery, gloves. rain slickers. boots. galoshes. rairL\\'ear, foot\\'eiial', shoes and

:;neakers, sandals, flip-flops, ancl slippers". in International Ciass 0.25 (''Applicant's

1V.ark"). App,licant's N{ark vn'as published in the December 3A,2014 issue of the Official

(iazette, at TIV 4436. Opposer obtained arl extension of time for tiling aliotice of

Opposition against the Aprplica,tion tluor.rgh April 29.2015. On Ap'ril29. :2t015, Oppcser

ijled its Notice of Opposir.ion in this matter (the "Opposition").

ItI. Summary Judgment Standard

Stimntary judgrnent is ap'propriate uhere there are no genuine issues of rnaterial

1'act to be tried and the mc)\'ing l-'art)' is entitled to j udgmelt as a miltter of law. ped. I{.

Clr'. P. 56. I'he Supreme Court has held that the "[s]ummary jr"rdgrnent procedure is

prrlperly regarded not as a clisfiivored procedural shortcut. but rathe.r as an intregal part of

the Federal Rules as a u'h,rle. u'hich are dc-signed 'to secure tihe just. speed'r, and

inexpensive determination of everlr action."' Celotex Corp. v. Catrett,4T'l lJ.S. :i17,327



(1986); see als'o Svteats Fashions, Inc. v. Pannill Knitrin,g Ccr..833 F.2d 1:i60, 1562 (Feci

CiL. 1987). 'lhe evidence nlust be sufficient for the court to hold that no rcrasonable trier

rf fact coulrl find other than 1br the movine part\'. Fit'st i\crt'/ Ban,k v. Citi,zs Sert,ice 'Co..

191 U,S, 253 (1968).

Summary judgment is proper if the non-rnovant fails to show a genuine issue of

tact concerrLing an element essential to its case. Fed. R. Civ. P. 56ric), Ancllersor,r t,.

I-iberty Lobb.v, Lnc.,477 11.5.it42.247-50 (1986). To overcome a summary judgment

tlotion, the non-movant raust "clo mole than simply show that there is some metaphysical

rloubt as to dre matel'ial faLcts." Alatsushitct Elec. Indus Crs. y. Zenitt\ Radio Corp'..475i

U.S.574,5t16 (1986). Furthemrore. simple conclusorv denials are insutficientto deti:at a

:iumnrary judgment motion. Sr:er. e.g.. ['f/ilson Sporting Cioor:lls Co. ,-. ]\iortt|,nuestt:rn Go,l/

t|)o., 772 U.il,P.Q. 1 82. I ii4 ("f T',A.B. 197l); Spin Phlt5ia:as, Inc. v. Matsu,shitct ,\lec.

lndus. Co., Lt58 U.S.P.Q.,505 (T.T.A.U. 1970).

Summary judgrnent is penlicularlv appropriate rvhere. as here, actual testirnony is

unlikeiy to acldress any nerv/'or additional evidence u,hich might bear on thre crit::cal

lactrral issue:s or r,rftich u'ould reasonabiv be expected to change the result. Pttre Goltl,

inc. t,. synrex (u.s.A.) Lnc..2212 u.s.P.Q. 741.743 (Fed. Cir. i984), Person's Co., Lrth:.

(:hristman, '9 U.S.P.Q. 147'7,14'78 (T.T.A.B. 1988), clfd.,900 F.2d 1565 (]led. Ci.r,

i eeO).

lII. No lPrior Use

The ntain point upon x'hich Opposer lias relied in its Opposition. isr an allegation

of use of the mark "Parks and l{ecreation" beginling in 2009 on (among other iterns)

clothing and, as a result, hars prioritl'use of the mark considerablv earlier tlfran



Applicant's. lJnfbrtunatell'tblCpposer. Applicant sr.rburits that there has been no suc|

lqe

It is well settled tLLat ornamentation cannot serve as an indioator of source " In .,e:

olin ()orp., 181 u.s.P.Q. 182. 182 (1973). opposer's use of the u,ords "prarks zrnd

.3.ect'eation" on clothing items are iimited to small fbnt in each instance located under ar

:;eai or phral;e taken presumably frorn Opposer's television series (representative sampLe

atlached hereto as Ex[ib[ r\). l'listing of cunent ciothing product offerings is fcrund at

Ittl.tt:,Twuuqbcuniversalstore.com"parks-and-recreation/index.php'lr':nbc 
_ 
park:t-.and.1

lecrta{p1@nvbar:Shorvs{llassics:Parks+and+Recreatio4 (a print out of the ofI,:ring:; .Ls

attached hereto as Exhibit I!). In assessing ornamentation, "the siz:, location,

cloninance, and significance ol the alleced malk as applied to the g.oods ar,J all iirctors

rlhich frgure prominenth'in th: determination of uhether it also serves as an indicatiorr

of origin," tln re Atro-Gotls, lnc.,223 U.S.P.Q. 621 (T,T.A.B, 1984). White it irs also

rvell settled that ornamentation can be of such a special nature that it tells consurners the

secondary source of tire product (.ln re O/in Cot'1:.. s'upra at 182). Applicanl contends tfLat

Opptlser's urse of the rvords "Parks and Recreation" on the clothing producls r,,-veiil

rreithel a prirnary indicator of so'urce nor a secondary indicatc,r of source but rattrer is

attritrr.ttional provided as the soLu:ce of the ornamentation (i.e., the various seals, u,ords

anrl pllases themselves) entblazonecl on the apparel product. The rvords "llarks and

FLecr:ation" on Opposer's clotlLing products are attributional as to t.re ornaLnentatiou

appearing ab,ove snch r.ords.

If Opposer. being a rltrltinational corporation emplot'ing thousands of people, hacl

tr:ul,v desired to obtain prol.ectable interests at corr-lmon larv in the mark "parks and



Recreation". it would simply har,e affixed labels. or any other acceptable i;ndicaror as se1

forth in TMF;P 904.03r.a), ou thc garment to retlect such interests, It choo:;e not to dc, so.

As Opposet iras never ac:tllall)' used the r.nark ''Parks ,and Recreatign" for clot|ing.

..t can make no claim as to: (i) first use. (ii) continuous use, (iii) likelihooclof confusion

l.as there is tro protectable intelest n'ith nhich consumers rna.i be confused). or (ir)

lecognitiou of Opposel"s t-t:arli in the rnincls of the consur-r-ri1rr nublic.

llv. 6'Purts you there \,rhere things are hollon,"

WitlL sincere aprologiss to Mr. Bo1r,ie. \\-e tlow adrlress Opposer,s allegation o1,

1'ame. Nornrally. it u-ould tre an evidentiarl' matter to determine u,hether tlLe Opposer's;

mark "Parks and ltecreatirJn'' ir; t-amous riith the burden on Opposerto pro'l,e sLi,lh farn,:.

1',ectclingJey,e,lers Guild, ln,:. t,.,,,JOI[1 Holtlings, LLC.82 U.S.p.e.2d 190t,1904

(T'.T.A.B. 2007). Hov,'ever. as; ,\pplicant contends there has been no use of the mark in

(:Olrllrerce on clothing [1 frpposer. Opposcr no\\ mrlst rel1'tl-re flar-ne of its television

show alone tc, its detriment. A nrark is f-amous if ". . . it is ri.ide11' rer:ognized by the

g;eneral consuming public of the United States as a designation of source ol the goods gr

services of tlre tnark's o\\'n€:r." l5 U.S.C. $1125(c)(2)(A): se,z als'o Toro C',c v. T'oroHeacl

lnc,. 67 U.S.P.Q.2d 1 1ti4 r.1'.1'.A.B. 2001) (''it4ark's owner must demonstrate that the

collllllon or'propel nolun uses of the term and tirird-partl.uses of the. mark:Lre now

eclipsed by the owner's; us;e ot the mark"). Whether the Opposer's mark is famcus is of

r.o mottlent l'or consideration of t.his rnotion. as "[]t is lvell es;tablished thal fame: is

i.rsufl'tcient, stauding alon,:. to r:s;tablish likelihood of confr-rsion." L'nit,. of Nott.e l)ctrne

nu Lac. v. J.L:. Gourntel lTood linpa'ts C.o., Inc., 703 F .2d 1372, l:i74 (Ferl Cir. l9g3 ).



'fhus. there is no evidenti,ltl'ret'iert or assessrnent necessarv given Opposi:r's f,iilure t,r

use the mar,k in commerc{l on clothing.

V. Conclusion

As Opposer has not engaged in the use of the mark "Parks and Recreation" in

,lommerce fbr clothing. its allegations and argulnents as set icrth in the Otrrposition slLcu:i

rlot be considered. Accordingly. Applicant respectfulll'requr:sts that this lt4otion fbr

iSummary Jr.rdgement tre ggantqd.

Respectfull'v submitted,

Dated: February lI,2C\16 B1,": /Thomas McNiffT
Thomas Mc:Nit1, Esq.

I\{axima IP Holdings t LLC
-{63 Seventh Ave

Neq'York. NY 1001El

Tel (646) 679-4329

trncniff@maximaapparel. c om

ATTORNEY F(f R APPLICIT NT
\.I.\XIN,IA IP HOLDINGS I I-LC



UNITED S!II\]-EIS PATENT AND TRADEYTARK. OFFICE
BEFOIIE'IHE IIRADE\IARK TRI.\L A\D APPI]AL BOARD

VBC LNIVF,RSAL MEDIA. 1-]-C
tSpposer, Opposition No. 9122 t739

Nlark: Parks I'nd Recreation

Selirl Nr. 86-ll 1895]\{AXI]VIA IP FIOLDINGS I LLC
,\pplicant.

CIIRTIFICATE OF SERVICE

I hereby certifl, that a true and correct cop.v of Applicilnt's llotion 1br Summarl,'

Jtldgrlent \\'ith Supportinq l\4enrorandurn of Lau'n'as deposited wjth the I lnitecl States

Postal Sett'irle, llrst class ltostage prepaid. on the date iudicatr:d below, in an en'uelopg

e.ddressed to:

J'ristrerm R. Fall. IIi. Esq.

Fox Rothschild Lt.P

PC) BOX 5231

Princeton. NJ 08513-523 I

Dated: Febnrarl' 1 l. 2016
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