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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Citigroup Inc.

Granted to Date
of previous ex-
tension

03/11/2015

Address

399 Park Avenue
New York, NY 10043
UNITED STATES

Attorney informa-
tion

Bruce Goldner

Skadden, Arps, Slate, Meagher & Flom LLP

Four Times Square

New York, NY 10043

UNITED STATES

bgoldner@skadden.com, kplevan@skadden.com, jam-
ie.stockton@skadden.com, smarquez@skadden.com Phone:(212) 735-2972

Applicant Information

Application No

86082405 Publication date 11/11/2014

Opposition Filing
Date

03/11/2015 Opposition Peri- 03/11/2015

od Ends

Applicant

DBG Partners, Inc.
Suite 100

Southlake, TX 76092
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Administration of a customer loyalty pro-
gram which provides local benefits and rewards to residents in the nature of rebates, discounts on
goods or services orpoints redeemable for goods or servicesas a means to incentivize consumers to
support local commerce

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1181467 Application Date 03/19/1979
No.
Registration Date | 12/08/1981 Foreign Priority NONE



http://estta.uspto.gov

Date

Word Mark CITI
Design Mark
Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1979/01/30 First Use In Commerce: 1979/01/30

Financial Services-Namely, Extending Consumer and Industrial Loans to Oth-
ers; [Factoring Services; ] Credit Card Servicing and the Purchasing and Servi-
cing ofConsumer Receivables Associated Therewith; Commercial Lending; Ser-
vicing Loans and Extensions of Credit; Real Estate Lending; Mortgage Finan-
cing and Mortgage Servicing; Investment Advisory and Financial Advisory Ser-
vices; Providing VentureCapital to Others

U.S. Registration | 2424088 Application Date 06/16/1999
No.
Registration Date | 01/23/2001 Foreign Priority NONE
Date
Word Mark CITI
Design Mark
L9

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2000/05/00 First Use In Commerce: 2000/05/00

[ COMPUTER SOFTWARE FOR ALLOWING CUSTOMERS TO TRANSACT
BANKING AND FINANCIAL BUSINESS ]

Class 035. First use: First Use: 1999/09/00 First Use In Commerce: 1999/09/00

PROVIDING INFORMATION REGARDING ONLINE RETAIL SHOPPING SER-
VICES VIA A GLOBAL COMPUTER NETWORK

Class 036. First use: First Use: 1999/11/00 First Use In Commerce: 1999/11/00

FINANCIAL SERVICES, NAMELY, BANKING; CREDIT CARD; COMMERCIAL
AND CONSUMER LENDING AND FINANCING; [ REAL ESTATE AND MORT-
GAGE BROKERAGE; ] TRUST, ESTATE, AND FIDUCIARY MANAGEMENT,
PLANNING AND CONSULTING; SECURITIES AND FUND INVESTMENT AND
INVESTMENT ADVISORY CONSULTING SERVICES; [ SECURITIES
BROKERAGE AND TRADING SERVICES FOR OTHERS; ] FACILITATING SE-
CURE FINANCIAL TRANSACTIONS, NAMELY, ELECTRONICFUNDS TRANS-
FERS, ELECTRONIC CASH TRANSACTIONS, ELECTRONIC CREDIT CARD
TRANSACTIONS, ELECTRONIC BILL PAYMENT, AND ELECTRONIC DEBIT




TRANSACTIONS; [ AND INSURANCESERVICES, NAMELY, UNDERWRIT-
ING, AND BROKERAGE OF PROPERTY, CASUALTY AND LIFE INSURANCE
POLICIES AND ANNUITY CONTRACTS; ] PROVIDING ONLINE INTERACT-
IVE NEWS AND INFORMATION IN THE BANKING AND FINANCIALINDUS-
TRIES PROVIDED VIA A GLOBAL COMPUTER NETWORK

U.S. Registration | 3086206 Application Date 12/15/2003

No.

Registration Date | 04/25/2006 Foreign Priority NONE
Date

Word Mark CITI

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2004/01/00 First Use In Commerce: 2004/01/00
Monitoring consumer credit reports and providing notifications as to changes
therein

Class 036. First use: First Use: 2004/01/00 First Use In Commerce: 2004/01/00

Providing credit consultation and inquiry services; providing information on credit
education

U.S. Registration | 3441460 Application Date 12/07/2006

No.

Registration Date | 06/03/2008 Foreign Priority NONE
Date

Word Mark CITI




Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2006/12/01 First Use In Commerce: 2006/12/01

Financial sponsorship of film performances and dance, theater, music and per-
forming arts productions

Class 041. First use: First Use: 2006/12/01 First Use In Commerce: 2007/01/05
Entertainment services, namely, organizing, conducting and presenting perform-
ing arts productions; providing theatre facilities for the performing arts; and edu-
cational services, namely, conducting classes and programs in the fields of
theatres, dance, music and performing arts

U.S. Registration | 691815 Application Date 03/26/1959

No.

Registration Date | 01/19/1960 Foreign Priority NONE
Date

Word Mark CITIBANK

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1959/02/02 First Use In Commerce: 1959/02/02
BANKING SERVICES

U.S. Registration | 2636299 Application Date 08/04/1999

No.

Registration Date | 10/15/2002 Foreign Priority NONE
Date

Word Mark CITIBANK

Design Mark

itibank




Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2000/01/20 First Use In Commerce: 2000/01/20

[ PROMOTING THE SALE OF CREDIT CARD ACCOUNTS AND CREDIT
CARD USAGE THROUGH THE ADMINISTRATION OF CUSTOMER LOYALTY
AND INCENTIVE AWARD PROGRAMS; PROVIDING A WEBSITE FEATUR-
ING INFORMATION ABOUT AND LINKS TO ON-LINE RETAIL STORES ]

Class 036. First use: First Use: 2000/01/20 First Use In Commerce: 2000/01/20

FINANCIAL SERVICES; NAMELY, BANKING; [ CREDIT CARD SERVICES; ]
ELECTRONIC CREDIT CARD TRANSACTIONS; COMMERCIAL AND CON-
SUMER LENDING AND FINANCING;[ REAL ESTATEAND MORTGAGE
BROKERAGE; TRUST, ESTATE, AND FIDUCIARY MANAGEMENT, PLAN-
NING AND CONSULTING; ] SECURITIES AND MUTUAL FUND INVEST-
MENT, BROKERAGE AND TRADING SERVICES; INVESTMENT ADVISORY
AND CONSULTING SERVICES; SECURITIES BROKERAGE AND TRADING
SERVICES; PROVIDING SECURE FINANCIAL TRANSACTIONS IN THE
NATURE OF ELECTRONIC CASH TRANSACTIONS, ELECTRONIC CREDIT
CARD TRANSACTIONS, ELECTRONIC DEBIT TRANSACTIONS, ELECTRON-
IC CHECK PROCESSING TRANSACTIONS AND ELECTRONIC TRANSMIS-
SION OF BILL PAYMENT DATA VIA A GLOBAL COMPUTER NETWORK; [ IN-
SURANCE SERVICES, NAMELY, UNDERWRITING AND BROKERAGE OF
PROPERTY, CASUALTY AND LIFE INSURANCE POLICIES AND ANNUITY
CONTRACTS; PROVIDING FINANCIAL NEWS AND INFORMATION VIA WEB-
SITES ON A GLOBAL COMPUTER NETWORK ]

Class 042. First use: First Use: 2000/01/20 First Use In Commerce: 2000/01/20

[ COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE DATABASES FEA-
TURING GENERAL AND LOCAL NEWS ]

U.S. Registration | 3622937 Application Date 10/21/2008

No.

Registration Date | 05/19/2009 Foreign Priority NONE
Date

Word Mark CITIBANK

Design Mark

itibank

Description of
Mark

The mark consists of the term "CITIBANK" with an arc design over the term
"CITI".

Goods/Services

Class 035. First use: First Use: 2000/01/20 First Use In Commerce: 2000/01/20

promoting the sale of bank accounts andbank card usage through the adminis-
tration of customer loyalty, incentive reward, and incentive redemption pro-
grams; providing financial service customer loyalty and incentive rewards pro-
grams

U.S. Registration | 3419264 Application Date 12/20/2006
No.
Registration Date | 04/29/2008 Foreign Priority NONE




Date

Word Mark

CITI BONUS CASH CENTER

Design Mark

CITI BONUS CASH CENTER

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2007/02/00 First Use In Commerce: 2007/02/00

Promoting credit card services and the goods and services of others through a
credit card customer loyalty and reward program

U.S. Registration | 2263621 Application Date 08/22/1997

No.

Registration Date | 07/20/1999 Foreign Priority NONE
Date

Word Mark CITIBUSINESS

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1998/09/17 First Use In Commerce: 1998/09/17

financial services, namely, banking, credit cards [, investment consultation, ana-
lysis, and planning, securities and insurance brokerage, and underwriting annuit-
ies ]

U.S. Registration | 3419395 Application Date 02/13/2007

No.

Registration Date | 04/29/2008 Foreign Priority NONE
Date

Word Mark CITI CASHRETURNS

Design Mark

CITI CASHRETURNS

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2007/07/24 First Use In Commerce: 2007/07/24
Credit card user loyalty and reward programs, namely, providing cash and other




rebates for credit card use
Class 036. First use: First Use: 2007/07/24 First Use In Commerce: 2007/07/24
Credit card services

U.S. Registration | 982066 Application Date 07/10/1972

No.

Registration Date | 04/09/1974 Foreign Priority NONE
Date

Word Mark CITICORP

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1971/10/21 First Use In Commerce: 1971/10/21

DATA PROCESSING SERVICES RELATED TO THESTORING AND PRO-
CESSING OF BANKING, FINANCIAL AND OTHER RELATED ECONOMIC
DATA

Class U100 (International Class 035, 036, 037, 038, 039, 040, 041, 042). First
use: First Use: 1971/10/21 First Use In Commerce: 1971/10/21

[ FINANCE LEASING OF PERSONAL AND REAL PROPERTY ]

Class U102 (International Class 035, 036). First use: First Use: 1971/10/21 First
Use In Commerce: 1971/10/21

CONSUMER FINANCE COMPANY SERVICES; INDUSTRIAL LOAN COM-
PANY SERVICES; [ FACTORING SERVICES; ] CREDIT CARD SERVICING
AND THE PURCHASING AND SERVICING OF CONSUMERRECEIVABLES
ASSOCIATED THEREWITH; COMMERCIAL LENDING; SERVICING LOANS
AND EXTENSIONS OF CREDIT; REAL ESTATE LENDING; MORTGAGE FIN-
ANCING AND MORTGAGE SERVICING;INVESTMENT ADVISORY AND FIN-
ANCIAL ADVISORY SERVICES; VENTURE CAPITAL INVESTMENTS; [ MAK-
ING EQUITY AND DEBT INVESTMENTS IN CORPORATIONS OR PROJECTS
DESIGNED PRIMARILY TO PROMOTE COMMUNITY WELFARE ]

U.S. Registration | 4658858 Application Date 04/17/2014

No.

Registration Date | 12/23/2014 Foreign Priority NONE
Date

Word Mark CITI KIDS

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2014/07/29 First Use In Commerce: 2014/07/29

Charitable services and community outreach services, namely, organizing and
conducting volunteer programs and communityservice projects; charitable ser-
vices, namely, organizing and conducting volunteer programs for youth




Class 036. First use: First Use: 2014/07/29 First Use In Commerce: 2014/07/29
Financial sponsorship of sports, recreational, cultural and entertainment events

U.S. Registration | 4658859 Application Date 04/17/2014

No.

Registration Date | 12/23/2014 Foreign Priority NONE
Date

Word Mark CITI KIDS

Design Mark

Description of
Mark

The mark consists of the word "CITI" with a circle appearing to its lower right.
The term "KIDS" appears at an angle within the circle.

Goods/Services

Class 035. First use: First Use: 2014/07/29 First Use In Commerce: 2014/07/29

Charitable services and community outreach services, namely, organizing and
conducting volunteer programs and communityservice projects; charitable ser-
vices, namely, organizing and conducting volunteer programs for youth

Class 036. First use: First Use: 2014/07/29 First Use In Commerce: 2014/07/29
Financial sponsorship of sports, recreational, cultural and entertainment events

U.S. Registration | 2261522 Application Date 08/25/1997
No.
Registration Date | 07/13/1999 Foreign Priority NONE
Date
Word Mark CITIDIRECT
Design Mark
CITIDIRECT
Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1998/11/30 First Use In Commerce: 1998/11/30

financial services, namely, providing afull line of banking and financial services
accessed and provided via computer and global computer network




U.S. Registration | 3635724 Application Date 11/13/2006

No.

Registration Date | 06/09/2009 Foreign Priority NONE
Date

Word Mark CITI FIELD

Design Mark

CITI FIELD

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 2009/04/13 First Use In Commerce: 2009/04/13
Organizing sports, recreational, cultural and entertainment events for public ex-

hibition

Class 043. First use: First Use: 2009/04/13 First Use In Commerce: 2009/04/13
Arena services, namely, providing facilities for sports, concerts, conventions and

exhibitions
U.S. Registration | 2951903 Application Date 01/15/1999
No.
Registration Date | 05/17/2005 Foreign Priority NONE
Date
Word Mark CITIFINANCIAL
Design Mark
Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1999/09/07 First Use In Commerce: 1999/09/07

FINANCIAL SERVICES, NAMELY CONSUMER LENDING, CREDIT AND FIN-
ANCING SERVICES; CREDIT INSURANCE SERVICES

U.S. Registration | 3702463 Application Date 02/15/2008
No.
Registration Date | 10/27/2009 Foreign Priority NONE

Date

Word Mark

CITI FORWARD




Design Mark

CITI FORWARD

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2009/03/04 First Use In Commerce: 2009/03/04

promoting the sale of credit card accounts through the administration of con-
sumer loyalty and reward programs

Class 036. First use: First Use: 2009/03/04 First Use In Commerce: 2009/03/04
credit card services

U.S. Registration | 1824600 Application Date 05/11/1993

No.

Registration Date | 03/01/1994 Foreign Priority NONE
Date

Word Mark CITIGOLD

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1992/07/00 First Use In Commerce: 1992/07/00
banking services, investment consultation and asset management

U.S. Registration | 2406753 Application Date 04/06/1998

No.

Registration Date | 11/21/2000 Foreign Priority NONE
Date

Word Mark CITIGROUP

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1998/04/06 First Use In Commerce: 1998/10/08

FULL RANGE OF [ INSURANCE AND ] FINANCIAL SERVICES; BANKING
SERVICES; CREDIT CARD SERVICES; SECURITIES TRADING, CONSULT-
ING AND UNDERWRITING SERVICES; INVESTMENT SERVICES

U.S. Registration

2565005 | Application Date | 05/05/2000




No.

Registration Date | 04/30/2002 Foreign Priority NONE
Date

Word Mark CITIMANAGER

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 2000/06/30 First Use In Commerce: 2000/06/30

financial services, namely, credit cardprogram maintenance, management and
reporting services; facilitating secure financial business transactions all provided
via global computer network [ ; providing online and interactive news and inform-
ation in the field of finance ]

Class 038. First use: First Use: 2000/06/30 First Use In Commerce: 2000/06/30

providing multiple user access to a global computer information network

U.S. Registration | 1651021 Application Date 07/13/1990

No.

Registration Date | 07/16/1991 Foreign Priority NONE
Date

Word Mark CITIRAIL

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 1988/10/00 First Use In Commerce: 1988/10/00
rail equipment financing services

Class 039. First use: First Use: 1988/10/00 First Use In Commerce: 1988/10/00
rail equipment leasing services

U.S. Registration | 3948111 Application Date 11/20/2007

No.

Registration Date | 04/19/2011 Foreign Priority NONE
Date

Word Mark

CITI THANKYOU




Design Mark

CITI THANKYOU

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2011/01/04 First Use In Commerce: 2011/01/04
Credit card services

U.S. Registration | 3956034 Application Date 06/22/2010

No.

Registration Date | 05/03/2011 Foreign Priority NONE
Date

Word Mark CITI THANKYOU

Design Mark

CITI THANKYOU

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2010/06/00 First Use In Commerce: 2010/06/00

Promoting the goods and services of others through administration of incentive
reward and redemption programs by distributing rewards for credit and debit car-
duse, and for banking and wealth management customer loyalty

U.S. Application 86378361 Application Date 08/27/2014

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

CITI THANKYOU




Design Mark

CITI THANKYOU

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 0 First Use In Commerce: O
Providing debit card services

U.S. Application 85960267 Application Date 06/14/2013

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark THANKYOU FROM CITI

Design Mark

thankyou

from | |

Description of
Mark

The mark consists of the wording "THANKYOU" above the wording "FROM
CITI", withan arc design over "CITI".

Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0
Promoting the goods and services of others through administration of incentive
reward and redemption programs by distributing rewards for credit and debit car-
duse, and for banking and wealth management customer loyalty; advertising
and marketing services provided by means of indirect methods of marketing
communications, namely, social media applications
Class 036. First use: First Use: 0 First Use In Commerce: 0
Credit card services; providing debit card, charge card, gift card, and stored
value pre-paid card services
Class 038. First use: First Use: 0 First Use In Commerce: 0
Data communication by electronic mail; electronic transmission of data over
thelnternet
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Bruce Goldner/
Name Bruce Goldner
Date 03/11/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

______________________________ X
CITIGROUP INC.,
Serial No. 86/082,405
Opposer,
Opposition No.
-against-
DBG PARTNERS, INC.,
Applicant.
______________________________ X
NOTICE OF OPPOSITION

Citigroup Inc. (“Opposer”), a Delaware corporation with its principal office
at 399 Park Avenue, New York, New York, believes that it would be damaged by the
registration of the mark CITYREWARDS, shown in U.S. Trademark Application Serial
No. 86/082,405 (“Applicant’s Mark™), to DBG Partners, Inc. (“Applicant”), and hereby
opposes same.

Opposer alleges upon personal knowledge for its own acts and upon
information and belief with respect to all other matters, as follows:

The CITI Marks

1. At all relevant times, Opposer was and is a leading financial services
company that owns a famous family of CITI service marks and trademarks.

2. The mark CITL U.S. Reg. No. 1,181,467, was federally registered on
December 8, 1981, and has since reached incontestable status pursuant to 15 U.S.C. §

1065.



3. For the last four decades, Opposer and its operating affiliates have
offered, throughout the United States and worldwide, a variety of services and products
under numerous CITI marks, including, without limitation, the following: CITI,1 U.S.
Reg. No. 1,181,467; CITIBANK, U.S. Reg. No. 691,815; CITICORP, U.S. Reg. No.
982,066; CITIGROUP, U.S. Reg. No. 2,406,753; CITIFINANCIAL, U.S. Reg. No.
2,951,903; CITI THANKYOU, U.S. Reg. No. 3,956,034; CITI KIDS, U.S. Reg. No.
4,658,858; THANKYOU FROM CITI, Serial No. 85/960,267; CITI FOUNDATION
(common law). These marks, as well as additional federally registered, applied-for, and/or
common law CITI marks upon which Opposer intends to rely in this proceeding, are
identified in Exhibit A hereto.”

4. The marks identified in Exhibit A constitute a family of CITI Marks.

5. Many years before the date upon which Applicant filed its Intent to Use
application for Applicant’s Mark, Opposer began offering incentive award programs in
connection with one or more of its CITI Marks, under which, for instance, consumers
could use credit cards branded with one or more CITI Marks to earn points for subsequent
redemption for rewards.

6. For several years, Opposer has offered an online portal on its website to
allow consumers to redeem points for various rewards including flights, hotels, rental cars,
travel packages, gift cards, consumer products, and events (including local events). At the
top of the current iteration of this website (www.thankyou.com), it prominently states

“Welcome to ThankYou® Rewards.” Further down the page it states “Important notice

' The highlighting in bold of certain of these CITI Marks indicates that such marks have
reached incontestable status under 15 U.S.C. § 1065.

2 Opposer reserves the right to revise and/or supplement this chart.
































































































































































































































































































































































































































































































































































































































































































































































































































































































