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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Boy Scouts of America

Granted to Date 03/04/2015
of previous ex-
tension

Address 1325 West Walnut Hill Lane P.O. Box 152079
Irving, TX 75015-2079
UNITED STATES

Attorney informa- | Gary A. Hecht, Esq.

tion Fox Rothschild LLP

P.O. Box 5231

Princeton, NJ 08543-5231

UNITED STATES

ghecht@foxrothschild.com, dmcgregor@foxrothschild.com, ipdock-
et@foxrothschild.com, bstaufenberg@foxrothschild.com, rwood-
bridge@foxrothschild.com, Phone:215-299-2416

Applicant Information

Application No 86271789 Publication date 11/04/2014
Opposition Filing 03/04/2015 Opposition Peri- 03/04/2015
Date od Ends

Applicant Scout's Honor Paper, LLC

209 College St.
Burlington, VT 05401
UNITED STATES

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Paper gift cards; Paper stationery; Station-
ery writing paper and envelopes; Envelopes; Envelope paper; Greeting cards; Postcards; Invitation
cards; Announcement cards; Place cards; Printed recipe cards; Bookmarks; Holiday cards; Note
cards; Cachet; Place cards; Calendars; Paper gift tags; Paper gift bags; Gift wrap paper; Paper; Pa-
per gift cards; Gift bags;Gift wrap paper; Coasters made of Paper; Paper note tablets; Note books;
Blank journals; Desk blotters; Rubber stamps; Photo albums; Day planners; Address books; Cards,
namely, customized stationery,invitations, and greeting cards; Paintings and their reproductions; Art
prints;lllustrations; Posters; All of the foregoing made of paper

Class 042. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Graphic design services, namely, designof
custom stationery, invitations, envelopes, envelope liners, greeting cards, postcards, invitations, an-
nouncements, place cards, recipe cards, bookmarks, holiday cards, note cards, letter seals, escort
cards, calendars, gift tags, paper gift ware, namely, paper gift tags, paper gift bags, gift wrap paper,
paper and paper gift cards, gift bags and gift wrap made of paper, paper coasters, note pads, note-
books, journals, desk blotters, rubber stamps, photo albums, planners, address books; Graphic



http://estta.uspto.gov

design services for design of paintings and their reproductions, art prints, illustrations, and posters;
Graphic design services for design of graphic elements of corporate logos; Providing graphic and
multimedia design services for the purpose of promoting the goods and services of others

Grounds for Opposition

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Other Exclusive Rights Under 36 U.S.C. A§30905
Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1370697 Application Date 04/09/1984

No.

Registration Date | 11/12/1985 Foreign Priority NONE

Date

Word Mark

VARSITY SCOUT

Design Mark

Description of
Mark

NONE

Goods/Services Class 200. First use: First Use: 1978/00/00 First Use In Commerce: 1978/00/00
INDICATION OF MEMBERSHIP IN A SCOUTING ORGANIZATION FOR
YOUNG MEN

U.S. Registration | 1695120 Application Date 12/21/1990

No.

Registration Date | 06/16/1992 Foreign Priority NONE

Date

Word Mark SCOUTMASTER

Design Mark

Description of NONE

Mark

Goods/Services

Class 200. First use: First Use: 1910/00/00 First Use In Commerce: 1910/00/00
indicating membership in a scouting organization for boys

U.S. Registration | 1215939 Application Date 02/17/1981
No.
Registration Date | 11/09/1982 Foreign Priority NONE

Date

Word Mark

BOY SCOUTS OF AMERICA

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1911/01/31 First Use In Commerce: 1911/01/31

Items of Clothing Forming Part of a Uniform Consisting of Shirts, Pants, Shorts,
Skirts, [ Dresses, ] Belts, Socks, Hats, and Neckerchiefs

U.S. Registration | 1215938 Application Date 02/17/1981
No.
Registration Date | 11/09/1982 Foreign Priority NONE




Date

Word Mark CUB SCOUTS
Design Mark
Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1930/04/01 First Use In Commerce: 1930/04/01

Items of Clothing Forming Part of a Uniform Consisting of Dress Shirts, T-Shirts,
Pants, Shorts, Belts, Socks, Hats, and Neckerchiefs

U.S. Registration | 1363872 Application Date 11/26/1984

No.

Registration Date | 10/01/1985 Foreign Priority NONE
Date

Word Mark BOY SCOUTS OF AMERICA

Design Mark

Description of
Mark

NONE

Goods/Services

Class 200. First use: First Use: 1910/00/00 First Use In Commerce: 1910/00/00
TO INDICATE MEMBERSHIP IN AN ORGANIZATION FOR YOUNG MEN

U.S. Registration | 1701404 Application Date 04/01/1991

No.

Registration Date | 07/21/1992 Foreign Priority NONE
Date

Word Mark CUB SCOUTS

Design Mark

Description of NONE

Mark

Goods/Services

Class 006. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
metal keyrings [ and statuettes ]

Class 008. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
pocket knives

Class 009. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
[ binoculars ]

Class 014. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
jewelry and watches

Class 016. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00

publications; namely, manuals, activitybooks and guide books concerning
sportsand scouting activities; stationery; paper weights; [ pens, ] pencils, [ let-
teropeners; | bookmarks; tableclothes [ and placemats ] of paper

Class 018. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
backpacks, beltpacks, book bags and wallets
Class 021. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00

[ canteens, ] mugs, cups, plates, [ bowls, ] toothbrushes [ ; combs, comb and
nail clipper sets, and soap caddy ]

Class 026. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
embroidered emblems and cloth patches for clothing

U.S. Registration

1702357 | Application Date 03/28/1991




No.

Registration Date | 07/21/1992 Foreign Priority NONE
Date

Word Mark CUB SCOUTS

Design Mark

Description of NONE

Mark

Goods/Services

Class 200. First use: First Use: 1945/00/00 First Use In Commerce: 1945/00/00
indicating membership in an organization for boys

U.S. Registration | 1725084 Application Date 11/25/1991

No.

Registration Date | 10/20/1992 Foreign Priority NONE
Date

Word Mark BOY SCOUTS OF AMERICA

Design Mark

Description of
Mark

NONE

Goods/Services

Class 008. First use: First Use: 1911/00/00 First Use In Commerce: 1911/00/00
pocket knives, utility knives and lock back knives
Class 011. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00

[ flint and steel fire-making set consisting of tinder, flint, steel bar and instruc-
tions |

Class 014. First use: First Use: 1940/00/00 First Use In Commerce: 1940/00/00
jewelry; namely, rings and pins
Class 016. First use: First Use: 1911/00/00 First Use In Commerce: 1911/00/00

stationery, activity books and manuals,concerning outdoor activities, crafts, and
requirement of applicant's organization, decals, desk sets with pen and pen
holder, pen and pencil sets, printed certificates

Class 020. First use: First Use: 1940/00/00 First Use In Commerce: 1940/00/00
[ hand-held mirrors, ] plagues

Class 021. First use: First Use: 1940/00/00 First Use In Commerce: 1940/00/00
non-electric toothbrush, [ soap holder caddy, ] and mugs

Class 024. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
[ pennants, not of paper ]

Class 028. First use: First Use: 1970/00/00 First Use In Commerce: 1970/00/00
[ balloons ]

U.S. Registration | 2578122 Application Date 04/10/2001

No.

Registration Date | 06/11/2002 Foreign Priority NONE
Date

Word Mark SEA SCOUTS




Design Mark

SEA SCOUTS

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1915/12/31 First Use In Commerce: 1915/12/31

EDUCATIONAL SERVICES, NAMELY, A CO-EDUCATIONAL PROGRAM FOR
YOUNG ADULTS IN THE FIELD OF BOATING, SAILING, RAFTING AND
SCUBA DIVING

U.S. Registration | 2726615 Application Date 01/08/2002

No.

Registration Date | 06/17/2003 Foreign Priority NONE
Date

Word Mark

NATIONAL SCOUTING MUSEUM

Design Mark

NATIONAL SCOUTING MUSEUM

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 1986/12/31 First Use In Commerce: 1986/12/31

PRINTED MATTER, NAMELY, STATIONERY, NOTE CARDS, [ NOTE PADS, ]
BROCHURES FEATURING INFORMATION ABOUT MUSEUM SERVICES,
SPECIAL EVENTS AND EXHIBITS; [ BUMPER STICKERS; ] POSTERS; [
CALENDARS; ] PENS AND PENCILS [; AND TEMPORARY TATTOOS ]

Class 021. First use: First Use: 1986/12/31 First Use In Commerce: 1986/12/31
[MUGS]
Class 025. First use: First Use: 1986/12/31 First Use In Commerce: 1986/12/31

CLOTHING, NAMELY, SHIRTS AND HATS; UNIFORMS FOR VOLUNTEER
AND STAFF MEMBERS

Class 026. First use: First Use: 1986/12/31 First Use In Commerce: 1986/12/31
CLOTH PATCHES FOR CLOTHING
Class 041. First use: First Use: 1959/12/31 First Use In Commerce: 1959/12/31

MUSEUM SERVICES, NAMELY, PROMOTING THE HISTORY OF A SCOUT-
ING ORGANIZATION; MUSEUM SERVICES PROVIDED VIA THE INTERNET
INTHE FIELD OF PROMOTING THE HISTORY OF ASCOUTING ORGANIZA-
TION

U.S. Registration | 1213650 Application Date 04/27/1981

No.

Registration Date | 10/19/1982 Foreign Priority NONE
Date

Word Mark

EAGLE SCOUT




Design Mark

Description of
Mark

The mark consists of the words "Eagle Scout" with Eagle design.

Goods/Services

Class 200. First use: First Use: 1911/03/31 First Use In Commerce: 1911/03/31
Indicating Membership in an Organization for Boys to Promote Moral, Physical

and Spiritual Development

U.S. Registration | 1197851 Application Date 10/20/1980

No.

Registration Date | 06/15/1982 Foreign Priority NONE
Date

Word Mark SCOUTING

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 1913/04/30 First Use In Commerce: 1913/04/30
Magazine for Adult Leaders in Scouting for Providing Scouting Instruction to

Boys and Young Men

U.S. Registration | 3877547 Application Date 02/24/2009
No.
Registration Date | 11/16/2010 Foreign Priority NONE

Date

Word Mark

EAGLE SCOUT




Design Mark

EAGLE SCOUT

Description of
Mark

NONE

Goods/Services

Class 200. First use: First Use: 1912/08/12 First Use In Commerce: 1912/08/12
Indicating membership in a(n) ORGANIZATION FOR BOYS AND YOUNG MEN

U.S. Registration | 4443273 Application Date 04/12/2013
No.
Registration Date | 12/03/2013 Foreign Priority NONE

Date

Word Mark

SCOUTSTUFF.ORG

Design Mark

SCOUTSTUFF.ORG

Description of
Mark

NONE

Class 035. First use: First Use: 2005/07/01 First Use In Commerce: 2005/07/01

Online retail store services featuring clothing and apparel, literature, camping
equipment, craft supplies, and home and gift wares

Goods/Services

U.S. Application 89000095 Application Date 10/23/1969

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark BOY SCOUTS OF AMERICA

Design Mark

Description of TITLE OF ORGANISATION

Mark

Goods/Services

U.S. Application 89001573 Application Date 08/12/1998

No.

Registration Date | NONE Foreign Priority NONE
Date




Word Mark BOY SCOUTS OF AMERICA
pestom A QY SCOUTS O C
BOY UTS OF AMERICA
Description of NONE
Mark
Goods/Services
U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE
Word Mark SCOUT
Goods/Services to identify a member of Opposer#s organization and Opposer#s
goods and services
U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE
Word Mark SCOUTS
Goods/Services to identify membership in Opposer#s organization, troops and units of
Opposer, and goods and services of Opposer
U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE
Word Mark SCOUTING
Goods/Services in association with Opposer#s organization, participation in Op-
poser#s programs and activities, and goods and services of Opposer
Attachments 76238519#TMSN.png( bytes )
76356544#TMSN.png( bytes )
7330766 7#TMSN.png( bytes )
77676931#TMSN.png( bytes)
85902497#TMSN.png( bytes )
89001573#TMSN.png( bytes)
Notice of Opposition - Scout's Honor Paper.pdf(307030 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /-d-/
Name Deanna M. McGregor
Date 03/04/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 86271789
For the mark: “SCOUT'S HONOR PAPER”

Boy Scouts of America, : Opposition No.

Opposer,
NOTICE OF OPPOSITION

V.
Scout's Honor Paper, LLC,

Applicant.

NOTICE OF OPPOSITION

Opposer, Boy Scouts of America, believes that it will be damaged by registration
of the mark “SCOUT'S HONOR PAPER”, which is the subject of U.S. Trademark
Application Serial Nos. 86271789, and hereby opposes registration of said mark. In
support of its Opposition, Opposer alleges the following:

1. Opposer, Boy Scouts of America, (hereinafter “Boy Scouts” or “Opposer”),
is a federally chartered corporation organized under laws of the United States of
America with a business address of 1325 West Walnut Hill Lane, P.O. Box 152079,
Irving, Texas 75015-2079.

2. Scout's Honor Paper, LLC, dba TA Scout's Honor Paper (hereinafter
“SHP” or “Applicant”) is a limited liability company organized under the laws of Vermont
having a mailing address of 209 College St., Burlington, Vermont 05401

3. Applicant filed U.S. Trademark Application Serial No. 86271789 (the
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“Application”) seeking to register the mark “SCOUT'S HONOR PAPER” in standard

character (the “Applicant’s Mark”) for the following goods and services:
“Paper qift cards; Paper stationery; Stationery writing paper and envelopes;
Envelopes; Envelope paper; Greeting cards; Postcards; Invitation cards;
Announcement cards; Place cards; Printed recipe cards; Bookmarks; Holiday
cards; Note cards; Cachet; Place cards; Calendars; Paper gift tags; Paper gift
bags; Gift wrap paper; Paper; Paper gift cards; Gift bags; Gift wrap paper;
Coasters made of Paper; Paper note tablets; Note books; Blank journals; Desk
blotters; Rubber stamps; Photo albums; Day planners; Address books; Cards,
namely, customized stationery, invitations, and greeting cards; Paintings and
their reproductions; Art prints; lllustrations; Posters; All of the foregoing made of

paper” in international class 16, and

Graphic design services, namely, design of custom stationery, invitations,
envelopes, envelope liners, greeting cards, postcards, invitations,
announcements, place cards, recipe cards, bookmarks, holiday cards, note
cards, letter seals, escort cards, calendars, gift tags, paper gift ware, namely,
paper gift tags, paper gift bags, gift wrap paper, paper and paper gift cards, gift
bags and gift wrap made of paper, paper coasters, note pads, notebooks,
journals, desk blotters, rubber stamps, photo albums, planners, address books;
Graphic design services for design of paintings and their reproductions, art prints,
illustrations, and posters; Graphic design services for design of graphic elements

of corporate logos; Providing graphic and multimedia design services for the
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purpose of promoting the goods and services of others in international class 42.

4, The application was filed on May 05, 2014 on the basis of “intent to use”.

5. Applicant’s earliest priority date is May 05, 2014.

6. Opposer is a well-known youth organization in the United States.
Beginning around February 8, 1910, and continuing to the present, Opposer has been
engaged in the organization and management of programs for young people.

7. Opposer operates various programs for boys and young men, which
programs include CUB SCOUTS, BOY SCOUTS, SEA SCOUTS and EAGLE SCOUTS
and which, in addition to the name Boys Scouts of America, SCOUTS, SCOUT, and
SCOUTING, are well known and famous names and identities of Opposer (the names
and identities identified in this paragraph are collectively referred to herein as Opposer’s
“SCOUT NAMES AND IDENTITIES”). Opposer has used and or been known by its
SCOUT NAMES AND IDENTITIES prior to the filing date of the Application, and before
any date of actual first use which may be claimed by the Applicant.

8. Opposer adopted and began using marks incorporating the term “SCOUT”
since as early as 1910 (Opposer’s marks and trade names incorporating “SCOUT”,
registered and unregistered, are collectively referred to herein as “Opposer’s Scout
Marks” or “Scout Marks”).

9. In addition to its various programs, BSA operates retail stores, including
an online retail store at scoutstuff.org, that sells various goods and services in
connection with its various marks that contain the term “Scout”. These goods and
services, including stationery items, are offered to the general public.

10. Opposer has used its Scout Marks in the United States long prior to the
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filing date of the Application, and long before the date of actual first use claimed by the

Applicant.

11. Opposer is the owner of, and will rely on herein, the following valid and

subsisting United States trademark registrations which include trademarks, service

marks, and collective marks (collectively, “Opposer’s Registered Scout Marks”):

MARK/TYPE

U.S. REG.
NO.

REG. DATE

REPRESENTATIVE
GOODS/SERVICES

VARSITY SCOUT

1370697

November 12,
1985

Indication of membership in a
scouting organization for young
men

SCOUTMASTER

1695120

June 16, 1992

Indicating membership in a
scouting organization for boys

BOY SCOUTS OF
AMERICA

1215939

November 9, 1982

Items of clothing forming part of a
uniform consisting of shirts,
pants, shorts, skirts, belts, socks,
hats, and neckerchiefs

CUB SCOUTS

1215938

November 9, 1982

Items of clothing forming part of a
uniform consisting of dress shirts,
t-shirts, pants, shorts, belts,
socks, hats, and neckerchiefs

BOY SCOUTS OF
AMERICA

1363872

October 1, 1985

To indicate membership in an
organization for young men.

CUB SCOUTS

1701404

July 21, 1992

Embroidered emblems and cloth
patches for clothing; metal
keyrings; pocket knives; jewelry
and watches; publications;
namely, manuals, activity books
and guide books concerning
sports and scouting activities;
stationery; paper weights;
pencils, bookmarks; tableclothes
of paper; backpacks, beltpacks,
book bags and wallets; mugs,
cups, plates, toothbrushes

CUB SCOUTS

1702357

July 21, 1992

Indicating membership in an
organization for boys
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MARK/TYPE

U.S. REG.
NO.

REG. DATE

REPRESENTATIVE
GOODS/SERVICES

BOY SCOUTS OF
AMERICA

1725084

October 20, 1992

Pocket knives, utility knives and
lock back knives; jewelry;
namely, rings and pins
stationery, activity books and
manuals, concerning outdoor
activities, crafts, and requirement
of applicant's organization,
decals, desk sets with pen and
pen holder, pen and pencil sets,
printed certificates; plaque;

SEA SCOUTS

2578122

March 19, 2002

Educational services, namely, a
co-educational program for
young adults in the field of
boating, sailing, rafting and
scuba diving

NATIONAL
SCOUTING
MUSEUM

2726615

June 17, 2003

printed matter, namely,
stationery, note cards, brochures
featuring information about
museum services, special events
and exhibits; posters; pens and
pencils

EAGLE SCOUT

1213650

October 19, 1982

Indicating membership in an
organization for boys to promote
moral, physical and spiritual
development

SCOUTING

1197851

June 15, 1982

Magazine for adult leaders and
scouting for providing Scouting
instruction to boys and young
men

EAGLE SCOUT

3877547

November 16,
2010

Indicating membership in a(n)
organization for boys and young
men

SCOUTSTUFF.ORG

4443273

December 3, 2013

Online retail store services
featuring clothing and apparel,
literature, camping equipment,
craft supplies, and home and gift
wares.

True and correct copies of the pleaded registrations taken from the U.S. Patent and

Trademark Office’s database and showing the current status and title of the

registrations are attached hereto as Exhibit A.
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12. Inview of Opposer’s Registered Scout Marks, Opposer has priority in this
Opposition.

13. Opposer also is the owner of and will rely on herein the following “89"
series code applications on file with the PTO (also referred to as non-registration

records) resulting from its ownership and use of its Scout Marks.

MARK Application No. | DATE GOODS/SERVICES

BOY SCOUTS OF 89000095 October 23, 1969 | Special designation -

AMERICA all international
classes

BOY SCOUTS OF 89001573 August 12, 1998 | Special designation -

AMERICA all international
classes

The basis for these records is 36 U.S.C. 8§ 30905, a federal statute providing Opposer
the exclusive right to use emblems, badges, descriptive or designating marks, and
words or phrases it adopts.

14.  Opposer also has and will assert its common-law rights resulting from its
ownership and use of its unregistered Scout Marks in connection with its various goods
and services, and its common law rights in Scout Marks that the public has adopted and
uses to refer to Opposer and its goods and services. Such marks include various
trademarks, service marks, collective marks, and trade name uses, which uses have not
been abandoned, are distinctive or have obtained secondary meaning, and which have
been valid and continuous since a date prior to the filing date of the Applications, prior
to the claimed priority date, and prior to Applicant’s first use of its marks. Such common
law Scout Marks include the following: (1) SCOUT as used to identify a member of

Opposer’s organization and Opposer’s goods and services; (2) SCOUTS as used to
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identify membership in Opposer’s organization, troops and units of Opposer, and goods
and services of Opposer; and (3) SCOUTING as used in association with Opposer’s
organization, participation in Opposer’s programs and activities, and goods and services
of Opposer.

15. Opposer’s Scout Marks constitute a family of marks that include the term
“SCOUT".

16. Opposer has established a valuable reputation and goodwill in its Scout
Marks by reason of its long use, extensive promotion, and sale of goods and services
utilized in association with its Scout Marks.

17.  As aresult of Opposer’s long use and extensive marketing efforts,
Opposer’s Scout Marks are well known, and the public has come to associate Opposer
with said Scout Marks.

18. Applicant’'s Mark as proposed for registration is substantially similar to
Opposer’s Scout Marks.

19. The goods and services for which Applicant seeks to register Applicant’s
Mark is similar or related to the goods and services for which Opposer uses and/or has

registered its Scout Marks.

FIRST GROUND FOR RELIEF
EXCLUSIVE RIGHTS UNDER 36 U.S.C. 830905

20. Opposer repeats and realleges each and every allegation set forth in
paragraphs 1 through 19 herein.

21. Congress, in 36 U.S.C. 830905, granted Opposer “the exclusive right to
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use emblems, badges, descriptive or designating marks, and words or phrases” that it
adopts.

22.  The rights granted under 36 U.S.C. 830905 to Opposer include the
exclusive right to Opposer’s Scout Marks as used in the United States.

23.  Applicant’s use and/or registration of Applicant’s Mark is in direct

contravention and derogation of the rights granted to Opposer by Congress.

SECOND GROUND FOR RELIEF
LIKELIHOOD OF CONFUSION - 15 U.S.C. 1052(d)

24. Opposer repeats and realleges each and every allegation set forth in
paragraphs 1 through 23 herein.

25.  Applicant’'s Mark so resembles Opposer’s Scout Marks, when used on or
in connection with the goods and services of Applicant, as to be likely to cause

confusion, or to cause mistake, or to deceive.

THIRD GROUND FOR RELIEF
FALSE ASSOCIATION - 15 U.S.C. 1052(a)

26. Opposer repeats and realleges each and every allegation set forth in
paragraphs 1 through 25 herein.

27. Applicant’s Mark is the same as or a close approximation of Opposer’s
SCOUT NAMES AND IDENTITIES as identified above.

28. Applicant’'s Mark, when used on or in connection with the goods and
services of Applicant, would be viewed by consumers as pointing uniquely and

unmistakably to Opposer.
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29. Opposer is not connected with the goods and services sold or to be sold
by Applicant under Applicant’s Mark.

30. The fame or reputation of Opposer is of such a nature that a connection
with Opposer would be presumed by consumers when Applicant’'s Mark is used on its

goods and services.

FOURTH GROUND FOR RELIEF
DILUTION - 15 U.S.C. 1125(c)

31. Opposer repeats and realleges each and every allegation set forth in
paragraphs 1 through 30 herein.

32. Opposer’'s Scout Marks are distinctive and famous.

33. Opposer’s Scout Marks have been famous from a time prior to the filing
date of the Applications, from a time prior to the claimed priority date, and from a time
prior to Applicant’s first use of Applicant’'s Mark.

34. Applicant’'s Mark is likely to cause dilution by blurring the distinctive quality

of Opposer’s Scout Marks.

35. If Applicant were granted registration of the Application herein opposed, it
would thereby obtain at least a prima facie exclusive right to the use of Applicant’s

Mark. Such registration would be a source of damage and injury to Opposer.

WHEREFORE, Opposer prays that its consolidated opposition to the registration

of U.S. Trademark Application Serial No. 86271789 be sustained and that Applicant’s

Mark be refused registration.
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Dated: March 4, 2015
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Respectfully submitted,

[gah/

Gary A. Hecht

Christopher D. Olszyk, Jr.

Fox Rothschild LLP

2000 Market Street, 20th Floor
Philadelphia, PA 19103

(215) 299-2416

ATTORNEYS FOR OPPOSER



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 86271789
For the mark: “SCOUT'S HONOR PAPER”

Boy Scouts of America, : Opposition No.
Opposer,
V.
Scout's Honor Paper, LLC,

Applicant.

CERTIFICATE OF SERVICE

The undersigned hereby certifies that the above Consolidated Notice of Opposition and
attachments were served on Applicant on the date listed below by first class mail,
postage prepaid, addressed as follows:

Justin W. Mccabe

Dunkiel Saunders Elliott Raubvogel & Hand

91 College St
Burlington, Vermont 05401-8426

[-d-/
Deanna M. McGregor

Dated: 4 March 2015
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Exhibit A

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 86271789
For the mark: “SCOUT'S HONOR PAPER”

Boy Scouts of America, : Opposition No.
Opposer,
V.
Scout's Honor Paper, LLC,

Applicant.
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IC 200. US 200. G & S: indicating membership in a scouting organization for boys. FIRST USE: 19100000.
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BOY SCOUTS OF AMERICA

IC 025. US 022 039. G & S: ltems of Clothing Forming Part of a Uniform Consisting of Shirts, Pants, Shorts, Skirts, [
Dresses, ] Belts, Socks, Hats, and Neckerchiefs. FIRST USE: 19110131. FIRST USE IN COMMERCE: 19110131

(1) TYPED DRAWING

73297300
February 17, 1981
1A

1A
August 17, 1982

1215939

November 9, 1982

(REGISTRANT) Boy Scouts of America federally chartered corporation UNITED STATES 1325 Walnut Hill Lane P.O.
Box 152079 IRVING TEXAS 750152079

Richard C. Woodbridge
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PRINCIPAL
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Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition

Registration
Number

Registration Date

Owner

Attorney of
Record

Prior
Registrations

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

BOY SCOUTS OF AMERICA

IC 200. US 200. G & S: TO INDICATE MEMBERSHIP IN AN ORGANIZATION FOR YOUNG MEN. FIRST USE:
19100000. FIRST USE IN COMMERCE: 19100000

(1) TYPED DRAWING

73510448
November 26, 1984
1A

1A
July 23, 1985

1363872

October 1, 1985

(REGISTRANT) BOY SCOUTS OF AMERICA CORPORATION UNITED STATES 1325 WALNUT HILL LANE
IRVING TEXAS 750152079

RICHARD C. WOODBRIDGE,

1197851;1210130;1213650;1215938;1215939;1216178;1216179;1221222;1230012; 1245661;1318324;AND
OTHERS

COLLECTIVE MEMBERSHIP MARK

PRINCIPAL-2(F)

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20060705.
1ST RENEWAL 20060705

LIVE
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Typed Drawing

Word Mark CUB SCOUTS

Goods and IC 006. US 002 012 013 014 023 025 050. G & S: metal keyrings [ and statuettes ]. FIRST USE: 19500000. FIRST
Services USE IN COMMERCE: 19500000

IC 008. US 023. G & S: pocket knives. FIRST USE: 19500000. FIRST USE IN COMMERCE: 19500000

(CANCELLED) IC 009. US 021 023 026 036 038. G & S: [ binoculars ]. FIRST USE: 19500000. FIRST USE IN
COMMERCE: 19500000

IC 014. US 027 028. G & S: jewelry and watches. FIRST USE: 19500000. FIRST USE IN COMMERCE: 19500000

IC 016. US 002 005 022 023 029 037 038 050. G & S: publications; namely, manuals, activity books and guide books
concerning sports and scouting activities; stationery; paper weights; [ pens, ] pencils, [ letter openers; ] bookmarks;
tableclothes [ and placemats ] of paper. FIRST USE: 19500000. FIRST USE IN COMMERCE: 19500000

IC 018. US 003 037. G & S: backpacks, beltpacks, book bags and wallets. FIRST USE: 19500000. FIRST USE IN
COMMERCE: 19500000

IC 021. US 002 013 023 029 030 033 040 050. G & S: [ canteens, ] mugs, cups, plates, [ bowls, ] toothbrushes [ ;
combs, comb and nail clipper sets, and soap caddy ]. FIRST USE: 19500000. FIRST USE IN COMMERCE: 19500000

IC 026. US 040. G & S: embroidered emblems and cloth patches for clothing. FIRST USE: 19500000. FIRST USE IN
COMMERCE: 19500000

Mark

Drawing (1) TYPED DRAWING
Code

Serial

Number 74152605
Filing Date  April 1, 1991
Curfent 1A

Basis

Original

Filing Basis 1A
Published

for April 28, 1992
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Change In
Registration

Registration

CHANGE IN REGISTRATION HAS OCCURRED

Number 1701404

Registration

Date July 21, 1992

Owner (REGISTRANT) Boy Scouts of America CORPORATION UNITED STATES 1325 West Walnut Hill Lane P.O. Box

152079 Irving TEXAS 750152079

Attorney of
Record

Prior
Registrations 1215938

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20011119. PARTIAL SECTION 8(10-YR) 20120309.
Renewal 2ND RENEWAL 20120309

Live/Dead
Indicator
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Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition

Registration
Number

Registration Date

Owner

Attorney of
Record

Prior Registrations

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

CUB SCOUTS

IC 200. US 200. G & S: indicating membership in an organization for boys. FIRST USE: 19450000. FIRST USE
IN COMMERCE: 19450000

(1) TYPED DRAWING

74153376
March 28, 1991
1A

1A
April 28, 1992

1702357

July 21, 1992

(REGISTRANT) Boy Scouts of America CORPORATION UNITED STATES 1325 West Walnut Hill Lane P.O.
Box 152079 Irving TEXAS 750152079

RICHARD C WOODBRIDGE

1215938

COLLECTIVE MEMBERSHIP MARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120114.
2ND RENEWAL 20120114

LIVE
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Typed Drawing

Word Mark BOY SCOUTS OF AMERICA
Goods and IC 008. US 023. G & S: pocket knives, utility knives and lock back knives. FIRST USE: 19110000. FIRST USE IN
Services COMMERCE: 19110000

(CANCELLED) IC 011. US 013 021 023 031 034. G & S: [ flint and steel fire-making set consisting of tinder, flint, steel
bar and instructions ]. FIRST USE: 19500000. FIRST USE IN COMMERCE: 19500000

IC 014. US 028. G & S: jewelry; namely, rings and pins. FIRST USE: 19400000. FIRST USE IN COMMERCE:
19400000

IC 016. US 037 038. G & S: stationery, activity books and manuals, concerning outdoor activities, crafts, and
requirement of applicant's organization, decals, desk sets with pen and pen holder, pen and pencil sets, printed
certificates. FIRST USE: 19110000. FIRST USE IN COMMERCE: 19110000

IC 020. US 002 013 022 025 032 050. G & S: [ hand-held mirrors, ] plaques. FIRST USE: 19400000. FIRST USE IN
COMMERCE: 19400000

IC 021. US 002 013 023 029 030 033 040 050. G & S: non-electric toothbrush, [ soap holder caddy, ] and mugs.
FIRST USE: 19400000. FIRST USE IN COMMERCE: 19400000

(CANCELLED) IC 024. US 042 050. G & S: [ pennants, not of paper ]. FIRST USE: 19500000. FIRST USE IN
COMMERCE: 19500000

(CANCELLED) IC 028. US 022 023 038 050. G & S: [ balloons ]. FIRST USE: 19700000. FIRST USE IN COMMERCE:

19700000
Mark
Drawing (1) TYPED DRAWING
Code
Serial
Number 74224874
Filing Date November 25, 1991
Curfent 1A
Basis
Original
Filing Basis 1A
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Trademark Electronic Search System (TESS)

Published

for July 28, 1992
Opposition
Change In
Registration

Registration

CHANGE IN REGISTRATION HAS OCCURRED

Nombor 1725084

Registration ., o 20, 1992

Date

Owner (REGISTRANT) BOY SCOUTS OF AMERICA CORPORATION CHARTERED BY AN ACT OF CONGRESS UNITED

STATES 1325 West Walnut Hill Lane P.O. Box 152079 Irving TEXAS 750152079

Attorney of 2icHARD C WOODBRIDGE

Record

Type of 1o ADEMARK

Mark

Register PRINCIPAL

?;:?a‘"t SECT 15. PARTIAL SECT 8 (6-YR). SECTION 8(10-YR) 20020125. PARTIAL SECTION 8(10-YR) 20121018.
Renewal 2ND RENEWAL 20121018

leg/Dead LIVE

Indicator
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Assignments on the Web > Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 74224874

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Web interface last modified: July 25, 2014 v.2.5
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Please logout when you are done to release system resources allocated for you.
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SEA SCOUTS

Word Mark SEA SCOUTS

Goods and IC 041. US 100 101 107. G & S: EDUCATIONAL SERVICES, NAMELY, A CO-EDUCATIONAL PROGRAM FOR

Services YOUNG ADULTS IN THE FIELD OF BOATING, SAILING, RAFTING AND SCUBA DIVING. FIRST USE: 19151231.
FIRST USE IN COMMERCE: 19151231

Mark

Drawing (1) TYPED DRAWING

Code

Serial
Number
Filing Date April 10, 2001
Current

Basis

Original

Filing Basis

Published

for March 19, 2002
Opposition
Registration
Number
Registration
Date

Owner (REGISTRANT) Boy Scouts of America CORPORATION TEXAS 1325 West Walnut Hill Lane P.O. Box 152079 Irving
TEXAS 750152079

76238519

1A

2578122

June 11, 2002

Attorney of
Record

Type of

Richard C. Woodbridge
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SERVICE MARK

Mark

Register  PRINCIPAL-2(F)

?gfa"“ SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120604
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Assignments on the Web > Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 76238519
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1
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NATIONAL SCOUTING MUSEUM

Word Mark  NATIONAL SCOUTING MUSEUM

Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATTER, NAMELY, STATIONERY, NOTE CARDS,

Services [ NOTE PADS, ] BROCHURES FEATURING INFORMATION ABOUT MUSEUM SERVICES, SPECIAL EVENTS AND
EXHIBITS; [ BUMPER STICKERS; ] POSTERS; [ CALENDARS; ] PENS AND PENCILS [; AND TEMPORARY
TATTOOS ]. FIRST USE: 19861231. FIRST USE IN COMMERCE: 19861231

(CANCELLED) IC 021. US 002 013 023 029 030 033 040 050. G & S: [ MUGS ]. FIRST USE: 19861231. FIRST USE
IN COMMERCE: 19861231

IC 025. US 022 039. G & S: CLOTHING, NAMELY, SHIRTS AND HATS; UNIFORMS FOR VOLUNTEER AND
STAFF MEMBERS. FIRST USE: 19861231. FIRST USE IN COMMERCE: 19861231

IC 026. US 037 039 040 042 050. G & S: CLOTH PATCHES FOR CLOTHING. FIRST USE: 19861231. FIRST USE
IN COMMERCE: 19861231

IC 041. US 100 101 107. G & S: MUSEUM SERVICES, NAMELY, PROMOTING THE HISTORY OF A SCOUTING
ORGANIZATION; MUSEUM SERVICES PROVIDED VIA THE INTERNET IN THE FIELD OF PROMOTING THE
HISTORY OF A SCOUTING ORGANIZATION. FIRST USE: 19591231. FIRST USE IN COMMERCE: 19591231
Mark
Drawing (1) TYPED DRAWING
Code
Serial
Number

Filing Date  January 8, 2002

Current
Basis
Original
Filing Basis
Published
for March 25, 2003
Opposition
Change In
Registration

Registration

76356544

1A

1B

CHANGE IN REGISTRATION HAS OCCURRED
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Trademark Electronic Search System (TESS)

Number 2726615

Registration June 17, 2003

Date

Owner (REGISTRANT) Boy Scouts of America CORPORATION UNITED STATES 1325 West Walnut Hill Lane P.O. Box

152079 Irving TEXAS 750152079

Attorney of
Record

Prior
Registrations

Disclaimer  NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "MUSEUM" in International Class 41 only APART FROM
THE MARK AS SHOWN

Type of Mark TRADEMARK. SERVICE MARK

Lisa B. Lane, Esq.

1197851;1216178;1216179;2370065;AND OTHERS

Register PRINCIPAL-2(F)

Affidavit Text SECT 15. SECT 8 (6-YR). PARTIAL SECTION 8(10-YR) 20130602.
Renewal 1ST RENEWAL 20130602

leg/Dead LIVE

Indicator
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No assignment has been recorded at the USPTO

For Serial Number: 76356544

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Web interface last modified: July 25, 2014 v.2.5
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ress Howe | NewUser ] staucruren [Free For amowst oicr [SEARCH 0G | sorow | Here |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

( Use the "Back" button of the Internet Browser to return to TESS)

Word Mark EAGLE SCOUT

Goods and IC 200. US 200. G & S: Indicating Membership in an Organization for Boys to Promote Moral, Physical and Spiritual
Services Development. FIRST USE: 19110331. FIRST USE IN COMMERCE: 19110331

Mark Drawing
Code

Design Search 03.15.01 - Eagles

Code 03.15.19 - Birds or bats in flight or with outspread wings
03.15.24 - Stylized birds and bats
24.05.01 - Circular or elliptical seals; Seals, circular or elliptical

Serial Number 73307667
Filing Date April 27, 1981
Current Basis 1A

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Orlg_lnal Filing 1A

Basis

Published for ; , »7 1982
Opposition

Registration 1213650
Number

Registration October 19, 1982
Date

Owner (REGISTRANT) BOY SCOUTS OF AMERICA CORPORATION UNITED STATES P.O. BOX 152079 1325 WEST
WALNUT HILL LANE IRVING TEXAS 750152079

Attorney of
Record

I\Dni?:”pt'on of Color is not claimed as a feature of the mark. The mark consists of the words "Eagle Scout" with Eagle design.

RICHARD C. WOODBRIDGE, ESQ.
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Trademark Electronic Search System (TESS)

Type of Mark COLLECTIVE MEMBERSHIP MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20121011.
Renewal 2ND RENEWAL 20121011

Live/Dead

Indicator LIVE

ress Howe | NewUser ] staucrureo [Free FormferowsrocrJSEARCHOG | Tor | HELP |

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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€

Home| Site Index| Search Guides| Contacts| eBusiness| eBiz alerts| News Help

Assignments on the Web > Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 73307667

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Web interface last modified: July 25, 2014 v.2.5

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=73307667[3/2/2015 1:41:09 PM]


http://www.uspto.gov/index.html
http://assignments.uspto.gov/assignments/q
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://assignments.uspto.gov/assignments/q
http://assignments.uspto.gov/assignments/q?db=tm
http://www.uspto.gov/
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/web/menu/search.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/web/doc/privact.htm

Trademark Electronic Search System (TESS)

United States Patent and Trademark Office

Home| Site Index | Search| FAQ| Glossary Guides| Contacts| eBusiness | eBiz alerts' News| Help

United States Patent and Trademark Office
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TESS was last updated on Mon Mar 2 03:20:58 EST 2015

ress Howe | NewUser ] staucruren [Free For amowst oicr [SEARCH 0G | sorow | Here |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

( Use the "Back" button of the Internet Browser to return to TESS)

Typed

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition

Registration
Number

Registration
Date

Owner

Attorney of
Record

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

Drawing

SCOUTING

IC 016. US 038. G & S: Magazine for Adult Leaders in Scouting for Providing Scouting Instruction to Boys and
Young Men. FIRST USE: 19130430. FIRST USE IN COMMERCE: 19130430

(1) TYPED DRAWING

73282546
October 20, 1980
1A

1A
March 23, 1982
1197851

June 15, 1982

(REGISTRANT) Boy Scouts of America federally chartered corporation UNITED STATES 1325 WEST WALNUT
HILL LANE P.O. BOX 152079 IRVING TEXAS 750152079

Richard C. Woodbridge

TRADEMARK

PRINCIPAL-2(F)

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120604
2ND RENEWAL 20120604

LIVE

ress Howe | NewUser | swucrunen [Free Formferowstocr JSEARCHOG | tor ] Here |

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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No assignment has been recorded at the USPTO

For Serial Number: 73282546

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Web interface last modified: July 25, 2014 v.2.5

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT
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TESS was last updated on Mon Mar 2 03:20:58 EST 2015

ress Howe | NewUser ] staucruren [Free For amowst oicr [SEARCH 0G | sorow | Here |

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

( Use the "Back" button of the Internet Browser to return to TESS)

EAGLE SCOUT

Word Mark EAGLE SCOUT
Goods and IC 200. US 200. G & S: Indicating membership in a(n) ORGANIZATION FOR BOYS AND YOUNG MEN. FIRST
Services USE: 19120812. FIRST USE IN COMMERCE: 19120812
Standard
Characters
Claimed
:‘:"2;'; Drawing  4) STANDARD CHARACTER MARK
Trademark Search
Facility . - .
s COLLECTIVE-MARKS Names of collective organization memberships
Classification
Code
Serial Number 77676931
Filing Date February 24, 2009
Current Basis 1A
Original Filing
- 1B
Basis
Published for ;10 30, 2009
Opposition
Change In

. . CHANGE IN REGISTRATION HAS OCCURRED
Registration

Registration

Number 3877547
Registration Date November 16, 2010
Owner (REGISTRANT) Boy Scouts of America a non-profit corporation chartered by act of congress, 36 u.s.c. section

21 UNITED STATES P.O. Box 152079 1325 West Walnut Hill Lane Irving TEXAS 750152079
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Trademark Electronic Search System (TESS)

Attorney of
Record

Prior
Registrations

Type of Mark COLLECTIVE MEMBERSHIP MARK

Richard C. Woodbridge

1210130;1213650

Register PRINCIPAL
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No assignment has been recorded at the USPTO

For Serial Number: 77676931

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.5
Web interface last modified: July 25, 2014 v.2.5
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Please logout when you are done to release system resources allocated for you.

Record 1 out of 1
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