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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name 3rd Generation Enterprises Co., Corp.

Entity Corporation Citizenship New Jersey

Address P.O. Box 1222
Englewood Cliffs, NJ 07632
UNITED STATES

Attorney informa-
tion

Marc P. Misthal
Gottlieb, Rackman & Reisman, P.C.
270 Madison Avenue
New York, NY 10016
UNITED STATES
efiling@grr.com, jpurow@grr.com, mmisthal@grr.com Phone:(212) 684-3900

Applicant Information

Application No 86337103 Publication date 12/23/2014

Opposition Filing
Date

01/22/2015 Opposition Peri-
od Ends

01/22/2015

Applicant Day's Beverages, Inc.
529 Guinevere Drive
Newtown Square, PA 19073
UNITED STATES

Goods/Services Affected by Opposition

Class 032. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Soft drinks

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Marks Cited by Opposer as Basis for Opposition

U.S. Application
No.

86381287 Application Date 08/29/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark CITY CLUB

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 2011/12/01 First Use In Commerce: 2011/12/01
Soft drinks

U.S. Registration
No.

2356463 Application Date 06/19/1997

Registration Date 06/13/2000 Foreign Priority
Date

NONE

Word Mark CITY CLUB

Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1901/00/00 First Use In Commerce: 1901/00/00
soft drinks

Attachments 86381287#TMSN.png( bytes )
75311352#TMSN.png( bytes )
Notice of Opposition to CITY CLUB Days Bev FINAL.pdf(1269721 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Marc P. Misthal/

Name Marc P. Misthal

Date 01/22/2015
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
In the Matter of Application Serial No.  86/337,103  
Filed:   July 15, 2014  
Mark:  CITY CLUB 
Applicant:  Day’s Beverages Inc.  
Published:      December 23, 2014 
 

 
--------------------------------------------------------------X 
3RD GENERATION ENTERPRISES CO. CORP., : 
       : 
   Opposer,   : 
       :  Opposition No.  
  v.     :   
       :   
DAY’S BEVERAGES, INC.,    :       
       : 
   Applicant.   :     
--------------------------------------------------------------X   
 
 

NOTICE OF OPPOSITION 
 

3rd Generation Enterprises Co. Corp. (hereinafter “Opposer”), through its attorneys, 

believes it will be damaged by the registration of the trademark CITY CLUB (hereinafter 

“Applicant’s Mark”) in Application Serial No. 86/337,103 for soft drinks, filed on behalf of 

applicant Day’s Beverages, Inc. (hereinafter “Applicant”) on July 15, 2014, and hereby opposes 

the same. As grounds for opposition, Opposer alleges, on knowledge as to Opposer and 

otherwise on information and belief, the following:  

1. Opposer is a corporation organized under the laws of New Jersey with an address 

at P.O. Box 1222, Englewood Cliffs, New Jersey, 07632. 

2. Opposer is engaged in the manufacturing, distribution and sale of soft drinks. 
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3. Opposer is the owner of Application No. 86/381,287 for the mark CITY CLUB in 

International Class 32, filed August 29, 2014.  A copy of the printout of the United States Patent 

& Trademark Office (“USPTO”) database record for this application is attached as Exhibit “A” .  

4. Opposer is the successor-in-interest to listed owner Cott Beverages Inc. for the 

cancelled Registration No. 2,356,463 for the mark CITY CLUB in International Class 32, 

registered June 13, 2000, with a date of first use of 1901 for soft drinks (the “Cancelled 

Registration”).  A copy of the printout of the USPTO database record for the Cancelled 

Registration is attached as Exhibit "B" .  After Opposer purchased the rights to the CITY CLUB 

mark in 2008, Opposer did not renew the Cancelled Registration in 2011 due to an oversight, 

resulting in its cancellation on January 4, 2011.  

5. Opposer has acquired valuable goodwill in the CITY CLUB mark through use in 

commerce in the United States since at least as early as 2009.  The mark has come to indicate to 

the trade and to the purchasing public soft drinks having their source of origin in Opposer.  These 

common law rights are of considerable value to Opposer.   

Opposer’s Acquisition and Use of Mark 

6. In June 2008, Opposer acquired all right, title and interest to the mark CITY 

CLUB, a soft drink brand that has been in use through various predecessors-in-interest since as 

early as 1901.  In November 2008, as a part of this transaction, Cott Beverages Inc. and Opposer 

entered into an assignment of intellectual property rights that included an assignment of the 

Cancelled Registration (the “Assignment”).  A copy of the Assignment is attached as Exhibit 

“C” . 

7. After the acquisition, Opposer manufactured, bottled and sold the CITY CLUB 

brand soda in interstate commerce through October 2012.  Copies of redacted invoices dated 
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November 10, 2009, January 29, 2010, November 1, 2011, February 28, 2012, March 23, 2012 

and July 18, 2012 showing sales of the CITY CLUB soda products (“Opposer’s CITY CLUB 

Invoices”) are attached as Exhibit “D” .  

8. In October 2012, Opposer’s business suffered great damage from Hurricane 

Sandy.  Its entire inventory and the majority of its records were destroyed, and it ceased 

production of CITY CLUB until such time as it was able to reconstruct its business.   

9. As it reconstructed its business, Opposer recommenced sales of its TOP POP soda 

brand.  Recently, Opposer resumed manufacturing of CITY CLUB.  Copies of invoices from 

October, November, and December 2014 and January 2015 showing Opposer’s sale of CITY 

CLUB soda products is attached as Exhibit “E” .   

Applicant’s Application 

10. Applicant is a direct competitor of Opposer, as they both sell and distribute soft 

drinks in the Northeast region of the United States.   

11. During the summer of 2014, Applicant made inquiries, through an intermediary, 

as to whether Opposer would be willing to sell the CITY CLUB brand.  Opposer made it clear 

that it was unwilling to sell the brand at the price that Applicant offered, and Opposer believed 

that the failed negotiation brought the matter to a close. 

12. Shortly thereafter, Opposer began to receive feedback from customers that 

Applicant was representing itself as the owner of the CITY CLUB brand.   

13. Applicant is misrepresenting itself as the owner of the CITY CLUB brand in an 

attempt to illegitimately usurp Opposer’s rights in the CITY CLUB name and take advantage of 

the damage inflicted upon Opposer by Hurricane Sandy. 
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14. On July 15, 2014, Applicant filed a trademark application for CITY CLUB, 

namely, Application Serial No. 86/337,103, covering “soft drinks” (hereinafter “Applicant’s 

Goods”) under the filing basis 1(b) (the “Application”).  A copy of the USPTO trademark 

database record showing the prosecution history and particulars of said application is attached as 

Exhibit “F .”  

15. On September 2, 2014, Opposer's counsel sent a cease and desist letter notifying 

Applicant of its prior rights in the CITY CLUB mark, and demanding that Applicant abandon the 

Application.  Applicant’s counsel responded with a letter dated September 3, 2014, requesting 

evidence of Opposer’s superior rights.  In a letter to Applicant’s counsel dated October 6, 2014, 

Applicant furnished the Assignment and Opposer’s CITY CLUB Invoices to Applicant, and 

reiterated its demand for Opposer to abandon the application.  Despite having this evidence in 

hand, Applicant never responded to Opposer’s October 6 letter.  Instead of respecting Opposer’s 

prior rights and abandoning the Application, Applicant took affirmative action to proceed with 

its fraudulent application, as evidenced by the Examiner’s Amendment dated October 29, 2014, 

in which the Examining Attorney notes that counsel for Applicant authorized the Examining 

Attorney to disclaim the term “CLUB” so that the Application could proceed to publication.  A 

copy of the Examiner’s Amendment dated October 29, 2014 is attached as Exhibit “G” .   

Opposer has Priority of Use Over Applicant 

16. As detailed above, Opposer validly acquired the rights to the CITY CLUB brand 

from Cott Beverages in 2008.  Opposer continuously used the mark in commerce from 2008 to 

Hurricane Sandy in late 2012, and resumed sales of CITY CLUB soft drinks in the fall of 2014. 

17. Applicant did not file its intent-to-use application until July 15, 2014, some six 

years after applicant acquired the CITY CLUB mark from Cott Beverages, and over one hundred 
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years after the date of first use in the Cancelled Registration. 

18. On information and belief, Applicant has not commenced usage of Applicant’s 

Mark in interstate commerce, and has no claim that it acquired rights in the CITY CLUB mark 

from any third party with valid rights in the mark. 

19. On information and belief, Applicant has no legitimate claim to use of the CITY 

CLUB mark. 

20. In view of the above, Applicant is not entitled to federal registration of 

Applicant’s Mark. 

Confusion Is Likely 

21.  Applicant’s Goods opposed herein are identical to the goods for which Opposer 

has used and is using its CITY CLUB mark.    

22. Opposer or its predecessors-in-interest have been using the CITY CLUB mark in 

interstate and/or foreign commerce in connection with soft drinks since at least as early as 1901.  

23.  Opposer has been using the CITY CLUB mark since well prior to the filing date 

of Applicant’s U.S. application. 

24. On information and belief, the goods set forth in the Application will be sold 

through the same channels of trade in which Opposer’s products are sold and otherwise 

marketed.   

25. On information and belief, Applicant’s Goods opposed herein will be sold and/or 

otherwise marketed to the same general class of purchasers as Opposer’s products under 

Opposer’s mark. 

26. Applicant’s Mark is identical and therefore confusingly similar to Opposer's 

CITY CLUB mark.  Applicant’s Mark is likely, when used on or in connection with Applicant’s 
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Goods and/or closely related goods, to cause confusion, mistake, and/or deceive the trade and/or 

the public, such that the trade and/or the public are likely to believe that Applicant's Goods have 

their origin with Opposer and/or that such goods are approved, endorsed or sponsored by 

Opposer, or associated in some way with Opposer. 

27. Opposer therefore is likely to be damaged by registration of Applicant’s Mark. 

28. In view of the above allegations, Applicant is not entitled to federal registration of 

Applicant’s Mark. 

The Application is Fraudulent 

29. When filing the application for Applicant’s Mark, counsel for Applicant signed 

the Declaration that stated, inter alia, “the signatory believes that to the best of the signatory’s 

knowledge and belief, no other person has the right to use the mark in commerce, either in the 

identical form or in such near resemblance as to be likely, when used on or in connection with 

the goods/service of such other person, to cause confusion or mistake, or to deceive.”   

30. Considering that Applicant and Opposer are direct competitors in a small 

industry, and that Applicant attempted to purchase the CITY CLUB brand from Opposer, 

Applicant had knowledge that Opposer owns all legitimate rights in the CITY CLUB mark based 

on its prior use in commerce at the time of the filing of the Application. 

31. Applicant has proceeded with the Application despite receiving further notice of 

Opposer’s prior rights from the aforementioned letter correspondence, and as can be determined 

from a review of the Trademark Office's TSDR system, has made no effort to correct the 

statements made in its application.  

32. Applicant therefore made a false representation to the USPTO. 

33. This false representation was material to the registrability of the mark and the 










































































