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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name COSTE PETRAI SRL
Entity limited liability company Citizenship Italy
Address Via Roma, 43

Vidor (TV), 1-31020

ITALY

Attorney informa- | Nicholas D. Wells

tion Kirton McConkie

1800 World Trade Center

Salt Lake City, UT 84111

UNITED STATES

nwells@kmclaw.com Phone:8013283600

Applicant Information

Application No 86357094 Publication date 01/13/2015
Opposition Filing 01/14/2015 Opposition Peri- 02/12/2015
Date od Ends

Applicant Club W, Inc.

2101 Rosecrans Blvd., Suite 4270
El Segundo, CA 90245
UNITED STATES

Goods/Services Affected by Opposition

Class 033. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Wine

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 3811069 Application Date 05/12/2009

No.

Registration Date | 06/29/2010 Foreign Priority NONE
Date

Word Mark COSTE PETRAI SPUMANTI



http://estta.uspto.gov

Design Mark

I
SP UnACUA T
Description of The mark consists of the words "COSTE PETRAI"; separating the words is a de-
Mark signelement composed of a single line rectangle, with two wavy parallel lines
projected from the rectangle, vertically and horizontally, from each side of the
rectangle. The vertical lines bisect the words, into the term "CO STE" and "PE

TRAI"Below this combined design and word element is the term "SPUMANTI" in
a stylized script.

Goods/Services Class 033. First use: First Use: 0 First Use In Commerce: O
Wine and sparkling wine

Attachments 79070181#TMSN.png( bytes)
COSTA PIETRA--TTAB Opposition.pdf(12337 bytes )
COSTE PETRAI--Trademark Status & Document Retrieval.pdf(131210 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Nicholas Wells/
Name Nicholas D. Wells
Date 01/14/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Mark: COSTA PIETRA
Serial No.: 86357094

Published: January 13, 2015

COSTE PETRAI SRL |
| OppositioMNo.
Opposer, |

Club W, Inc. |

NOTICE OF OPPQOSITION

In the matter of trademark applt@an Serial No. 86357094 for the trademark
COSTA PIETRA for “Wine” in Interndonal Class 033 filed August 4, 2014 and
published in the Official Gazette onnisry 13, 2015, Opposer COSTE PETRAI SRL
("COSTE PETRAI"), a limited liability companorganized under the laws of Italy and
having a place of business at Via Romal-83020 Vidor (TV) ITALY, believes it will
be damaged by registration of the mark shamthe above-identified application and

hereby opposes the same.

The grounds for the opposition are as follows:
1. COSTE PETRAI is the owner of 8. Trademark Registration No. 3811069 for

the mark COSTE PETRAI SPUMANTI (and Design) (SPUMANTI disclaimed) for



“Wine and sparkling wine.” Attached heratoa copy of the TSDR record for this
registration.

2. Opposer's cited registration is valid, subsisting and enforceable.

3. Opposer’s beverages are sold in the United States.

4. COSTE PETRAI has expended sigrafit resources in the development,
manufacturing and promotion of beverag®ld under its COSTE PETRAI SPUMANTI
(and Design) mark. The mark has become well known as an identifier of high-quality
beverages.

5. Applicant's above identified mark COSPIETRA is likely, when used on or in
connection with Applicant's goods, to cause asidn, or to cause mistake, or to deceive
due to its being confusingly similar @pposer's COSTE PETRAI SPUMANTI (and
Design) mark and its use in connection wjthods identical to the goods sold by Opposer
under its COSTE PETRAI SPUMANTI (and Dgs) mark, and on goods which travel in
the same channels of trade as goodts woder Opposer's COSTE PETRAI SPUMANTI
(and Design) mark.

6. Opposer has priority of use in commeaiod priority of regstration of its COSTE
PETRAI SPUMANTI (and Design) mark.

7. Applicant's mark consists of the term COSTA and the term PIETRA. Opposer’'s
mark consists of the term COSTE and the term PETRAI and the disclaimed term
SPUMANTI. The similarity of the terms C&XYA and COSTE and the similarity of the
terms PIETRA and PETRAI, occurring in teame position within the two marks, is
likely to cause confusion because Applicant’s mark conveys no additional distinctive

commercial impression to distinigh it from Opposer's mark.



8. Applicant's mark is not registrable un@ection 2(d) of the Lanham Act in view
of Opposer’s prior, continuous, ongoing anatrent use of its marks in commerce.

9. As a result of the use and prdmn of Opposer's COSTE PETRAI SPUMANTI
(and Design) mark for the goods identified above, Opposer' s mark has acquired
significant goodwill and has become famous pttoApplicant's first use of its mark and
the filing date of its application. Opposansarks are famous marks within the meaning
of Section 43(c) of the Lanham Act. Regagion of the confusingly similar mark by
Applicant will lessen the capacity of Opposenark to identify and distinguish the goods

of Opposer, and is thereby likely ¢ause dilution of Opposer's mark.

WHEREFORE, Opposer believes that it will tiemaged by registration of said mark and

prays that this opposition be sustained.

Dated: Salt Lake CityJtah KIRTON MCCONKIE
Januaryl4,2015
By: /NicholasD. Wells/

Ncholas D. Wells
1800World TradeCenter
60 E. South Temple
Salt_ake City, Utah 84111
(801)328-3600

Attorneyfor Opposer
COSTE PETRAI SRL



CERTIFICATE OF SERVICE

| hereby certify that on the T4day of January, 2015, | served a copy of this NOTICE
OF OPPOSITION on the attorney for the Applitas designated below, by placing said
copy in the United States Mall, first slg postage prepaid, addressed as follows:

TRACY B. GRAY

HOLLAND & HART LLP

ATTN: Trademark Docketing

PO BOX 8749

DENVER, COLORADO 80201-8749

By: /Nicholas D. Wells/

Ncholas D. Wells
KIRTONMCCONKIE
1800World TradeCenter
60 E. South Temple
Salt_ake City, Utah 84111
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COSTE PETRAI SPUMANTI

Spumaati
79070181 Application Filing Date: May 12, 200¢
3811069 Registration Date: Jun. 29, 201(
Principal
Trademark

Registered. The registration date is used to determine when post-registration maintenance docul
Jun. 29,2010

Apr. 13,2010

COSTE PETRAI SPUMANTI
No
3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

The mark consists of the words "COSTE PETRAI"; separating the words is a design element com
two wavy parallel lines projected from the rectangle, vertically and horizontally, from each side of
bisect the words, into the term "CO STE" and "PE TRAI" Below this combined design and word el
stylized script.

Color is not claimed as a feature of the mark.
"SPUMANTL"
The English translation of the word "COSTE" in the mark is "MOUNTAINSIDES".

26.11.02 - Plain single line rectangles; Rectangles (single line)

26.17.02 - Bands, wavy; Bars, wavy; Lines, wavy; Wavy line(s), band(s) or bar(s)

26.17.04 - Bands, vertical; Vertical line(s), band(s) or bar(s); Lines, vertical; Bars, vertical
26.17.05 - Horizontal line(s), band(s) or bar(s); Bars, horizontal; Bands, horizontal; Lines, horizor

Related Properties Information

International Registration 1005972

Number:

International Registration May 12,2009

http://tsdr.uspto.gov/#caseNumber=79070181&caseType=SERIAL_NO&searchType=statusSearch 1/4
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1/14/2015 Trademark Status & Document Retrieval
Date:

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
o Brackets [..] indicate deleted goods/services;
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
o Asterisks *..* identify additional (new) wording in the goods/services.

For: Wine and sparkling wine
International Class(es): 033 - Primary Class U.S Class(es): 047,049
Class Status: ACTIVE

Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44D: No
Filed 44E: No Currently 44E: No
Filed 66A: Yes Currently 66A: Yes
Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: COSTE PETRAI SRL (SOCIETA' UNINOMINALE)

Owner Address: Via Roma, 43
1-31020 Vidor (TV)
ITALY

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where ITALY
Organized:

Attorney/Correspondence Information

Attorney of Record - None
Correspondent

Correspondent X.F.Ross P.C.

Name/Address: 5683 Riverdale Avenue, Box 900
BRONX, NEW YORK 10471-0900
UNITED STATES

Domestic Representative - Not Found

http://tsdr.uspto.gov/#caseNumber=79070181&caseType=SERIAL_NO&searchType=statusSearch
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1/14/2015 Trademark Status & Document Retrieval

Prosecution History

Date Description Proceeding Number
Sep. 13,2013 CHANGE OF NAME/ADDRESS REC'D FROM IB
Jan. 12,2012 NEW REPRESENTATIVE AT IB RECEIVED
Nov. 09, 2010 FINAL DECISION TRANSACTION PROCESSED BY IB
Oct. 14,2010 FINAL DISPOSITION NOTICE SENT TO IB
Oct. 14,2010 FINAL DISPOSITION PROCESSED 67445
Sep. 29,2010 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB
Jun. 29,2010 REGISTERED-PRINCIPAL REGISTER
Apr. 13,2010 PUBLISHED FOR OPPOSITION
Mar. 24,2010 NOTICE OF PUBLICATION
Mar. 09, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 78145
Mar. 09,2010 APPROVED FOR PUB - PRINCIPAL REGISTER
Mar. 08, 2010 AMENDMENT FROM APPLICANT ENTERED 78145
Mar. 08,2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 78145
Feb. 25,2010 ASSIGNED TO LIE 78145
Feb. 05,2010 PAPER RECEIVED
Sep. 19,2009 REFUSAL PROCESSED BY IB
Aug. 20,2009 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB
Aug. 20,2009 REFUSAL PROCESSED BY MPU 67445
Aug. 20,2009 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW
Aug. 19,2009 NON-FINAL ACTION WRITTEN 62126
Aug. 11,2009 ASSIGNED TO EXAMINER 62126
Jul. 31,2009 APPLICATION FILING RECEIPT MAILED
Jul. 27,2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN

TRAM
Jul. 24,2009 LIMITATION OF GOODS/SERVICES FROM IB ENTERED 67445
Jul. 23,2009 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)

International Registration 1005972 International Registration May 12, 200¢
Number: Date:

Intl. Registration Status: REQUEST FOR EXTENSION OF PROTECTION Date of International Jul. 23,2009
PROCESSED Registration Status:

Notification of Designation Jul. 23,2009 Date of Automatic Jan. 23, 201"
Date: Protection:

International Registration May 12,2019

http://tsdr.uspto.gov/#caseNumber=79070181&caseType=SERIAL_NO&searchType=statusSearch 3/4
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1/14/2015 Trademark Status & Document Retrieval

Renewal Date:

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information - None
File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 29, 201(

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load
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