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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 Opposition No. 91219179 

 
Serial No.  86031633 

 
                
SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V.,     
                          
Opposer,                            
               
v.                   
                          
UNITED YACHT TRANSPORT LLC.,           
               
Applicant.               
___________________________________________/     
 

OPPOSER'S MOTION FOR LEAVE TO FILE  
AMENDED NOTICE OF OPPOSITION AND  
SUPPORTING MEMORANDUM OF LAW  

 
Opposer SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V. ("Spliethoff"), by and through 

its undersigned counsel, pursuant to 37 C.F.R. § 2.107 and Rule 15(a) of the Federal Rules of Civil 

Procedure, hereby moves the Trademark Trial and Appeal Board (the "Board") for entry of an Order 

granting Spliethoff  leave to file an Amended Notice of Opposition to Applicant UNITED YACHT 

TRANSPORT LLC.'s trademark application. The purpose of the proposed amendment is add the 

additional ground of fraud to Spliethoff's opposition to Application Serial No. 86031633 for the 

mark "UNITED YACHT TRANSPORT" and to include additional factual allegations that Applicant 

acted in bad faith in adopting the mark and prosecuting its application. (the "Application")(the 

"Mark").   

In support of this Motion, Spliethoff respectfully submits the following Memorandum of 

Law and the separately-filed Declaration of Sandra I. Tart ("Tart Decl.") served and filed herewith. 
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Concurrently herewith, Opposer also has filed and served a Motion to Suspend and Memorandum of 

Law in support thereof.  

A copy of the Proposed Amended Notice of Opposition is attached hereto as Exhibit "A."  

MEMORANDUM OF LAW  

I. INTRODUCTION  

Spliethoff seeks leave to file an Amended Notice of Opposition, based on facts learned by 

Spliethoff in discovery, to add the opposition ground that Applicant's Application is invalid and void 

ab initio because Applicant knowingly, with the intent to deceive the United States Patent and 

Trademark Office ("USPTO"), made the material misrepresentation that it was using the Mark in 

commerce at the time it filed its Application, when this was untrue.1  Spliethoff also seeks to include 

additional factual allegations learned in discovery regarding Applicant's bad faith adoption of the 

Mark and prosecution of its Application.2  

First, Spliethoff learned in discovery that Applicant, a start-up business in August 2013, 

knowingly falsely claimed to be using the Mark in commerce in connection with International Class 

039 services (transport of yachts by boat) in its Application filed on August 7, 2013.3  Secondly, 

                                                 
1  Fraud is an independent basis upon which to oppose/cancel a trademark 

application/registration and to recover damages in a civil action. 15 U.S.C. § 1120.  
2  The proposed Amended Notice of Opposition also includes additional allegations and 

photographic evidence obtained by Spliethoff since its original Notice of Opposition was filed of 
priority use of the mark by Spliethoff's predecessor Dockwise by the display of the mark in 2012 and 
2013 on Dockwise's yacht transport vessel, the M/V Super Servant 4.  

 
3  Applicant admitted in discovery that its first contract with a customer for Applicant to 

provide the specified services was not entered into until August 22, 2013, that the contract did not 
provide for the yacht to be transported until September 2013 and that Applicant did not even enter 
into a Charter Party agreement with the owner of a yacht transport vessel to transport any yachts on 
behalf of Applicant's customers until October 3, 2013.  
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Spliethoff learned in discovery that Applicant knowingly misrepresented to the USPTO in 

Applicant's May 19, 2014 Response to Office Action Letter that the verified specimens it filed in its 

Response were in use in commerce as of its Application filing date.4 Thirdly, documents produced 

by Applicant in discovery establish that, as least as early as August 20, 2013, Applicant was on 

notice of Dockwise's priority and continuing use of the Mark by virtue of a cease and desist letter 

and supporting evidence it received from Dockwise counsel and subsequent communications 

between Applicant's counsel and Dockwise's counsel which took place before Dockwise sold its 

yacht transport business to Spliethoff in October 2013. Lastly, documents produced by Applicant in 

discovery indicate that Applicant was involved, either directly or through an intermediary, in efforts 

to purchase Dockwise's yacht transport business and the Mark from Dockwise, before Applicant 

misappropriated the Mark for its new yacht transport business and filed its Application to register the 

Mark.  

Applicant's discovery responses strongly support the conclusion that Applicant, with the 

intent to deceive the USPTO, knowingly made false filings and representations to the USPTO in 

connection with the filing and prosecution of its Application and acted in bad faith in adopting and 

seeking to register the Mark.  

Spliethoff should be permitted to amend its Notice of Opposition because Spliethoff learned 

of the above grounds in the course of discovery and has filed the instant motion in a timely fashion. 

Under the current Scheduling Order, the Discovery Period closes on January 12, 2016 and Spliethoff 

has contemporaneously filed a Motion to Suspend and for the re-setting of discovery deadlines to 

maintain the status quo of the approximately six (6) weeks of the discovery period remaining. 
                                                 

4  Applicant admitted in its discovery responses that the verified specimens (described 
as printouts of its website) that it filed in its Response to office Action were not online until late 
March of 2014.   
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Applicant will not be prejudiced by the granting of the requested amendment to add a basis for 

opposition (fraud) and allegations demonstrating bad faith conduct by Applicant which are  

grounded upon facts within the knowledge of Applicant.  

II.  FACTUAL BACKGROUND  

The following are background facts relevant to the instant Motion:  

1. On August 7, 2013, Applicant filed its Application to register the Mark under Section 

1(a) for services within International Class 039, i.e. the transport of yachts by boat. (Tart Decl., 

Exhibit "A").5  

2. On August 18, 2013, Opposer's predecessor and assignor, Dockwise Yacht Transport 

B.V., filed an application under Section 1(a) to register the identical mark, UNITED YACHT 

TRANSPORT, for the identical class of services, Application Serial No. 86041056.  (Exh. "B").  

3. In its use-based Application, Applicant represented that it was using the Mark in 

commerce as of the Application's filing date on or in connection with the services of transport of 

yachts by boat. (Exh. "A"). Applicant claimed that its first use of the Mark was on July 17, 2013 and 

that its first use of the Mark in commerce was on August 5, 2013. (Exh. "A"). However, Applicant 

failed to provide a specimen with its Application which evidenced Applicant's actual use of the Mark 

in commerce to provide the identified services of transporting yachts by boat prior to the Application 

filing date.  

4. On September 20, 2013, counsel for Dockwise sent Applicant's counsel a "cease and 

desist letter" and attached evidence of Dockwise's priority and continuous use of the Mark before the 

filing date of the Application. Dockwise counsel cited Dockwise's display of the Mark on its  700-

                                                 
5  Unless otherwise noted, all subsequent references to "Exhibits" or "Exh." herein are 

to the lettered attachments accompanying the Tart Declaration.  
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foot yacht transport vessels which called routinely at Port Everglades in Fort Lauderdale, Florida 

loaded with yachts being transported and the directory listing in the Port Everglades Guide under 

"Shipping Lines" of Dockwise/United Yacht Transport. (Exh. "C").  

5. Thereafter, in September 2013, counsel for Dockwise and counsel for Applicant had 

further communications in which Dockwise's priority use of the mark was discussed. In a September 

13, 2013 email, Dockwise counsel invited Applicant to come to Port Everglades "for an up close 

view" of the Mark displayed on the "700 foot (over 2 football fields long)" Dockwise yacht transport 

vessel when it arrived at the Port the following week. (Composite Exh. "D"). Even in the face of 

such evidence, Applicant communicated that it would not cease using the Mark. (Composite Exh. 

"D").  

6. On October 15, 2013, Dockwise sold its yacht transport business and its two yacht 

transport vessels to Opposer and assigned to Opposer all of its rights in the Mark and its pending 

Application Serial No. 86041056  to register the Mark.  (Notice of Opposition, ¶ 9). With this 

acquisition, Spliethoff obtained all of Dockwise's common law rights in the Mark and also 

"inherited" Dockwise's unresolved dispute with Applicant over the ownership of the Mark.  

7. On November 3, 2013, the examining attorney issued an Office Action letter to 

Applicant in connection with the pending Application Serial No. 86031633. (Exh. "E"). 

8. The Office Action letter refused registration to Applicant and, inter alia, required that 

Applicant submit a specimen showing "the applied-for mark in use in commerce for each 

international class of services identified in the application" in accordance with the requirements of  
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Section 1(a).6  (Exh. "E). 

9. Applicant chose to respond to the Office Action letter by submitting verified 

substitute specimens rather than amending its filing basis to Section 1(b).   

10. On May 19, 2014, Applicant filed its Response to Office Action.  (Exh. "F").   

11. Applicant submitted specimens described by Applicant as: "the internet Website of 

United Yacht Transport LLC showing United Yacht Transport and the Services to which the name 

relates." The website printouts were undated. (Exh. "F").  

12. The specimen website filed by Applicant was an advertisement for yacht transport 

services, rather than evidence that Applicant itself was providing such services on or prior to the 

August 7, 2013 filing date of its Application. (Exh. "F").  

                                                 
 
6 The Office Action Letter stated:  

2. Substitute Specimen Required 
 
Registration is refused because the specimen is merely a photocopy of the drawing or a picture or 
rendering of the applied-for mark, and thus fails to show the applied-for mark in use in commerce 
with the services. 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 
904.07(a). An application based on Trademark Act Section 1(a) must include a specimen showing 
the applied-for mark in use in commerce for each international class of services identified in the 
application. 15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a). 
 
Accordingly, registration is refused because the applicant has failed to evidence usage of the mark in 
commerce. 
 
Applicant may respond to this refusal by satisfying one of the following: 
 
 (1) Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use 
 in commerce at least as early as the filing date of the application or prior to the filing of an 
 amendment to allege use and (b) shows the mark in actual use in commerce for the goods 
 and/or services identified in the application or amendment to allege use. 
 (2) Amend the filing basis to intent to use under Section 1(b), for which no specimen is 
 required. This option will later necessitate additional fee(s) and filing requirements such as 

providing a specimen at a subsequent date. 
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13. Applicant in its Response to Office Action represented that the specimens that it had 

submitted "was/were in use in commerce at least as early as the filing date of the application." 

Applicant included the following representation for its Section 1(a) application in the "Statement 

Type box" in its Response to Office Action filing:  

"The substitute (or new, if appropriate) specimen(s) was/were in use 
in commerce at least as early as the filing date of the 
application" [for an application based on Section 1(a), Use in 
Commerce] … 
 

(Exh. "F").  
 

14. The specimens submitted by Applicant included four (4) photographs, represented to 

be included on Applicant's website, of yachts being lifted onto yacht transport vessels.  However, 

Applicant's submission did not establish that Applicant itself had provided the yacht transport 

services depicted on or prior to the Application's filing date or that Applicant was providing any 

yacht transport services on or prior to the August 7, 2013 filing date of the Application.   

15. The examining attorney accepted the verified specimens filed by Applicant and the 

Mark was published on July 8, 2014. (Exh. "G").  

16. On November 4, 2014, Opposer filed its Notice of Opposition. Opposer asserted a 

claim of "non-use" but Opposer did not assert a fraud claim.   

17. On February 25, 2015, Opposer served its First Request for Admissions upon 

Applicant. (Exh. "H"). On April 6, 2015, Applicant served its Response to Opposer's First Request 

for Admissions. (Exh. "I" ). 

18. Opposer's Request for Admission 13 to Applicant:  

Admit that none of the photographs of the four specimens 
which UNITED YACHT TRANSPORT LLC filed in its 
Response to Office Action on ay 19, 2014 with the United States 
Patent and Trademark Office shows yacht transport services 
performed by UNITED YACHT TRANSPORT LLC. (For 
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reference, a copy of UNITED YACHT TRANSPORT LLC’S 
Response to Office Action AND Specimens 1 through 4 thereof 
are attached hereto as Composite Exhibit “A ”).  

  

19. Applicant's response to Request for Admission 13:  

 [Applicant] A dmits that the photographs do not show yacht 
 transport  services actually performed by United Yacht 
 Transport LLC but demonstrates the types of services 
 offered and performed by United Yacht Transport LLC. 
 The specimen consists of the internet website with the United 
 Yacht Transport mark, the services to which the name 
 relates, and a means of ordering the services. 

 
20. Opposer's Request for Admission 11 to Applicant stated: "Admit that UNITED 

YACHT TRANSPORT LLC's first use of the mark UNITED YACHT TRANSPORT in commerce 

was in the internet website of United Yacht Transport LLC." Applicant responded to Request 11 

with a denial. (Exh. "I").  

21. On April 17, 2015, Spliethoff served its First Set of Interrogatories to Applicant. 

(Exh. "J").  Opposer's interrogatories asked Applicant to identify the first activity or event which 

Applicant claimed constituted its first use of the Mark in commerce and the date of same and asked 

Applicant to state the first date when the website specimens submitted by Applicant in its Response 

to Office Action were available or posted online. (Exh. "J").  

22. Three business days later, on April 22, 2015, Applicant filed a motion for leave to 

amend its application, seeking to amend the filing basis of the Applicant from Section 1(a) to Section 

1(b). In its Motion, Applicant offered only the following vague, conclusory reason for seeking leave 

to amend almost two years after filing its original Application: "United Yacht Transport LLC has 

since [the filing of its Application] determined that the application is appropriately presented under 
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Section 1(b)." (Exh. "K" at 1). Spliethoff opposed Applicant's motion to amend.7  (Exh. "K"  at 2).  

By Order entered on June 24, 2015, the Board deferred consideration of the Applicant's opposed 

motion to amend basis of its Application.  

23. On May 29, 2015, Applicant served its Answer to Opposer's First Set of 

Interrogatories. (Exh. "L").  

24. In its verified Response to Office Action filed on May 19, 2014 (Exh. "F"), Applicant 

stated that the specimens of its website were in use in commerce on the filing date of its Application. 

However, in its answers to Interrogatories 13 and 16 served by Opposer, Applicant stated that the 

website specimens which Applicant submitted in its Response to Office Action were first 

posted/available online in "Late March of 2014." (Exh. "L" at 5-6).   

25. Applicant stated in response to Interrogatories 1, 2, 19 and 20 that its first signed 

contract for the provision of yacht transport services was not until August 22, 2013 – weeks after the 

Application's filing date – and that its first Charter Party Agreement with a vessel owner (PACC) to 

transport yachts for Applicant's customers was not entered into until October 3, 2013  (Exh. "L" at 3 

and 7).  

III. ARGUMENT  

A.  Leave to Amend Should Be Freely Granted  

Amendment of pleadings in an opposition proceeding before the Board are governed by 37 

C.F.R. § 2.107(a) which states: '[p]leadings in an opposition proceeding may be amended in the 
                                                 

7  In view of the communications between Dockwise counsel and Applicant's counsel in 
September 2013 regarding Dockwise's priority use of the Mark (see Exhibits "C" and "D" consisting 
of documents which Applicant produced to Opposer in discovery),  it is not surprising that the 
verification of Applicant's President, Paul Haber, submitted in support of Applicant's motion to 
amend application failed to contain the required averment that Applicant had a good faith belief that 
Applicant was entitled to use the Mark. At least as early as August 20, 2013, Applicant was on 
notice of Dockwise's priority rights in the Mark.  
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same manner and to the same extent as in a civil action in a United States district court. Fed. R. Civ. 

P. 15(a) states that "leave to amend 'should be freely given when justice so requires;' this mandate is 

to be heeded." Foman v. Davis, 371 U.S. 178, 182, 83 S. Ct. 227, 230 (1992)(citation omitted); see 

generally Boral Ltd. v. FMC Corp., 59 U.S.P.Q.2d 1701 (TTAB 2000). In exercising its discretion to 

allow amendments, the Board should be guided by the underlying goal of allowing amendments in 

order to facilitate a complete decision on the merits. Filmtec Corp. v. Hydranautics, 67 F.3d 931, 

935 (Fed. Cir. 1995), cert. denied, 117 S. Ct. 62 (1996).  

Consistent with the foregoing policy, decisions of the Board establish that the Board liberally 

grants leave to amend pleadings at any stage of the proceedings when justice so requires, unless 

entry of the proposed amendment would violate settled law or be prejudicial to the rights of the 

adverse party. TBMP § 507.02; see Boral Ltd., 59 U.S.P.Q.2d at 1701; Am. Optical Corp. v. Am. 

Olean Tile Co., 168 U.S.P.Q. 471, 473 (TTAB 1971).This is the case even when an opposer seeks to 

amend its Notice of Opposition to plead a claim other than that stated in its original complaint. See, 

e.g., Marmack Ltd. v. Nutrexpa S.A., 12 U.S.P.Q.2d 1843, 1844 (TTAB 1989); Fioravanti v. 

Fioravanti Corrado S.R.L., 230 U.S.P.Q. 36, 40 (TTAB 1986).  

Under TBMP § 507.02(a), the timing of a motion for leave to amend plays a large role in the 

Board's determination whether the adverse party would be prejudiced by allowance of the proposed 

amendment. Where the grounds for amendment are learned in discovery, amendment of the Notice 

of Opposition should be allowed. See e.g. Karsten Manufacturing Corp. v. Editoy AG, 79 

U.S.P.Q.2d 1783, 1786 (TTAB 2006)(motion for leave to amend pleading granted because grounds 

for new claim was learned during discovery).  
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B. The Proposed Amended Notice of Opposition Should Be Allowed  

Opposer's instant Motion for Leave to Amend is timely and falls well within the parameters 

of 37 C.F.R. § 2.107(a) and Rule 15(a). Therefore, the Board should allow Spliethoff's proposed 

amendment. Applicant's answers to Opposer's discovery, and documents produced in discovery by 

Applicant, directly contradict Applicant's representations to the USPTO in Applicant's August 7, 

2013 Application and Applicant's May 19, 2014 Response to Office Action that Applicant was using 

the Mark in commerce in the provision of Class 039 services prior to or on the Application's filing 

date.  

It was impossible for Opposer to know at the time it filed its Notice of Opposition that 

Applicant deliberately would make blatant misrepresentations (i.e. that Applicant had used the Mark 

in commerce in the provision of the specified services) to the USPTO, first in filing its Application 

and subsequently in filing its Response to Office Action. Spliethoff also learned of the 

communications between Dockwise counsel and Applicant's counsel in August and September 2013, 

which evidence Applicant's knowledge of priority use by Dockwise and bad faith by Applicant, 

through the documents produced by Applicant in discovery.  Spliethoff should be allowed to amend 

its Notice of Opposition based upon evidence learned in discovery.   

Although Applicant belatedly on April 22, 2015 filed a motion to seek leave to amend its the 

filing basis of its application from Section 1(a) to Section 1(b), a motion which Spliethoff opposes, 

the proposed amendment, even if permitted by the Board, will not protect Applicant from a claim of 

fraud on the ground that the Mark was not used in commerce in connection with Applicant's 

Application or that Applicant committed fraud in the prosecution of its application.  Sinclair Oil 

Corp. v. Sumatra Kendrick, 2007 TTAB Lexis 65 (TTAB 2007); Grand Canyon West Ranch LLC v. 
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Hualapai Tribe, 78 U.S.P.Q.2d 1696 (TTAB 2006).  Therefore, there can be no argument that 

amendment by Spliethoff to add a fraud basis for opposition would be futile.  

In order for Spliethoff to state a claim of fraud against Applicant, Spliethoff must plead with 

particularity that Applicant knowingly made false, material representations of fact in connection with 

the Application with the intent to deceive the USPTO.8 Spliethoff now has facts that it did not have 

at the time it filed its Notice of Opposition upon which to make the requisite pleading "with 

particularity" that Applicant intentionally committed fraud on the USPTO in connection with its 

Application and Applicant's subsequent filing of its Response to Office Action and prosecution of its 

Application.  

The evidence obtained by Spliethoff to date in the discovery process strongly supports the 

following conclusions: (1) the Application did not meet the requirements of Section 1(a) under 

which it was filed; (2) the Applicant intentionally made material misrepresentations to the USPTO in 

the Application, in its Response to Office Action and in seeking to amend the basis of its Application 

with intent to deceive the USPTO; and (3) Applicant knew of Dockwise's priority use and goodwill 

in the Mark and patently acted in bad faith in nonetheless adopting the Mark, filing to obtain a 

trademark registration for the Mark and prosecuting its Application. Since Applicant's discovery 

responses raise serious questions of misrepresentation by Applicant to the USPTO with intent to 

deceive and of whether Applicant acted in bad faith, justice requires that Spliethoff be permitted to 

                                                 
8  Fed. R. Civ. P. 9(b) requires that "[i]n all averments of fraud or mistake, the 

circumstances constituting fraud or mistake shall be stated with particularity." See Intellimedia 
Sports Inc. v. Intellimedia Corp., 43 U.S.P.Q.2d 1203, 1205 (TTAB 1997); see generally 37 C.F.R. 
2.116(a).  
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file an Amended Notice of Opposition to include a fraud claim and additional allegations regarding 

Applicant's knowledge of Dockwise's rights in the Mark and lack of good faith. 

IV.  CONCLUSION 

For the reasons and authorities set forth herein, Opposer Spliethoff Bevrachtingskantoor B.V, 

prays that the Board grant the instant Motion and permit Spliethoff leave to file the attached 

proposed Amended Notice of Opposition.   

Dated: November 4, 2015 

 Respectfully submitted, 
 
 
/s/ J. Michael Pennekamp 

 J. Michael Pennekamp 
Fla. Bar No. 983454 
Email: jpennekamp@fowler-white.com 
Sandra I. Tart 
Fla. Bar No. 358134 
Email: start@fowler-white.com 
 
FOWLER WHITE BURNETT, P.A. 
Espirito Santo Plaza, Fourteenth Floor  
1395 Brickell Avenue  
Miami, Florida 33131  
Telephone:    (305) 789-9200  
Facsimile:    (305) 789-9201  
 
Counsel for Opposer   

 

  

mailto:jpennekamp@fowler-white.com
mailto:start@fowler-white.com
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CERTIFICATE OF SERVICE  
 

I hereby certify that a true and correct copy of the foregoing Opposer's Motion for Leave to 

File Amended Notice of Opposition has been e-filed via ESTTA and served upon Bryan D. Hull, 

Esquire, counsel for Applicant United Yacht Transport, LLC, by email to bhull@bushross.com, this 

4th day of November, 2015.  

  
/s/ Sandra I. Tart  

 Sandra I. Tart 
 
 

 
 
 
 
 
4829-6361-6809, v.  1 

mailto:bhull@bushross.com


 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

____________________________________________ 
              )  
SPLIETHOFF'S BEVRACHTINGSKANTOOR B.V.,    ) 
                         ) 
Opposer,                         ) 
              ) 
v.               )  U.S. Appl. Serial No.  86031633 
                         ) 
UNITED YACHT TRANSPORT LLC.,          ) 
              ) 
Applicant.              ) 
____________________________________________ )      
 

[PROPOSED] AMENDED NOTICE OF OPPOSITION  
 

In the matter of U.S. Trademark Application Serial No. 86031633 covering the mark 

"UNITED YACHT TRANSPORT" filed on August 7, 2013, under Section 1(a) by United Yacht 

Transport LLC, a limited liability company organized under the laws of the State of Delaware 

(“Applicant”), having its principal place of business at 2830 State Road 84, Suite 118, Dania Beach, 

Florida 33312, published in the Trademark Official Gazette on July 8, 2014, time being extended, 

Opposer, Spliethoff's Bevrachtingskantoor B.V., a private limited liability company, incorporated 

under the laws of The Netherlands, having its principal place of business at Radarweg 36, 1042 AA 

Amsterdam, The Netherlands, believes that it would be damaged by the registration of Application 

Serial No. 86031633, and hereby opposes the registration of the mark "UNITED YACHT 

TRANSPORT."  

Pursuant to Sections 1(a) and 2(d), the grounds for opposition are as follows:  

1. Opposer and Applicant are both engaged in offering and selling in commerce services 

for the transport of yachts by boat.  

EXHIBIT A



 

2 
 

2. Upon information and belief, the principal office of Applicant is in Dania Beach, 

Broward County, Florida.  

3. The principal office of Opposer's subsidiary which is engaged in the yacht transport 

business is located in Broward County, Florida at the following address: 1535 S.E. 17th Street, Suite 

200, Fort Lauderdale, Florida 33316. 

4. On August 7, 2013, Applicant  filed an application under Section 1(a) for registration 

of the mark "UNITED YACHT TRANSPORT" for "Transport of Yachts by Boat" in International 

Class 039, and U.S. Classes 100 and 105, U.S. Application Serial No. 86031633. 

5. Prior to July 16, 2013, Applicant's alleged date of first use, Opposer's predecessor  

Dockwise Yacht Transport LLC used the "UNITED YACHT TRANSPORT" mark and name in 

commerce to offer, sell and provide yacht transport services.  

6. Opposer acquired all rights, including all common law rights, in the mark "UNITED 

YACHT TRANSPORT" through an asset purchase agreement entered into on October 15, 2013 

among Opposer, Dockwise Yacht Transport LLC and other sellers (the "Agreement").  

7. Pursuant to the Agreement, Opposer acquired all of the assets of Dockwise Yacht 

Transport LLC and of other sellers, and obtained the rights to continue engaging in the yacht 

transport business activities conducted by or on behalf of Dockwise Yacht Transport LLC and the 

other sellers as of the closing date of the Agreement.  

8. Pursuant to the Agreement, Opposer acquired two dedicated semi-submersible yacht 

carriers, including the largest of its kind, the M/V  Yacht Express, a unique and distinctive yacht 

carrier vessel launched by Opposer’s predecessors in 2007.  The assigned International Maritime 

Organization number of the M/V  Yacht Express is IMO 9346029.  
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9. Opposer also acquired all rights, including all common law rights, in the mark 

"UNITED YACHT TRANSPORT" by means of an assignment from Dockwise Yacht Transport 

LLC to Opposer, effective October 15, 2013.  

10. In addition, Opposer owns the pending application under  Section 1(a) to register the 

mark "UNITED YACHT TRANSPORT" for "Transportation by boat; cross-ocean transportation of 

yachts by semi-submersible ocean going vessels," International Class 039 and U.S. Classes 100 and 

105, U.S. Application Serial No. 86041056, which was filed by Dockwise Shipping B.V. on August 

18, 2013.  Dockwise Shipping  B.V. assigned this application and all of its rights in the mark to 

Opposer, effective on July 1, 2014.  

Chronology of Prior Use by Opposer's Predecessors  

11. Opposer's predecessors used the mark "UNITED YACHT TRANSPORT" in 

commerce for the transport of yachts by boat for two decades before Applicant's alleged date of first 

use of July 16, 2013, and such predecessors continually used the mark in commerce, until the mark 

and the yacht transport business of Dockwise Yacht Transport LLC were sold and assigned to 

Opposer in October 2013.  

12. Opposer's predecessors include the following entities: United Yacht Transport (USA) 

Inc.; Dockwise Yacht Transport (USA) Inc.; and Dockwise Yacht Transport LLC.  

13. From 1992 until 2000, United Yacht Transport (USA) Inc., a Delaware corporation 

incorporated on December 31, 1992,  used the mark in commerce for the transport of yachts by boat.   

14. On December 7, 1998, Dockwise N.V., a related entity of Opposer’s predecessors, 

filed an application under Section 1(a) to register the service mark "UNITED YACHT 

TRANSPORT" for "Transport by boat; cross-ocean transportation of yachts by semi-submersible 
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ocean going vessels," Application Serial No. 75600286. The mark was registered on November 21, 

2000, U.S. Registration No. 2405244. The  registration was cancelled on August 25, 2007. 

15. Public filings made with the State of Delaware’s Division of Corporations establish 

that in June 2000 United Yacht Transport (USA) Inc. changed its corporate name to Dockwise Yacht 

Transport (USA) Inc. and in September 2006 Dockwise Yacht Transport (USA) Inc. began doing 

business as Dockwise Yacht Transport LLC.  

16. United Yacht Transport (USA) Inc. was authorized since December 31, 1992 to do 

business in Florida.  Public filings with the State of Florida's Division of Corporations reflect the 

corporate history of  United Yacht Transport (USA) Inc. and the registrations of the Dockwise 

entities to do business in Florida 

17. After the corporate changes by which United Yacht Transport (USA) Inc. evolved 

into Dockwise Yacht Transport (USA) Inc. and to Dockwise Yacht Transport LLC (collectively 

"Dockwise Yacht Transport"), Dockwise Yacht Transport continued to advertise and use the mark 

"UNITED YACHT TRANSPORT" in commerce in connection with providing the service of 

transport of yachts by boat.    

18. Since 2000, Dockwise Yacht Transport (USA) Inc., and Dockwise Yacht Transport 

LLC have advertised their yacht transport services  as either "United Yacht Transport, Inc." or 

"Dockwise/United Yacht Transport, Inc.," with the same Fort Lauderdale address alleged in 

paragraph 3 hereof, in the annual Port Everglades Guide & Directory, an official Broward County 

publication, available in print and online. A copy of the relevant pages of the print version  of this 

publication for the following years are attached hereto as Composite Exhibit "1": 1998, 1999, 2001, 

2003, 2005, 2006, 2007-2008, 2008-2009, 2010, 2011-2012, 2012 – 2013 and 2014.  
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19. Prior to Applicant's July 16, 2013 alleged date of first use, and specifically in 2012 

and 2013, Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" 

on its distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V Yacht Express, while 

the vessel was transporting yachts between Port Everglades, in Fort Lauderdale, Florida and foreign 

ports. Four photographs of the M/V Yacht Express displaying the mark which are posted online at 

www.marinetraffic.com,  all of which indicate "dates taken" in 2012 and in 2013 prior to Applicant's 

alleged date of first use, are attached hereto as Exhibit “2.”  A photograph of the M/V Yacht Express  

displaying the mark which is posted online at www.yachtforums.com and indicates that it was taken 

in 2012 by the Fort Lauderdale "webcam" at Port Everglades is attached hereto as Exhibit "3."  Two 

photographs of the Yacht Express displaying the mark which are posted online at  

www.shipspotting.com, both of which indicate dates taken of March 9, 2012, at “St. Thomas 

Charlotte Amalie, Virgin Islands (U.S.)” are attached hereto as Composite Exhibit “4.”  

20. Prior to Applicant's alleged date of first use, and specifically in 2012 and 2013, 

Dockwise Yacht Transport, LLC displayed the mark "UNITED YACHT TRANSPORT" on its 

distinctive "float-on, float-off" semi-submersible yacht carrier, the M/V Super Servant 4, while the 

vessel was transporting yachts in commerce. Two photographs of the M/V Super Servant 4  

displaying the mark while engaged in the service of transport of yachts by boat in commerce, which 

were taken in Newport, Rhode Island by commercial photographer, Onne Van der Wal, on 

November 14, 2012, are attached hereto as Composite Exhibit "5."   

21. Since October 2013, Opposer has continued operating the yacht transport business of 

its predecessor entities under the names "DYT" and "DYT Yacht Transport" and has continued using 

the dedicated yacht transport carriers acquired in the Agreement, including the M/V Yacht Express, 

to transport yachts by boat in commerce. 

http://www.marinetraffic.com/
http://www.yachtforums.com/
http://www.shipspotting.com/
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22. The names "DYT" and "DYT Transportation" are registered as fictitious names of 

Opposer's subsidiary Sevenstar Transport USA Agencies LLC.   

23. Since October 2013, Opposer has used and currently is using the "UNITED YACHT 

TRANSPORT" mark in commerce to advertise and sell the services of transport of yachts by boat 

and has plans to expand its use of the mark and name in commerce.   

Applicant's Deliberate Adoption of Mark in Bad Faith to Trade on Prior Use  and 

Goodwill of the Mark  

24. Applicant adopted the mark "UNITED YACHT TRANSPORT" in bad faith with 

knowledge of the prior and continuous use of said mark by Opposer's predecessors, with the intent to 

gain a benefit and trade off of the reputation and goodwill associated with the mark "UNITED 

YACHT TRANSPORT" which had been established by decades of prior use and advertising by 

Opposer's predecessors.   

25. On information and belief, prior to adopting the mark UNITED YACHT 

TRANSPORT for its business, Applicant had knowledge that Dockwise had priority use of the mark 

in commerce and was continuing to use the mark in commerce. On information and belief, Applicant 

obtained this knowledge from its involvement or participation, either directly or through an 

intermediary, with efforts to acquire the yacht transport business and the mark UNITED YACHT 

TRANSPORT from Opposer's predecessor, Dockwise.   

26. In addition, in August and September 2013, Applicant received a cease and desist 

letter from Dockwise counsel and Applicant's counsel received email communications from 

Dockwise counsel which provided clear and unequivocal evidence of Dockwise's then-ongoing use 

of the mark in commerce as follows: display on the mark UNITED YACHT TRANSPORT on 

Dockwise's mammoth (700+ foot) yacht transport vessels and listing of "Dockwise/United Yacht 
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Transport" as one of the Shipping Lines in the Port Everglades Guide & Directory.  (A copy of the 

August 20, 2013 cease and desist letter and September 13, 2013 email from Dockwise counsel are 

attached hereto as Composite Exhibit "6").   

27. Even after being apprised of Dockwise's rights in the mark and receiving evidence of 

same from Dockwise counsel, Applicant continued prosecuting its Application to register the mark, 

through the filing of a Response to Office Action on May 19, 2014 and April 22, 2015 Motion 

seeking leave to amend the filing basis for its Application from Section 1(a) to Section 1(b).  

28. Based on Applicant's actual knowledge of Dockwise's priority and continuous use of 

the mark and legal rights in the mark arising therefrom, Applicant filed and has prosecuted its 

Application in bad faith.   

29. In addition to adopting the mark "UNITED YACHT TRANSPORT," Applicant 

deliberately has sought to create marketplace confusion and the false impression that there is a 

relationship between Applicant and Opposer and/or Opposer's predecessors, by using the mark 

"UNITED YACHT TRANSPORT" with a logo and online advertising which feature the identical 

and distinctive color combination of orange and royal blue, used by Opposer's predecessors to 

establish the mark, origin of services of yacht transport and associated goodwill in commerce, and 

currently used by Opposer.   

30. Applicant's mark "UNITED YACHT TRANSPORT" is identical to the mark 

"UNITED YACHT TRANSPORT" used by Opposer's predecessors for many years prior to July 16, 

2013, Applicant's alleged date of first use.  

31. On information and belief, the services of Applicant, namely the transport of yachts 

by boat, are the same or substantially the same as the services of transportation of yachts by boat 
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which were offered and provided by Opposer's predecessors and currently are offered and provided 

by Opposer.  

32. The services of yacht transport by boat which are offered and sold by Opposer under 

the "UNITED YACHT TRANSPORT" mark and name are likely to be purchased and used by the 

same class of purchasers, i.e. yacht owners, who are likely to purchase Applicant's services.  

33. Opposer and Applicant compete “head to head” providing the identical services to the 

same target market.  The yacht transport services of Opposer and Applicant are and will be marketed 

through the same and related channels of trade to reach the same target market of yacht owners 

needing the services of yacht transportation by boat.   

34. This target market is comprised of yacht owners who desire to transport their yachts 

by boat between U.S. ports, including Port Everglades, Florida, and foreign ports, including ports in 

the Caribbean, the Mediterranean, and the South Pacific.  Attached hereto as Exhibits “7” and “8” 

are the yacht transport destinations serviced by Opposer and Applicant, respectively.  

35. The public, and particularly yacht owners purchasing yacht transport services, have 

long associated the mark "UNITED YACHT TRANSPORT" with Opposer's predecessors, 

Dockwise Yacht Transport, LLC, Dockwise Yacht Transport (USA), Inc., and United Yacht 

Transport (USA), Inc.  

36. As a result, if the identical mark "UNITED YACHT TRANSPORT" is applied to the 

services of Applicant, it will  cause confusion or deceive purchasers into having the mistaken belief 

that the services of Applicant originate from, or are disseminated with Opposer's approval, 

sponsorship or control, all to the great damage of Opposer.  

37. Opposer has standing to oppose registration of the mark because it would be  

damaged by the registration of the mark "UNITED YACHT TRANSPORT" in the principal register. 
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38. On information and belief, Applicant's first use of the mark "UNITED YACHT 

TRANSPORT" in US commerce was in 2013, which is over two decades after the date of first use 

by Opposer's predecessor, United Yacht Transport (USA), Inc., of the "UNITED YACHT 

TRANSPORT" mark and name.  

39. In view of the identity between Applicant's mark "UNITED YACHT TRANSPORT" 

and Opposer's mark "UNITED YACHT TRANSPORT" in terms of commercial impression and 

meaning, and in view of the substantially identical nature of the yacht transport services offered and 

sold in commerce by both Applicant and Opposer, Opposer alleges that Applicant's mark consists of 

and comprises matters which may disparage and falsely suggest a trade connection between Opposer 

and Applicant. 

40. Opposer is not nor will it be connected or associated with the services of yacht 

transport by boat which Applicant is providing under the mark "UNITED YACHT TRANSPORT."  

41. If the Applicant is able to register the mark "UNITED YACHT TRANSPORT" for 

the services set forth in its application, confusion of the trade and public is likely to result, and such 

confusion will result in damage and injury to Opposer.   

42. If Applicant is granted a registration for the mark "UNITED YACHT 

TRANSPORT," it will obtain at least a prima facie exclusive right to use the mark.  

43. Such registration would be a source of damage and injury to Opposer.  

44. In addition, pursuant to Section 1(a), on information and belief, Opposer contests the 

date of first use and date of first use in commerce alleged in Applicant's application.  

45. There was no bona fide use by Applicant of the mark "UNITED YACHT 

TRANSPORT" in commerce prior to Applicant's filing of a use-based application for registration 

under Section 1(a) of the Act.   
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46. Applicant's application is void ab initio and invalid because Applicant, with the intent 

to deceive the USPTO, knowingly made false representations to the USPTO. Specifically, with the 

intent to deceive the USPTO, Applicant knowingly made false representations in its use-based 

Application filed on August 7, 2013 and in its May 19, 2014 Response to Office Action.  

47. In  Application Serial No. 86031633 filed on August 7, 2013, Applicant represented 

to the USPTO that Applicant first used the mark UNITED YACHT TRANSPORT in commerce on 

August 5, 2013 which was false. Applicant, by its own admission, did not use the mark in commerce 

until after the filing date of its Application.  

48. On May 19, 2014, Applicant filed a Response to Office Action and filed specimens of 

photographs of a website showing the mark UNITED YACHT TRANSPORT which Applicant 

falsely represented to be its website that was in use in commerce as of the filing date of its 

Application. Applicant has subsequently disclosed that the website depicted by the photographic 

specimens it submitted filed in its Response to Office Action were not posted online until late March 

2014.  

Opposer hereby appoints J. Michael Pennekamp, Esquire and Sandra I. Tart, Esquire, both 

members of the Florida Bar and the firm of Fowler White Burnett, P.A., Espirito Santo Plaza, 1395 

Brickell Avenue, 14th Floor, Miami, Florida 33131, to act as its attorneys in the matter of the 

opposition identified above, to prosecute said opposition, to transact all business in the Patent and 

Trademark Office, and in the United States courts connected with the opposition, to sign its name to 

all papers which are hereinafter to be filed in connection therewith, and to receive all 

communications relating to the same. 

WHEREFORE, Opposer, by and through its counsel, prays that the Trademark Trial and 

Appeal Board decide that U.S. Application Serial No. 86031633 is invalid and void ab initio,  refuse 



 

11 
 

registration of the mark sought to be registered by Applicant in U.S. Application Serial No. 

86031633, sustain this Opposition, lift the stay and permit Opposer to register the mark in U.S. 

Application Serial No. 86041056 in the United States Patent and Trademark Office, and grant such 

other and further relief as is just and proper.   

Date: ___________, 2015   
Respectfully submitted, 
 
 
/s/ J. Michael Pennekamp 

 J. Michael Pennekamp 
Fla. Bar No. 983454 
Email: jpennekamp@fowler-white.com 
Sandra I. Tart 
Fla. Bar No. 358134 
Email: start@fowler-white.com 
 
FOWLER WHITE BURNETT, P.A. 
Espirito Santo Plaza, Fourteenth Floor  
1395 Brickell Avenue  
Miami, Florida 33131  
Telephone:    (305) 789-9200  
Facsimile:    (305) 789-9201  
 
Counsel for Opposer   
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