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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re the Application of: Robert Berry 

Serial No.: 86160577 

Filed: January 8, 2014 

For the Alleged Mark: BBH 

 

Published in the Official Gazette on June 3, 2014, 

Brown Brothers Harriman & Co.,  ) 

  ) Opposition No. 91218616 

Petitioner, ) 

     ) 

v.     ) 

      ) 

Robert Berry,     ) 

  ) 

Applicant. ) 

      )  

 

 

MOTION TO COMPEL THE DEPOSITION OF APPLICANT, ROBERT BERRY, AND TO COMPEL THE 

PRODUCTION OF DOCUMENTS AND THINGS BY APPLICANT 

Pursuant to TBMP §523.01 and 37 CFR §2.120(e), Petitioner Brown Brothers Harriman & 

Company ("Petitioner") moves the Board for an order compelling Applicant Robert Berry ("Applicant") to 

participate in his deposition and to produce documents and things according to the subpoena attached 

in Exhibit 1 below. Applicant's conduct demonstrates that an order from the Board compelling his 

deposition is necessary and as such, this motion should be granted. 

A. BACKGROUND 

On January 8, 2014, Applicant filed U.S. Trademark Application Serial No. 86160577 for the BBH 

mark under Section 1(a), asserting use of the mark since June 1, 2010 for a laundry list of goods in Class 

25, namely, clothing, namely, tops, bottoms, shirts, shoes, socks, underwear, sleepwear, sweat shirts, 
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sweat pants, hooded sweat shirts, sweat jackets, sweat shorts, gloves, jackets, hats, head wear, and 

pants. 

Applicant does business as Black Beverly Hills, which Applicant also refers to as BBH. Applicant 

does not appear to have incorporated or otherwise formed or registered an entity under the BBH or 

Black Beverly Hills names with any local or state authorities. Applicant's operation of an entity under the 

BBH name or Black Beverly Hills name without registration is unlawful under the laws of the state of 

California. See California Corporate Code Section 2105(a) and California Business and Professions Code 

Section 17918. 

On October 1, 2014, Petitioner lodged the instant Opposition Proceeding against Mr. Berry's 

application. Therein, Petitioner plead priority of use and that Applicant's BBH trademark is identical and 

confusingly similar to Petitioner's BBH trademarks. 

Petitioner served Interrogatories and Requests for Production of Documents on Applicant on 

December 1, 2014. Applicant responded to Petitioner's Requests for Production on January 2, 2015, with 

the majority of the response containing the phrase, "The documents can be made available for 

inspection at 4401 W Slauson Ave, Los Angeles CA, 90043 at a mutually convenient time and, if 

necessary, subject to an appropriate protective order." See TTAB Docket #5, Exhibit E, in the instant 

proceeding. Shortly thereafter, Petitioner's counsel attempted unsuccessfully to arrange a date and time 

for inspection of Applicant's documents and things.  

Given issues raised by Applicant's responses to Petitioner's Interrogatories and Request for 

Production of Documents, as well as Petitioner's own investigation, Petitioner filed a Motion for Leave 

to File a First Amended Notice of Opposition on January 29, 2015, to assert Applicant's lack of ownership 
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of the BBH mark and fraud perpetrated by Applicant on the USPTO. See TTAB Docket #5 in the instant 

proceeding 

1. Petitioner's Good Faith Attempts to Schedule the Deposition Have Been Unavailing 

On April 2, 2015, Petitioner sent a Notice of Deposition to Applicant via U.S. mail and email. 

Therein, Petitioner noticed Applicant's deposition in Los Angeles for April 23, 2015 (at the office of a law 

firm about nine miles from Applicant's office). Petitioner also subpoenaed Applicant to produce those 

documents and things Applicant claimed to possess and have available in his responses to Petitioner's 

discovery requests. Petitioner attaches copies of the Deposition Notice and associated subpoena as 

Exhibit 1. Concurrently and repeatedly thereafter, Petitioner asked Applicant both in writing (emails) 

and by telephone to: (a) confirm his availability for the noticed deposition, or (b) propose alternative 

dates for his deposition. 

April 29, 2015, six days after the date noticed for his deposition, Applicant responded via email 

requesting to reschedule the deposition. Immediately thereafter, Petitioner's counsel requested 

Applicant's availability during the weeks of May 11 and May 25, 2015. Petitioner attaches copies of the 

relevant correspondence reflecting the foregoing as Exhibit 2. As of the date of this filing, Applicant has 

not responded to Petitioner's request and Petitioner's counsel has no reasonable expectation that 

Applicant will respond. 

B. ARGUMENT 

Petitioner's request to compel discovery of Applicant is reasonable. Petitioner sought to and 

continues to seek to depose Applicant, as he is the owner of the application in question and has vital 

knowledge regarding this matter that Petitioner cannot secure by other means. In addition, Petitioner's 

requests for production of documents and things at the deposition are necessary to answer Petitioner's 

questions regarding: (1) Applicant's ownership in the trademark application in question; (2) Applicant's 
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usage of the BBH mark; (3) products and services associated with Applicant's use of the BBH mark; and 

(4) trade channels and customers of Applicant. 

Petitioner tried in vain repeatedly to obtain Applicant's cooperation regarding the scheduling of 

his deposition. As required by the Board rules, Petitioner asked Applicant to suggest convenient 

deposition dates for his deposition. TBMP §§401, 404.05. For weeks, and to the date of this filing, 

Applicant simply failed to respond, in violation of his duty under TBMP §408.01. 

A motion to compel discovery is appropriate, "in the event of a failure to provide discovery 

requested by means of discovery depositions, interrogatories, and requests for production of 

documents and things." TBMP §523.01; 37 CFR §2.120(e); TBMP §404.03(a)(1) ("When such a proposed 

deponent fails to appear for a noticed deposition, the deposing party may seek to compel attendance by 

a motion to compel"). 

Petitioner made a good faith effort to resolve this matter, as required by Trademark Rules 2.120 

(e)(1) and 2.10(h)(1), prior to seeking the Board intervention. Applicant's lack of cooperation and 

communication makes intervention by the Board appropriate and necessary. 

C. REQUEST 

Petitioner seeks an order requiring Applicant to attend and participate in his deposition at a 

date (or dates) to be set by the Board. Petitioner also seeks an order requiring Applicant to produce 

those documents and things listed in Petitioner's subpoena at Applicant's deposition. 

D. CONCLUSION 

In view of Petitioner's failure to cooperate and produce himself for deposition and for his failure 

to produce documents and things on the date noticed, Petitioner believes it is appropriate for the Board 

to issue an order compelling Applicant to attend his deposition and produce required documents and 
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things in response to Petitioner's subpoena. The Board's authority to do so is clear, and the Applicant's 

conduct underscores the need for such an order. 

For the foregoing reasons, Petitioner requests that the Board grant this motion to compel and 

order Applicant to appear for his deposition and produce documents pursuant to Petitioner's subpoena 

dated April 2, 2015. 

Dated: May 5, 2015      Respectfully submitted, 

      Edge Law Group  

           

      /Allen J. Baden/    

Allen J. Baden 

236 N Santa Cruz Ave., Ste. 228  

Los Gatos CA 95030-7279 

abaden@edgelawgroup.com 

Attorneys for Brown Brothers Harriman & Co. 
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CERTIFICATE OF SERVICE 

I hereby certify that a copy of the foregoing Petitioner's Motion to Compel the Deposition of Robert 

Berry and for the production of documents and things was transmitted to the named Applicant by email 

with service by First Class Mail, postage prepaid, the 5th day of May 2015, addressed as follows: 

Robert Berry 

4401 W Slauson Ave.  

Los Angeles California 90043 

thisisrobchina@gmail.com; blackbeverlyhills@gmail.com    

/Allen J. Baden/ 

Allen J. Baden  

____________________________ 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re the Application of: Robert Berry 

Serial No.: 86160577 

Filed: January 8, 2014 

For the Alleged Mark: BBH 

 

Published in the Official Gazette on June 3, 2014, 

Brown Brothers Harriman & Co.,  ) 

  ) Opposition No. 91218616 

Petitioner, ) 

     ) 

v.     ) 

      ) 

Robert Berry,     ) 

  ) 

Applicant. ) 

      )  

 

DECLARATION OF ALLEN BADEN 

I, Allen Baden, declare: 

1. I am the counsel for Brown Brothers Harriman & Co. ("Petitioner"), the Petitioner in the above 

captioned matter.  

2. Together with the Senior Vice President and Senior Counsel for Petitioner, I personally 

participated in all aspects of this matter, including discovery, settlement negotiations, and 

communications with Applicant in the above captioned matter. 

3. I submit this declaration in support of Petitioner's Motion to Compel the Deposition of Robert 

Berry. 

4. Exhibit 1 and Exhibit 2 are true and correct copies of discovery documents and written 

correspondence that have been sent by Petitioner between April 2, 2015 and this date. 

Applicant responded to Petitioner's Deposition Notice via email on April 29, 2015, asking 
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Petitioner to reschedule his deposition. Petitioner emailed Applicant back within hours asking 

his availability for the weeks of May 11 and May 25. As of this date, Applicant has not responded 

to Petitioner's availability request. 

I declare under penalty of perjury that the foregoing is true and correct. 

/Allen J. Baden/    
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From:   Christopher Bella <cbella@edgelawgroup.com>
Sent:   Thursday, April 02, 2015 4:35 PM
To:     'blackbeverlyhills@gmail.com'; 'thisisrobchina@gmail.com'
Cc:     'Allen Baden'
Subject:        BBH | BBH Opposition (Subpoena and Notice of Deposition)
Attachments:    Berry - Subpoena to Testify and Production of Documents.pdf; Berry - Notice 
of Deposition.pdf

Mr. Berry

Please review and take notice of the attached Subpoena and Notice of Deposition.

If you cannot attend the deposition at the proposed date and time, please propose a different date and 
time as soon as possible.

Sincerely,

CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, 
or business 
confidential information, and is only for the use of the intended recipient(s).  Any review, use or distribution by others 
is 
prohibited.  If you are not the intended recipient, please contact the sender and delete all copies.
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From:   Christopher Bella <cbella@edgelawgroup.com>
Sent:   Monday, April 06, 2015 2:40 PM
To:     'blackbeverlyhills@gmail.com'; 'thisisrobchina@gmail.com'
Cc:     'Allen Baden'
Subject:        RE: BBH | BBH Opposition (Subpoena and Notice of Deposition)

Mr. Berry

Per the Subpoena and Notice of Deposition attached in the email below, please confirm that you are 
available for the deposition on April 23, 2015 at 11:00 a.m. at Fox Rothschild LLP, 1055 W 7th Street, 
Suite 1880, Los Angeles, CA 90017. 

Thank you.

CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, 
or business 
confidential information, and is only for the use of the intended recipient(s).  Any review, use or distribution by others 
is 
prohibited.  If you are not the intended recipient, please contact the sender and delete all copies.

From: Christopher Bella [mailto:cbella@edgelawgroup.com]  
Sent: Thursday, April 02, 2015 4:35 PM 
To: 'blackbeverlyhills@gmail.com'; 'thisisrobchina@gmail.com' 
Cc: 'Allen Baden' 
Subject: BBH | BBH Opposition (Subpoena and Notice of Deposition)

Mr. Berry

Please review and take notice of the attached Subpoena and Notice of Deposition.

If you cannot attend the deposition at the proposed date and time, please propose a different date and 
time as soon as possible.

Sincerely,

CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, 
or business 
confidential information, and is only for the use of the intended recipient(s).  Any review, use or distribution by others 
is 
prohibited.  If you are not the intended recipient, please contact the sender and delete all copies.
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From:   Christopher Bella <cbella@edgelawgroup.com>
Sent:   Thursday, April 16, 2015 11:42 AM
To:     'thisisrobchina@gmail.com'; 'blackbeverlyhills@gmail.com'
Cc:     'Allen Baden'
Subject:        BBH | Scheduling Your Deposition
Attachments:    Robert Berry re Scheduled Deposition 2015-04-16.pdf

Dear Mr. Berry

Please review the attached letter carefully. Your response is required.

Sincerely,

CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, 
or business 
confidential information, and is only for the use of the intended recipient(s).  Any review, use or distribution by others 
is 
prohibited.  If you are not the intended recipient, please contact the sender and delete all copies.
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From:   Robert China Berry <thisisrobchina@gmail.com>
Sent:   Wednesday, April 29, 2015 7:58 AM
To:     Christopher Bella
Subject:        Re: BBH | BBH Opposition (Subpoena and Notice of Deposition)

Please reschedule me. 

 
On Apr 6, 2015, at 2:40 PM, Christopher Bella <cbella@edgelawgroup.com> wrote:
Mr. Berry
 
Per the Subpoena and Notice of Deposition attached in the email below, please confirm 
that you are available for the deposition on April 23, 2015 at 11:00 a.m. at Fox 
Rothschild LLP, 1055 W 7th Street, Suite 1880, Los Angeles, CA 90017. 
 
Thank you.
 
CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work 
product, or business confidential information, and is only for the use of the intended recipient(s).  Any review, 
use or distribution by others is prohibited.  If you are not the intended recipient, please contact the sender 
and delete all copies.
 
From: Christopher Bella [mailto:cbella@edgelawgroup.com]  
Sent: Thursday, April 02, 2015 4:35 PM 
To: 'blackbeverlyhills@gmail.com'; 'thisisrobchina@gmail.com' 
Cc: 'Allen Baden' 
Subject: BBH | BBH Opposition (Subpoena and Notice of Deposition)
 
Mr. Berry
 
Please review and take notice of the attached Subpoena and Notice of Deposition.
 
If you cannot attend the deposition at the proposed date and time, please propose a 
different date and time as soon as possible.
 
Sincerely,
 
CHRISTOPHER J. BELLA 
EDGE LAW GROUP 
236 N Santa Cruz Ave | Ste 228 | Los Gatos | California | 95030-7279  
direct +1.408.359.5772 | tel +1.408.827.4461 | fax +1.408.827.4296 
cbella@edgelawgroup.com | http://www.edgelawgroup.com 
Please consider the environment before printing this e-mail
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work 
product, or business confidential information, and is only for the use of the intended recipient(s).  Any review, 
use or distribution by others is prohibited.  If you are not the intended recipient, please contact the sender 
and delete all copies.
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From:   Allen Baden <abaden@edgelawgroup.com>
Sent:   Wednesday, April 29, 2015 11:37 AM
To:     Robert China Berry
Cc:     Christopher Bella
Subject:        BBH | BBH Opposition (Subpoena and Notice of Deposition)

Importance:     High

Mr. Berry
Your failure to respond to our repeated messages and reminders until after the scheduled date of your 
deposition is disappointing and improper.
That said, we would prefer to maintain a professional, cordial outlook on this matter and, to that end, 
invite you to advise us of your availability the weeks of May 11 (excluding May 11) and May 25 
(excluding May 25, which is Memorial Day). Once you tell us what date(s) will work for you, we will 
compare those dates to our schedule, then send you an updated deposition notice.
Please respond promptly, so that we can make the necessary arrangements. 
Thank you.
Allen

ALLEN J. BADEN 
EDGE LAW GROUP 
236 N Santa Cruz Ave Ste 228 Los Gatos CA 95030-7279  
direct +1.408.827.4464 | tel +1.408.827.4461 | fax +1.408.827.4296 
abaden@edgelawgroup.com | http:///www.edgelawgroup.com 
This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, 
or business 
confidential information, and is only for the use of the intended recipient(s).  Any review, use or distribution by others 
is 
prohibited.  If you are not the intended recipient, please contact the sender and delete all copies.
IRS CIRCULAR 230 NOTICE: Unless specifically designated therein, any advice that may be expressed above 
(including in any 
attachments) as to tax matters was neither written nor intended by the sender or EDGE LAW GROUP to be used and 
cannot be 
used by you or anyone else for (i) the purpose of avoiding tax penalties that may be imposed under the United States 
Internal 
Revenue Code or (ii) promoting, marketing or recommending to another party any transaction, plan or arrangement. 
Each 
taxpayer should seek advice from their own independent tax adviser, based on the taxpayer's particular circumstances.

 
Begin forwarded message:
From: Robert China Berry <thisisrobchina@gmail.com> 
Date: April 29, 2015 at 7:58:00 AM PDT 
To: Christopher Bella <cbella@edgelawgroup.com> 
Subject: Re: BBH | BBH Opposition (Subpoena and Notice of Deposition)
Please reschedule me.
 
On Apr 6, 2015, at 2:40 PM, Christopher Bella <cbella@edgelawgroup.com> wrote:
Mr. Berry
 
Per the Subpoena and Notice of Deposition attached in the email below, 
please confirm that you are available for the deposition on April 23, 
2015 at 11:00 a.m. at Fox Rothschild LLP, 1055 W 7th Street, Suite 1880, 
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