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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

Trademark Application Serial No.: 85/737,220
Filed: September 4, 2014

Published: March 11, 2014

Mark: THERANOS TRICORDER

CBS STUDIOS INC.,
Opposer, Opposition No. 91/218,196
V.
THERANOS, INC.,
Applicant.

APPLICANT THERANOS, INC.’S ANSWER AND AFFIRMATIVE DEFENSES
TO OPPOSER CBS STUDIOS INC.’S NOTICE OF OPPOSITION

Applicant, THERANOS, INC. (“Theranos”), by and through its attorneys, hereby
answers CBS STUDIOS INC.’S (“Opposer”) Notice of Opposition in the above-entitled matter.
Theranos denies all allegations in the Notice of Opposition unless expressly admitted elsewhere
in this answer, including all headings. To the extent that a responsive pleading is required to the
preface to Opposer’s Notice of Opposition, Theranos lacks sufficient information to form a belief
as to the truth of the allegations and on that basis denies them, except that Theranos admits that it
has applied to register THERANOS TRICORDER for goods and services in classes 5, 9, 10, 25,
42 and 44, that the THERANOS TRICORDER application bears Serial Number 85/737,220 and
that this application was published on March 11, 2014. Theranos further admits that Exhibit A

purports to list the goods and services identified in the THERANOS TRICORDER application.
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1. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 1 of the Notice of Opposition, and on that basis denies them.

2. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 2 of the Notice of Opposition, and on that basis denies them.

3. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 3 of the Notice of Opposition, and on that basis denies them.

4. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 4 of the Notice of Opposition, and on that basis denies them.

5. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 5 of the Notice of Opposition, and on that basis denies them.

6. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 6 of the Notice of Opposition, and on that basis denies them.

7. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 7 of the Notice of Opposition, and on that basis denies them.

8. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 8 of the Notice of Opposition, and on that basis denies them.

0. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 9 of the Notice of Opposition, and on that basis denies them.

10. Theranos lacks sufficient information to form a belief as to the truth of the

allegations in Paragraph 10 of the Notice of Opposition, and on that basis denies them, except

that it admits that Exhibit B purports to be a copy of U.S. Registration No. 4,194,205 and that

Exhibit C purports to identify other trademark applications for TRICORDER in the stated

classes.
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11. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 11 of the Notice of Opposition, and on that basis denies them.

12. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 12 of the Notice of Opposition, and on that basis denies them.

13. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 13 of the Notice of Opposition, and on that basis denies them.

14. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 14 of the Notice of Opposition, and on that basis denies them.

15. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 15 of the Notice of Opposition, and on that basis denies them.

16. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 16 of the Notice of Opposition, and on that basis denies them.

17. Theranos lacks sufficient information to form a belief as to the truth of the
allegations in Paragraph 17 of the Notice of Opposition, and on that basis denies them.

18. Theranos admits the allegations in Paragraph 18 of the Notice of Opposition.

19. Theranos admits that its application bearing Serial No. 85/737,220 was filed
based on an intent to use the mark THERANOS TRICORDER in connection with the goods and
services covered in the application. Theranos denies all remaining allegations in Paragraph 19 of

the Notice of Opposition.

20. Theranos denies the allegations contained in Paragraph 20 of the Notice of
Opposition.
21. Theranos denies the allegations contained in Paragraph 21 of the Notice of

Opposition, except that it lacks sufficient information to form a belief as to the truth of the
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allegations concerning the suspension of Opposer’s pending applications and on that basis denies

them.

22. Theranos denies the allegations contained in Paragraph 22 of the Notice of
Opposition.

23. Theranos denies the allegations contained in Paragraph 23 of the Notice of
Opposition.

24. Theranos denies the allegations contained in Paragraph 24 of the Notice of
Opposition.

25. Theranos denies the allegations contained in Paragraph 25 of the Notice of
Opposition.

26. Theranos denies the allegations contained in Paragraph 26 of the Notice of
Opposition.

217. Theranos denies the allegations contained in Paragraph 27 of the Notice of
Opposition.

28. Theranos denies the allegations contained in Paragraph 28 of the Notice of
Opposition.

29. Theranos denies the allegations contained in Paragraph 29 of the Notice of
Opposition.

AFFIRMATIVE DEFENSES
FIRST AFFIRMATIVE DEFENSE
(Failure to State a Claim)
30. Opposer’s claims are barred, in whole or in part, because the Notice of Opposition

fails to state a claim upon which relief can be granted.
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SECOND AFFIRMATIVE DEFENSE

(No Likelihood of Confusion)
31. Opposer’s claims are barred, in whole or in part, because the THERANOS
TRICORDER mark is not likely to cause consumer confusion, deception or mistake with respect
to Opposer’s TRICORDER mark.

THIRD AFFIRMATIVE DEFENSE

(No Trademark Rights)
32. Opposer’s claims are barred because Opposer lacks enforceable rights in
TRICORDER on or in connection with the goods and services identified in Applicant’s
application. .

FOURTH AFFIRMATIVE DEFENSE

(No Fame)
33. Opposer’s claims are barred in whole or in part because TRICORDER is not a
famous mark.

FIFTH AFFIRMATIVE DEFENSE

(Descriptive Term)
34. Opposer’s claims are barred in whole or in part because TRICORDER is a
descriptive term.

SIXTH AFFIRMATIVE DEFENSE

(Fair Use)
35. Opposer’s claims are barred in whole or in part by the doctrines of descriptive
and/or nominative fair use.
36.  This answer and affirmative defenses are based on the knowledge and information

currently available to Theranos. Theranos reserves the right to seek amendment of this answer
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and affirmative defenses pursuant to Federal Rules of Civil Procedure 8(c) and 15, and any other
applicable rule, statute or case law, based on facts later discovered, pled, or offered.

WHEREFORE, Theranos prays that Opposer’s Opposition be dismissed and that
judgment be entered in favor of Applicant, Theranos, Inc.

Dated: June 6, 2016 Respectfully submitted,

/Margaret A. Esquenet/

Margaret A. Esquenet, Esq.

FINNEGAN HENDERSON FARABOW
GARRETT & DUNNER, LLP

901 New York Avenue, NW
Washington, DC 2001

(202) 408-4000
margaret.esquenet@finnegan.com

Attorneys for Applicant
THERANOS, INC.
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CERTIFICATE OF SERVICE

The undersigned, counsel for Applicant, hereby certifies that a true and correct copy of
the attached APPLICANT THERANOS, INC.’S ANSWER AND AFFIRMATIVE DEFENSES
TO OPPOSER CBS STUDIOS INC.’S NOTICE OF OPPOSITION was served via first class
mail, postage prepaid, upon Applicant’s correspondent of record on this 6th day of June, 2016, as
follows:

Mallory Levitt

CBS Studios Inc.

c/o CBS Corporation Law
51 West 52" Street

New York, NY 10019
(212) 975-4321

Attorney for Opposer
CBS Studios Inc.

/Margaret A. Esquenet/

Margaret A. Esquenet, Esq.

FINNEGAN HENDERSON FARABOW
GARRETT & DUNNER, LLP

901 New York Avenue, NW
Washington, DC 2001

(202) 408-4000
margaret.esquenet@finnegan.com

Attorneys for Applicant
THERANOS, INC.
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