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--------------------------------------------------------------- 

TOD'S S.P.A., 

 

                                      Opposer, 

v. 

MYCOSKIE, LLC, 
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PRELIMINARY STATEMENT 

 Mycoskie’s papers seek to conflate two separate, unrelated issues by combining its opposition to 

Tod’s’ motion to amend with a “cross-motion” seeking an oral deposition in New York of Tod’s’ Co-

CEO, Stefano Sincini, a resident of Italy.  Mr. Sincini has no knowledge regarding the new claim that is 

the subject of Tod’s’ proposed amendment, as it relates solely to Mycoskie’s bona fide intention and is 

thus based on facts exclusively within Mycoskie’s own knowledge.  Accordingly, the issues concerning 

Mycoskie’s requested deposition have no bearing on the pending motion to amend and are separately 

addressed in Tod’s’ opposition to Mycoskie’s cross-motion to compel.         

 With respect to the amendment, Mycoskie has not come forward with any prejudice that would 

override the Federal Rules’ liberal policy favoring amendments.  While Mycoskie claims that Tod’s 

should have made its motion sooner, it was not until Tod’s completed its 30(b)(6) deposition of the 

designated witness on Mycoskie’s bona fide intention that Tod’s was able to verify that it had a valid 

additional claim for opposition.  Tod’s received the transcript from that deposition on December  7, 2015 

and sought Mycoskie’s consent to the amendment within three days on December 10, 2015.  After 

communications between counsel over the next week failed to resolve the amendment issue, Tod’s 

promptly filed its motion to amend on December 17, 2015.  Mycoskie’s contention that Tod’s failed to act 

quickly enough is not even colorable. 

 Nor can Mycoskie reasonably argue that it has somehow been prejudiced because Tod’s’ 

amended pleading drops its previously asserted dilution claim.  The notion that a party can be prejudiced 

by having one less claim against which to defend defies logic.  While Mycoskie suggests that it 

commissioned its survey based on the allegations supporting Tod’s’ dilution claim, the survey at issue 

was directed solely at likelihood of confusion, which of course remains a disputed issue in the case.  

Significantly, Mycoskie never asserts that its survey is no longer admissible on the likelihood of 

confusion issue and it will presumably argue that such survey supports its defense whether or not the 

TOD’S mark is deemed famous.  In any event, the relevance and weight of both parties’ likelihood of 

confusion surveys are appropriately addressed in the context of deciding the merits of this case, and 
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certainly provide no reason to prevent Tod’s from withdrawing the dilution claim that it no longer intends 

to pursue.  

ARGUMENT 

I. Tod’s Timely Asserted the New Claim for Lack of Bona Fide Intent Following the 30(b)(6) 

Deposition of Mycoskie’s Designated Witness on Such Topic 

 

The Board “generally will grant” motions to amend where, as here, “the proceedings are still in 

the pre-trial stage” and no testimony has yet been taken.  PRL USA Holdings, Inc. v. Young, Opp. No. 

91206846 (Docket No. 18)
1
 (T.T.A.B. Oct. 16, 2013) at 4; see also United States Olympic Committee v. 

O-M Bread Inc., 26 U.S.P.Q.2d 1221, 1222 (T.T.A.B. 1993) (applicant not prejudiced where proceeding 

still in pre-trial phase); Focus 21 Int’l Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 U.S.P.Q.2d 1316, 

1318 (T.T.A.B. 1992) (motion to amend filed prior to opening of testimony periods granted); Caron Corp. 

v. Helena Rubinstein, Inc., 193 U.S.P.Q. 113 (T.T.A.B. 1976) (amendment allowed where neither party 

had yet taken testimony); Mack Trucks, Inc. v. Monroe Auto Equip. Co., 182 U.S.P.Q. 511, 512 

(T.T.A.B. 1974) (no prejudice where no testimony yet taken).  Such a result is particularly appropriate 

where the basis for the new claim is uncovered as a result of information developed through discovery.  

See, e.g., PRL Holdings, Opp. No. 91206846 (Docket No. 18) at 4 (granting motion to add lack of bona 

fide intent claim based on information learned during discovery); Jimlar Corp. v. Montrexport S.p.A., 

Cancellation No. 92032471 (Docket No. 28) at 6 (T.T.A.B. June 4, 2004)
2
 (granting motion where 

grounds for claim only revealed through discovery responses); Cashflow Techs., Inc. v. NetDecide, 

Cancellation No. 92030363, 2002 TTAB LEXIS 147, at *6 (T.T.A.B. Feb. 7, 2002) (copy included in 

Appendix) (permitting amendment where additional grounds learned after conducting discovery 

depositions and reviewing discovery responses).  

While Mycoskie claims that Tod’s could have brought the bona fide intent claim sooner based 

solely on the documents Mycoskie produced (or failed to produce) in discovery, the record shows that 

1
http://ttabvue.uspto.gov/ttabvue/v?pno=91206846&pty=OPP&eno=18   

 
2
http://ttabvue.uspto.gov/ttabvue/v?pno=92032471&pty=CAN&eno=28  

2 
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Tod’s proceeded in a reasonable fashion by only seeking to amend after it had taken depositions to 

confirm the claim’s validity.  Mycoskie produced more than 11,000 pages in response to Tod’s discovery 

requests in February 2015.  Mandel Reply Decl. ¶ 3.  It was apparent from such production and 

subsequent communications between counsel that Mycoskie did not have documentation reflecting its 

intention with respect to every one of the numerous Class 18 goods listed in its application.  Id.   

However, it was not clear from this production precisely which of the goods Mycoskie considered to be 

encompassed by the documents it produced without further explanatory testimony.  Id. ¶ 4 & Ex. 1.  More 

important, given that Mycoskie had produced documentation relating to at least some of the Class 18 

goods, it was not clear whether Mycoskie would be able to offer countervailing evidence of some other 

kind supporting its intention with respect to those goods for which no documentation existed.  Id. ¶ 5. 

See, e.g., Commodore Elecs. Ltd. v. CBM Kabushiki Kaisha, 26 U.S.P.Q.2d 1503, 1507 (T.T.A.B. 1993) 

(“[W]e hold that absent other facts which adequately explain or outweigh the failure of an applicant to 

have any documents supportive of or bearing upon its claimed intent to use its mark in commerce, the 

absence of any documentary evidence on the part of an applicant regarding such intent is sufficient to 

prove that applicant lacks a bona fide intention to use its mark …”) (emphasis added).  Accordingly, 

rather than rushing to assert a claim that might ultimately prove unsupportable after further discovery, 

Tod’s made the responsible and reasonable decision to pursue deposition testimony in order to further 

explore the facts concerning Mycoskie’s bona fide intention.  Mandel Reply Decl. ¶ 5. 

Depositions of both sides did not proceed until the Fall of 2015 because the parties agreed to wait 

for the consolidation of Tod’s cancellation proceeding with its pending opposition in order to avoid the 

need for duplicative depositions.
3
  Id. ¶ 6.  Tod’s’ October 1, 2015 30(b)(6) notice contained three topics 

specifically addressed to the bona fide intent issue: 

3
Mycoskie’s opposition papers disingenuously assert that “discovery had nearly concluded in the 

Opposition Proceeding” as of April 2015 when Tod’s indicated its intention to bring a cancellation 

petition with respect to certain of Mycoskie’s registrations.  Mycoskie Opp. at 5.  However, discovery 

was going to have to be extended in that proceeding regardless of the cancellation petition in order to 

permit sufficient time for depositions to be completed before the May 2, 2015 deadline.  Mandel Reply 

3 
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 13. Any business plans, marketing plans, memos, correspondence or draft 

 proposals of any kind reflecting Mycoskie’s bona fide intent prior to or as of 

 July 8, 2013 to use Mycoskie’s TOMS Mark in the United States in connection 

 with each of the goods identified in the Application. 

 

 14. All steps taken by Mycoskie prior to July 8, 2013 in connection with the  

 intended use of Mycoskie’s TOMS Mark in the United States in connection with 

 each of the goods identified in the Application. 

 

 15. All steps taken by Mycoskie on or after July 8, 2013 in connection with 

 the intended use of Mycoskie’s TOMS Mark in the United States in connection 

 with each of the goods specified in the Application. 

 

Mandel Reply Decl. ¶ 7; see also Mandel Moving Decl. Ex. C.  Although Mycoskie served objections to 

certain of the topics in the notice, it did not assert any objection with respect to the bona fide intent topics 

13-15.  Mandel Reply Decl. ¶ 8 & Ex. 2.  On October 20, 2015, Mycoskie’s counsel sent an email 

identifying Brigid Stevens as the only designee with respect to those topics.  Id. ¶ 9 & Ex. 3.  

Significantly, Jessica Murray, who now offers a declaration about the facts concerning Mycoskie’s 

alleged bona fide intent and whom Mycoskie claims should have been questioned further on this topic,
4
 

was not designated for any of the three topics concerning Mycoskie’s bona fide intent.  Id.  Moreover, the 

designations contained in the October 20, 2015 email of Mycoskie’s counsel were confirmed at the start 

of both Ms. Murray’s and Ms. Stevens’ deposition, without any indication of a change with respect to 

topics 13-15.  Id. & Ex. 4. 

 Ms. Stevens’ deposition testimony provided a clear basis for the new claim Tod’s seeks to assert 

based on Mycoskie’s lack of bona fide intent with respect to certain products.   

 

  See Mandel 

Moving Decl. Ex. D.  Mycoskie’s argument that Tod’s should have asked about Mycoskie’s intentions as 

Decl. ¶ 6.  Both sides agreed to the consolidation and to conduct depositions following that consolidation 

so that the depositions could be taken once without the need for repetitive depositions of the same 

witnesses.  Id.    

 
4
Although Mycoskie actually indicates that Ms. Murray would have testified that “Tod’s had 

every intention of using its TOMS mark” (Mycoskie Opp. at 10 n. 3), it presumably meant that Toms had 

such an intention and simply confused the names given their close similarity. 

4 
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of the filing date of the application rather than its present plans misses the point.  Tod’s already had 

sufficient evidence of the absence of an intention as of the filing date based on the lack of any 

contemporaneous documentation supporting such an intention –  

 

 

.
5
  Mandel Reply Decl. ¶ 10. 

Moreover, Mycoskie’s current lack of intent is itself sufficient to support a claimed lack of bona 

fide intent.  Thus, for example, in Swiss Army Brand Ltd. v. Dempsey, Opp. No. 91175614 (Docket No. 

13)
6
 (T.T.A.B. April 17, 2008), the Board granted summary judgment on applicant’s lack of bona fide 

intent based on his unequivocal admission in discovery that “he does not intend to use the IRISH ARMY 

KNIFE mark for folding knives.”  Id. at 4-5.  The Board found as a matter of law based on such 

admission “that applicant did not have at the time the application was filed (nor does he continue to have), 

the required bona fide intent to use the mark in commerce ….”  Id. at 7.  Tod’s has certainly developed 

sufficient evidence here to justify assertion of the claim that Mycoskie lacked a bona fide intent to use as 

of the filing date of the application, and that Myscoskie does not continue to have such an intention now,
7
 

with respect to the specified Class 18 products.    

 Mycoskie can point to no prejudice in permitting the amendment.
8
  The mere addition of a new 

issue does not constitute the type of prejudice necessary to overcome Rule 15’s liberal policy favoring 

5
The cases cited by Mycoskie are readily distinguishable in that none of them involved a situation 

where the new claim was based on facts learned through the discovery process. Moreover, the delay was 

generally far more substantial, such as in Media Online Inc. v. El Clasificado, Inc., 88 U.S.P.Q.2d 1285 

(T.T.A.B. 2008) and Kellogg Co. v. Shakespeare Co., 2005 TTAB LEXIS 284 (T.T.A.B. June 30, 2005), 

in which the amendment was only sought after the defendant’s filing of a dispositive motion.  

 
6
http://ttabvue.uspto.gov/ttabvue/v?pno=91175614&pty=OPP&eno=13  

 
7
An intent-to-use applicant must maintain such an intention throughout the application process.  

Cf. 15 U.S.C. § 1051(d)(2) (requiring verified statement of applicant’s continuing bona fide intention to 

use mark in order to obtain extension of time to file statement of use).  

 
8
While Mycoskie’s claim of undue delay is unfounded based on the discovery timeline addressed 

above, delay alone does not justify denial of a motion to amend in the absence of prejudice.  See, e.g., 

5 
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amendment.  See, e.g., Montblanc-Simplo GmbH v. United Brands Int’l., Inc., Opp. No. 91185637 

(Docket No. 10)
9
 at 4-5 (T.T.A.B. Sept. 29, 2009) (permitting motion to amend to add lack of bona fide 

intent based primarily on information learned during deposition of applicant’s representative; liberal 

policy favoring amendments applies “even when a plaintiff seeks to amend its complaint to plead a claim 

other than those stated in the original complaint”).  In addition, no additional discovery is required 

inasmuch as the claim turns on facts solely within Mycoskie’s own knowledge.
10

  See Jimlar, 

Cancellation No. 92032471 (Docket No. 28) at 6-7 (no need to reopen discovery where respondent 

possesses all of the information concerning the filing of its combined section 8 and 15 declaration).  

Accordingly, the amendment should be permitted.   

II. There is No Basis for Preventing Tod’s From Dropping its Dilution Claim 

 As discovery was drawing to a close and Tod’s began the process of preparing for trial, it 

determined that it would not pursue a claim for dilution.  Mandel Reply Decl. ¶ 11.  The net effect of such 

decision is that Mycoskie need not defend against this claim at trial.  Apparently not content with such a 

benefit, Mycoskie takes the position that Tod’s is somehow required to maintain the dilution claim and 

allegations because Mycoskie believes they assist certain of its arguments in defending against the 

remaining likelihood of confusion claim. 

Bell v. Allstate Life Ins. Co., 160 F.3d 452, 454 (8
th
 Cir. 1998) (delay alone insufficient to deny motion to 

amend; prejudice must be shown); Cashflow Techs., 2002 TTAB LEXIS 147, at *5 (delay in seeking 

leave to amend is not in and of itself reason to deny motion to amend); Marshall Field & Co. v. Mrs. 

Field’s Cookies, 11 U.S.P.Q.2d 1355, 1359 (T.T.A.B. 1989) (“the concept of ‘undue delay’ is 

inextricably linked with the concept of prejudice to the non-moving party”). 

       
9
http://ttabvue.uspto.gov/ttabvue/v?pno=91185637&pty=OPP&eno=10  

 
10

 Ironically, it appears that Mycoskie is the party that wishes to reopen discovery if the bona fide 

intent claim is allowed in order to supplement its production with additional documents not produced and 

identify new witnesses with knowledge that its designated 30(b)(6) witness lacked.  See Mycoskie Opp. at 

18 n. 12.  However, a party that fails to produce a knowledgeable 30(b)(6) witness will be estopped from 

introducing information not provided during a 30(b)(6) discovery deposition.  See Toni & Guy (USA) 

Ltd. v. Nelson, Cancellation No. 92040118 (Docket No. 21) (T.T.AB. Mar. 30, 2004), at 23, 

http://ttabvue.uspto.gov/ttabvue/v?pno=92040118&pty=CAN&eno=21 (citing TBMP § 527.01(e)).  
Having failed to produce documentation relating to the products at issue, and having required Tod’s to 

travel to California for a deposition of a 30(b)(6) witness who plainly had no knowledge regarding 

Mycoskie’s bona fide intent, Mycoskie should be limited in its defense of the bona fide intent claim to the 

evidence previously provided.     

6 
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 There is no basis for denying Tod’s’ amendment under these circumstances.  Indeed, where an 

amendment includes the dropping of a claim, the Board has not even bothered to analyze that portion of 

the amendment under the governing standards.  See, e.g., Amazon.com, Inc. v. Kalaydjian, Opp. No. 

91122000 (Docket No. 37)
11

 (T.T.A.B. June 2, 2006) (granting amendment to add allegations and 

withdraw dilution claim five years after original pleading without even analyzing withdrawal portion of 

amendment); Rodale, Inc. v. Healthy Heart Review, Inc., Opp. No. 91151405 (Docket No. 26)
12

 at 3 n. 1 

& 5-7 (T.T.A.B. Feb. 23, 2004) (treating claims expressly dropped in motion to amend as withdrawn 

despite denial of amendment seeking to add new claims).  Such an approach is not surprising, as a party 

may always choose to streamline its case by not pursuing certain claims at trial.  While Tod’s thus did not 

even require an amendment to forego its dilution claim, it withdrew such claim as part of its proposed 

amendment so that the operative pleading would reflect the actual claims to be tried.  Mandel Reply Decl. 

¶ 11. 

 Mycoskie nevertheless insists that the withdrawal of the dilution claim (and its corresponding 

allegation of fame) prejudices it because of the purported impact on the likelihood of confusion surveys 

conducted by the parties’ experts.  However, Mycoskie does not claim that it is no longer able to offer its 

survey as a result of Tod’s’ amendment.  To the contrary, Mycoskie’s expert, Dr. Deborah Jay, will 

presumably continue to claim, as she did in her report, that the Eveready format is “the most utilized and 

accepted survey format for assessing likelihood-of-confusion in Board proceedings.”  See Ederer Decl. 

Ex. 24 at 2 n.3.  And she will presumably continue to criticize Tod’s’ use of a Squirt format based on her 

contention – contrary to Mycoskie’s own pleading
13

 – that the parties’ goods are frequently not sold in the 

same retail locations.  Id.  

11
http://ttabvue.uspto.gov/ttabvue/v?pno=91122000&pty=OPP&eno=37  

 
12

 http://ttabvue.uspto.gov/ttabvue/v?pno=91151405&pty=OPP&eno=26  

 
13

See Ederer Decl. Ex. 7 at p.5, Facts Common to all Affirmative Defenses ¶ 5 (“Since at least as 

early as May 2006, identical and/or related products and services bearing the TOMS Marks and 

Opposer’s TOD’S mark have coexisted in the United States – frequently being sold in the very same retail 

7 
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 Likewise, Mycoskie’s suggestion that “if Tod’s proposed amendment is not allowed, then its 

rebuttal goes out the window” (Mycoskie Opp. at 18) is wishful thinking.  Tod’s’ rebuttal expert, Sarah 

Butler, opines that the Squirt format is best suited to measuring confusion in the circumstances of this 

case for a number of reasons.  Among other things, she explains that contrary to Dr. Jay’s unsupported 

contention, the parties’ products are frequently sold in the same retail locations, according to Mycoskie’s 

own pleadings and her independent research.  See Ederer Decl. Ex. 30 ¶¶ 26-29 at pp. 17-18.  She further 

explains how the data from Dr. Jay’s survey suggests that consumers were merely reading the TOMS 

name above the long list of goods provided and defaulting to that name in their responses.  Id. ¶¶ 21-23 at 

pp. 11-16.  Finally, with respect to the allegation of fame on which Mycoskie focuses, Ms. Butler opines 

that “[w] hile TOD’S is likely a well-known brand name within a luxury or high end market, it is unlikely 

to be a ‘household name’” of the type required for dilution purposes.  Id. ¶ 20 at p. 10.  Although she 

incidentally references Tod’s’ proposed amendment in a footnote, her conclusion is not based on the 

amendment, but on her own assessment of the marketplace realities – a conclusion with which Mycoskie 

itself undoubtedly agrees.  Thus, regardless of whether the amendment is permitted, Tod’s will offer the 

rebuttal testimony and survey of Ms. Butler, and Mycoskie can argue that it should be ignored even 

though Mycoskie accepts the key factual premises underlying Ms. Butler’s opinion, namely, the level of 

fame the TOD’S mark enjoys and the competitive proximity of the parties’ products in the marketplace. 

 As the above discussion makes clear, issues regarding the parties’ surveys will remain for trial 

regardless of the disposition of this motion.  These complex questions are best addressed and decided 

during the merits phase of the case rather than as part of a motion to amend a pleading.  While Mycoskie 

repeatedly argues that Tod’s’ motion to amend should be denied on the basis of Tod’s’ alleged bad faith, 

there is no basis for such a conclusion.
14

  Even crediting Mycoskie’s argument that Tod’s’ amendment 

locations, including, without limitation, the Nordstrom and Neiman Marcus department store chains 

….”); Ederer Decl. Ex. 25  at p. 7, Facts Common to all Affirmative Defenses ¶ 5 (same).  

 
14

The cases on which Mycoskie relies do not support denial of Tod’s’ amendment.  Indeed, in 

Larios v. Nike Retail Servs., 2013 U.S. Dist. LEXIS 112761 (S.D. Cal. Aug. 9, 2013), the Court actually 

granted the motion to amend despite the fact that it was the plaintiff’s third amendment.  In Rusyniak v. 

8 
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was motivated in part by a desire to support the Butler rebuttal evidence, “[a] change in litigation strategy 

is a legitimate reason for seeking to amend a pleading under the liberal standard of Rule 15(a).”  Duling v. 

Gristede’s Operating Corp., 265 F.R.D. 91, 98 (S.D.N.Y. 2010).  See also Town of New Windsor v. Tesa 

Tuck, Inc., 919 F. Supp. 662, 676 (S.D.N.Y. 1996) (“[N]either long delay nor the fact that a proposed 

amendment is motivated by an afterthought of counsel as to the best theory upon which to proceed, by 

themselves, suffice as reasons for denying leave to amend”).  The Federal Rules are not designed to lock 

counsel into a litigation strategy, but to facilitate a proper decision on the merits.  Id. at 677.  Because 

Tod’s’ amendment serves the purpose of fostering a correct decision based on the actual facts developed 

in discovery, the amendment should be allowed.      

CONCLUSION 

 For all these reasons and those stated in Tod’s’ moving papers, the motion to amend should be 

granted. 

Dated: New York, New York   COWAN, LIEBOWITZ & LATMAN, P.C. 

 February 2, 2016   Attorneys for Opposer/Petitioner 

      By:__ /Richard S. Mandel/___________________ 

      Richard S. Mandel 

      Bridget A. Crawford 

      1133 Avenue of the Americas 

      New York, New York 10036 

      (212) 790-9200 

 

 

 

Gensini, 629 F. Supp. 2d 203 (N.D.N.Y. 2009), the Court denied the motion in part, but only on grounds 

of futility.  Lee v. Regal Cruises, 916 F. Supp. 300 (S.D.N.Y. 1996) involved a complete change of theory 

following the defendant’s filing of a summary judgment motion and 10 months after the court-ordered 

cutoff date for amendments.  And as noted above, the Kellogg and Media Online cases also involved 

attempts to amend to assert new claims after the filing of dispositive motions.  See n. 5 supra.           

9 
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SUPPORT OF OPPOSER/PETITIONER’S MOTION TO AMEND 

 

 RICHARD S. MANDEL, pursuant to 28 U.S.C. §1746, declares:   

 

1. I am a shareholder of Cowan, Liebowitz & Latman, P.C., attorneys for 

Opposer/Petitioner Tod's S.p.A ("Tod’s").  I submit this reply declaration in further support of 

Opposer/Petitioner’s motion to amend in order to bring certain additional facts and documents to 
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the Court’s attention addressing the contention by Applicant/Respondent Mycoskie LLC 

(“Mycoskie”) that Tod’s unduly delayed in seeking the proposed amendment. 

2. Mycoskie contends that Tod’s should have sought to add the new claim based on 

lack of bona fide intent sooner.  However, a review of the relevant history shows that Tod’s 

proceeded in a reasonable fashion by first fully exploring all relevant facts through a 30(b)(6) 

deposition of Mycoskie’s designated witness on bona fide intent before determining that it had a 

viable claim.  Tod’s promptly moved for leave to amend following a review of that deposition. 

3. The document productions made in this case by both sides were voluminous.  In 

the case of Mycoskie, it produced more than 11,000 pages of documents in February 2015 

covering a vast range of topics going far beyond Mycoskie’s bona fide intent.  Because it was not 

apparent whether any documents concerning the Class 18 goods at issue in the opposition pre-

dated the July 8, 2013 filing date of the application, the parties had further communications 

regarding that subject in March 2015, as reflected in Exhibits 12 and 13 to the Declaration of 

Louis Ederer submitted in opposition to Tod’s’ motion. 

4. In his March 20, 2015 letter (Ex. 13 to the Ederer Declaration), Mycoskie’s 

counsel identified certain documents purportedly relating to its bona fide intent prior to July 8, 

2013.  Copies of the identified documents are attached hereto as Exhibit 1.  It was apparent from 

the identified documents that Mycoskie did not have documentation reflecting its intention with 

respect to every one of the numerous Class 18 goods listed in the opposed application.  However, 

as a review of Exhibit 1 shows, it was not clear precisely which of the numerous applied-for 

goods Mycoskie deemed to be covered by its production without further explanatory testimony.  

For example, at her deposition, Mycoskie’s 30(b)(6) witness explained that it had introduced 

small bags that are of the same size as cosmetics bags, even though it had not branded the 
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products or spoken of them as cosmetics bags.  See p. 115 of Brigid Stevens deposition attached 

as Exhibit D to my moving declaration.
1
      

5. More important, the document production could not answer whether Mycoskie 

would be able to offer other countervailing evidence of some kind that might adequately explain 

or outweigh its failure to have any documents supporting its bona fide intent for certain products.  

Given that Mycoskie had produced documentation relating to at least some of the Class 18 goods 

covered by its application, Tod’s believed it was more prudent to pursue additional discovery in 

the form of deposition testimony rather than rushing to assert a claim that might ultimately prove 

unsupportable.  Such a decision to further explore the facts concerning Mycoskie’s bona fide 

intent in order to confirm that a valid claim existed and what products it covered was a 

reasonable and responsible one, and Tod’s should not be penalized for avoiding the sue first, ask 

questions later approach that Mycoskie apparently believes it should have adopted.    

6. Depositions of both sides did not proceed until the Fall of 2015, with Mycoskie 

taking depositions of Tod’s’ witnesses in October and Tod’s deposing Mycoskie’s witnesses in 

November.  The parties had agreed to conduct such depositions after the consolidation of Tod’s’ 

cancellation proceeding, which was instituted on April 8, 2015, with its pending opposition.  

Although Mycoskie’s papers try to create the illusion that the filing of the cancellation caused 

undue delay, the reality is that an extension would have been necessary to complete discovery in 

the opposition regardless of the institution of the cancellation proceeding.  As of April 2015, no 

depositions of either side had been taken or even noticed, and such depositions would not have 

1
This page was originally filed under seal because Mycoskie had not yet completed its 

review of the transcript for confidentiality designations under the protective order.  As page 115 

has no longer been designated as either TRADE SECRET or CONFIDENTIAL, the reference in 

this declaration to that page of testimony has been publicly filed.  For the Board’s information, 

pages 117-119 of the Stevens transcript, which were also included in Exhibit D to my moving 

declaration, continue to be designated by Mycoskie as CONFIDENTIAL.  
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been completed by the May 2, 2015 deadline then in effect in the opposition.  Mr. Ederer and I 

agreed that it made sense to conduct depositions of all witnesses only once for purposes of both 

proceedings rather than having separate depositions in each proceeding.  Accordingly, the parties 

agreed to postpone all depositions until after the consolidation of the two proceedings, which 

was ordered on consent on May 28, 2015, and such depositions were ultimately scheduled for 

October and November.    

7. The 30(b)(6) deposition notice of Mycoskie served on October 1, 2015 (Exhibit C 

to my moving declaration) contained three topics specifically addressed to the issue of 

Mycoskie’s bona fide intent: 

      13. Any business plans, marketing plans, memos, correspondence or draft 

  proposals of any kind reflecting Mycoskie’s bona fide intent prior to or as of 

                        July 8, 2013 to use Mycoskie’s TOMS Mark in the United States in connection   

                        with each of the goods identified in the Application. 

  14. All steps taken by Mycoskie prior to July 8, 2013 in connection with the    

                        intended use of Mycoskie’s TOMS Mark in the United States in connection with  

                        each of the goods identified in the Application. 

  15. All steps taken by Mycoskie on or after July 8, 2013 in connection with 

  the intended use of Mycoskie’s TOMS Mark in the United States in connection  

                        with each of the goods specified in the Application. 

8. Although Mycoskie served objections with respect to certain topics in Tod’s’ 

30(b)(6) deposition notice, as reflected in the written objections attached hereto as Exhibit 2, it 

did not assert any objections with respect to the three topics (13-15) concerning bona fide intent 

detailed in paragraph 7 above.   

9. On October 20, 2015, Mycoskie’s counsel sent me an email containing 

Mycoskie’s designations of witnesses with respect to the topics contained in Tod’s’ 30(b)(6) 

notice.  A copy of the October 20, 2015 email is attached hereto as Exhibit 3.  The sole witness 

identified with respect to topics 13-15 concerning bona fide intent was Brigid Stevens.  While 
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