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PRELIMINARY STATEMENT 

Mycoskie’s cross-motion to compel an oral deposition of Stefano Sincini is legally 

deficient and should be denied.  First and most fundamentally, Mycoskie has failed to comply 

with the requirement that it make a good faith effort to resolve the dispute before bringing a 

motion to compel.  Mycoskie made a unilateral demand in mid-December 2015 that Tod’s 

produce Mr. Sincini, a resident of Italy with no scheduled plans to be in the United States, for a 

deposition to take place in New York within the next thirty days.  When Tod’s explained that 

Mr. Sincini would not be traveling to the United States during that time frame, and that in any 

event the rules only provided for depositions on written question in the case of foreign residents 

such as Mr. Sincini, Mycoskie filed its motion without further discussion.   

As part of that motion, Mycoskie now offers solutions that it never proposed to Tod’s at 

any time during the meet and confer process, such as scheduling a deposition to coincide with 

Mr. Sincini’s future travel plans to the United States or taking the deposition in Italy while 

paying the travel and accommodation costs of Tod’s’ counsel.  The Board’s precedents make 

plain that a good faith effort to resolve a discovery dispute means just that – a party must “lay its 

cards on the table” and provide the same level of “candor and specificity” in negotiations that it 

later reveals in its briefing on the motion.  Only through such efforts can there be the kind of 

“frank exchange” indicative of a real effort to investigate possible resolutions of the dispute.  By 

depriving Tod’s of the opportunity to consider proposals that Mycoskie now offers to the Board, 

Mycoskie turned the meet and confer process into a sham and rendered the requirement of good 

faith negotiation meaningless.  On that basis alone, its motion to compel should be denied. 

Mycoskie’s motion is also substantively without merit.  In an obvious effort to distract 

from the lack of any legal basis for the relief it seeks, Mycoskie focuses extensively on the fact 

 

 



that Tod’s first disclosed Mr. Sincini as an individual with relevant knowledge in supplemental 

initial disclosures served as the close of fact discovery approached.  Mycoskie conveniently 

ignores the fact that it was already well aware of Mr. Sincini’s role in the case through an 

interrogatory response identifying him three months earlier as the person who decided to file this 

opposition, as well as his identification on multiple occasions as the person with overall 

responsibility for trademarks during the deposition of another Tod’s witness held two months 

earlier.  The Federal Rules, as well as the Advisory Notes to such rules, are explicit in providing 

that a party need not supplement its initial disclosures if the relevant individual has otherwise 

been made known to the other side during the discovery process, such as by identification during 

the taking of a deposition.  While Tod’s erred on the side of caution by identifying Mr. Sincini as 

well as another Tod’s witness in Italy whom Mycoskie had already elected not to depose on 

written questions, there can be no doubt that Mycoskie was fully aware of both these individuals 

long before Tod’s’ service of its supplemental initial disclosures. 

More importantly, Mycoskie suffered no prejudice from any delay in the disclosure 

because Tod’s readily agreed to extend the discovery period and provide Mycoskie with exactly 

what the rules provide – a deposition on written questions of Mr. Sincini.  In this respect, the 

question of whether Mr. Sincini should have been disclosed earlier is beside the point.  Whether 

Tod’s disclosed him from the outset or not, the fact remains that he is and was at all relevant 

times a resident of Italy, and he has not traveled to the United States at any time period during 

the pendency of this proceeding.  Indeed, he has only been to the United States on three 

occasions during the last five years, each for a period of a week or less.  Under these 

circumstances, Mycoskie’s contention that he is “regularly employed” in New York is not even 

colorable, and its insistence that Tod’s produce him there for a deposition lacks any legal basis. 
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Nor has Mycoskie made the requisite showing as to why an oral deposition in Italy is required 

instead of the deposition on written questions provided for under the rules.  Were it as simple as 

saying that an oral deposition is more effective, then every foreign witness would be required to 

submit to an oral deposition.  Such is clearly not the rule under the Board’s precedents, which 

require a particularized showing of specific need that Mycoskie cannot make.   

STATEMENT OF FACTS 

 The facts on which Tod’s relies in its opposition to Mycoskie’s cross-motion to compel 

the oral deposition of Stefano Sincini are set forth in detail in the accompanying declarations of 

Stefano Sincini (“Sincini Decl.”) and Richard S. Mandel (“Mandel Decl.”), and are summarized 

below for the Board’s convenience. 

 On July 2, 2015, Mycoskie served a 30(b)(6) deposition notice seeking to take the 

deposition of Tod’s in New York.  Mandel Decl. ¶ 2 & Ex. A.  The deposition notice contained 

29 different topics, including many relating to issues concerning Tod’s’ management and 

enforcement of its trademarks.  Id.    

After Tod’s indicated that any 30(b)(6) deposition of the company would have to be 

conducted by written questions because Tod’s was an Italian company, Mycoskie requested that 

Tod’s consider whether any Tod’s witnesses located in the United States would be appropriate 

corporate representative witnesses for any of the topics listed in Mycoskie’s notice.  Id. ¶¶ 3-4 & 

Ex. B.  In response, Tod’s identified Claudio Castiglioni, a Tod’s employee with a dual 

residency in Italy and Florida, as a 30(b)(6) witness for 15 of the 29 topics in Mycoskie’s notice.  

Id. ¶ 5 & Ex. D.  Tod’s advised Mycoskie that the 30(b)(6) witness for the remaining topics 

(dealing generally with Tod’s’ trademarks and its enforcement efforts) would need to be an 
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individual from Italy  (later identified as Andrea Varsavia, a lawyer for Tod’s).  Id. ¶¶ 5-7 & Ex. 

E.   

On September 11, 2015, Tod’s responded to Mycoskie’s second set of interrogatories.  In 

those responses, Tod’s identified Stefano Sincini, Tod’s co-CEO, Executive Director and 

General Manager, as the sole person responsible for the decision to file the Notice of Opposition 

against Mycoskie.  Id. ¶ 6 & Ederer Decl. Ex. 3.  Tod’s also identified Andrea Varsavia in 

numerous other responses as a witness with knowledge regarding various trademark related 

matters.  Id. 

On October 9, 2015, Mycoskie took the deposition in New York of Claudio Castiglioni in 

both his individual capacity and as a designated 30(b)(6) witness for Tod’s with respect to the 

previously identified 15 topics.  Id. ¶ 8.  There was extensive testimony during Mr. Castiglioni’s 

deposition about Mr. Sincini and his involvement with respect to trademark matters.  Id.  Indeed, 

an index of the transcript shows that Mr. Sincini’s name appears on no fewer than 35 separate 

pages of the transcript.  Id. & Ex. F.  Some of the exchanges clearly showing Mr. Sincini’s role 

with respect to trademark decisions are reproduced below: 

 Q. Was there another counsel prior to Mr. Varsavia who was in Italy and 

   who was in Italy and who was responsible for monitoring trademarks? 

 

 A. You know, it’s not a field that I’m in charge with.  Dr. Sincini is the 

  person that is related to all this trademark.  So probably there is one 

  but he was not somebody that deal directly with me. 

 

 Q. Did you say Dr. Sincini? 

 

 A. Stefano Sincini. 

 

 Q. So Mr. Sincini has overall responsibility for the trademark area? 

 

 A. Exactly. 

 

   * * * 
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 Q. Do you know why Mr. Sincini approved the Notice of Opposition 

  but Mr. Varsavia approved the Petition for Cancellation? 

 

 A. It’s not something that I do it.  It is Dr. Sincini that decides. 

 

 Q. Did Dr. Sincini tell you that it was Mr. Varsavia who approved 

  the Petition for Cancellation? 

 

 A. No.  But that I speak with Dr. Sincini is my boss and I understand  

what’s  happening, you know, it’s one story.  But that he appointed 

people in the company, it’s up to him that is his field to decide who 

he has to talk to. 

 

 * * * 

 

  Q. Do you recall a conversation with Dr. Sincini where one of you said 

   we have to monitor TOMS? 

 

  A. He told me. 

 

  Q. He said we have to monitor TOMS? 

 

  A. He point to the brand TOMS and say,  you know, what is your feeling 

   about this brand.  We need to monitor. 

 

  Q. And how did you respond to him? 

 

  A. Well, I don’t recall exactly the words but, you know, since the name is 

   so close I probably, you know, say you’re right. 

 

  Q. Well, were you concerned at the time? 

 

  A. But it’s happen that this conversation take place to have feedback about 

   somebody but he’s in charge of that so he’s the one to take care. 

 

    * * * 

 

  Q. So what happened between July 2011 and July – and August 2014? 

   With respect to your company’s monitoring of the TOMS brand? 

 

  A. Because as I mention to you, Dr. Sincini is in charge of that so I don’t 

   know what he did. 

 

    * * * 

 

  Q. Did you ever go back to Dr. Sincini after July of 2011 and say, you 

5 

 
 29103/010/1858354.1 



   know, TOMS is – we have to do something about TOMS in the  

   United States? 

 

  A. No. 

 

  Q. Or what’s going on with TOMS in the United States? 

 

  A. No. 

 

  Q. Any reason why not? 

 

  A. Not really. 

 

  Q. It was his area? 

 

  A. Probably. 

 

    * * * 

 

  Q. And as the brand manager of the company, did anybody come to you 

   and say what types of goods should we be challenging TOMS 

   registrations for? 

 

  A. I think it was decided with Dr. Sincini. 

 

    * * * 

 

  Q. Okay.  So to your understanding is that one of the reasons why  your 

   company has not challenged the TOMS registration for footwear in  

   the United States? 

 

  A. That’s something that Dr. Sincini decided. 

 

   * * * 

 

  Q. Do you know why it took you six months to file the Petition for 

   Cancellation after you received the answer to the Notice of  

   Opposition? 

 

  A. As I mentioned to you, Dr. Sincini is taking care of this, not us. 

 

   * * * 

 

  Q. Do you know why your company has not challenged any of TOMS 

   design mark applications or registrations in the United States? 
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  A. No, I don’t. 

 

  Q. Is that something that’s Dr. Sincini’s area? 

 

  A. Yes. 

 

   * * * 

 

  Q. Do you know any reason why a registration for the wordmark Tod’s 

   was not included in this chart? 

 

  A. I’m not trying to avoid your question, but this is part of Dr. Sincini. 

   * * * 

  Q. Having seen all of these documents does that refresh your recollection 

   as to any prior trademark opposition that your company filed in the  

   United States other than the one we are here about today? 

 

  A. I know that the company is very active to keeping up the brand 

   protected, but I believe they are all things that Dr. Sincini is involved 

   with.   

 

Mandel Decl. Ex. F (pp. 35, 44, 50-52, 56-57, 87, 89, 96, 98-99, 102-103, 108) (objections 

omitted). 

 Subsequent to the completion of Mr. Castiglioni’s October 9, 2015 deposition, Mycoskie 

decided not to pursue a 30(b)(6) deposition by written questions of Tod’s with respect to the 

remaining trademark deposition topics that were not part of Mr. Castiglioni’s designations.  Id. ¶ 

9.  Although the above passages of deposition testimony leave no doubt that Mycoskie was fully 

aware that Mr. Sincini had relevant knowledge concerning Tod’s’ trademark activities, and both 

Mr. Sincini and Mr. Varsavia had also been identified in interrogatory responses as well, Tod’s 

erred on the side of caution by serving supplemental initial disclosures (Ederer Decl. Ex. 28) on 

December 10, 2015 identifying both Mr. Sincini and Mr. Varsavia as additional individuals with 

relevant knowledge.  Mandel Decl. ¶ 10. 
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 On December 14, 2015, Mycoskie served a notice of deposition purporting to require Mr. 

Sincini’s appearance in New York for a deposition on January 13, 2016, while also demanding 

that Mr. Sincini be produced in New York for a deposition within the next thirty days.  Id. ¶ 11 

& Ex. G; Ederer Decl. Ex. 28.  Mr. Sincini is a resident of Italy.  Sincini Decl. ¶ 2.  He is not 

regularly employed in New York or anywhere else in the United States, and has not even visited 

the United States since October 2013.  Id. ¶ 3.  During the past five year period, Mr. Sincini has 

only been to the United States three times: August 6-12, 2011 (the first three of those days in 

New York); November 7-10, 2012 (all in New York) and October 26-31, 2013 (the first four of 

those days in New York).  Id. ¶ 4.  Although he is the Chairman of the Board of Directors of 

Tod’s’ New York based affiliate, Deva Inc., his duties do not require his regular presence in New 

York, and he has not personally attended a Board meeting of Deva in New York since 2011.  Id. 

¶ 5.   

Nevertheless, Mycoskie insisted in the only pre-motion communications preceding the 

filing of this motion to compel (Ederer Decl. Exs. 28, 29, 31) that Tod’s produce Mr. Sincini for 

an oral deposition in New York.  Mandel Decl. ¶ 13.  Although Tod’s offered to extend the 

discovery period to allow Mycoskie to take a deposition on written questions of Mr. Sincini, as 

provided for by the rules, Mycoskie refused to proceed in that fashion.  Id. ¶ 12.  At no time 

during the meet and confer process leading to this motion did Mycoskie ever suggest the 

possibility of taking Mr. Sincini’s deposition to coincide with any scheduled travel to the United 

States or taking his oral deposition in Italy at Mycoskie’s expense.  Id. ¶ 13.     
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ARGUMENT 

I. Mycoskie’s Motion Should Be Denied Because It Failed To Make A Good Faith 

Effort To Resolve The Issues Raised In Its Cross-Motion 

 

 Trademark Rule 2.120(e)(1) requires that a party moving to compel discovery show that 

it “has made a good faith effort, by conference or correspondence, to resolve with the other party 

or the attorney therefor the issues presented in the motion but the parties were unable to resolve 

their differences.”  37 C.F.R. § 2.120(e)(1).  See also Hot Tamale Mama…and More, LLC v. SF 

Investments, Inc., 110 U.S.P.Q.2d 1080, 1081 (T.T.A.B. 2014).  A Board finding of a lack of 

good faith effort is sufficient standing alone to justify denial of the discovery motion.  Emilio 

Pucci Int’l BV v. Sachdev, Opp. No. 91215100 (Docket No.18)
1
 at 7 (T.T.A.B. Jan. 20, 2016) 

(precedential ruling).  

As the Board has explained, “[t]he purpose of the conference requirement is to promote a 

frank exchange between counsel to resolve issues by agreement or to at least narrow and focus 

the matters in controversy before judicial resolution is sought.”  Amazon Techs., Inc. v. Wax, 93 

U.S.P.Q.2d 1702, 1705 (T.T.A.B. 2009) (emphasis in original). Toward that end, it is essential 

that the parties present their positions “with the same candor, specificity, and support during 

informal negotiations as during the briefing of discovery motions.”  Id.  “The meet and confer 

process cannot be truly complete until after all the cards have been laid on the table,” id. 

(citations omitted), and the parties have gone through a process of “actually investigating ways 

in which to resolve the dispute.”  Hot Tamale Mama, 110 U.S.P.Q.2d at 1081 (“Where it is 

apparent that the effort toward resolution is incomplete, establishing the good faith effort that is a 

prerequisite for a motion to compel necessitates that the inquiring party engage in additional 

effort toward ascertaining and resolving the substance of the dispute”).     

1
http://ttabvue.uspto.gov/ttabvue/v?pno=91215100&pty=OPP&eno=18  
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While Mycoskie includes a pro forma statement that it has made a good faith effort to 

resolve the dispute raised by its motion to compel (Mycoskie Cross-Motion at 28), a review of 

the email exchanges annexed to the motion, as well as the relief sought in Mycoskie’s cross-

motion, makes plain that this is not the case.  On December 14, 2015, Mycoskie served a notice 

of deposition purporting to require Stefano Sincini, a resident of Italy who has not even been to 

the United States since 2013, to appear for a deposition in New York on January 14, 2016.  

Mandel Decl. ¶ 11 & Ex. G.  The email transmitting the deposition notice likewise demanded 

that he appear for a deposition in New York within the next thirty days.  Ederer Decl. Ex. 28.  

Tod’s responded by indicating that Mr. Sincini had no plans to be in the United States within the 

next thirty days, and noted that the rules clearly only provided for a deposition on written 

questions inasmuch as Mr. Sincini was a resident of Italy.  Ederer Decl. Ex. 29.  Tod’s offered to 

extend the discovery period to permit Mycoskie an opportunity to take such a deposition on 

written questions if it so desired (id.), but Mycoskie rejected that proposal and simply reiterated 

its demand that Mr. Sincini be produced for an oral deposition in New York.  Ederer Decl. Ex. 

31.   

In its motion, Mycoskie now has apparently decided that it can take the deposition at the 

time of Mr. Sincini’s next scheduled trip to the United States (Mycoskie Cross-Motion at 26 n. 

26), or is even willing to schedule the deposition in Italy while paying the travel and 

accommodation costs required for Tod’s’ counsel to attend.  Id. at 27 n. 29.  Notably, neither of 

those options was ever presented before Mycoskie filed its motion to compel.  Mandel Decl. ¶ 

13.  In this respect, Mycoskie failed to lay “all the cards … on the table” and certainly did not 

provide the “same candor [and] specificity” during the pre-motion negotiations as it has now set 

out during the briefing of its motion to compel.  See Amazon, 93 U.S.P.Q.2d at 1705.  Had 
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Mycoskie actually attempted to resolve the dispute by offering these options to Tod’s, the parties 

could have had the kind of “frank exchange between counsel” that actually serves Rule 

2.120(e)’s intended purpose “to investigate the possibility of resolving the dispute.”  Id.; Hot 

Tamale Mama, 110 U.S.P.Q.2d at 1081.  By insisting on an immediate deposition in New York 

that Mycoskie knew full well it had no legal right to obtain, and not raising other options that it 

planned to present in its motion, Mycoskie failed to make a good faith effort to resolve the 

parties’ discovery dispute.  For this reason alone, its motion to compel should be denied.  Emilio 

Pucci, Opp. No. 91215100 (Docket No.18) at 7. 

II. Mycoskie Is Not Entitled to an Oral Deposition of Stefano Sincini 

 Mycoskie’s papers repeatedly emphasize the fact that Mr. Sincini was disclosed in 

supplemental initial disclosures served by Tod’s near the end of the fact discovery period.  While 

Mycoskie seeks to impute bad faith into such disclosure, the reality is that Tod’s was not even 

required under the rules to make such disclosure at all inasmuch as Mycoskie had already been 

fully aware for months of Mr. Sincini’s knowledge through other discovery in the case.  In any 

event, the timing of the disclosure is completely irrelevant to the issues raised by Mycoskie’s 

cross-motion.  Tod’s agreed to extend the discovery period for the purpose of permitting 

Mycoskie to conduct exactly what the rules provide for witnesses such as Mr. Sincini who reside 

outside the United States – a deposition on written questions.  The problem is that Mycoskie 

insists on a tortured reading of the rules that would somehow transform Mr. Sincini – who has 

been in New York for less than a dozen days over the past five years – into someone who is 

“regularly employed” in New York.  Because there is no basis for Mycoskie’s position, and it 

has not showed good cause as to why a deposition on written questions will not suffice, its 

motion to compel an oral deposition of Mr. Sincini should be denied. 
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A. Tod’s Went Beyond What the Rules Require by Serving Supplemental Initial 

Disclosures Identifying Stefano Sincini  

 

Rule 26(a)(1)(A)(i) of the Federal Rules of Civil Procedure requires parties to provide 

initial disclosures identifying “each individual likely to have discoverable information – along 

with the subjects of that information – that the disclosing party may use to support its claims or 

defenses ….”  Fed. R. Civ. P. 26(a)(1)(A)(i).  Rule 26(e)(1)(A) requires parties to supplement 

their initial disclosures “if the party learns that in some material respect the disclosure or 

response is incomplete or incorrect, and if the additional corrective information has not otherwise 

been known to the other parties during the discovery process or in writing.”  Fed. R. Civ. P. 

26(e)(1)(A) (emphasis added).  The 1993 Advisory Committee Notes to Rule 26(e) explain that 

there is “no obligation to provide supplemental or corrective information that has been otherwise 

made known to the parties in writing or during the discovery process, as when a witness not 

previously disclosed is identified during the taking of a deposition ….” (emphasis added).  As 

the Board explained in Galaxy Metal Gear, Inc. v. Direct Access Technology, Inc., 91 

U.S.P.Q.2d 1859 (T.T.A.B. 2009), “there is no need, as a matter of course, to submit a 

supplemental disclosure to include information already revealed by a witness in a deposition or 

otherwise through formal discovery, including the identity of the witness.”  Id. at 1861. 

In the present case, the identity and role of Mr. Sincini was clearly made known to 

Mycoskie during the discovery process long before the service of Tod’s’ December 2015 

supplemental disclosures.  First, in response to an interrogatory asking for the identity of the 

“person(s) who decided to file and/or approved the filing of the Notice of Opposition,” Tod’s 

identified Mr. Sincini in September 2015 as the sole individual responsible for such decision.  

Ederer Decl. Ex. 3 (response 15).  A month later, on October 9, 2015, Mycoskie took the 

deposition of Claudio Castiglioni, a Tod’s employee with dual residence in the United States and 
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Italy.  Mandel Decl. ¶ 8.  As the index to Mr. Castiglioni’s deposition reveals, Mr. Sincini’s 

name appears on thirty five separate pages of the transcript.  Mandel Decl. ¶ 8 & Ex. F.  Nor 

were these passing references that failed to apprise Mycoskie of the scope of Mr. Sincini’s 

knowledge.  To the contrary, as the various passages quoted in the statement of facts above 

reveal, Mr. Castiglioni’s testimony made abundantly clear that Mr. Sincini was the person with 

overall responsibility for the trademark area, including enforcement decisions relating to 

Mycoskie’s TOMS mark.  See pp. 4-7 supra.  

  In addition, Mycoskie had previously been advised that decisions concerning 

trademarks were made out of Italy and that if Mycoskie wanted a 30(b)(6) witness concerning 

those topics, it would have to take the deposition by written questions.  Mandel Decl. ¶ 5 & Ex. 

D.  Tod’s designated Andrea Varsavia, the in-house lawyer in Italy who works with Mr. Sincini 

on trademark issues and who had also been identified in numerous interrogatory responses, as 

the 30(b)(6) witness for the fourteen topics in Mycoskie’s 30(b)(6) notice of Tod’s concerning 

this area.  Id. ¶ 7 & Ex. E.  Following the completion of Mr. Castiglioni’s deposition, Mycoskie 

elected not to pursue the 30(b)(6) deposition.  Id. ¶ 9.  

As the above sequence of events makes clear, the identification of both Mr. Sincini and 

Mr. Varsavia in Tod’s’ December 2015 supplemental initial disclosures could not possibly have 

come as any surprise to Mycoskie.  While Mycoskie insists that it did not previously understand 

these individuals (or at least Mr. Sincini) might be trial witnesses, parties do not identify their 

specific trial witnesses through initial disclosures, but through pretrial disclosures (which Tod’s 

has not yet even made).  See Spier Wines (PTY) Ltd. v. Shepher, 105 U.S.P.Q.2d 1239, 1241-42 

(T.T.A.B. 2012).  Tod’s would have been justified in waiting to list both Mr. Sincini and Mr. 

Varsavia as trial witnesses in its pretrial disclosures, but followed the “better practice” of first 
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supplementing its initial disclosures so as to avoid any possible misunderstanding or later issues.  

See, e.g., Galaxy Metal Gear, 91 U.S.P.Q.2d at 1861 (denying motion to preclude use of witness 

at trial where not identified in initial disclosures, while noting “better practice would have been 

for opposer to have supplemented its initial disclosures”).  Tod’s also cured any possible element 

of surprise by offering to extend the discovery period and permitting Mycoskie the same 

deposition upon written questions that it had previously rejected with respect to Mr. Varsavia.  

Thus, it is not the timing of Tod’s’ supplemental disclosures which has led to the present motion, 

but rather Mycoskie’s insistence on trying to parlay that disclosure into a basis for an oral 

deposition not provided for in the rules. 

All of the cases cited by Mycoskie in its papers are readily distinguishable from the 

present case.  In each of those cases, the party never supplemented its initial disclosures to list 

the relevant witness whose testimony it sought to take at trial, while Tod’s has supplemented its 

initial disclosures in this case.  Indeed, in one of the cases on which Mycoskie relies, the party 

not only failed to identify the witness in its initial disclosures, but also neglected to identify the 

witness in its pretrial disclosures as well.  See Jules Jurgensen/Rhapsody, Inc. v. Baumberger, 91 

U.S.P.Q.2d 1443 (T.T.A.B. 2009).  Moreover, in several of the cases cited by Mycoskie, even 

though no identification of the witness was ever made in initial disclosures, the Board did not 

precluded the witness from offering testimony.  For example, in, Great Seats, Inc. v. Great Seats, 

Ltd., 100 U.S.P.Q.2d 1323 (T.T.A.B. 2011), the Board permitted a witness identified by opposer 

for the first time in pretrial disclosures to testify as long as applicant was first permitted to take 

his deposition.
2
  Id. at 1328.  Tod’s has offered that same opportunity to Mycoskie here.  

2
Similarly, in Byer California v. Clothing for Modern Times Ltd., 95 U.S.P.Q.2d 1175 

(T.T.A.B. 2010), the witness who was not identified in initial disclosures was also permitted to 

testify at trial, as long as he was made available for a discovery deposition.  In AmeriCareers 
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However, unlike in Great Seats, the relevant witness resides outside the United States, and 

accordingly such deposition must proceed under the rules by written questions.  It is that key 

distinction, and not any failure on Tod’s part to provide relevant information, which prevents 

Mycoskie from the oral deposition on which it insists. 

B. The Rules Do Not Permit Mycoskie to Compel the Oral Deposition in the 

United States of a Foreign Resident 

 

Trademark Rule 2.120(c) provides in unequivocal language that the discovery deposition 

of a natural person who is an officer of a party and resides in a foreign country shall be taken by 

means of a deposition upon written questions unless the Board, upon a showing of good cause, 

orders an oral deposition.  37 C.F.R. § 2.120(c).  Consistent with the plain language of this rule, 

“the Board will not order a natural person residing in a foreign country to come to the United 

States for the taking of his or her discovery deposition.  Under the Board’s practice, discovery 

depositions of foreign-resident witnesses may be taken only by way of written questions, unless 

the parties stipulate otherwise or unless the Board, upon motion for good cause shown, orders 

that the deposition be taken orally in the foreign country.”  Jain v. Ramparts, Inc., 49 U.S.P.Q.2d 

1429, 1431 (T.T.A.B. 1998).  See also TBMP § 404.03(b) (describing deposition rules for 

“Person Residing in a Foreign Country – Party” as requiring deposition on written questions); 

TBMP § 404.03(a) (describing deposition rules for “Person Residing in the United States – 

Party” as allowing for either oral deposition or deposition on written questions). 

Ignoring the clear dictates of the rules, as well as the language of the TBMP and the 

Board’s decision in Jain, Mycoskie claims that Mr. Sincini, a resident of Italy, may be compelled 

LLC v. Internet Employment Linkage, Inc., Opp. No. 91198027 (Docket No. 23)  (T.T.A.B. Oct. 

5, 2011), http://ttabvue.uspto.gov/ttabvue/v?pno=91198027&pty=OPP&eno=23, the Board 

denied a motion to strike the summary judgment declaration of a witness who was not identified 

in initial disclosures.  
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to give an oral deposition in New York pursuant to 37 C.F.R. § 2.120(b) because Mycoskie 

claims he is “regularly employed” there.  As an initial matter, under standard rules of statutory 

construction, the specific statutory language of Rule 2.120(c) detailing the applicable rules for 

foreign residents controls over the more general language of Rule 2.120(b) describing the 

ordinary deposition rules.  See, e.g., Thiess v. Witt, 100 F.3d 915, 919 (Fed. Cir. 1996) (specific 

terms in a statute prevail over general terms in same or another statute which might otherwise be 

controlling).  Such an interpretation is borne out by the detailed explanation of the TBMP, which 

draws a clear dichotomy between the rules applicable to depositions of party witnesses residing 

in the United States and those residing outside the United States.  Compare TBMP § 404.03(a) 

with TBMP § 404.03(b). 

In any event, even assuming that it were theoretically possible for an individual to be 

both a resident of a foreign country under Rule 2.120(c) and a regular employee within the 

United States under Rule 2.120(b), Mr. Sincini is surely not such an individual.  One could 

imagine that such a situation might exist, for example, where a resident of Canada works on a 

daily basis a few miles over the border within the United States.  However, Mr. Sincini has not 

even been physically present in the United States since 2013.  Sincini Decl. ¶ 3.  During the past 

five years, he has spent a total of under 12 days in New York during the course of three short 

visits of less than a week in each of the years 2011, 2012 and 2013.  Id. ¶ 4.  While Mycoskie 

emphasizes Mr. Sincini’s status as the Chairman of the Board of Tod’s’ New York based 

subsidiary, Deva Inc., his duties as Chairman do not require his physical presence in New York.  

Id. ¶ 5   He has not personally attended a Deva Board meeting in New York since 2011, as 

meetings since that time have been conducted either by written resolution or teleconference 
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without his physical presence in New York.
3
  Id.  There is no basis for treating Mr. Sincini as 

being “regularly employed” in New York under these circumstances. 

Not surprisingly, Mycoskie cannot point to a single case that supports its novel 

interpretation of Rule 2.120(b).  In a desperate attempt to invent some basis for dragging Mr. 

Sincini to New York for a deposition, Mycoskie draws an analogy to the test under Fed. R. Civ. 

P. 45(c) for subpoenaing a witness who “regularly transacts business” within a state.  However, 

such a rule is not analogous to 37  C.F.R. § 2.120(b) because one can “regularly transact 

business” in a location without being “regularly employed” there.  In any event, even if the 

analogy were appropriate, the single case of Halliburton Energy Servs. v. M-I, LLC, 2006 U.S. 

Dist. WL 2663948 (S.D. Tex. Sept. 15, 2006) on which Mycoskie relies involved a witness with 

a much greater connection to the deposition locale than Mr. Sincini has to New York.  In 

Halliburton, the witness averaged four trips to Houston each year over the past ten years, with 

each trip lasting approximately ten days.  Id. at *1-2.   

Numerous other cases have found insufficient contacts under Rule 45(c) for witnesses 

who were present in the deposition jurisdiction more frequently than Mr. Sincini has been here.  

See, e.g., Perez v. Progenics Pharms., Inc., 2015 U.S. Dist. LEXIS 83557, at *6 (S.D.N.Y. June 

24, 2015) (copy attached in Appendix) (occasional meetings in New York did not open a witness 

up to being required to testify there); M’Baye v. N.J. Sports Prod., 246 F.R.D. 205, 208 

(S.D.N.Y. 2007) (“traveling to an area … for fourteen to eighteen days in two years is 

3
The deposition testimony of Mr. Castiglioni cited by Mycoskie is not to the contrary, as 

he clearly testified to what Deva “used to” do in connection with Board meetings.  See Ederer 

Ex. 21 (25:25-26:11).  The examination did not probe as to the relevant time period.  And while 

Ms. Rothfeld recalled Mr. Sincini being present in New York with greater frequency, her off the 

cuff recollection cannot control over the sworn statement of the individual himself focused on 

this specific issue.  In any event, even the 2-3 visits a year recalled by Ms. Rothfeld would hardly 

constitute “regular employment” in New York.    
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insufficient to render a person amenable to a subpoena”); Bostian v.Suhor Indus., Inc., 2007 WL 

3005177, at *1 (N.D. Okla. 2007) (copy attached in Appendix) (“twice yearly visits to Oklahoma 

to conduct business … [does] not qualify as regularly transacting business”); In re Order 

Quashing Depositions Subpoenas, 2002 U.S. Dist. LEXIS 14928 (S.D.N.Y. Aug. 14, 2002) 

(copy attached in Appendix) (person who comes to New York for business four times within five 

years does not regularly transact business in New York under Rule 45(c)).  Thus, even if Rule 

45(c) had any relevance to the present inquiry – and there is no reason why it should – it would 

still not support the relief sought by Mycoskie. 

In sum, there is no possible basis for compelling Mr. Sincini to appear for a discovery 

deposition in New York.  Mycoskie’s refusal to consider anything other than an immediate oral 

deposition of Mr. Sincini in New York before seeking Board relief only serves to highlight the 

complete lack of good faith underlying its present motion. 

C. Mycoskie Has Not Shown Good Cause for an Oral Deposition in Italy In 

Place of the Deposition on Written Questions Provided for by the Rules 

 

Finally, although it never offered such an option prior to filing this motion, Mycoskie 

alternatively asks for an order permitting an oral deposition of Mr. Sincini in Italy.  While it may 

be true that a deposition on written questions is more cumbersome than an oral deposition, the 

differences in these procedures are not sufficient to establish good cause permitting an oral 

deposition.  See, e.g., Sabra Salads Food Indus. Ltd. v. Blue & White Food Prods. Corp., Opp. 

No. 91110383, 1999 TTAB LEXIS 647 (T.T.A.B. Nov. 18, 1999) (copy attached in Appendix) 

(granting motion to quash oral deposition of foreign opposer; good cause not shown despite 

“truism” that depositions upon written questions are “cumbersome”).   

Were the more unwieldy nature of a deposition upon written questions sufficient to 

justify an oral deposition, the exception would swallow the rule by requiring oral depositions in 
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every case.  However, the Board has made clear that the question of “[w]hat constitutes good 

cause so as to warrant requiring a deposition to be taken orally must be determined on a case by 

case basis upon consideration of the particular facts and circumstances in each situation.”  Feed 

Flavors Inc. v. Kemin Indus., Inc., 209 U.S.P.Q. 589, 591 (T.T.A.B. 1980).  For example, in 

Feed Flavors, the Board found that respondent had shown good cause for requiring petitioner to 

take oral depositions of former employees of respondent who now worked for petitioner, where 

the testimony depositions were being taken during petitioner’s rebuttal period and thus 

constituted the only opportunity respondent would have to confront these witnesses by way of 

oral cross-examination.  Id.  

Similarly, in the sole case on which Mycoskie relies in support of its request for an oral 

deposition in Italy, Orion Group, Inc. v. The Orion Insurance P.L.C., 12 U.S.P.Q.2d 1923 

(T.T.A.B. 1989), applicant was seeking summary judgment based on the affidavit of a single 

witness.  Id. at 1925.  Having already found that the opposer needed a deposition pursuant to 

Fed. R. Civ. P. 56(f) in order to gather information within applicant’s control that was necessary 

to respond to applicant’s summary judgment motion, the Board ruled that opposer had 

demonstrated good cause.  Id.  Given that opposer was potentially facing dismissal of its entire 

case without any opportunity to confront the sole witness being offered by applicant on the 

dispositive motion, the Board found it would be “unjust in these circumstances to deprive 

opposer of obtaining discovery and specifically of confronting and examining the witness by oral 

examination.”  Id.   

Mycoskie cannot make a similar showing requiring an oral deposition in the 

circumstances of the present case.  In the event that Tod’s ultimately determines to bring Mr. 

Sincini to the United States for an oral deposition during its testimony period, Mycoskie will 
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have the opportunity to confront the witness by way of oral cross-examination at that time.  

There is no reason why the relatively limited information Mycoskie seeks regarding Tod’s’ 

knowledge of Mycoskie’s registration and use of the TOMS mark cannot be adequately obtained 

through a deposition on written questions.  Indeed, as Mycoskie acknowledges in its papers, it 

has already obtained a good deal of this information through interrogatory responses.  Under 

these circumstances, Mycoskie cannot overcome the presumption in favor of deposition on 

written questions that is embodied in the applicable rules, and its motion to compel an oral 

deposition of Mr. Sincini should therefore be denied.             

CONCLUSION 

 For the foregoing reasons, Tod’s respectfully requests that the Board deny Mycoskie’s 

motion to compel an oral deposition of Stefano Sincini. 

Dated: New York, New York 

February 2, 2016 

     Respectfully submitted, 

       

      COWAN, LIEBOWITZ & LATMAN, P.C. 

      Attorneys for Opposer/Petitioner 

       

      By:__ /Richard S. Mandel/____________________ 

        Richard S. Mandel 

       Bridget A. Crawford 

      1133 Avenue of the Americas 

      New York, New York 10036 

      (212) 790-9200 
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