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Opposition No. 91217630 

Sturgis Motorcycle Rally, Inc. 

v. 

Hansen, Gary, St. Martin 
 
Wendy Boldt Cohen, Interlocutory Attorney: 
 

On October 1, 2014, applicant filed a proposed amendment to its 

application Serial No. 86112261, with opposer's consent.1 

By the proposed amendment applicant seeks to amend the recitation of 

services to delete class 40 “tee shirts” and add class 1 “Bentonite." 

A proposed amendment to any application or registration which is the 

subject of an inter partes proceeding must also comply with all other 

applicable rules and statutory provisions, including Trademark Rules 2.71-

2.75.  See TBMP §§ 514.01 and 605.03(b) (2014).  In particular, while an 

applicant may amend to clarify or limit the identification, adding to or 

broadening the scope of the identification is not permitted.  See Trademark 

Rule 2.71(a); TMEP §§1402.06 et seq., 1402.07. 

The proposed amendment is unacceptable inasmuch as it identifies 

goods and/or services that are not within the scope of the present recitation of 
                     
1 The Board notes applicant’s certificate of service dated October 2, 2014. 
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services.  Specifically, the proposed amendment to add to the services Class 1 

“Bentonite” is beyond the scope of the present identification.2 

In view of these findings, the motion to amend is denied without 

prejudice.  The present recitation of services, prior to the filing of the motion 

to amend, remains operative for purposes of future amendment.  See 

Trademark Rule 2.71(a); TMEP §1402.07(d). 

However, inasmuch as the filing of the proposed amendment indicates to 

the Board that the parties are making efforts to settle this matter, proceedings 

are suspended, and the parties are allowed until thirty days from the mailing 

date of this order to file a revised motion to amend, failing which the Board will 

resume proceedings and reset dates, and the opposition will go forward on the 

present application.  

                     
2 The Board further notes that the proposed amendment to delete “t-shirts” from 
Class 40 is unclear. Inasumch as the term “t-shirts” appears throughout the Class 
40 recitation of services and does not appear as a stand-alone recitation, it is unclear 
if the term is intended to be deleted in its entirety or only in a portion of the 
recitation of services. The Board recommends submission of a red-lined copy of the 
proposed amendment showing the proposed changes along with a clean copy of the 
proposed amendment. Such a submission will assist Board personnel in entry of the 
amendment should the motion be granted. See TBMP § 514.01. 


