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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

__________________________________________ 
MONSTER ENERGY COMPANY,  ) 
  ) 
 Opposer,   ) 
  )  Opposition No.  91217273 
 v.  ) 
  )  Serial No. 85/920,112 
THREE �1�2�7�&�+�¶�'���%�5�(�:�,�1�*���&�2�0�3�$�1�<�����/�/�&�� ) 
  ) 
 Applicant.   ) 
__________________________________________ ) 

�$�3�3�/�,�&�$�1�7�¶�6��MEMORANDUM OF LAW IN OPPOSITION TO OPPOSE �5�¶�6��
MOTION FOR PARTIAL SUMMARY JUDGMENT AND MOTION TO SUSPEN D 

PROCEEDINGS 
 
 Applicant, �7�K�U�H�H�� �1�R�W�F�K�¶�G�� �%�U�H�Z�L�Q�J�� �&�R�P�S�D�Q�\���� �/�/�&�� ���³�$�S�S�O�L�F�D�Q�W�´��, hereby submits this 

�R�S�S�R�V�L�W�L�R�Q�� �W�R�� �0�R�Q�V�W�H�U�� �(�Q�H�U�J�\�� �&�R�P�S�D�Q�\�¶�V�� ���³�2�S�S�R�V�H�U�´����motion for summary judgment.  For at 

least the reasons stated below, Opposer has failed to meet its burden of showing that there is no 

genuine issue of material fact in dispute and the Board should therefore deny �2�S�S�R�V�H�U�¶�V���P�R�W�L�R�Q���� 

I. INTRODUCTION 

 �,�Q�� �2�S�S�R�V�H�U�¶�V��Motion for Partial Summary Judgment ���³�2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�´��, Opposer 

argues that there is no genuine issue of material fact in dispute and that it is entitled to judgment 

as a matter of law on the issue of likelihood of confusion.1  �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���F�R�Q�V�L�V�W�V���R�I���V�N�H�Z�H�G��

representations and collateral and inconsequential evidence it has gathered in a feeble attempt to 

claim that it is entitled to summary judgment.  However, the ultimate fact remains the same: the 

parties marks are so vastly dissimilar that confusion is not likely, and therefore Applicant is 

                                                 
1 Opposer has not moved for summary judgment on the issue of dilution under Lanham Act 
Section 43(c). �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W�������Q�������� 
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entitled to summary judgment on its earlier filed �0�R�W�L�R�Q�� �I�R�U�� �6�X�P�P�D�U�\�� �-�X�G�J�P�H�Q�W�����³�$�S�S�O�L�F�D�Q�W�¶�V��

�0�R�W�L�R�Q�´��.  

II.  STANDARD OF REVIEW 
 
 Summary judgment is appropriate only when there are no genuine issues of material fact 

and the movant is entitled to judgment as a matter of law. See Fed.R.Civ.P. 56(c); Celotex Corp. 

V. Catrett, 477 U.S. 317, 322 (1986).  The moving party bears the burden of meeting this high 

threshold. See Adickes v. S.H Kress & Co., 398 U.S. 144, 157 (1970).  The Board may not 

resolve issues of material fact against the non-moving party; it may only ascertain whether such 

issues are present. See Opryland USA Inc. v. The Great American Music Show Inc., 970 F.2d 

847, 850, 23 U.S.P.Q.2d 1471, 1472 (Fed. Cir. 1992) ���³�7�K�H�� �H�Y�L�G�H�Q�F�H�� �V�X�E�P�L�W�W�H�G�� �E�\�� �W�K�H�� �Q�R�Q-

movant, in opposition to a motion for summary judgment, is to be believed, and all justifiable 

�L�Q�I�H�U�H�Q�F�H�V���D�U�H���W�R���E�H���G�U�D�Z�Q���L�Q���>�L�W�V�@���I�D�Y�R�U���´��; see also Lloyd's Food Products Inc. v. Eli's Inc., 987 

F.2d 766, 25 U.S.P.Q.2d 2027 (Fed. Cir. 1993).  

III.  ARGUMENT 
 
 The Board and the Federal Circuit have repeatedly held that a single DuPont factor may 

be dispositive, particularly the dissimilarity of the marks. Odom's Tennessee Pride Sausage, Inc. 

v. FF Acquisition, L.L.C., 600 F.3d 1343, 1347 (Fed. Cir. 2010) ���³even if all other 

relevant DuPont factors were considered in �>�U�H�J�L�V�W�U�D�Q�W�¶�V�@ favor, as the board stated, the 

dissimilarity of the marks was a sufficient basis to conclude that no confusion was likely�´������

�.�H�O�O�R�J�J���&�R�����Y�����3�D�F�N�¶�H�P���(�Q�W�H�U�S�U�L�V�H�V, 14 USPQ2d 1545 (TTAB Feb. 2, 1990), affirmed 951 F.2d 

���������� ������ �8�6�3�4���G�� ���������� ���)�H�G���� �&�L�U���� ������������ ���³We know of no reason why, in a particular case, a 

single duPont factor may not be dispositive.�´������see also United Parcel Serv. of Am., Inc. v. 

Unigroup Worldwide, Inc., Opp. No. 91175419, 2012 WL 1267951 (TTAB Mar. 26, 2012) (non-
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precedential); Coach Servs., Inc. v. E&D Trading, Inc., Opp. No. 91203818, 2013 WL 4397063 

(TTAB Aug. 7, 2013) (non-precedential).  �+�H�U�H���� �D�V�� �G�L�V�F�X�V�V�H�G�� �L�Q�� �J�U�H�D�W�� �G�H�W�D�L�O�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V��

Motion, which Applicant incorporates herein by reference, the marks are so different in 

appearance that confusion is not likely to occur.  �&�R�Q�V�H�T�X�H�Q�W�O�\���� �2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �V�K�R�X�O�G�� �E�H��

denied, and Applicant should be entitled to judgment as a matter of law �R�Q���$�S�S�O�L�F�D�Q�W�¶�V���0�R�W�L�R�Q.  

a. The Marks Must be Viewed in Their Entireties  

Opposer repeatedly asserts �W�K�D�W���$�S�S�O�L�F�D�Q�W�¶�V��three notches design is the dominant portion 

�R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �V�X�F�K�� �W�K�D�W�� �W�K�H�� �R�W�K�H�U�� �H�O�H�P�H�Q�W�V�� �R�I�� �L�W�V�� �P�D�U�N�� �V�K�R�X�O�G�� �E�H�� �Z�K�R�O�O�\�� �G�L�V�F�D�U�G�H�G����

However, the Board �F�D�Q�Q�R�W�� �S�D�U�V�H�� �H�O�H�P�H�Q�W�V�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V Mark but must instead address the 

mark as a whole. See In re National Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. 

Cir. 1985).  �)�X�U�W�K�H�U�P�R�U�H���� �2�S�S�R�V�H�U�¶�V�� �V�X�J�J�H�V�W�L�R�Q�� �W�K�D�W�� �W�K�H�� �W�K�U�H�H�� �D�[�H�� �Q�R�W�F�K�� �P�D�U�N�V�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V��

Mark are the dominant portion of the mark is not supportable in view of numerous decisions to 

the contrary by this Board and the Federal Circuit. In re Viterra Inc., 671 F.3d 1358, 1362, 101 

�8���6���3���4�����G�� ���������� ���)�H�G���� �&�L�U���� ������������ ���³�7�K�H�� �%�R�D�U�G�
�V�� �F�R�Q�F�O�X�V�L�R�Q�� �L�V�� �D�O�V�R�� �L�Q�� �O�L�Q�H�� �Z�L�W�K�� �R�X�U�� �G�H�F�L�V�L�R�Q�V��

holding that the verbal portion of a word and design mark likely will be the dominant portion.�´������

The Board of Trustees of the University of Alabama v. Pitts, 107 U.S.P.Q.2d 2001, 2023, 2013 

�:�/���������������������7���7���$���%�������������������³�:�K�H�Q���D���F�R�P�S�R�V�L�W�H���P�D�U�N���F�R�Q�W�D�L�Q�V���E�R�W�K���Z�R�U�G�V and a design, the 

word portion is more likely to be impressed upon a purchaser's memory and to be used when 

reque�V�W�L�Q�J���W�K�H���J�R�R�G�V���D�Q�G���V�H�U�Y�L�F�H�V���´������ 

Opposer cites the case Jansen Enters. v. Rind, 85 U.S.P.Q.2d 1104 (T.T.A.B. 2007) for 

the proposition that t�K�H�� �G�H�V�L�J�Q�� �S�R�U�W�L�R�Q�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �L�V�� �G�R�P�L�Q�D�Q�W�� �D�Q�G�� �V�K�R�X�O�G�� �E�H�� �J�L�Y�H�Q��

greater weight. See Opposer�¶�V�� �0�R�W�L�R�Q�� �D�W�� ����.  However, contrary to Opposer�¶�V�� �D�V�V�H�U�W�L�R�Q, the 

Board reached the opposite conclusion in Jansen and �K�H�O�G�� �W�K�D�W�� �W�K�H�� �W�H�U�P�� �,�=�=�<�¶�6�� �Z�D�V�� �W�K�H�� �P�R�V�W��

dominant in the mark shown below: 
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 Jansen, 85 U.S.P.Q.2d at 1109. ���³�1�R�W�Z�L�W�K�V�W�D�Q�G�L�Q�J���W�K�H���S�U�R�P�L�Q�H�Q�F�H���R�I���W�K�H���G�H�V�L�J�Q���I�H�D�W�X�U�H�V����

we find that the literal portion of respondent's mark dominates respondent's mark and that, in 

�W�X�U�Q���� �W�K�H�� �O�L�W�H�U�D�O�� �S�R�U�W�L�R�Q�� �L�V�� �G�R�P�L�Q�D�W�H�G�� �E�\�� �W�K�H�� �D�U�E�L�W�U�D�U�\�� �Q�D�P�H�� �µ�,�=�=�<�
�6���¶�´��.  Similarly here, the 

wording �7�+�5�(�(���1�2�7�&�+�¶�'���L�V���W�K�H���P�R�V�W���G�R�P�L�Q�D�Q�W���S�R�U�W�L�R�Q���R�I���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N (shown below), 

such that this prominent wording cannot be disregarded in analyzing the differences with 

�2�S�S�R�V�H�U�¶�V���0���&�O�D�Z���,�F�R�Q���0�D�U�N.  

�$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N �2�S�S�R�V�H�U�¶�V���0���&�O�D�Z���,�F�R�Q���0�D�U�N 

 

 

 Opposer �D�W�W�H�P�S�W�V�� �W�R�� �G�L�V�F�R�X�Q�W�� �W�K�H�� �S�U�R�P�L�Q�H�Q�W���� �O�D�U�J�H���� �E�R�O�G�H�G�� �Z�R�U�G�L�Q�J�� �7�+�5�(�(�� �1�2�7�&�+�¶�'��

�L�Q���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���D�V���³�P�H�U�H�O�\���G�H�V�F�U�L�S�W�L�Y�H���R�I���$�S�S�O�L�F�D�Q�W�¶�V���W�K�U�H�H���M�D�J�J�H�G���F�O�D�Z���P�D�U�N�V���D�Q�G���K�L�J�K�O�L�J�K�W��

�W�K�H���G�H�V�L�J�Q���H�O�H�P�H�Q�W���D�V���W�K�H���G�R�P�L�Q�D�Q�W���I�H�D�W�X�U�H���R�I�� �W�K�H���P�D�U�N���´�� �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W������.  However, a 

term is not merely descriptive because it describes an arbitrary element in a mark.  Quite the 

opposite �± a term is merely descriptive if it describes an ingredient, quality, characteristic, 

function, feature, purpose, or use of the specified goods or services. See In re TriVita, Inc., 783 
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F.3d 872, 114 USPQ2d 1574 (Fed. Cir. 2015).  �1�R�W�K�L�Q�J�� �D�E�R�X�W�� �W�K�H�� �W�H�U�P�� �7�+�5�(�(�� �1�2�7�&�+�¶�'��

�G�H�V�F�U�L�E�H�V�� �D�Q�\�� �³ingredient, quality, characteristic, function, feature, purpose, or use�  ́ of 

�$�S�S�O�L�F�D�Q�W�¶�V�� �J�R�R�G�V.  C�R�Q�V�X�P�H�U�V�� �Y�L�H�Z�L�Q�J�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N���� �L�Q�F�O�X�G�L�Q�J�� �W�K�H�� �W�K�U�H�H�� �D�[�H�� �Q�R�W�F�K�H�V��

�G�H�V�L�J�Q���S�R�U�W�L�R�Q�����Z�R�X�O�G���U�H�F�D�O�O���W�K�H���G�L�V�W�L�Q�F�W�L�Y�H���Q�D�P�H���7�+�5�(�(���1�2�7�&�+�¶�'���D�Q�G���Z�R�X�O�G���X�V�H���W�K�D�W���W�H�U�P��in 

requesting �W�K�H���$�S�S�O�L�F�D�Q�W�¶�V��goods.  Contrary to Opposer�¶�V���D�V�V�H�U�W�L�R�Q�����W�K�H���W�K�U�H�H���D�[�H���Q�R�W�F�K�H�V���G�H�V�L�J�Q��

i�Q�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N���Z�R�X�O�G�� �V�L�P�S�O�\�� �Y�L�V�X�D�O�O�\�� �U�H�L�Q�I�R�U�F�H�� �W�K�H�� �P�R�V�W���S�U�R�P�L�Q�H�Q�W���D�V�S�H�F�W���R�I�� �$�S�S�O�L�F�D�Q�W�¶�V��

Mark �± �W�K�H���D�U�E�L�W�U�D�U�\���W�H�U�P���7�+�5�(�(���1�2�7�&�+�¶�'.  

i. The Marks are Vastly Different Despite �2�S�S�R�V�H�U�¶�V��Improper 
Characterizations  

 
 In this proceeding, Opposer tries to conceal the fact that its M Claw Icon Mark is a 

stylized letter M, and further tries to re-�G�H�I�L�Q�H�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �W�R�� �V�X�S�S�R�U�W�� �L�W�V�� �F�R�P�S�D�U�L�V�R�Q.  

�2�S�S�R�V�H�U�¶�V��Motion �D�U�J�X�H�V���W�K�D�W���E�R�W�K���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���D�Q�G���2�S�S�R�V�H�U�¶�V��M Claw Icon Mark �³include 

a design that consists of three parallel lines with a distressed or scratch-�O�L�N�H�� �D�S�S�H�D�U�D�Q�F�H�´�� �L�Q�� �D��

�I�H�H�E�O�H�� �D�W�W�H�P�S�W�� �W�R�� �F�O�D�L�P�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N��is confusingly similar to �2�S�S�R�V�H�U�¶�V��M Claw Icon 

Mark. �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W������. �+�R�Z�H�Y�H�U�����2�S�S�R�V�H�U�¶�V���R�Z�Q���Vtatements to the USPTO and in prior 

proceedings make it clear that its M Claw Icon Mark consists of the stylized letter M, with small 

prongs connecting the upper portions of the letter. See �2�S�S�R�V�H�U�¶�V���5�H�J�����1�R�V����3434821 ���³The mark 

consists of the letter "m" in the form of a claw.�´�������������������������³The mark consists of the letter "m" 

in the form of a claw.�´������Monster Energy Company v. Li-Wei Chih, Consolidated Oppositions 

Nos. 91205893 and 91205924, Docket No. 21 at p. 15-16 (February 1, 2016) (non-precedential) 

���³�%�R�W�K�� �P�D�U�N�V�� �D�U�H�� �W�K�H�� �O�H�W�W�H�U�� �µ�0�¶�� �Z�L�W�K�� �D�Q�� �H�G�J�\���� �D�J�J�U�H�V�V�L�Y�H�� �D�S�S�H�D�U�D�Q�F�H�� �Z�L�W�K�� �P�R�Q�V�W�H�U-like design 

�I�H�D�W�X�U�H�V���´������ �)�X�U�W�K�H�U�����W�K�H���G�H�V�L�J�Q���L�Q���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���L�Q�F�R�U�S�R�U�D�W�H�V���D�[�H���Q�R�W�F�K�H�V���F�R�Q�V�L�V�W�H�Q�W���Z�L�W�K���W�K�H��

�Z�R�U�G�L�Q�J���7�+�5�(�(���1�2�7�&�+�¶�'���D�V���Q�R�W�H�G���D�E�R�Y�H�� 
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 In addition, Opposer bastar�G�L�]�H�V�� �W�K�H�� �D�S�S�H�D�U�D�Q�F�H�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �L�Q�� �2�S�S�R�V�H�U�¶�V��

Motion by careful scale reduction and rotation in an effort to make the axe notches in 

�$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���D�S�S�H�D�U���W�R���E�H���W�K�H���V�D�P�H���V�L�]�H���D�V���W�K�H���V�F�U�D�W�F�K�H�V���L�Q���2�S�S�R�V�H�U�¶�V���0���&�O�D�Z���,�F�R�Q���0�D�U�N. 

See, e.g., �2�S�S�R�V�H�U�¶�V���0�Rtion at 2, 6, 7, 14, 16 and 17.  Thus, not only does Opposer contradict the 

record �G�H�I�L�Q�L�W�L�R�Q�� �R�I�� �2�S�S�R�V�H�U�¶�V�� �0�D�U�N and attempt to re-define the axe notch design elements in 

�$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N, but Opposer has primitively contorted �2�S�S�R�V�H�U�¶�V���0�D�U�N���D�Q�G���$�S�S�O�L�F�D�Q�W�¶�V Mark 

in a desperate attempt to illustrate any similarities it can.  

Nevertheless, the likelihood of confusion analysis cannot be contorted by �2�S�S�R�V�H�U�¶�V��

convolutions.  �,�Q���W�K�L�V���F�D�V�H�����$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���Z�L�W�K��its �S�U�R�P�L�Q�H�Q�W���7�+�5�(�(���1�2�7�&�+�¶�'���Z�R�U�G�L�Q�J is 

�Y�D�V�W�O�\�� �G�L�I�I�H�U�H�Q�W�� �I�U�R�P�� �2�S�S�R�V�H�U�¶�V�� �0�D�U�N���� �D�V�� �D�U�J�X�H�G�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�R�W�L�R�Q��  �)�X�U�W�K�H�U���� �2�S�S�R�V�H�U�¶�V��

Mark does not stand alone in the field of parallel-�O�L�Q�H�G�� �R�U�� �³�0�´�� �G�H�V�L�J�Q�� �P�D�U�N�V�� �D�V�V�R�F�L�D�W�H�G�� �Z�L�W�K��

beverages.  Indeed, the federal register is replete with examples of registered trademarks in 

connection with alcoholic beverages, or even beverages in general in class 32, that portray an 

�³�0�´���G�H�V�L�J�Q����Hayes Decl. ¶ 2, Ex. ���������D�Q���³�(�´���R�U���³�V�L�G�H�Z�D�\�V���0�´���G�H�V�L�J�Q����Hayes Decl. ¶ 3, Ex. 2), a 

�³�:�´���R�U���³�X�S�V�L�G�H���G�R�Z�Q���0�´���G�H�V�L�J�Q����Hayes Decl. ¶ 4, Ex. 3).  Opposer is clearly not the proprietor 

of all such marks, much less designs including multiple parallel lines in any direction, including 

fences, stripes and military-themed stripes. Hayes Decl. ¶ 5, Ex. 4.  The attached third party 

registrations show that such design elements are widely associated and registered with various 

types of beverages, �O�L�P�L�W�L�Q�J�� �W�K�H�� �S�U�R�W�H�F�W�L�R�Q�� �D�I�I�R�U�G�H�G�� �2�S�S�R�V�H�U�¶�V�� �0�D�U�N. Juice Generation, Inc. v. 

GS Enterprises LLC���� �������� �)�����G�� ������������ ���������� ���)�H�G���� �&�L�U���� ������������ ���³sufficient evidence of third-party 

use of similar marks can show that customers ... have been educated to distinguish between 

different ... marks on the basis of minute distinctions.� )́ (internal quotations omitted).  Thus, 
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regardless of Opposer�¶�V�� �P�L�Vcharacterizations of its M Claw Icon Mark or �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N, 

Opposer cannot prevail in a proper likelihood of confusion analysis. 

ii.  �$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���0�X�V�W���E�H���$�Q�D�O�\�]�H�G���D�V���6�K�R�Z�Q���L�Q���,�W�V���$�S�S�O�L�F�D�W�L�R�Q 

In addressing the differences between the M Claw Icon Mark �D�Q�G�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N����

�2�S�S�R�V�H�U�� �D�U�J�X�H�V�� �W�K�D�W�� �W�K�H�� �G�H�V�L�J�Q�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �L�V�� �³�K�L�J�K�O�\�� �V�L�P�L�O�D�U�´ �W�R�� �2�S�S�R�V�H�U�¶�V�� �0�� �&�O�D�Z��

Mark���� �H�V�S�H�F�L�D�O�O�\�� �Z�K�H�Q�� �$�S�S�O�L�F�D�Q�W�¶�V�� �G�H�V�L�J�Q�� �H�O�H�P�H�Q�W�� �L�V�� �Y�L�H�Z�H�G�� �R�Q�� �L�W�V�� �V�L�G�H���� �R�U�� �L�Q�� �L�V�R�O�D�W�L�R�Q�� See 

�2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �D�W��13.  Opposer �F�R�Q�W�L�Q�X�D�O�O�\�� �S�R�L�Q�W�V�� �W�R�� �Y�D�U�L�D�W�L�R�Q�V�� �D�Q�G�� �S�R�U�W�L�R�Q�V�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V��

Mark, some of which are occasionally used in the marketplace (e.g., the three axe notches design 

�S�R�U�W�L�R�Q���D�S�D�U�W���I�U�R�P���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���D�V���D���Z�K�R�O�H��. See id. at 8-9.  However, �2�S�S�R�V�H�U�¶�V��references 

to those variations���� �D�O�R�Q�J�� �Z�L�W�K�� �2�S�S�R�V�H�U�¶�V�� �V�N�H�Z�H�G�� �U�H�S�U�H�V�H�Q�W�D�W�L�R�Q�V�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� are 

merely a half-�K�H�D�U�W�H�G���D�W�W�H�P�S�W���W�R���G�L�V�W�U�D�F�W���W�K�H���%�R�D�U�G���I�U�R�P���$�S�S�O�L�F�D�Q�W�¶�V���D�F�W�X�D�O���P�D�U�N���D�W���L�V�V�X�H���L�Q���W�K�L�V��

proceeding.  Simply put, this Opposition relates only to the entire mark as shown �L�Q���$�S�S�O�L�F�D�Q�W�¶�V��

Application. ���� �0�F�&�D�U�W�K�\�� �R�Q�� �7�U�D�G�H�P�D�U�N�V�� �D�Q�G�� �8�Q�I�D�L�U�� �&�R�P�S�H�W�L�W�L�R�Q�� �†�� ������������ �����W�K�� �H�G������ ���³�,�Q��

determining likelihood of confusion in an opposition, it is the mark as shown in the 

application and as used on the goods described in the application which must be 

considered, not the mark as actually used by applicant���´�� (emphasis added).  �$�S�S�O�L�F�D�Q�W�¶�V��

separate use of variations of �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N, or individual elements of that mark, are not 

before the Board and should be wholly disregarded. Wells Fargo & Co. v. Stagecoach 

Properties, Inc.�������������)�����G�������������������������������8���6���3���4�����������������W�K���&�L�U�������������������³�%�X�W���W�K�H��Board considers 

only the use shown in the application, not actual use, because opposition proceedings do not 

determine the common law rights of th�H���D�S�S�O�L�F�D�Q�W���´). 

Opposer further �D�O�O�H�J�H�V�� �W�K�D�W�� �W�K�H�U�H�� �D�U�H�� �Q�R�� �U�H�V�W�U�L�F�W�L�R�Q�V�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V�� �D�S�S�O�L�F�D�W�L�R�Q�� �W�K�D�W��

restrict its use of the mark in a particular orientation. See �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W������.  However, the 

law in TTAB proceedings is clear �± the Board must view the mark as shown in the application, 
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regardless of how it is used in the marketplace. See, e.g., Wells Fargo at 306.  Therefore, 

�2�S�S�R�V�H�U�¶�V�� �D�U�J�X�P�H�Q�W�V�� �U�H�O�D�W�L�Q�J�� �W�R�� �W�K�H�� �Q�R�W�F�K�� �G�H�V�L�J�Q�� �S�R�U�W�L�R�Q�� �D�S�D�U�W�� �I�U�R�P�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N�� �D�V�� �D��

whole, regardless of the orientation, is wholly irrelevant to this proceeding.  

b. The Remaining DuPont Factors Also Render Confusion Unlikely2 
 

i. Opposer is Unlikely to Bridge the Gap Into Selling Alcoholic Energy 
Drinks Because Such Drinks are Illegal in the United States 

 
 �2�S�S�R�V�H�U�¶�V�� �H�Q�H�U�J�\�� �G�U�L�Q�N�V�� �D�Q�G�� �$�S�S�O�L�F�D�Q�W�¶�V�� �E�H�H�U�� �D�U�H�� �Q�R�W�� �U�H�O�D�W�H�G�� �J�R�R�G�V�� �E�H�F�D�X�V�H�� �2�S�S�R�V�H�U�¶�V��

energy drinks cannot and do not contain alcohol, such that consumers are unlikely to believe that 

an energy drink manufacturer sells alcoholic beverages.  Energy drinks cannot contain alcohol 

�G�X�H�� �W�R�� �)�R�R�G�� �	�� �'�U�X�J�� �$�G�P�L�Q�L�V�W�U�D�W�L�R�Q�� ���³�)�'�$�´���� �U�H�J�X�O�D�W�L�R�Q�V�� �S�U�R�K�L�E�L�W�L�Q�J�� �W�K�H�� �V�D�O�H�V�� �D�O�F�R�K�R�O�L�F��

beverages containing added caffeine.  The FDA has stated that added caffeine to alcoholic 

beverages, such as beer or malt beverages, constitutes an adulterated product in violation of 

Federal Food, Drug, and Cosmetic Act ���³FFDCA�´�� because the added caffeine, when used in 

alcoholic beverages, is an unsafe food additive. See 21 U.S.C. 342(a)(2)(C); see also Hayes Decl. 

¶ 6, Ex. 5.  In 2010, the FDA sent out warning letters to the makers of caffeinated alcoholic 

energy drinks Four Loko, Core, Moonshot, and Joose indicating that caffeine was an unsafe food 

additive when combined with alcohol. See Hayes Decl. ¶ 7, Ex. 6.  Since 2010, alcoholic energy 

drinks have disappeared from the beverage market in the U.S.  

                                                 
2 �$�V�� �D�U�J�X�H�G�� �L�Q�� �$�S�S�O�L�F�D�Q�W�¶�V��Motion (Docket No. 15), Applicant believes that the differences 
between the marks in their entireties on their own are sufficient to avoid confusion, regardless of 
the other DuPont factors. See Odom's Tennessee Pride Sausage, Inc. v. FF Acquisition, L.L.C., 
���������)�����G���������������������������)�H�G�����&�L�U�������������������³�H�Y�H�Q���L�I���D�O�O���R�W�K�H�U���U�H�O�H�Y�D�Q�W���'�X�3�R�Q�W���I�D�F�W�R�U�V���Z�H�U�H���F�R�Q�V�L�G�H�U�H�G��
i�Q���>�U�H�J�L�V�W�U�D�Q�W�¶�V�@���I�D�Y�R�U�����D�V���W�K�H���E�R�D�U�G���V�W�D�W�H�G�����W�K�H���G�L�V�V�L�P�L�O�D�U�L�W�\���R�I���W�K�H���P�D�U�N�V���Z�D�V���D���V�X�I�I�L�F�L�H�Q�W���E�D�V�L�V���W�R��
�F�R�Q�F�O�X�G�H�� �W�K�D�W�� �Q�R�� �F�R�Q�I�X�V�L�R�Q�� �Z�D�V�� �O�L�N�H�O�\�´��.  �,�Q�� �$�S�S�O�L�F�D�Q�W�¶�V��Motion, it did not dispute the other 
DuPont factors.  However, in the event that the Board is not persuaded by those arguments, for 
the purpose of this Opposition only, Applicant briefly addresses several contentions made by 
Opposer relating to other DuPont factors. 
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 Opposer�¶�V�� �D�U�J�X�P�H�Q�W�� �W�K�D�W�� �E�H�H�U�� �L�V�� �³�Z�L�W�K�L�Q�� �2�S�S�R�V�H�U�¶�V�� �Q�D�W�X�U�D�O�� �]�R�Q�H�� �Rf expansion of its 

product line�  ́ lacks credibility. See �2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �D�W�� ����.  For the reasons stated above, 

Opposer cannot sell beer containing added caffeine due to current FDA regulations.  Opposer has 

not provided any evidence to suggest that it will depart from its core products �± caffeinated 

energy drinks �± to sell un-caffeinated beer or other alcoholic drinks.  

 Moreover, consumers of Opposer�¶�V�� �S�U�R�G�X�F�W�V�� �D�U�H�� �X�Q�O�L�N�H�O�\�� �W�R�� �E�H�O�L�H�Y�H�� �W�K�D�W��Opposer sells 

un-caffeinated beer.  The FDA ban on caffeinated energy drinks was widely covered by the 

media, such that consumers are likely aware of the prohibition on alcoholic energy drinks. See 

Hayes Decl. ¶ 8, Ex. 7 (various news articles).  Further, Monster has not provided any credible 

evidence to show that producers of energy drinks also sell beer or other alcoholic beverages. 

Therefore, the FDA regulations prohibiting the sale of alcoholic energy drinks strongly support a 

finding that Opposer is unlikely to bridge the gap into selling alcoholic beverages. 

ii.  �$�S�S�O�L�F�D�Q�W�¶�V�� �*�H�Q�H�U�D�O�� �$�Z�D�U�H�Q�H�V�V�� �R�I��Opposer Prior to Filing Its 
Application Does Not Equate to Bad Faith or an Intent to Deceive 
Consumers 

 �2�S�S�R�V�H�U�� �D�U�J�X�H�V�� �W�K�D�W�� �$�S�S�O�L�F�D�Q�W�¶�V��mere �J�H�Q�H�U�D�O�� �D�Z�D�U�H�Q�H�V�V�� �R�I�� �2�S�S�R�V�H�U�� �D�Q�G�� �2�S�S�R�V�H�U�¶�V��M 

Claw Icon Mark should result in a finding of bad faith.  To the contrary, the Federal Circuit has 

made it clear that bad faith requires more than mere awareness of a mark. See Sweats Fashions, 

Inc. v. Pannill Knitting Co., Inc., 833 F.2d 1560, 1565, 4 U.S.P.Q.2d 1793 (Fed. Cir. 1987) 

���³�>�$�@�Q���L�Q�I�H�U�H�Q�F�H���R�I���µ�E�D�G���I�D�L�W�K�¶���U�H�T�X�L�U�H�V���V�R�P�H�W�K�L�Q�J���P�R�U�H���W�K�D�Q���P�H�U�H���N�Q�R�Z�O�H�G�J�H���R�I���D���S�U�L�R�U���V�L�P�L�O�D�U��

�P�D�U�N���� �7�K�D�W���L�V���D�O�O���W�K�D�W���W�K�H���U�H�F�R�U�G���K�H�U�H���V�K�R�Z�V���´��.  �0�R�U�H�R�Y�H�U���� �F�R�Q�W�U�D�U�\�� �W�R���2�S�S�R�V�H�U�¶�V���D�V�V�H�U�W�L�R�Q���W�K�D�W��

�W�K�H�� �P�D�U�N�V�� �D�U�H�� �³�V�W�U�L�N�L�Q�J�O�\�� �V�L�P�L�O�D�U���´�� �Z�K�H�Q�� �Y�L�H�Z�H�G�� �L�Q�� �W�K�H�L�U�� �H�Q�W�L�U�H�W�L�H�V�� �Q�R�� �U�H�D�V�R�Q�D�E�O�H�� �S�H�U�V�R�Q�� �F�R�Xld 

�I�L�Q�G���W�K�D�W���$�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N�����L�Q�F�O�X�G�L�Q�J���W�K�H���G�L�V�W�L�Q�F�W�L�Y�H���W�K�U�H�H���D�[�H���Q�R�W�F�K�H�V���G�H�V�L�J�Q���D�Q�G���W�K�H���S�U�R�P�L�Q�H�Q�W��

�Z�R�U�G�L�Q�J���7�+�5�(�(���1�2�7�&�+�¶�'���%�5�(�:�,�1�*���&�2�0�3�$�1�<���&�+�$�5�/�2�7�7�(�6�9�,�/�/�(�����9�$���L�V��in any way 

similar �W�R���2�S�S�R�V�H�U�¶�V���0���&�O�D�Z���,�F�R�Q���0�D�U�N�����O�H�W���D�O�R�Q�H���³�V�W�U�L�N�L�Q�J�O�\���V�L�P�L�O�D�U.�  ́ 
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 Opposer further mischaracterizes the testimony of �$�S�S�O�L�F�D�Q�W�¶�V�� �&�(�2�� �*�H�R�U�J�H�� �.�D�V�W�H�Q�G�L�N�H��

�D�V�� �³�Dcknowledg�>�L�Q�J�@�� �W�K�H�� �O�L�N�H�O�L�K�R�R�G�� �R�I�� �F�R�Q�I�X�V�L�R�Q�´�� �E�H�W�Z�H�H�Q�� �2�S�S�R�V�H�U�¶�V�� �0�D�U�N�� �D�Q�G�� �$�S�S�O�L�F�D�Q�W�¶�V��

three axe notches design. See �2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �D�W�� ����.  To the contrary, Mr. Kastendike stated 

that ��

 See Hayes Decl. ¶ 9, Ex. 8 

(Kastendike Tr. 34:5-18, 376:13-22), discussing Champion Decl. Ex. 17 (OY_000046).  Mr. 

�.�D�V�W�H�Q�G�L�N�H�¶�V�� �W�H�V�W�L�P�R�Q�\�� �U�H�S�H�D�W�H�G�O�\�� �L�Q�G�L�F�D�W�H�G���W�K�D�W�� �K�H����

 Id.  In 

�D�G�G�L�W�L�R�Q�����0�U�����.�D�V�W�H�Q�G�L�N�H�¶�V���W�H�V�W�L�P�R�Q�\���F�O�H�D�Uly stated that he  

 

 

 

 

 

 

 

 

Id. (Kastendike Tr. 382:10-18).  �0�R�U�H�R�Y�H�U���� �0�U���� �$�U�W�]���� �W�K�H�� �G�H�V�L�J�Q�H�U�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�D�U�N���� �V�W�D�W�H�G��
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Hayes Decl. ¶ 10, Ex. 9 (Artz Tr. 108:21-109:5). Therefore, Opposer mischaracterizes 

�$�S�S�O�L�F�D�Q�W�¶�V�� �W�H�V�W�L�P�R�Q�\�� �D�Q�G�� �W�K�H�U�H�� �L�V�� �D�� �J�H�Q�X�L�Q�H�� �L�V�V�X�H�� �R�I�� �P�D�W�H�U�L�D�O�� �I�D�F�W�� �D�V�� �W�R�� �$�S�S�O�L�F�D�Q�W�¶�V�� �L�Q�W�H�Q�W�� �L�Q��

adopting A�S�S�O�L�F�D�Q�W�¶�V���0�D�U�N���� 

iii.  There is No Evidence of Actual �&�R�Q�I�X�V�L�R�Q���%�H�W�Z�H�H�Q���W�K�H���3�D�U�W�L�H�V�¶���0�D�U�N�V 

 �2�S�S�R�V�H�U�¶�V�� �D�O�O�H�J�H�G�� �I�D�F�W�X�D�O�� �V�X�S�S�R�U�W�� �I�R�U�� �W�K�H�� �S�U�R�S�R�V�L�W�L�R�Q�� �W�K�D�W�� �W�K�H�U�H�� �K�D�V�� �E�H�H�Q�� �³�O�L�W�W�O�H��

�R�S�S�R�U�W�X�Q�L�W�\�� �I�R�U�� �D�F�W�X�D�O�� �F�R�Q�I�X�V�L�R�Q�´�� �L�V�� �U�L�G�G�O�H�G�� �Z�L�W�K�� �P�L�V�V�W�D�W�H�P�H�Q�W�V�� �D�Q�G�� �L�Q�D�G�P�L�V�V�L�E�O�H�� �H�Y�L�G�H�Qce. See 

�2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W���������� �)�L�U�V�W���� ��

��Id. at 25.  �7�R���W�K�H���F�R�Q�W�U�D�U�\���� ��

��

Hayes Decl. ¶ 11, Ex. 10 (Roth 

Tr. 288:13-15).  Second, Opposer fails to point to any evidence to show that actual confusion has 

occurred because Opposer has admitted that it has no evidence of actual confusion. Hayes Decl. 

¶ 12, Ex. 11 (Opposer�¶�V�� �5�H�V�S. to Interrog. 5.).  Opposer�¶�V���0�R�W�L�R�Q relies on two message board 

�F�R�P�P�H�Q�W�V���W�R���V�X�S�S�R�U�W���L�W�V���D�V�V�H�U�W�L�R�Q���W�K�D�W���³�W�K�H���S�R�W�H�Q�W�L�D�O���I�R�U���F�R�Q�I�X�V�L�R�Q���L�V���K�L�J�K���´  �2�S�S�R�V�H�U�¶�V���0�R�W�L�R�Q���D�W��

22-23.  However, �2�S�S�R�V�H�U�¶�V�� �R�Z�Q�� �H�Y�L�G�H�Q�F�H�� �S�U�R�Y�H�V�� �$�S�S�O�L�F�D�Q�W�¶�V�� �N�H�\�� �S�R�L�Q�W�� �± that the marks as a 

whole are different.  The BeerAdvocate user clearly stated t�K�D�W���³if the graphic is at the center 

�R�I�� �W�K�L�V���� �W�K�H�Q�� �,�� �K�D�S�S�H�Q�� �W�R�� �D�J�U�H�H�� �Z�L�W�K�� �0�R�Q�V�W�H�U�� �R�Q�� �W�K�L�V�� �R�Q�H���´�� ��Champion Decl. ¶ 26, Ex. 25 

(MEC00061649-51).3  The simple fact is that the graphic alone is not at the center of this dispute 

                                                 
3 Applicant claims that the message board posts on Beeradvocate.com are admissible because 
they are offered as evidence of state of mind rather than for the truth of the matter asserted. 
However, Opposer has not authenticated this evidence to show that the posting was made by a 
consumer and not one of Opposer�¶�V���R�Z�Q���H�P�S�O�R�\�H�H�V.  
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�± �$�S�S�O�L�F�D�Q�W�¶�V�� �H�Q�W�L�U�H�� �O�R�J�R, Appli�F�D�Q�W�¶�V�� �0�D�U�N�� is at issue when compared to Opposer�¶�V�� �0�� �&�O�D�Z��

Icon Mark.  Therefore, �F�R�Q�W�U�D�U�\���W�R���2�S�S�R�V�H�U�¶�V���D�V�V�H�U�W�L�R�Q�V�����L�W��has failed to come forward with any 

evidence that actual confusion has occurred.  

iv. Opposer�¶�V Improperly Introduced Evidence 

 �$�S�S�O�L�F�D�Q�W�� �D�O�V�R�� �E�U�L�H�I�O�\�� �D�G�G�U�H�V�V�H�V�� �2�S�S�R�V�H�U�¶�V�� �L�P�S�U�R�S�H�U�� �U�H�O�L�D�Q�F�H�� �R�Q�� �Y�D�U�L�R�X�V�� �H�Y�L�G�H�Q�F�H�� �L�Q��

support of its Motion.  In particular, Opposer�¶�V���U�H�O�L�D�Q�F�H���R�Q���Y�D�U�L�R�X�V���Z�H�E�V�L�W�H���V�F�U�H�H�Q�V�K�R�W�V���W�R���S�U�R�Y�H��

the truth of the matter asserted is inappropriate.  Website screenshots, while typically admissible 

(if properly authenticated), cannot be used to prove the truth of the matter asserted on the 

webpage, but merely to show that the website states an alleged fact. Safer Inc. v. OMS 

Investments, Inc., 94 USPQ2d 1031, 1041 (TTAB 2010).  Here, Opposer�¶�V���D�V�V�H�U�W�L�R�Q�V���U�H�O�D�W�L�Q�J���W�R��

other companies selling sodas and alcoholic beverages that resemble energy drinks are 

unsupported by any admissible evidence. See �2�S�S�R�V�H�U�¶�V�� �0�R�W�L�R�Q�� �D�W�� �������� Therefore, these 

arguments should be disregarded by the Board.  

IV.  CONCLUSION 
 
 For at least the foregoing reasons, �2�S�S�R�V�H�U�¶�V�� �P�R�W�L�R�Q�� �I�R�U�� �V�X�P�P�D�U�\�� �M�X�G�J�P�H�Q�W�� �P�X�V�W��fail. 

Moreover, Applicant has shown, consistent with �$�S�S�O�L�F�D�Q�W�¶�V���0�R�W�L�R�Q, that there truly is no issue 

as to any material fact that would overcome the vast dissimilarities of the marks and that it is 

Applicant, not Opposer, who is entitled to judgment as a matter of law due to the vast differences 

�E�H�W�Z�H�H�Q���W�K�H���S�D�U�W�L�H�V�¶���U�H�V�S�H�F�W�L�Y�H���P�D�U�N�V. 

    
Respectfully submitted, 

  WILLIAMS MULLEN, PC  
 
 
Date:  March 2, 2016    By:     /Martin W. Hayes/                   
 

Thomas F. Bergert, Esquire    
Williams Mullen     
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321 East Main St., Suite 400    
Charlottesville, Virginia 22902-3200   
Telephone: (434) 951-5700    
Facsimile: (434) 817-0977    

       Email: tbergert@williamsmullen.com 
        

Robert C. Van Arnam, Esquire  
     Williams Mullen     
     301 Fayetteville Street, Suite 1700 
     Raleigh, NC 27601 
     Telephone: (919) 981-4000 

       Facsimile: (919) 981-4300 
       Email: rvanarnam@williamsmullen.com 

 
Martin W. Hayes, Esquire    
Williams Mullen     
8300 Greensboro Drive, Suite 1100                 
Tysons Corner, Virginia 22310  
Telephone: (703) 760-5245    
Facsimile: (703) 748-0244    

       Email: mhayes@williamsmullen.com 
        

Counsel for Applicant 
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CERTIFICATE OF SERVICE  
 
 I hereby certify that on this 2nd day of March, 2016, the foregoing MEMORANDUM OF 

�/�$�:���,�1���2�3�3�2�6�,�7�,�2�1���7�2���2�3�3�2�6�(�5�¶�6���3�$�5�7�,�$�/���0�2�7�,�2�1���)�2�5���6�8�0�0�$�5�<���-�8�'�*�0�(�1�7 

has been served on Opposer, Monster Energy Company, by mailing a true and correct copy of 

the same by first class mail, postage prepaid, to: 

 
Diane M. Reed 
Jason A. Champion 
Jonathan A. Menkes 
Knobbe, Martens, Olson & Bear, LLP 
2040 Main Street, Fourteenth Floor 
Irvine, CA 92614 

 
            /Martin W. Hayes/                  
 

Thomas F. Bergert, Esquire    
Williams Mullen     
321 East Main St., Suite 400    
Charlottesville, Virginia 22902-3200   
Telephone: (434) 951-5700    
Facsimile: (434) 817-0977    

       Email: tbergert@williamsmullen.com 
        

Robert C. Van Arnam, Esquire  
     Williams Mullen     
     301 Fayetteville Street, Suite 1700 
     Raleigh, NC 27601 
     Telephone: (919) 981-4000 

       Facsimile: (919) 981-4300 
       Email: rvanarnam@williamsmullen.com 
 

Martin W. Hayes, Esquire    
Williams Mullen     
8300 Greensboro Drive, Suite 1100                 
Tysons Corner, Virginia 22310  
Telephone: (703) 760-5245    
Facsimile: (703) 748-0244    

       Email: mhayes@williamsmullen.com 
  
       Counsel for Applicant 
 



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

__________________________________________ 
MONSTER ENERGY COMPANY,  ) 
  ) 
 Opposer,   ) 
  )  Opposition No.  91217273 
 v.  ) 
  )  Serial No. 85/920,112 
THREE �1�2�7�&�+�¶�'���%�5�(�:�,�1�*���&�2�0�3�$�1�<�����/�/�&�� ) 
  ) 
 Applicant.   ) 
__________________________________________ ) 

DECLARATION OF MARTIN W. HAYES IN SUPPORT OF �$�3�3�/�,�&�$�1�7�¶�6��
MEMORANDUM OF LAW IN OPPOSITION TO OPPOSE �5�¶�6��MOTION FOR 

SUMMARY JUDGMENT AND MOTION TO SUSPEND PROCEEDINGS  
 
 I, Martin W. Hayes, declare as follows: 

1. I am an attorney licensed to practice in the State of Virginia. I am an 

�D�V�V�R�F�L�D�W�H���Z�L�W�K���W�K�H���O�D�Z���I�L�U�P���R�I���:�L�O�O�L�D�P�V���0�X�O�O�H�Q�����3���&�������F�R�X�Q�V�H�O���I�R�U���$�S�S�O�L�F�D�Q�W�����7�K�U�H�H���1�R�W�F�K�¶�G 

�%�U�H�Z�L�Q�J�� �&�R�P�S�D�Q�\���� �/�/�&�� ���³�$�S�S�O�L�F�D�Q�W�´���� �L�Q�� �W�K�H�� �D�E�R�Y�H-captioned matter. I have personal 

knowledge of the facts set forth below. If called upon and sworn as a witness, I could and 

would competently testify as set forth below.  

2. I conducted a search of the United States �3�D�W�H�Q�W���D�Q�G���7�U�D�G�H�P�D�U�N���2�I�I�L�F�H�¶�V��

���³�3�7�2�´�����G�D�W�D�E�D�V�H���I�R�U���P�D�U�N�V���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���D�O�F�R�K�R�O�L�F���E�H�Y�H�U�D�J�H�V���F�R�Q�V�L�V�W�L�Q�J���R�I���W�K�H���O�H�W�W�H�U��

�³�0���´�� �� �7rue and correct copies of the most relevant applications and registrations 

uncovered as a result of that search and printouts from the PTO TSDR database 

showing the specifics of these trademark applications and registrations are attached hereto 

as Exhibit 1. 

3. I conducted a search of the United States �3�D�W�H�Q�W���D�Q�G���7�U�D�G�H�P�D�U�N���2�I�I�L�F�H�¶�V��

���³�3�7�2�´�����G�D�W�D�E�D�V�H���I�R�U���P�D�U�N�V���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���D�O�F�R�K�R�O�L�F���E�H�Y�H�U�D�J�H�V���F�R�Q�V�L�V�W�L�Q�J���R�I���W�K�H���O�H�W�W�H�U��



�³�(�´�� �R�U�� �D�� �V�L�G�H�Z�D�\�V�� �³�0���´�� �� �7rue and correct copies of the most relevant applications 

and registrations uncovered as a result of that search and printouts from the PTO 

TSDR database showing the specifics of these trademark applications and registrations are 

attached hereto as Exhibit 2. 

4. I conducted a search of the United States �3�D�W�H�Q�W���D�Q�G���7�U�D�G�H�P�D�U�N���2�I�I�L�F�H�¶�V��

���³�3�7�2�´�����G�D�W�D�E�D�V�H���I�R�U���P�D�U�N�V���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���D�O�F�R�K�R�O�L�F���E�H�Y�H�U�D�J�H�V consisting of the letter 

�³�:�´�� �R�U�� �D�Q�� �X�S�V�L�G�H�� �G�R�Z�Q�� �³�0���´�� �� �7rue and correct copies of the most relevant 

applications and registrations uncovered as a result of that search and printouts 

from the PTO TSDR database showing the specifics of these trademark applications and 

registrations are attached hereto as Exhibit 3. 

5. I conducted a search of the United States �3�D�W�H�Q�W���D�Q�G���7�U�D�G�H�P�D�U�N���2�I�I�L�F�H�¶�V��

���³�3�7�2�´���� �G�D�W�D�E�D�V�H�� �I�R�U�� �P�D�U�N�V�� �L�Q�� �F�R�Q�Q�H�F�W�L�R�Q�� �Z�L�W�K�� �D�O�F�R�K�R�O�L�F�� �E�Hverages containing design 

codes relating to military stripes, three parallel lines, or fences/pickets. True and 

correct copies of the most relevant applications and registrations uncovered as a 

result of that search and printouts from the PTO TSDR database showing the specifics 

of these trademark applications and registrations are attached hereto as Exhibit 4. 

6. Attached hereto as Exhibit 5 is a true and correct copy of a print out 

from the Alcohol and Tobacco Tax and Trade Bureau website, Circular 2010-8 titled 

�³�$�O�F�R�K�R�O�L�F���%�H�Y�H�U�D�J�H�V���&�R�Q�W�D�L�Q�L�Q�J���$�G�G�H�G���&�D�I�I�H�L�Q�H,�  ́dated November 23, 2010. (available at 

http://www.ttb.gov/industry_circulars/archives/2010/10-08.html) (last accessed February 

25, 2016).  

7. Attached hereto as Exhibit 6 is a true and correct copy of a print out 

from the U.S. Food and Drug Administration website, �H�Q�W�L�W�O�H�G�� �³Press Release November 

http://www.ttb.gov/industry_circulars/archives/2010/10-08.html


17, 2010 - Update on Caffeinated Alcoholic Beverages, FDA Announces Progress on 

Removal of Certain Caffeinated Alcoholic Beverages from the Market��� ́ (available at 

http://www.fda.gov/NewsEvents/PublicHealthFocus/ucm234900.htm) (last accessed 

February 25, 2016).  

8. Attached hereto as Exhibit 7 are true and correct copies of various 

news articles covering the FDA ban on caffeinated alcoholic beverages:  

- November 15, 2010, The New York Times �±�³�)���'���$�����(�[�S�H�F�W�H�G���W�R���$�F�W���R�Q���$�O�F�R�K�R�O�L�F��

�(�Q�H�U�J�\�� �'�U�L�Q�N�V�´�� (available at 

http://www.nytimes.com/2010/11/16/us/16drinks.html);  

- November 9, 2010, NPR �± �³�6�W�D�W�H�V�� �&�R�Q�V�L�G�H�U�� �%�D�Q�Q�L�Q�J�� �$�O�F�R�K�R�O�L�F�� �(�Q�H�U�J�\�� �'�U�L�Q�N�V��

(available at http://www.npr.org/templates/story/story.php?storyId=130977580;  

- February 11, 2010, NPR �± �³�&�D�I�I�H�L�Q�H���D�Q�G���$�O�F�R�K�R�O���-�X�V�W���0�D�N�H���D���:�L�G�H-�$�Z�D�N�H���'�U�X�Q�N�´��

(available at 

http://www.npr.org/sections/healthshots/2010/02/red_bull_alcohol_drunk_driving.ht

ml);  

- April 19, 2011, Los Angeles Times �± �³�(�Q�H�U�J�\�� �G�U�L�Q�N�� �E�X�]�]���� �:�K�D�W�¶�V�� �L�Q�� �W�K�H�� �S�R�W�H�Q�W��

�O�L�T�X�L�G�V�"�´ (available at http://articles.latimes.com/2011/apr/19/news/la-heb-energy-

drink-alcohol-20110419);  

- March 26, 2014, The Atlantic �± �³�5���,���3���� �)�R�X�U�� �/�R�N�R���� ���������� �± ���������´��(available at 

http://www.theatlantic.com/national/archive/2014/03/rip-four-loko/359602/; and 

- March 19, 2014, The Washington Post �± �³�0�R�U�H���W�K�D�Q���������S�H�U�F�H�Q�W���R�I���H�P�H�U�J�H�Q�F�\���U�R�R�P��

visits �L�Q�Y�R�O�Y�L�Q�J�� �H�Q�H�U�J�\�� �G�U�L�Q�N�V�� �U�H�V�X�O�W�� �L�Q�� �K�R�V�S�L�W�D�O�L�]�D�W�L�R�Q�´��(available at 

https://www.washingtonpost.com/news/to-your-health/wp/2014/03/19/more-than-

http://www.fda.gov/NewsEvents/PublicHealthFocus/ucm234900.htm
http://www.nytimes.com/2010/11/16/us/16drinks.html
http://www.npr.org/templates/story/story.php?storyId=130977580
http://www.npr.org/sections/healthshots/2010/02/red_bull_alcohol_drunk_driving.html
http://www.npr.org/sections/healthshots/2010/02/red_bull_alcohol_drunk_driving.html
http://articles.latimes.com/2011/apr/19/news/la-heb-energy-drink-alcohol-20110419
http://articles.latimes.com/2011/apr/19/news/la-heb-energy-drink-alcohol-20110419
http://www.theatlantic.com/national/archive/2014/03/rip-four-loko/359602/
https://www.washingtonpost.com/news/to-your-health/wp/2014/03/19/more-than-10-percent-of-emergency-room-visits-involving-energy-drinks-result-in-hospitalization/


10-percent-of-emergency-room-visits-involving-energy-drinks-result-in-

hospitalization/). 

9. True and correct copies of excerpts from the deposition transcript of George 

Kastendike taken in this proceeding on December 2, 2015 are attached hereto as Exhibit 8. 

10. True and correct copies of excerpts from the deposition transcript of Joel Artz 

taken in this proceeding on December 4, 2015 are attached hereto as Exhibit 9. 

11. True and correct copies of excerpts from the deposition transcript of Scott Roth 

taken in this proceeding on December 3, 2015 are attached hereto as Exhibit 10. 

12. True and correct copy of �2�S�S�R�V�H�U�¶�V���0�D�\���������������������5�H�V�S�R�Q�V�H�V���W�R���$�S�S�O�L�F�D�Q�W�¶�V���)�L�U�V�W��

Set of Interrogatories are attached hereto as Exhibit 11. 

 I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct. 

 
Dated:  March 1, 2016    By:   /Martin W. Hayes/                                     
        

Martin W. Hayes    

https://www.washingtonpost.com/news/to-your-health/wp/2014/03/19/more-than-10-percent-of-emergency-room-visits-involving-energy-drinks-result-in-hospitalization/
https://www.washingtonpost.com/news/to-your-health/wp/2014/03/19/more-than-10-percent-of-emergency-room-visits-involving-energy-drinks-result-in-hospitalization/


CERTIFICATE OF SERVICE  
 
 I hereby certify that on this 2nd day of March, 2016, the foregoing Declaration of Martin 

�:���� �+�D�\�H�V�� �L�Q�� �6�X�S�S�R�U�W�� �R�I�� �$�S�S�O�L�F�D�Q�W�¶�V�� �0�H�P�R�U�D�Q�G�X�P�� �R�I�� �/�D�Z�� �L�Q�� �2�S�S�R�V�L�W�L�R�Q�� �W�R�� �2�S�S�R�V�H�U�¶�V��Motion 

for Summary Judgment and Motion to Suspend Proceeding has been served on Opposer, 

Monster Energy Company, by mailing a true and correct copy of the same by first class mail, 

postage prepaid, to: 

Diane M. Reed 
Jason A. Champion 
Jonathan A. Menkes 
Knobbe, Martens, Olson & Bear, LLP 
2040 Main Street, Fourteenth Floor 
Irvine, CA 92614 

 
            /Martin W. Hayes/                                    
 

Thomas F. Bergert, Esquire    
Williams Mullen     
321 East Main St., Suite 400    
Charlottesville, Virginia 22902-3200   
Telephone: (434) 951-5700    
Facsimile: (434) 817-0977    

       Email: tbergert@williamsmullen.com 
        

Robert C. Van Arnam, Esquire  
     Williams Mullen     
     301 Fayetteville Street, Suite 1700 
     Raleigh, NC 27601 
     Telephone: (919) 981-4000 

       Facsimile: (919) 981-4300 
       Email: rvanarnam@williamsmullen.com 
 

Martin W. Hayes, Esquire    
Williams Mullen     
8300 Greensboro Drive, Suite 1100                 
Tysons Corner, Virginia 22310  
Telephone: (703) 760-5245    
Facsimile: (703) 748-0244    

       Email: mhayes@williamsmullen.com 
  
       Counsel for Applicant 
























































































































































































































































































































































































































































































































































































































































































































