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Attorneysfor Applicant/Petitioner
FLIPAGRAM, INC.

Mark: FLIPAGRAM

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSTAGRAM, LLC, a Delaware limited
liability company,

Opposer/Registrant
V.

FLIPAGRAM, INC., a California
corporation,

Applicant/Petitioner

Applicant and Counterclaim Petitioner Flipagram, Inc. (“Flipagrameteby moves pursuant tg

MOTION TO TEST SUFFICIENCY OF

OPPOSER INSTAGRAM'S RESPONSES

TO FLIPAGRAM’S FIRST AND
SECOND SETS OF REQUESTS FOR
ADMISSION

Opposition No. 91217238

Application No. 86042264

Fed. R. Civ. P. 37, 37 C.F.R. § 2.120(e) and T.B.M.P. §&28e following relief:

An order compelling Opposer Instagrdng. (“Opposer” or “Instagram;’within 10 business
days of issuance of the ordeznge a sufficient answer the following requests fromlipagram’sFirst

and Second Sets Bequests for AdmissioMos. 1, 3, 4, 5, 6, 11, 12, 16, 17,-13, 2022, 2831, 35

42, 4355, 56, 5861, 6365, 6769, 7071, 7374, 76,and79-81.

)
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INTRODUCTION

Opposer Instagram claims that Applicant's mark FLIPAGRAM should lbsedfregistration
because it is confusingly similar to Opposer’s registered INSTAGRAd&Marks. Hoyears,
however, Opposeactively encourage@pposer and many other companies to adopt INGhA
GRAM-formative marks. At the time Flipagram adopted its ma@poser advised Flipagraand
othersas follows:

While you cannot use the word ‘Instagram’ or ‘IG’ in your product’s nairae,
okay to use one (but not both) of the following: ‘Insta’ or ‘Gram’

Opposer granted this consent to Flipagram in the “Terms of Use” for itsadjmplic
programming interface (“API”). Opposer’s APl is a software toal #ilows third party software like
Flipagram to exchange data with Opposer’s software. Flipagram, alongavithother companies,
relied on this statement when selecting its name and building the goodviglfosiness.

Opposer did not grant this express consent out of the goodness of its heart.itRladls® as
part of a calculated business decision. It hoped that its API, along wakatalble trademark policy,
would encourage software developers like Flipagram to build a robust “Endsgéthird-party
services related to Opposer. In turn, Opposer hoped these products would itdetImate users to
Instagram and grow its social network.

Consistent with this goal, Opposer took other affirmative steps to encourage the demlg
of software with GRAMformative names like Flipagram. For exampl@gitively promotedhird-
party products and services with GRARRd INSTAformative names, including on its blog and in
public media. Opposer also took specific steps with Flipagram to confirm its apprdvai@port,
including by (1) collaborating closely with Flipagram to fix interoperabilispies; (2) promoting
Flipagram’s product through its officers; and (3) activasgisting Flipagram in the policing of its
FLIPAGRAM trademarkby confiscating the Instagram username “@flipagram” from a tradema
squatter and transferring it to Flipagram.

Ultimately, Opposer’s “ecosystem” policy enabled iexpand its footprint significantignd

extend the reach of its bran@pposer ultimatelnchieved financial success, culminating in its

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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purchase by Facebook for $1 billion. After achieving its success, Opposer decielegrse icourse
and attempt to revoke its express consent. It now opposes Flipagram’s tkadpptiaation.

In discovery, Flipagram has propounded requests probing the obvious and extreme inequ
this behavior. Opposer, however, has refused to provide substantive responsegjrithehthese
requests. The few responses it has provided are evasive. Flipagemydged in extensive meet an
confer sessions with Opposer, but Opposer continues to refuse to produce imfotimaais basic and
essential to the claims at issue, necessitating this motion.

FACTUAL BACKGROUND

In its Answer and Counterclaim, Flipagram raised affirmative defensksling: (1) four
separate estoppel theories, (2) unclean hands, (3) descriptiveness lacking geneadarg, and (4)
and abandonment by naked licensing. On November 18, 2014, Opposer filed a Motion to Str
of Flipagam’s affirmative defensegD.N. 16.) On May2, 2015, the Board ruled on the motion, i
relevant pargranting the motion as to laches and acquiescence, but denying the motion as to
estoppel by consent, (b) unclean hands, (c) descriptiveness lacking secosalangmand (d)
abandonment by naked licensing. (D.N. 22.)

On July 16and Septembet9, 2015, Flipagram served Opposer with interrogatories and
requests for production designed to elicit evidence supporting these def@searation of Naom
Jane Gray in Support of Motion to Test Sufficiency of Responses to Flipagrast’Sé&iof
Requests for Admission (“Gray Decl.”) § 2 and Exhs. A-B thereto.) In its respo@pposer
outright refused to respond to 43 out of 81 requests for admission, more than half of thGragl.
Decl. 1 2 and Exhs. B-)

Flipagram began the process of meeting and conferring with Opposer regtrdieficient
discovery responses in September. (Gray Decl. { 3 andBxFRlipagram sent its initial meet and

confer letter to Opposer on September 24, 2015, and conducted telephone conferences with

ity of

ike al
X

a)

DPPOS

counsel on October 8 and 14, 2015. (Gray Decl. 1 4 and Exh. C.) Flipagram followed up on these

conversations by letter on October 30, 20(Gray Decl. 4 and Exh. D.)Flipagram wrote to

Opposer on November 3, 2015 to initiate discussions regarding Opposer’s defigensesso

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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Flipagram’s second set céquests for admission. (Gray Decl. I 5 and ExhHitpagram engaged

in further telephonic meet and confer sessions on November 19, December 2, December 7 and

December 11, 2015. (Gray Decl.  Dgspite these extensive efforts, Opposer continues to reft
to produce information that is basic and essential to the claims at issue in thedprgc

On December 2, the parties agreed to a further exchange of information on Det@&mber
2015. (Gray Decl. 19.) This exchange date applied to those responses and documetiesthe {
had agreed to supplemert of that time. I¢.) Flipagram confirrad the December 18 exchange d
during subsequent telephone conferences with Opposer’s counsel on December 7 and 11, an
email dated December 14, 2015. (Gray Decl.  10-11 and Exh. G

Duringthe partiesDecember 11 telephone conference, Oppokemed itwas* still working
on trying to resolve” somef the remaining points still in disputéGray Decl.  11.Dpposer
mentioned only three requests. It would not provide a full list of the requests, explaitnwavid
supplement its responses,commit to aresponse date beyonther tharto say that supplementatia
would occursometime “after the first of the year(ld.) Moreover, this discussion related only to
remaining points still in dispute, not to points about which the partiesslaatied agreemen(ld.
12.) Opposer gave no indication that it did not intend to adhere to its prior commitment to pro
the previously agreed upon materials on Decemberldg. (

On December 15, however, Opposer announced that it would not, after all, provide the
promised information on December 18, pending resolution of other items Flipagram hategqué
(Gray Decl. 1 14 and Exhs. I.) Opposer would not commit to a specific future produtaépardh
would not describe what it would be praihg with respect to the other itemsd. @nd Exh. J
Flipagramdoes not know what additional supplementation Opposer intends to make, or when
supplementation will occur, beyond “after the first of the year.”

ARGUMENT

Discovery ininter partesproceedings is governed by the liberal standards of Rule 26(b)(

the Federal Rules of Civil Proceduré.B.M.P. 402.01. Under that rule, a party “may obtain

discovery regarding any matter, not privileged, that is relevant to the claifeasdef anyarty

use
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and proportional to the needs of the case .... Information within this scope of discovery naed not

admissible in evidence to be discoverdbléed. R. Civ. P. 26(b)(1) (as amended December 1, 2015).

A party responding to a request for admissisimdll specifically deny the matter or set forth
in detail the reasons why the answering party cannot truthfully admit grtidematter. A denial
shall fairly meet the substance of the requested admissioh Fed. R. Civ. P. 36(a).

On a motion to compel, the party opposing discovery bears the burden of persémsibh.
103 F.R.D. at 58Kozlowski v. Sears Roebuck & C63 F.R.D. 73, 76 (D. Mass. 1976)he Board

expects the parties (and their attorneys or other authorized representattoeg)erate with one

another in the discovery process, and looks with extreme disfavor on those that do not.” T.B.M.P.

8401.

Flipagram is entitled to the requested discovery becalgd:lipagram seeks relevant, non-

privileged information; (2Dpposebeas the burden of showing that the requested discovery is
objectionableand (3)Opposes remaining objections are spurious.

l. Opposer Must Respond to Flipagram'sRequests for AdmissioriNo. 28.

Flipagam seeksnadmission regarding Opposer’s longstandiwwgraness of the existence of
Flipagram and its trademark

e Request For Admission No. 28dmit that You knew of Flipagram's use of the trademark
FLIPAGRAM by no later thamarch 3, 2012.

(Gray Decl. Exh. A pp. 145.)

This requesis highly relevanbecaseit helps establish Flipagram’s affirmative defenses of
estoppel by consent and unclean hands, as well as the absence of likely confusteampta,
evidence that Opposer had longstanding knowledge of Flipagram and neverthelegsdtnss use
of its mark is, “in essence, an admission that the ... use is not likely to caussi@orifRichdel, Inc. v
Mathews Cq 190 USPQ 37, 41 (TTAB 1976).

Opposer’s claimed objections draseless First, there is no merit to the clathis requesis
“irrelevant given that Flipagram’s dekased defenses were stricken.” (Gray Decl. Bxh.15) In

TTAB proceedings, “the requirement of relevancy must be construed liberallyydiscojvery should,

therefore, be generally allowed unless it is clear, begogdioubt, that the information sought can hg

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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no possible bearing upon the issues involved in the particular proceedangpi Assocs. V. Fairfield

Noble Corp, 188 U.S.P.Q. 581, 583 (T.T.A.B. 1975). Relevant information “need not be admissib

evidence to be discoverable.” Fed. R. Civ. P. 26(b)(1). These requestsatsiythis liberal standard

because responsive information could lead to admissible evidence rahinglia, to Flipagram’s
defenses of consent and unclean hands.

Further, Opposeihas served, and received answers to, nearly identical discovery req@&stg
Decl.Exh.J p. 3) Where two parties serve “identical discovery requests on each othereahey
constrained to answer each and every one of the discovergtiegua complete fashionSentrol, Inc.
v. Sentex Sys., INA.986 WL 83726, at *2 (TTAB 19863ge also Amazon Technologies, Inc. v.,Wax
2009 WL 5874857, at *2 (TTAB 2009); TBMP § 402.02. Indeed, spalties have, in effect, waived
their right to dject because identical discovery requests were served on the adverseSeatiy)
1986 WL 83726t * 3. Thus,Opposer has waived any right to object to the request and must prov
complete response to it.

Finally, contrary to Opposer’s claim, this requestas overbroadndunduly burdensomenor
does itrequireseeking outformer employee$ (Gray Decl. Exh. A p. 15.)f such an objection were
proper, any corporate party could defeat any discovery request on burdensomeness Qupos.

need only consult thosmployeesvho are reasonably likely to have responsive informatiédha

le in

ide a

minimum,Opposer musigo through its trademark and other related files in order to determine when it

received actual knowledge” of Flipagram’s makd consult with employees reasonably likely to ha
that information Cf. Am. Optical Corp. v. Exomet, In@é81 U.S.P.Q. 120, 123 (TTAB74)(overruled
on other groundslohnson & Johnson v. Rexall Drug Cb975 WL 20825, at *5 (TTAB 1975).

After extensivaliscussions, Opposer represented that it is seeking a way to resporse to the
requests as propounded, and anticipasgondingsometime after the New Year. Opposer has not,
however, committed to responding to the reqasgiropounded, or provided a date for producing
whatever it is Opposeredides to produce. (Gray Decl. 415) The Board should require Opposer

respond to the requgatomptly and in full.

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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Opposer Must Respond to Flipagram’s Requests for Admission No$3-55.

Flipagram seeksdmissiors regardingOpposer’saaffirmative efforts to promote, and encourag

the development of, the GRAMNd INSTAformative trademarks of third party software makers.

Opposer refused to provide any substantive response to these requests

Request For Aahission No. 43Admit that You Promoted Third Party goods or services

using the marlPRINTSTAGRAM.

Request For Admission No. 44dmit that You Promoted Third Party goods or services

using the mark ANAGRAM.

Request For Admission No. 4&dmit that You Proroted Third Party goods or services

using the marlSTITCHSTAGRAM.

Request For Admission No. 4&dmit that You Promoted Third Party goods or services

using the markVEBSTAGRAM.

Request For Admission No. 4&dmit that You Promoted Third Party goods or seasi

using the mark STICKYGRAM.

Request For Admission No. 48dmit that You Promoted Third Party goods or services

using the markCASETAGRAM.

Request For Admission No. 48&dmit that You Promoted Third Party goods or services

using the marFOLLOWGRAM.

Reauest For Admission No. 58dmit that You Promoted Third Party goods or services

using the mark INSTACANE.

Request For Admission No. 5Admit that You Promoted Third Party goods or services

using the markNSTAGOODIES.

Request For Admission No. 5&dmit that You Promoted Third Party goods or services

using the mark INSTAPRINT.

Request For Admission No. 58dmit that You Promoted Third Party goods or services

using the mark INSTAGRE.AT.

Request For Admission No. 54dmit that You Promoted Third Party gdsor services

using the mariNSTAGRAMMERS.COM.

Request For Admission No. 55dmit that You Promoted Third Party goods or services

using the mariNSTACHALLENGE. (

(Gray Decl Exh. A pp. 1923; Exh. D pp. 31.)

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY

Opposition N0.91217238

[1°)




© 0 N o o A w N e

N N N N N N N N DN P P P R R R R Rp B
® ~N oo ;KN W N B O © 0 ~N o ;N W N R, O

This information is highly relevant. For years, Instagram routinely peximoteroperable
third-party software using INSTAand GRAMformative trademarksn its blog and in public media,
including marks for related software product®bviously, Opposer’s promotion of these marks
undermines itslaim that it has exclusive rights to use INSBhd GRAMformative names for related
software or that the names are confusing. It also supports Flipagram'sd#featoppel by consent.
For example, Opposer’s decision to actively promote relatetighity products with GRAMormative
names to its consumers wolldan admission against interest showing that Opposer does not rea
believe such GRAMormative marks are confusingly similaf. American Soc’y of Oral Surgeons v.
American College of @l and Maxillofacial Surgeon201U.S.P.Q. 531, at 3 (TTAB 1979).
Flipagram is entitled to a full response to these requests.

Although Opposer claims that these requests are overly broad and unduly burdérsmmat
made the necessary showin@ray Decl. Exh. F p. 3As the party opposing discovery, Opposer
bears the burden of persuasid@hubh 103 F.R.D. at 58ozlowski v. Sears Roebuck & C83
F.R.D. 73, 76 (D. Mass. 1976RBecausépposer has nofdlfillfed its] burden to explairts
objections,”Chubh 103 F.R.D. at 58 {fations omitted)party resisting discovery must explain an
support its objections), it must respond to these requests in full.

. Opposer Must Respond to Flipagram’s Requests for AdmissiaNo. 1.

Flipagram sdes an admission that Opposer has never used GRA&d only naming
component that the parties sharas a trademark:

e Request For Admission No: Admit that You have never used the term GRAM, by itself
a trademark.

(Gray Decl. Exh. A p. 4.)

! For example, Opposarblogand public statemenfgomoted the following third party application
CASETAGRAM, PRINSTAGRAM, ANAGRAM, STITCHSTAGRAM, WEBSTAGRAM,
STICKYGRAM, FOLLOWGRAM, INSTAGOODIES, INSTAPRINT.ME, INSTAGRE.AT,
INSTADROP, INSTAGRAMMERS.COM, INSTACHALLENGE, and INSTACANEDéclaration
of M. Elena Benavente in Support of Motion to Test Sufficiency of Responses to &fipadiirst

and Second Sets of Requests for Admission Exhs.)A, B

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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In substantive response, Opposer states only that “the term ‘GRAM’ is used aguized
by consumers as a reference to Instagré@ray Decl. Exh. A p. 4.). This answer is nonrespons
Whether GRAM is recognized by consumers as a reference to Opposerely eaparate from
whether Opposer has ever used GRAM, by itself, as a trademark.

Opposer'selevance objection rests on the assertion that its claims in this proceeding a

“based on infringement and dilution of Opposer’'s Marks.” As an initaten, this claim is incorrec

because TTABroceedings do not address infringement. Federal courts hear claims of méirige

whereas TTABproceedings may address the applicant’s right to register a iRasgearch in Motion
Ltd. v. Defining Presence Marketing Group, IM02U.S.P.Q.2d 1187, at *3 (TTAB 2012). Here,
Opposethas asserted a claim that registration of FLIPAGRAM will be likely to cafitonsumers
under Lanham Act § 2(d), and that it will dilute the INSTAGRAM mark. (NoticOmbosition p.
3.) Both of these claims require Opposer to assert and prove ownership of thd assee 15

U.S.C. 88 1052(d); 1125(c). Since, under U.S. law, trademark rights arise from use, whether

Opposethas ever used the mark GRAM is relevant to the sobpghtsOpposeiclaims in the marks

ive.

[€

upon which it bases this opposition proceeding. Opposer’s relevance objection is thus unfounded

because it is not “clear, beyond any doubt, that the information sought can have no possilgie b
upon the issues involved in the particular proceediMafion. v. Fairfield-Noble.188 U.S.P.Q. at
583.

Despite extensive meeting and conferring, Opposer refuses to supplemeqtatsesto this
request. (Gray Decl. Exh. F p. 6.) Opposer must respond to thistregfutis

V. Opposer Must Respond to Flipagram’s Requests for AdmissioNos. 3, 4

Flipagram seeks admissioregardinghe extent of its claim of ownership in the term GRAN
either by itself or as a suffix.

e Request For Admission No: Rdmit that You hae never claimed exclusive ownership of
the term GRAM, by itself, ag trademark.

e Request For Admission No: Admit that You have never claimed exclusive trademark ri
in the suffix-GRAM for Opposer's Goods and Services.

(Gray Decl. Exh. A pp. 4-5.)

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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In substantive response to these requests, Opposer merely diaeterm ‘GRAM’is used
and recognized by consumers agference to Instagram, such that unauthorized use of the tern
GRAM in a mark, in certaigircumstances, is likely to cause condusor dilution? (Gray Decl.
Exh. A pp. 4-5.) This answer is non-responsiviether GRAM is recognized by consumers as ¢
reference to Instagram is entirely separate from whether Instagram hataewed exclusive
ownership or trademark rights in GRAM.

Contrary to Opposer’s assertion, the requests do not call for legal conclusathsr, ey
call for an admission as to the fact whetb@poserever claimed the specified rightSuch requests
are proper. Fed. R. Civ. P. 36(a)(1)(A). Accordingly, Opposer must respond in a manner tha
directly addresses the substance of the requests.

Despite extensive meeting and conferring, Opposer refuses to supplemesptatses to
these requests. (Gray Decl. Exh. F p. 6.) Opposer must respond to these requests in full.

V. Opposer Must Respond to Flipagram’s Requests for Admission Nds., 6, 11, 1315.

Flipagram seeks admissions regardimgtagram’s understanding of the meaning of the
components of its asserted marks. Except for Request Nos. 5 @mb6ser claims it is unable to
admit or deny these requests.

e Request For Admission No: Admit that the INSTA prefix in Your INSTAGRAM mark
connotes "instant"

e Request For Admission No: Admit that the-GRAM suffix in Your INSTAGRAM mark
connotes "mssage"” ofrecording.”

e Request For Admission No. JAdmit that the prefix INSTAconnotes a thing, action or
feature which occurs instantly.

e Request For Admission No. 1&8dmit that the suffixGRAM connotes a message.

e Request For Admission No. 14dmit that the suffix GRAM connotes a recording.

2Opposer’s substantive responses to specific requests are provided in the footnfibsevthat
3 In substantive response, Oppostated only “Admit that the ‘INSTAprefix in the INSTAGRAM
mark is recognizetly consumers as a reference to Instagram.” (Gray Bghl. A p. 6)

* In substantive response, Opposer stated only “Admit that@RAM’ suffix in the INSTAGRAM
mark isrecognizedy consumers as a reference todgsam.” (Gray Decl. Exh. A p. 6.)

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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e Request For Admission No. 1A&dmit that the suffi«cGRAM connotes a communication.

(Gray Decl. Exh. A pp. 6, 8-10.)

Opposer’s answers to RequBkts. 5 and 6 are nonresponsive. Whether GRAM is
recognized byonsumers as a reference to Instagram is entirely separate from whaainstag
understands the components of its mark to mean.

Opposer’s objection as to relevance is unfounded since Oppmsasserted a claim of
likelihood of confusion under Lanham Act 8§ 2(d). One of the elements to be evaluated ina §
claim is the similarity of the marks at issue “as to appearance, smamthtationrand commercial
impression.” In re E.l.du Pontde Nemours & Cp476 F.2d 1357, 13qC.C.P.A. 1973Jemphasis
added). Accordingly, the meaning of the components of the mark is relevant todmssagjaim.
Nor is the term “connotes” vague and ambiguous. The verb comes directly frdmRbatholding
that governs the Board’s analysis in this proceeding.

Despte extensive meeting and conferring, Opposer refuses to supplement its regponse
these requestgGray Decl. Exh. F p. 6.) Opposer should be required to do so.

VI. Opposer Must Respond to Flipagram’s Requests for Admission N&2

Flipagram seeks ardmissionregarding the fact that USPT&3signed a pseudo-mark in

connection with the application that is the subject of this proceeding. Opposer’s egspavasive.

e Request For Admission No. 1&dmit that in the application for Your INSTAGRAM mark
Reg. No. 4,146,057, thdSPTO assigned the pseudo mark "INSTANT GRAM."

(Gray Decl. Exh. A p. 9.)

This request is relevant because it seeks to establish a fact about the US&y@tis
Opposer’'s mark, not reasonably subject to dispute, without thesitgagfsformal proof at trialSee,
e.g., Champlin v. Oklahoma Furniture Mfg..C824 F.2d 74 (10th Cir. 1963). Opposer detlies
requestapparently basedn a crabbed reading of the phrase “in the applicatiDespite

Flipagrams clarificationthatthis phrase refers to the file wrapper associated with Reg. No.

® In substantive response, Opposer stated: “Deny that the USPTO took anyiadtie application’

2(d)

for the INSTAGRAM mark.” (Gray Decl. Exh. A p..p

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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4,146,057, Opposer still refuses to supplement its response. (Gray Decl. Exh. Fhie 8$PTO’s
assignment of a pseudomark to the referenced application is a fact readidyoleehf/ reference to
the application history. Accordingly, the denial does not appear to fairly memtlib&nce of the
request. Opposer must respond to this request.

VII. Opposer Must Respond to Flipagram’s Requests for AdmissioNos. 1617.

Flipagram seekadmssions regarding certain dictionary definitions that are not open to
dispute and that are relevant to the issues in this proceeding.

e Request For Admission No. 1&dmit that a Random House Dictionary definition of the
suffix -GRAM, attached hereto Exhibit A, is “a combining form extracted from telegram
used in the formation of compounards that have the general sensessage, bulletin.”

e Request For Admission No. 1Admit that the Online Etymology Dictionary definition of
the etymology ofGRAM, attached hereto in Exhibit A, is a “suffix from telegram (1852),
first abstracted 1979 (iBorillagram, a proprietary name in U.S.), and put to wide use in
forming new words, such asripagram (1981).”

(Gray Decl. Exh. A pp. 10-11.)

A request for admissiomay seek an admission that a document is genuine. Fed. R. Civ.
36(a). Opposer’s objections on the ground that these requests would require it “to atéhantlc
verify a third party internet printout” are thus unfounded. Opposer’s objectiotinéngquest is
vague, ambiguous is misleading because it refers to the Random House dictibiiarthev
document comes from www.dictionary.com, is equally unfoundeasiw.dictionary.coms simply
the URL from which the document was printed. Indeed, the document on its face statas th
“based on the Random House Dictionary,” and bears a Random House Dictionary commroght
under the definition in question. Likese, the objection that Exhibit # the requests “does not
appear to include an ‘Online Etymology Dictionary definition” is simply wronge 3econd page o
Exhibit A plainly states:

“Word Origin and History for gram

“suffix from telegram (1852), firstabstracted 1979 (in Gorillagram, a proprietary name in
U.S.), and put to wide use in forming new words, such as stripagram (1981). The
construction violates Greek grammar, as an adverb could not properly form part of a
compound noun.

Online Etymology Ditionary, © 2010 Douglas Harper.”

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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Lastly, the fact that the page contains multiple definitions of the tegrarti” is immaterial

given that Request No. 16 seeks an admission regarding a specific one of thosengefinit

Despite extensive meeting and confay, Opposer refuses to supplement its responses to

these requées. (Gray Decl. Exh. F p. 6.) Opposer should be required to respond to these requ

VIII.  Opposer Must Respond to Flipagram’s Requests for Admission Na20)-22.

Flipagram seeks admissioregardingthe fact that Opposer has no evidence of consumer
confusion between the parties’ marks and services.

e Request For Admission No. 28dmit that You have not received any Third Party
communications contemplating, iaguiring about, any association affiliation between
You and Flipagram.

e Request For Admission No. 2Admit that You are unaware of any actual consumer
confusion arising as between Yand Flipagram.

e Request For Admission No. 2&dmit that You are unaware of any actual consumer
cortusion arising as betwe@pposer's Marks and the mark FLIPAGRAM.

(Gray Decl. Exh. A p. 12.)

ests.

These requests could not be more probative, because they go to the central question in thi

case: whetheronsumers are likely to be confused bypheties’ respective marksret Opposer’'s

only substantive responseeach requess that it“has insufficient information to admit or deny the

Request and otihat basis denies the Requedid.) Where a party makes this claim, the answer n
“state in detail wi the answering party cannot truthfully admit or deny it. Fed. R. Civ. P. 36(a)
Instagram has not satisfied this requirement. Moreover, Instagram’s obje¢otibese requests are
unfounded. The requests are not vague and ambiguous, because actual confusion is aetell-¢
concept in trademark law. And since the requests seek admissions regardm@in'st awareness
plainly they do not call for information outside of Instagram’s possession, custodgitool.
Despite extensive meeting and canfey, Opposer refuses to supplement its responses tc
these requests. (Gray Decl. Exh. F. p. 6.)

IX. Opposer Must Respond to Flipagram’s Requests for Admission Nos.-38.

Flipagram seeks admissioregardingthe timing of the following events relating teeth

FLIPAGRAM mark: (1) Opposer’'s awareness of the mark; (2) Opposetcmplaint to

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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Flipagram regarding the mark; and (3) Opposer’s assertion of a legaingeatbFlipagram
regarding the mark.

e Request For Admission No. 28dmit that You knew of lpagrams use of the tranark
FLIPAGRAM by no later thaMarch 3, 2012.

e Request For Admission No. 28dmit that the first time you contacted Flipagram to
complain regarding the trademaklPAGRAM was November 20, 20£3.

e Request For Admission No. 38dmit that You did not assert a Legal Challenge to
Flipagram's right to use thedemark FLIPAGRAM until November 20, 2013.

e Request For Admission No. 3Admit that You did not asseatLegal Challenge to
Flipagrams right to register theademark FLIRGRAM until January 9, 2014.

(Gray Decl. Exh. A pp. 14-16.)

These requestre relevant to Flipagram’s defenses of estoppel by consent and unclean
as well as the absence of a likelihood of confusion. For exa@pp®mser knew of Flipagram’s
trademarkby March 2012, yet did not challenge the mark until November 2013, only after Opp
had benefitted from Flipagram’s help building an Instagram “ecosystedtiad invested significan
resources building goodwill in its name. Such evidence supports a finding that it would be
inequitable for Opposer twithdraw its consent to Flipagram’s nanaad that Opposer does not

really believe the name to be confusing

® In substantive response, Opposer only states: “Admit that Flipagranu§thseinstagram service
and Instagram API's were at all times subject to the therent applicable terms, that Flipagram h
been in violation of those terms since at least as early as August 2013, and émiihénat
Instagram sent a brand violation notice regarding Flipagram at leastyagseldovember 20, 2013.’
(Gray Del. Exh. A pp. 14-16.)

” In substantive response, Opposer only states: “Admit that Flipagranoéthsenstagram sengc
and Instagram API's were at all times subject to the therent applicable terms, that Flipagram h
been in violation of those terms since at least as early as August 2013, and émithénat
Instagram sent a brand violation notice regarding Flipagram at leastyaaseldovember 20, 2013’
(Gray Decl.Exh. A pp. 14-16.)

8 In substantive response, Opposer only states: “Admit that Instagrars #amilnstagram sent a
brand violation notice regarding Flipagram at least as early as November 20, 20ib3eind t
opposed registration of the FLIPAGRAM mark on July 7, 2014.” (Gray Exh. A pp. 14-16.)

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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Opposer'objections to these requests are baseless. The reguesit overly broad o
unduly burdensome becauseyonly requireOpposer to inquire as to the knowledge of employe
who are reasonably likely to have responsive information.

Despite extensive meeting and conferring, Opposer refuses to supplemesptatses to

these regests. (Gray Decl. Exh. F pp. 6-7.) Opposer should be required to respond to these reque:

X. Opposer Must Respond to Flipagram’s Requests for Admission NO35-42.

Flipagram seeks admissioregarding Opposer’s enforcemenfoets with respect to its

marks. Opposer has refused to provide any substantive response to these requests.

e Request For Admission No, 35dmit that You have never asserted a Legal Challenge to the

mark INSTAPLACE reflected in Reg. No. 4457101.

e Request For Admission No. 38dmit that You have never asserted a Legal Challenge to the

mark INSTAFOOD eflected in Reg. No. 445T6.

e Request For Admission No. 3Xdmit that You have never asserted a Legal Challenge to the

mark INSTAWEATHER reflected in Reg. No. 4457096.

e Request For Admission No. 38dmit that You have never asserted a Legal Challenge to the

mark INSTACART, reflected in Serial No. 86323403.

e Request For Admission No. 3®dmit that You have never asserted a Legal Challenge to the

mark INSTAPLY,reflected in Reg. No.5B0667.

e Request For Admission No. 48dmit that You have never asserted a Legal Challenge to the

mark INSTACURITY,reflected in Reg. No. 4520291.

e Request For Admission No. 4Admit that You have never asserted a Legal Challenge tc
mark HIPSTAMATIC,reflected in Reg. No. 4012304.

e Request For Admission No. 4®dmit that You have never asserted a Legal Challenge tc
mark INSTAMATIC, reflected in Serial No. 79164380.

(Gray Decl. Exh. A pp. 17-19.)

The fact thaDpposeeearliertook inconsistent pasons insimilar proceeding involving
similar marks is plainly discoverabl&ee, e.gAmerican Soc’y of Oral Surgeons v. American
College of Oral and Maxillofacial Surgear201 U.S.P.Q. 531, at *2{TTAB 1979);Interstate
Brands Corp. v. Celestial Seasoningx., 576 F.2d 926, 929 (C.C.P.A. 1978)in Corp. v, S.A.T.

Arms Tech 2008 WL 4354195, at n.17 (TTAB 2008). Moreover, Opposer’s position on INSTA

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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formative marks is directly relevant to the overall impression and descrigsrzeh®pposes
INSTAGRAM marks. In re Oppedahl & Larson LLRUJ.S.P.Q.2d 1370 (Fed. Cir. 20q4n
considering the mark as a whole, the [Trademark] Board may weigh the intsodyaonents of the
mark to determine the overall impression or the descriptiveness of tkeunckits various
components) .

Despite extensive meeting and conferring, Opposer refuses to réepgbede requests.
(Gray Decl. Exh. F p. 17.) Opposaustdo so.

XI. Opposer Must Respond to Flipagram’s Requests for Admission Nos6, 5861

Flipagram seeks admissions regarding the derivative nature of the (BISAM marks that it
seeks to enforce, a fact that limits Opposer’s trademark rights. Opposedrefysovide any
substantiveesponse to these requests.

e Request For Admission No. 5&dmit that when selecting Opposer's Marks, You were ay
of the mobile application HIPSTAMATIC.

e Request For Admission No. 58dmit that Your first design mark, attached hereto in Exh
B, is a rendering of tholaroid One Step Rainbow Camera.

e Request For Admission No. 5®dmit that Your “Multi-Color Cameratesign mark, Reg.
No. 4531884, is Derived frothe Polaroid OneStep Rainbow Camera.

e Request For Admission No. 68dmit that the color spectrum on Your “Muflfiolor
Camera’design mark, Reg. Nd53188L, is Derived from Polaroid Color Spectrum
trademark reflected in Reg. Nos. 4349@b4l 4352706.

e Request For Admission No. BAdmit that the square format of Instagram photos is Deri
from the square format &folaroid instant photos.

(Gray Decl. ExhA pp. 24-25.)

These requests are relevant because they help establish that the marks at isSuatee der

of other trademarks and therefemtitled to a limited scope of protectiahbest Opposer’s Notice
of Opposition defines its marks as any mark containing the word “Instagyatedmponents of
Instagram’s design marks copy, or are derivative ofgpistingthird partytrademarks.Flipagram is

challenging Opposer’s right to register these mafee Varian Assoc. v. Fairfield Noble Corp38

yare

bit

ved
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U.S.P.Q. 581 (TTAB 1975) (party is entitled to discovery relating to the circunestancrounding

adoption of the mark at issue).

Opposer’s objectiothatthe term “Derived’is vague is speciousecause that term has been

defined(and in any evens inapplicable to Request for Admission No. 58, which does not use the

term). Moreover, these requests seek information that is reasonably calcul&ad to the

discovery of admissible evidence because Opposer put Trademark Reg. No. 4,531,884 at issue by

suggesting in discovery that a version of Flipagram'’s logo is confusingliastmithat logqGray
Decl.Exh. L p. 8, Request for Production No. 21.)

XIl.  Opposer Must Respond to Flipagram’s Requests for Admission No83-65.

Flipagram seeks admissions netiag the provisions of Instagram’s API Terms of Use, which
applied at the time Flipagram adopted the FLIPAGRAM m&@gkposer has refused to provide any
substantive answer to these requests.

e Request For Admission No. 68dmit that the APl Terms of Ude a license.

e Request For Admission No. 84dmit that the APl Terms of Use purported to license use of

the word GRAM to users difie Instagram API.

e Request For Admission No. 65dmit that the APl Terms of Use purported to license use of

the word INSTAo users ofhe Instagram API.

(Gray Decl. Exh. A pp. 26-27.)

Instagram objects on the grounds that it is not required to respond to questions (Glay.
Decl. Exts. D p. 6; Exh. F p. 7.The existence of a license is a question of fact, not of &ee, e.g.
Bridgeport Music, Inc. v. DJ Yella Muzic®9Q Fed. Appx. 686, 691 (6th Cir. 20Q4éxistence of
nonexclusivdicenseis a question of fact)Moreover,“Rule 36 allows for requests applying law to
fact. ...” Music Grp. Macao Commercial Offshore Ltd. v. Fo®e. 14ev-03078JSC, 2015 WL
579688, at *2 (N.D. Cal. Feb. 11, 2019)hese requests seek admissionstti@ainstagram API was
a license, and admissions regarding the terms of the license. These egalnmdriclusions. Hese
requests are both relevant and reasonably calculated to lead to the discadenyssible evidence,

given Flipagram’s defense that Opposer has abaddtmademark rights byay of“naked

licensing”

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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XII.  Opposer Must Respond to Flipagram’s Requests for Admigm Nos.67-69.

Flipagram seeks admissions regarddygposer’s goods and service®pposer refused to
provide any substantive answer to these requests.

e Request For Admission No. 6Xdmit that the only manner in which You give users the
ability to uploa photographs t¥our Service is through Your App.

e Request For Admission No. 68dmit that Your App is only available for use on mobile
devices.

e Request For Admission No. 88dmit that Your Service did not introduce video support
until June 20, 2013.

(Gray Decl. Exh. A pp. 228.)

Opposeobjectson the grounds that the identificatiohgoods and services it registrations is
what controls rather than how Instagram uses the marks at (€&ag.Decl. Exh. Fop. 78.)
Opposer’'sole legal authoritgited in support of this refusal T$e Kosher Garden, Inc. v. Siosalls
Grocery |, LLC Cancellation N0920540732013 WL6664935 at * 4 (TTAB 2013).This case did not
address the discoverability of information relating to an opposer’s goodsraiceés In pertinent part,
that case addressed whether there was a genuine issue of material fact regaidiiigrityeos the

parties’ services sufficient to preclude summary judgment.

“These requests are relevant to opposer’s allegations and aRpleaded, as admitted by the

parties, as they seek information about the scope of use, relatedness digiegpads and/or the bas
for potential counterclaims.The Phillies v. Philadelphia Coadlgdated Holding Corp.107 U.S.P.Q.2d
2149, at *6 (TTAB 2013) Opposer can easily answer whethepitsductprovides the referenced
features.Accordingly, Opposemust provide substantive responses to these Requests.

XIV. Opposer Must Respond to Flipagram’s Requests for Admission Nog0-71.

Flipagram seks admissions regarditige timing of Opposer’s release of pioductand the

channels of trade through which Opposer released it.

e Request For Admission N@QO: Admit that the Instagram service was not released on the

Android platform until April2012

e Request For Admission No. 7Admit that You did not make the Instagram service availa
on the world wide web untitebruary 2013.

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY Opposition N0.91217238
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(Gray Decl. Exh. B pp.-5.)

These requests seek to establish certain facts, not reasonably subgpeitey withoutte
necessity of formal proof at trialThis is a central and wedlettled function of requests for admission
See, e.g., Champlin v. Oklahoma Furniture Mfg., @24 F.2d 74 (10th Cir. 1963). Request No. 70
seeks to confirm the date that Instagram biestame available on the Android platform. This is relev
to thelack offame of the INSTAGRAM Markas of Flipagram’s first usendto the parties’ respective
channels of trade in tHe2uPontanalysis. Similarly, Request No. 71 seeks to confirm thestbat
Instagram first provided access to its service on the web, a fact thaelixpsiblicized inan Instagram
blog post. (Declaration of M. Elena Benavente in support of Motion to Test Sufficiemby,&) This
request is relevant to theck offame andstrength of the INSTAGRAM Mark€)pposer'sshannels of
trade, and the validity dDpposer’srademark registrations.

XV. Opposer Must Respond to Flipagram’'s Requests for Admission No&3-74, 76

Flipagram seeks admissions regarding the genuinengss@uracy of certain documents.

¢ Request For Admission No. 78dmit that Exhibit A hereto is a true and correct copy of &
page from Your onlineHelp Center’that existed on January 7, 2014.

e Request For Admission No. 74dmit that Exhibit B hereto istue and correctapy of a
page from Your onlineMelp Center’that existed on January 7, 2014.

e Request For Admission No. 77/&dmit that Exhibit C hereto is a true and correct copy of ¢
exchange of correspondermetween Flipagram and Instagram relgto the subject
“Reporting a Violation or Infringemenf Your Rights- Trademark'that You reeived on or
about January 7, 24@.

(Gray Decl. Exh. B pp.5.)

These are routine requests that perform another central function of requadtaifsion. Fed.
R. Civ. Proc. 36(a)(1)(B). Opposer’objections and responses are evasive. For example, request
7374 seek to confirm the accuracy@pbposer'sown policies from Instagram’s own website as of a
certain date. Opposer claimss unable to resportthsed on the fact that these pages are archived
through a web archive. (Gray Decl. Exh. B p{g.)6Obviously Opposehas the ability to confirm the
accuracy of these pages. Similarly, Request No. 76 seeks to confirm timegessi of email

correspodence between the parties. Byiposeradmits only that the document “purports to be an

ant

Nos.
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email chain,” sidestepping the purpose of the request: to dispose of arb@msimlach there is no
actual dispute(Gray Decl. Exh. B pp.4G.)

XVI. Opposer Must Respnd to Flipagram’s Requests for Admission Nos/9-81

Flipagram seekadmissions regardidgnitations to the goods and services that Opposer act
offers under its trademarks:

e Request For Admission No. 78dmit that You are not providing servicesaiving
publishing of electronic publicatiorisr others.

e Request For Admission No. 88dmit that You are not providing computer services
involving hosting online wekacilities for others for organizing and conducting meetings
events and interactive disssions/ia communication networks.

e Request For Admission No. 8Admit that You are not providing search engines for the
Internet.

(Gray Decl. Exh. B pp.-8.)

In its applications to register the INSTAGRAM Marks at issue in thisitksPpposerclaimed
to be using the marks in connection with various goods and services that it @)j@aseidoes not
actually provide. Flipagram tests these claims in this series oktsgadopting thexact languagtat
Opposeitself used in its goods and servidescriptions with the USPTO. These requests are plain
relevant because they speak to the strength of the marks and Flipagrarengictzathe validity of
Opposer’gegistrations.SeelThe Phillies107 U.S.P.Q.2d 2149, at *®pposer’s vagueness ebfions

are specious, since Opposer drafted the very language it claims to be vague.
7

i

ually

ly
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CONCLUSION

For the foregoing reasortbe Board should order Opposer, within ten business days of issu

of the order, toexve a sufficient answer tbe following requests frorflipagram’sFirst and Second

Sets ofRequests for AdmissioNos.1, 3, 4, 5, 6, 11, 12, 16, 17,-18, 2022, 2831, 3542, 4355, 56,

58-61, 6365, 6769, 7071, 7374, 76,and79-81.

Dated: December 28, 2015

Respectfully submied,
HARVEY SISKIND LLP

/Naomi Jane Gray/

By: Naomi Jane Gray
Attorneys for Applicant/Petitioner
FLIPAGRAM, INC.
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CERTIFICATE OF TRANSMISSION

| hereby certify thattrue and correatopies of theMOTION TO TEST SUFFICIENCY OF
OPPOSER INSTAGRAM'’'S RESPONSES TO FLIPAGRAM’S FIRST AND SECOND SETS O
REQUESTS FOR ADMISSIONDECLARATION OF NAOMI JANE GRAY IN SUPPORT OF
MOTION TO TEST SUFFICIENCY OF OPPOSER INSTAGRAM'S RESPONSES TO
FLIPAGRAM’'S FIRST AND SECOND SETS OF REQUESTS FOR ADMISSIGNd
DECLARATION OF M. ELENA BENAVENTE IN SUPPORT OF MOTION TO TEST
SUFFICIENCY OF OPPOSER INSTAGRAM'S RESPONSES TO FLIPAGRAM’S FIRST AND
SECOND SETS OF REQUESTS FOR ADMISSIQRpposition No. 9121723&yebeing
electronically transmitted to the Trademark Trial and Appeal Board on Dec@@i2015.

Naomi Jane Gray
Naomi Jane Gray

F
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CERTIFICATE OF MAILING

| hereby certifythat true and correct copiestheMOTION TO TEST SUFFICIENCY OF
OPPOSER INSTAGRAM'’'S RESPONSES TO FLIPAGRAM’S FIRST AND SECOND SETS O
REQUESTS FOR ADMISSIONDECLARATION OF NAOMI JANE GRAY IN SUPPORT OF
MOTION TO TEST SUFFICIENCY OF OPPOSER INSTAGRAM'S RESPONSES TO
FLIPAGRAM’'S FIRST AND SECOND SETS OF REQUESTS FOR ADMISSIGNd
DECLARATION OF M. ELENA BENAVENTE IN SUPPORT OF MOTION TO TEST
SUFFICIENCY OF OPPOSER INSTAGRAM'S RESPONSES TO FLIPAGRAM’S FIRST AND
SECOND SETS OF REQUESTS FOR ADMISSIQRpposition No. 91217238)ere rved on
Opposer via firstlass mail, postage prepaid, Dacember 28, 201&ddressed to:

Bobby Ghajar, Esq.

Pillsbury Winthrop Shaw Pittman LLP
725 S. Figueroa St., Suite 2800

Los Angeles, CA 90017

Cynthia Leé
Cynthia Lee

F
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HARVEY SISKIND LLP

D. PETER HARVEY (CA SBN 55712)
pharvey@harveysiskind.com

THOMAS A HARVEY (CA SBN 235342)
tharvey@harveysiskind.com

Four Embarcadero Center,"3Bloor

San Francisco, CA 94111

Telephone: (415) 354-0100

Facsimile: (415) 391-7124

Attorneysfor Applicant/Petitioner
FLIPAGRAM, INC.

Mark: FLIPAGRAM

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSTAGRAM, LLC, a Delaware limited
liability company,

Opposer/Registrant
V.

FLIPAGRAM, INC., a California
corporation,

Applicant/Petitioner

DECLARATION OF NAOMI JANE
GRAY IN SUPPORT OF MOTION TO
TEST SUFFICIENCY OF RESPONSES
TO FLIPAGRAM'S FIRST AND
SECOND SETS OF REQUESTS FOR
ADMISSION

[TBMP 524]

Opposition No. 91217238

Application No. 86042264

GRAY DECLARATION IN SUPPORT OF

FLIPAGRAM'S MOTION TO TEST SUFFICIENCY
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© 0 N o o A w N e

N N N N N N N N DN P P P R R R R Rp B
® ~N oo ;KN W N B O © 0 ~N o ;N W N R, O

I, Naomi Jane Gray, declare as follows:
1. | am a partneof Harvey Siskind LLP, counsel f@pposer/Registrant Instagram,
LLC. I make this declaration freely and of my own personal knowledge. If callediiseasy|

could and would competenttgstify to the matters set forth.

2. On July 16 and September 29 , 2015, Flipagram served Opposer with requests for

admissiorseeking admissions as to matters that are relevant and not reasonablyculgecte. In

its responses, Opposer refused to provide any substantive response to 43 out of 81 requests for

admission, more than half of thedb Annexed hereto &xhibit A andExhibit B are true and
correct copies oDpposer’'s Responses to Applicarfirst Set oRequests for Admissions and

Opposer’s Responses to ApplicarBecond Set dRequests for Admissions, respectively.

3. | began the process of meeting and conferring with Opposer’s counsel regarding

Opposer’s deficient discovery responses in September. Annexed hetetulasC is a true and
correct copy of my initial meet and confer lettepposer’s counseBobby Ghajardated
September 24, 2015.

4, | conducted telephone conferences with Opposer’s counsel, Marcus Peterson,
regarding Opposer’s deficient discovery responses on October 8 and 14, 2015. Tlepivshée
conference, on October 8, lasteggproximately8 hours. | wrote to Mr. Peterson to follow up on
these discussions on October 30, 2015. Annexed herBthdst D is a true and correct copy of
my October 30, 2015 letter to Mr. Peterson.

5. On November 3, 2015, | wrote to Mr. Peterson to initiate discussions regarding
Oppposer’s deficient responses to Applicant Flipagram, Inc.’s Secondl Bequestfor Admission.
Annexed hereto asxhibit E is a true and correct copy of mpiember 3, 2015 letter to Mr.
Peterson.

6. Opposer responded to my letters and followed up on our discussions by letter d:
November 18, 2015. Annexed heretdasibit F is a true and correct copy of Mr. Peterson’s

November 18, 2015 letter to me.

GRAY DECLARATION IN SUPPORT OF Opposition N091217238
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7. | engaged in further telephonic meet and confer sessions with Mr. Petegsoding

both sets of responses on November 19, December 2, December 7 and December 11, 2015.

8. During the course of the meet and confer process, Opposer agreed to supplement its

respnses as to Requests for Admission Nos. 33, 34, and 77-78. Opposer’s counsel also committet

to “look at” Opposer’s response to Request for Admission No. 12 again and consider suppien
that response. Opposer continues to refuse to respond to the remaining requestsdmradmi
issue.

9. During the parties’ December 2 meet and confer telephone conference, | asked

enti

opposing counsel if Opposer would be prepared to supplement its responses and production as to t

matters that the parties had reachedegent within the following one to two weeks, or by

December 18, 2015. Opposing counsel responded that two weeks “would probably be more
accurate” but that the following week would not work. Accordingly, the parties@gpesupplemen
their responses drproductions by December 18, 2015. In view of that agreed supplementatio

| proposed to opposing counsel that the parties stipulate to extend the deadline farethéopaiake

expert disclosures, which at that time was Decer@BeP015.1 also informed opposing counsel that

—+

n date

Flipagram intended to move to compel further responses and production of documents if the partie

could not reach agreement on their outstanding disputes soon.

10. | confirmed the parties’ agreement to supplement on Deceb8zRiring my

subsequent telephone conferences with opposing counsel on December 7 and 11, and in an email

dated December 14, 201Bnnexed hereto asxhibit G is atrue and correct copy of my December

14, 2015 email to Mr. Peterson.

11. During our December 11 telephone conference, opposing counsel stated that he was

still “trying to address” some issues with Flipagram’s discovery régjgeshat it could respond to
the requests as propounded and obviate the need for a motion to cQppeser stated that it
expected that it would “maybe be able to supplement” its responses to “a nuimsbaesfthe parties]
have been unable to agree on” sometime after the New Year. Ogjabset identify any specific

requests other than interrogatory nos. 1 and 2 and request for product no. 3; explain how it w¢

GRAY DECLARATION IN SUPPORT OF Opposition N091217238
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supplement its responses; or provide an anticipated response date beyond estiatating t
supplementation could occur sometime “after the first of the year.” Opposer ¢uagpdending all
deadlines while thegsties continued to work to resolve discovery issues.

12. | responded that the meet and confer process had taken far too long already. |
explained that although Flipagram was willing to consider an extension of alingsad did not
think it would have much appetite for any further delay in resolving the partiesveiy disputes
based on an amorphous promise that unspecified future supplementation would resolve the
outstanding disputes. | asked for clarification regarding which responses Oppesew
proposing to supplement; how Opposer would supplement those responses; and when Oppos
do so. Opposing counsel could not provide any further detail other than to say that the
supplementation would occur “after the first of the year” and would include inéd¢orygnos. 1 and
2 and request for production no. 3. Significantly, the discussion regarding supplementtdradhéa
first of the year” related only to discovery requests as to which the paatiesot yet reached
agreement. Opposing counsel never indicated that Opposer would refrain from supptethesé
responses and productions as to which the parties had already reached agreedregthe
additional supplementation it was considering.

13. On December 15, 2015 | emailed opposing selito ensure that it still planned to
provide its supplemental production on DecemberAnexed hereto asxhibit H is a true and
correct copy of my Decembéb, 2015 email to Mr. Peterson.

14.  Opposing counsel responded to my December 14 email on December 15, 2015
Although opposing counsel conceded that the parties had agreed to a December 18 supptem
date, he simultaneously and erroneously took the position that Flipagram had neverecbtii@init
would produce documents on that date. Degpiagram’s clearly stated commitment, both durir
telephone conferences and in subsequent emails, to supplementing its production oreDEgemt
Opposer refused to adhere to the agreed-upon mutual supplementation on that date. Instesad
suggestd that the parties’ discussion regarding supplementation “after the firg péan” of

responses still subject to dispute also applied to responses as to which supplamtesdabeen

GRAY DECLARATION IN SUPPORT OF Opposition N091217238
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agreed upon. This was inaccurate. Annexed herdialabit | is a true and correct copy of Mr.
Peterson’s December 15, 2015 email to me.

15.  Accordingly, Flipagram has no idea when it will receive any further améion and
has no idea what Opposer intends to produce with respie thscovery items tha¢main disputed
other than information responsive to interrogatory nos. 1 and 2 and request for production no.
With respect to those items that Opposer agreed to supplement, Flipagram hasvierdea
supplementation will occur, beyond “after the first of the year.”

16.  Annexed hereto dsxhibit J is a true and correct copy Applicant’s Response to
Opposer’s First Set of Requests for Admission.

17.  Annexed hereto axhibit K is a true and correct copy of Exhibit A to Flipagram’s
First Set of Admissions t@pposer.

18. Annexed hereto dsxhibit L is a true and correct copy of Opposer’s First Set of
Requests for Production of Documents and Things to Applicant.

| declare under penalty of perjury under the laws of the State of CaliforntadHategoing is

true and correct and that this declaration was egddhis23rdday ofDecember2015 in Truckee

California
Naomi Jane Gray/
Naomi Jane Gray
GRAY DECLARATION IN SUPPORT OF Opposition N091217238

FLIPAGRAM’S MOTION TO TEST SUFFICIENCY
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Exhibit A

to Declaration of Naomi Jane Grayin Support of
Motion to Test Sufficiencyof Responseso
Flipagram’s First and SecondSet
of Requests for Admission

Offered by Applicant Flipagram, Inc.

|nstagram, LLC v. Flipagram, Inc.

Opposition N0.91217238



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Instagram, LLC, g Opposition No. 91217238 ECEIvEg,
Opposer, g Serial No.: 86/042,264 AUG 19 2055 |
V. g Mark: FLIPAGRAM W W
Flipagram, Inc., g International Class: 09
Applicant. g Published: January 7, 2014

OPPOSER’S RESPONSES TO APPLICANT’S FIRST SET OF
REQUESTS FOR ADMISSION

I GENERAL OBJECTIONS

The following general objections and statements apply to each of the definitions,
instructions, and Requests for Admission propounded by Flipagram, Inc. (“Requests”) and are
hereby incorporated within each response set forth below. No specific objections are intended to
constitute, and should not be construed as constituting, a waiver of any general objection.

1. Instagram objects to each Request to the extent it seeks information that is
publicly available, or is otherwise readily available to Flipagram from other sources, and the
burden and expense of obtaining such documents is not greater for Flipagram than it is for
Instagram.

2. Instagram objects to each Request to the extent the information sought is not in
Instagram’s possession, custody, or control.

3. Instagram objects to each Request to the extent it seeks information that is
proprietary to Instagram and/or other third parties.

4. Instagram objects to each Request to the extent it seeks information that
constitutes confidential third-party information disclosed to Instagram on the condition that, or
subject to an obligation that, Instagram keep that information confidential.

5. Instagram objects to each Request to the extent it seeks production of information

that is prepared in anticipation of litigation, or is protected from disclosure, in whole or in part,



by the attorney-client privilege, the work product doctrine, or any other applicable privileges,
including, without limitation, the common interest and joint defense privileges. Instagram hereby
claims such privileges, protections, and immunities to the extent implicated by each Request.
The inadvertent disclosure of any privileged or protected information will not constitute a waiver
of any privilege or protection or of any other grounds for objecting to discovery with respect to
such response.

6. Instagram objects to each Request to the extent it seeks the disclosure of
information that is neither relevant nor reasonably calculated to lead to the discovery of
admissible evidence.

7. Instagram objects to each Request, and any instruction or definition, to the extent
that it is inconsistent with or seeks to impose obligations on Instagram beyond those imposed by
the Federal Rules of Civil Procedure, the Trademark Trial and Appeal Board Manual of
Procedure (“TBMP”), and/or any other applicable law or rules.

8. In addition to the foregoing General Objections, Instagram may also state Specific
Responses and Objections to the Requests where appropriate, including responses and objections
that are not generally applicable to each Request. By setting forth such Specific Responses and
Objections, Instagram does not intend to limit or restrict the General Objections set forth above.

9. Instagram’s responses herein are based on facts presently known, and represent a
diligent and good faith effort to comply with the Requests. Instagram’s investigation into the
matters specified is continuing. Accordingly, Instagram reserves the right, where appropriate, to
supplement, alter and/or change the responses contained herein pursuant to Federal Rule of Civil
Procedure 26(e). Furthermore, Instagram reserves the right, at trial or during other proceedings
in this action, to rely on information, documents, things, evidence, or other matters in addition to
the information, documents and/or things produced in response to these Requests, whether or not
such information, documents, things, evidence, or other matters are newly discovered or are now

in existence, but have not been located despite diligent and good faith effort.



10.  Instagram’s responses herein do not in any way constitute an adoption of
Flipagram’s purported Definitions or words or phrases to the extent that they purport to define
words or phrases to have a meaning different from their commonly understood meanings or to
include more than their commonly understood definitions, particularly with respect to the terms
identified in these objections.

11.  Instagram objects to Flipagram’s requests as overly broad and irrelevant to the
extent they are not limited to the United States. Unless stated otherwise, Instagram’s responses
pertain to the United States.

12.  Instagram reserves the right to amend these responses and objections, to correct’
inadvertent errors, or otherwise to supplement its responses and objections.

II. OBJECTIONS TO DEFINITIONS

1. Instagram objects to the definition of the terms “You,” “Your,” and “Opposer”
and to each Request that uses those terms or a variation thereof, on the grounds that it renders the
Requests as being overly broad, unduly burdensome, vague and ambiguous, and oppressive,
because it includes entities other than Instagram, and more specifically entities not controlled by
Instagram. In addition, Instagram specifically objects to the definition as including “any parent
company owning all or part of Opposer....” Instagram has no duty or obligation to produce
anything not in the possession, custody, or control of Instagram, including anything that may be
in the possession of any parent, including Facebook, Inc. Finally, the definition is overly broad
and vague in its reference to “the present and former directors, officers, agents, employees, in-
house and outside counsel thereof” as it is not clear whether they refer to Instagram or to “any
related company.” In responding to any requests that refer to this definition, Instagram responds
only on its own behalf.

2 Instagram objects to the definition of “API Terms of Use” to the extent it implies

that past versions of the API Terms of Use are relevant or controlling on the parties.



3. Instagram objects to the definitions of “GRAM-Formative Mark” and “INSTA-
Formative Mark” as vague and ambiguous, overly broad, and irrelevant, as those definitions
would, as provided by Applicant, include such terms as “grammar” or “installation.”

4. Instagram objects to the definition of Flipagram’s Goods and Services as vague
and ambiguous to the extent that it refers to services “planned to be marketed, promoted, sold, or
offered by Applicant,” as that information is in Flipagram’s possession and is currently unknown
to Instagram.

5. Similarly, Instagram objects to the definition of “Flipagram’s Marks” as vague
and ambiguous, and misleading, as it purports to cover the FLIPAGRAM mark “in any and all
formats,” including those formats currently unknown to Instagram, and given that Flipagram’s
trademark application subject to this Opposition is in block letter format.

III. RESPONSES TO REQUESTS FOR ADMISSION
REQUEST FOR ADMISSION NoO. 1:;

Admit that You have never used the term GRAM, by itself, as a trademark.
RESPONSE TO REQUEST FOR ADMISSION NO. 1:

Instagram objects to the request on grounds that it is not relevant to the issues in this
proceeding, as Instagram’s claims are based on infringement and dilution of Opposer’s Marks.
Subject to and without waiving the foregoing objections, Instagram responds: the term “GRAM?”
is used and recognized by consumers as a reference to Instagram.

REQUEST FOR ADMISSION NO. 2:

Admit that You have never sought to register the term GRAM, by itself, as a trademark
with the United States Patent and Trademark Office.
RESPONSE TO REQUEST FOR ADMISSION NO. 2:

Instagram objects to the request on grounds that it is not relevant to the issues in this
proceeding, as Instagram’s claims are based on infringement and dilution of Opposer’s Marks.

Subject to and without waiving the foregoing objections, Instagram responds: Admit.



REQUEST FOR ADMISSION NO. 3:

Admit that You have never claimed exclusive ownership of the term GRAM, by itself, as
a trademark.

RESPONSE TO REQUEST FOR ADMISSION NO. 3:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “claimed exclusive ownership.” Instagram also objects to the Request as calling for a
legal conclusion as to “(claimed) exclusive ownership.” Instagram objects to the request on
grounds that it is not relevant to the issues in this proceeding, as Instagram’s claims are based on
infringement and dilution of Opposer’s Marks. Subject to and without waiving the foregoing
objections, Instagram responds: the term “GRAM?” is used and recognized by consumers as a
reference to Instagram, such that unauthorized use of the term GRAM in a mark, in certain
circumstances, is likely to cause confusion or dilution.

REQUEST FOR ADMISSION NO. 4:

Admit that You have never claimed exclusive trademark rights in the suffix -GRAM for
Opposer’s Goods and Services.

RESPONSE TO REQUEST FOR ADMISSION NO. 4:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “claimed exclusive trademark rights in the suffix.” Instagram also objects to the Request
as calling for a legal conclusion as to “(claimed) exclusive ownership.” Iﬁstagram objects to the
request on grounds that it is not relevant to the issues in this proceeding, as Instagram’s claims
are based on infringement and dilution of Opposer’s Marks. Subject to and without waiving the
foregoing objections, Instagram responds: the term “GRAM” is used and recognized by
consumers as a reference to Instagram, such that unauthorized use of the term GRAM in a mark,
in certain circumstances, is likely to cause confusion or dilution.

REQUEST FOR ADMISSION NO. 5:

Admit that the INSTA- prefix in Your INSTAGRAM mark connotes “instant.”



RESPONSE TO REQUEST FOR ADMISSION NO. 5:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request calls for speculation as to how consumers
perceive the term “Insta” in the INSTAGRAM mark; and 3) the Request is not reasonably
calculated to lead to the discovery of admissible evidence, and further, the Request is an
improper attempt to dissect Instagram’s registered trademark.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that the “INSTA-” prefix in the INSTAGRAM mark is recognized
by consumers as a reference to Instagram.

REQUEST FOR ADMISSION NO. 6:

Admit that the -GRAM suffix in Your INSTAGRAM mark connotes “message” or
“recording.”

RESPONSE TO REQUEST FOR ADMISSION NO. 6:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request calls for speculation as to how consumers
perceive the term “gram” in the INSTAGRAM mark; 3) the Request is not reasonably calculated
to lead to the discovery of admissible evidence, and further, the Request is an improper attempt
to dissect Instagram’s registered trademark; and 4) the Request is compound.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that the “-GRAM” suffix in the INSTAGRAM mark is recognized
by consumers as a reference to Instagram.

REQUEST FOR ADMISSION NO. 7:

Admit that You chose the mark INSTAGRAM in part to convey the meaning “instant

telegram.”
RESPONSE TO REQUEST FOR ADMISSION NO. 7:
Instagram objects to the Request on the following grounds: 1) the Request is vague and

ambiguous as to the term “convey the meaning;” 2) the Request is further vague and ambiguous



in view of the qualification “in part”; and 3) the Request is not reasonably calculated to lead to
the discovery of admissible evidence as Instagram’s reasons for its adoption of the
INSTAGRAM mark are not relevant to this proceeding.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: the mark INSTAGRAM was originally chosen in part, and among other
reasons and factors, to suggest the “right here right now” aspect of the product, the concept of
retro instant film cameras, the idea of recording things in your life, and/ or to sending a message,
such as with a telegram, but now it simply refers to the Instagram product.

REQUEST FOR ADMISSION NO. 8:

Admit that You chose the mark INSTAGRAM in part to convey the meaning “instant
message.”

RESPONSE TO REQUEST FOR ADMISSION NO. 8:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the terms “convey the meaning;” and “instant message;” 2) the Request is
further vague and ambiguous in view of the qualification “in part”; and 3) the Request is not
reasonably calculated to lead to the discovery of admissible evidence as Instagram’s reasons for
its adoption of the INSTAGRAM mark are not relevant to this proceeding.

Subject to and without waiving the foregoing objections, Instagram responds: Deny.
REQUEST FOR ADMISSION NO. 9:

Admit that You chose the mark INSTAGRAM in part to convey the meaning “instant
recording.”

RESPONSE TO REQUEST FOR ADMISSION NO. 9:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “convey the meaning;” 2) the Request is further vague and ambiguous
in view of the qualification “in part”; and 3) the Request is not reasonably calculated to lead to
the discovery of admissible evidence as Instagram’s reasons for its adoption of the

INSTAGRAM mark are not relevant to this proceeding.



Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: the mark INSTAGRAM was originally chosen in part, and among other
reasons and factors, to suggest the “right here right now” aspect of the product, the concept of
retro instant film cameras, the idea of recording things in your life, and/ or to sending a message,
such as with a telegram, but now it simply refers to the INSTAGRAM product.

REQUEST FOR ADMISSION NO. 10:

Admit that You chose the mark INSTAGRAM in part to convey the meaning “instant
communication.”

RESPONSE TO REQUEST FOR ADMISSION NO. 10;

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “convey the meaning;” 2) the Request is further vague and ambiguous
in view of the qualification “in part”; and 3) the Request is not reasonably calculated to lead to
the discovery of admissible evidence as Instagram’s reasons for its adoption of the
INSTAGRAM mark are not relevant to this proceeding.

Subject to and without waiving the foregoing objections, Instagram responds: Deny.
REQUEST FOR ADMISSION No. 11:

Admit that the prefix INSTA- connotes a thing, action or feature which occurs instantly.
RESPONSE TO REQUEST FOR ADMISSION NO. 11:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request is vague and ambiguous as this question
cannot be answered in the abstract; 3) the Request is overly broad, and not reasonably calculated
to lead to the discovery of admissible evidence, as it is not limited to Instagram’s use of the term
“gram” (as a suffix or otherwise); and 4) the Request is compound.

In view of these objections, and as currently worded, Instagram is unable to admit or

deny the Request.



REQUEST FOR ADMISSION NO. 12:

Admit that in the application for Your INSTAGRAM mark Reg. No. 4,146,057, the
USPTO assigned the pseudo mark “INSTANT GRAM.”

RESPONSE TO REQUEST FOR ADMISSION NO. 12:

Instagram objects to the Request on the ground that the Request is not reasonably
calculated to lead to the discovery of admissible evidence in that assignment of pseudo marks by
the USPTO has no legal significance, and pseudo marks are not part of an application or
registration.

Subject to Instagram’s foregoing General Objections, it responds: Deny that the USPTO
took any action “in the application” for the INSTAGRAM mark.

REQUEST FOR ADMISSION NoO. 13:

Admit that the suffix -GRAM connotes a message.
RESPONSE TO REQUEST FOR ADMISSION NO. 13:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request is vague and ambiguous as this question
cannot be answered in the abstract; and 3) the Request is overly broad, and not reasonably
calculated to lead to the discovery of admissible evidence, as it is not limited to Instagram’s use
of the term “gram” (as a suffix or otherwise).

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Instagram has insufficient information on which to admit or deny the
Request, and on that basis denies the Request.

REQUEST FOR ADMISSION NO. 14:

Admit that the suffix -GRAM connotes a recording.
RESPONSE TO REQUEST FOR ADMISSION NO. 14:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request is vague and ambiguous as this question

cannot be answered in the abstract; and 3) the Request is overly broad, and not reasonably



calculated to lead to the discovery of admissible evidence, as it is not limited to Instagram’s use
of the term “gram” (as a suffix or otherwise).

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Instagram has insufficient information on which to admit or deny the
Request, and on that basis denies the Request.

REQUEST FOR ADMISSION NO. 15:

Admit that the suffix -GRAM connotes a communication.
RESPONSE TO REQUEST FOR ADMISSION NoO. 15:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “connotes;” 2) the Request is vague and ambiguous as this question
cannot be answered in the abstract; and 3) the Request is overly broad, and not reasonably
calculated to lead to the discovery of admissible evidence, as it is not limited to Instagram’s use
of the term “gram” (as a suffix or otherwise).

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Instagram has insufficient information on which to admit or deny the
Request, and on that basis denies the Request.

REQUEST FOR ADMISSION NO. 16:

Admit that a Random House Dictionary definition of the suffix -GRAM, attached hereto
in Exhibit A, is “a combining form extracted from telegram, used in the formation of compound
words that have the general sense ‘message, bulletin.”

RESPONSE TO REQUEST FOR ADMISSION NO. 16:

Instagram objects to the Request on the following grounds: 1) the Request is an improper
attempt to require Instagram to authenticate and verify a third party internet printout; 2) the
Request is vague and ambiguous, and misleading, given that Exhibit A appears on its face to be
from “Dictionary.com,” while the Request refers to “a Random House Dictionary definition”; 3)
the Request is also vague and ambiguous because the referenced Exhibit A contains multiple

alleged definitions of “-gram.”
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REQUEST FOR ADMISSION NO. 17:

Admit that the Online Etymology Dictionary definition of the etymology of -GRAM,
attached hereto in Exhibit A, is a “suffix from telegram (1852), first abstracted 1979 (in
Gorillagram, a proprietary name in U.S.), and put to wide use in forming new words, such as
stripagram (1981).”

RESPONSE TO REQUEST FOR ADMISSION NoO. 17:

Instagram objects to the Request on the following grounds: 1) the Request is an improper
attempt to require Instagram to authenticate and verify a third party internet printout; 2) the
Request is vague and ambiguous, and misleading, given that Exhibit A (attached to Applicant’s
Requests for Admission) does not appear to include an “Online Etymology Dictionary
definition.”

REQUEST FOR ADMISSION NoO. 18:

Admit that Your INSTAGRAM Marks are not arbitrary.
RESPONSE TO REQUEST FOR ADMISSION NO. 18:

Instagram objects to the Request on the following grounds: 1) the Request calls for a
legal conclusion as to the term “arbitrary” and is otherwise vague and ambiguous as to that term;
and 2) the Request is compound in that it references the plural “INSTAGRAM Marks.” Subject
to and without waiving the foregoing General and Specific Objections, Instagram responds as
follows: Deny.

REQUEST FOR ADMISSION NoO. 19:
Admit that Your INSTAGRAM Marks are not inherently distinctive.
RESPONSE TO REQUEST FOR ADMISSION NoO. 19:

Instagram objects to the Request on the following grounds: 1) the Request calls for a
legal conclusion as to the term “inherently distinctive” and is otherwise vague and ambiguous as
to that term; and 2) the Request is compound in that it references the plural “INSTAGRAM
Marks.” Subject to and without waiving the foregoing General and Specific Objections,

Instagram responds as follows: Deny.

-11-



REQUEST FOR ADMISSION NO. 20:

Admit that You have not received any Third Party communications contemplating, or
inquiring about, any association or affiliation between You and Flipagram.
RESPONSE TO REQUEST FOR ADMISSION NO. 20:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
term “contemplating.” Instagram also objects to the Request on grounds that it is compound.
Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Instagram has insufficient information to admit or deny the Request and on
that basis denies the Request.

REQUEST FOR ADMISSION NO. 21:

Admit that You are unaware of any actual consumer confusion arising as between You
and Flipagram.

RESPONSE TO REQUEST FOR ADMISSION NO. 21:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to “actual consumer confusion arising as between”; and 2) the Request calls for
information not in Instagram’s possession, custody, or control. Subject to and without waiving
the foregoing General and Specific Objections, Instagram responds as follows: Instagram has
insufficient information to admit or deny the Request and on that basis denies the Request.
REQUEST FOR ADMISSION NO. 22:

Admit that You are unaware of any actual consumer confusion arising as between
Opposer’s Marks and the mark FLIPAGRAM.

RESPONSE TO REQUEST FOR ADMISSION NO. 22:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to “actual consumer confusion arising as between”; and 2) the Request calls for
information not in Instagram’s possession, custody, or control. Subject to and without waiving
the foregoing General and Specific Objections, Instagram responds as follows: Instagram has

insufficient information to admit or deny the Request and on that basis denies the Request.
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REQUEST FOR ADMISSION NoO. 23:

Admit that by May 22, 2012, the INSTAGRAM mark shown in Your Registration No.
4,146,057 had not acquired secondary meaning for each of the following goods and services:
“Downloadable computer software for modifying the appearance and enabling transmission of
photographs.”

RESPONSE TO REQUEST FOR ADMISSION NO. 23:

Instagram objects to the Request on the following grounds: 1) the Request calls for a
legal conclusion as to “secondary meaning”; 2) the Request is irrelevant, as it improperly
assumes that Instagram is required to show secondary meaning; and 3) the Request is compound.
Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Instagram denies the Request.

REQUEST FOR ADMISSION NO. 24:

Admit that by July 10,2012, the INSTAGRAM mark shown in Your Registration No.
4,170,675 had not acquired secondary meaning for each of the following goods and services:
“Providing a web site that gives users the ability to upload photographs; technical support
services, namely, providing help desk services in the field of computer software, namely,
providing users with instructions and advice on the use of downloadable computer software,
provided online and via e-mail; computer services, namely, providing an interactive website
featuring technology that allows users to manage their online photograph and social networking
accounts.”

RESPONSE TO REQUEST FOR ADMISSION NO. 24:

Instagram objects to the Request on the following grounds: 1) the Request calls for a
legal conclusion as to “secondary meaning”; 2) the Request is irrelevant, as it improperly
assumes that Instagram is required to show secondary meaning; and 3) the Request is compound.
Subject to and without waiving the foregoing General and Specific Objections, Instagram

responds as follows: Instagram denies the Request.

-13-



REQUEST FOR ADMISSION NO. 25;

Admit that by March 3, 2012, Opposer’s Marks were not widely recognized by the
general consuming public of the United States as a designation of source of Opposer’s Goods or
Services, as defined by 15 USC 1125(c)(2)(a).

RESPONSE TO REQUEST FOR ADMISSION NO. 25:

Instagram objects to the Request on grounds that it calls for a legal conclusion as to the
application of 15 U.S.C. § 1125(c)(2). Subject to and without waiving the foregoing General and
Specific Objections, Instagram responds as follows: Instagram denies the Request.

REQUEST FOR ADMISSION NO. 26:

Admit that by June 7, 2012, Opposer’s Marks were not widely recognized by the general
consuming public of the United States as a designation of source of Opposer’s Goods or
Services, as defined by 15 USC 1125(c)(2)(a).

RESPONSE TO REQUEST FOR ADMISSION NO. 26:

Instagram objects to the Request on grounds that it calls for a legal conclusion as to the
application of 15 U.S.C. § 1125(c)(2). Subject to and without waiving the foregoing General and
Specific Objections, Instagram responds as follows: Instagram denies the Request.

REQUEST FOR ADMISSION NO. 27:

Admit that Opposer’s Marks are not currently widely recognized by the general
consuming public of the United States as a designation of source of Opposer’s Goods or
Services, as defined by 15 USC 1125(c)(2)(a).

RESPONSE TO REQUEST FOR ADMISSION NO. 27:

Instagram objects to the Request on grounds that it calls for a legal conclusion as to the
application of 15 U.S.C. § 1125(c)(2). Subject to and without waiving the foregoing General and
Specific Objections, Instagram responds as follows: Instagram denies the Request.

REQUEST FOR ADMISSION NO. 28:

Admit that You knew of Flipagram’s use of the trademark FLIPAGRAM by no later than

March 3, 2012.
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RESPONSE TO REQUEST FOR ADMISSION NO. 28:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “knew of;” 2) the Request is overbroad; 3) the Request is overly broad
and unduly burdensome in that the definition of “You” could require identification of any
number of people, including former employees; and 4) the Request is not reasonably calculated
to lead to the discovery of admissible evidence in that it purports to require Instagram to identify
when any number of people became aware of Applicant, and further, on the grounds that
Flipagram’s delay-based defenses were stricken. Thus, the date of Instagram’s first awareness of
the FLIPAGRAM mark has no bearing on the issues raised in this proceeding.

REQUEST FOR ADMISSION NO. 29:

Admit that the first time you contacted Flipagram to complain regarding the trademark
FLIPAGRAM was November 20, 2013.

RESPONSE TO REQUEST FOR ADMISSION NO. 29:

Instagram objects to the Request on the grounds that it is not reasonably calculated to
lead to the discovery of admissible evidence in that Flipagram’s delay-based defenses were
stricken and thus the date of Instagram’s first correspondence to Flipagram regarding us of the
FLIPAGRAM mark has no bearing on the issues raised in this proceeding.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that Flipagram’s use of the Instagram service and Instagram APT’s
were at all times subject to the then-current applicable terms, that Flipagram has been in
violation of those terms since at least as early as August 2013, and further admit that Instagram
sent a brand violation notice regarding Flipagram at least as early as November 20, 2013.
REQUEST FOR ADMISSION NoO. 30:

Admit that You did not assert a Legal Challenge to Flipagram’s right to use the
trademark FLIPAGRAM until November 20, 2013.
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RESPONSE TO REQUEST FOR ADMISSION NO. 30:

Instagram objects to the Request on the grounds that it is not reasonably calculated to
lead to the discovery of admissible evidence in that Flipagram’s delay-based defenses were
stricken and thus the date of Instagram’s first correspondence to Flipagram regarding us of the
FLIPAGRAM mark has no bearing on the issues raised in this proceeding.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that Flipagram’s use of the Instagram service and Instagram API’s
were at all times subject to the then-current applicable terms, that Flipagram has been in
violation of those terms since at least as early as August 2013, and further admits that Instagram
sent a brand violation notice regarding Flipagram at least as early as November 20, 2013.
REQUEST FOR ADMISSION NO. 31:

Admit that You did not assert a Legal Challenge to Flipagram’s right to register the
trademark FLIPAGRAM until January 9, 2014.

RESPONSE TO REQUEST FOR ADMISSION NO, 31:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “right to register the trademark;” and 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence in Flipagram’s delay-based defenses
were stricken; thus, the date of Instagram’s first challenge to Flipagram’s attempt to register the
FLIPAGRAM trademark is not relevant.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that Instagram admits that Instagram sent a brand violation notice
regarding Flipagram at least as early as November 20, 2013 and timely opposed registration of
the FLIPAGRAM mark on July 7, 2014.

REQUEST FOR ADMISSION NO. 32:

Admit that You consented to Flipagram’s use of the trademark FLIPAGRAM.
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RESPONSE TO REQUEST FOR ADMISSION NO. 32:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “consented;” 2) the Request is vague and overbroad as to time; 3) the
Request calls for a legal conclusion as to whether Instagram consented to use of the
FLIPAGRAM mark in connection with Flipagram’s services; and 4) the Request is overly broad
and not reasonably calculated to lead to the discovery of admissible evidence given that this
proceeding concerns Flipagram’s attempted registration of the mark FLIPAGRAM.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Deny.

REQUEST FOR ADMISSION NO. 33:

Admit that You have never asserted a Legal Challenge to the mark CINEMAGRAM,
reflected in Reg. No. 4211631.

RESPONSE TO REQUEST FOR ADMISSION NO. 33:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 34:

Admit that You have never asserted a Legal Challenge to the mark ANIGRAM, reflected
in Reg. No. 4398866.

RESPONSE TO REQUEST FOR ADMISSION NO. 34:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 35:

Admit that You have never asserted a Legal Challenge to the mark INSTAPLACE,
reflected in Reg. No. 4457101.

RESPONSE TO REQUEST FOR ADMISSION NO. 35:
Instagram incorporates its General Objections. Instagram also objects to the Request on

the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
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REQUEST FOR ADMISSION NO. 36:

Admit that You have never asserted a Legal Challenge to the mark INSTAFOOD,
reflected in Reg. No. 4457116.

RESPONSE TO REQUEST FOR ADMISSION NO. 36:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 37:

Admit that You have never asserted a Legal Challenge to the mark INSTAWEATHER,
reflected in Reg. No. 4457096.

RESPONSE TO REQUEST FOR ADMISSION NO. 37:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 38:

Admit that You have never asserted a Legal Challenge to the mark INSTACART,
reflected in Serial No. 86323403.

RESPONSE TO REQUEST FOR ADMISSION NO. 38:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 39:

Admit that You have never asserted a Legal Challenge to the mark INSTAPLY,
reflected in Reg. No. 4530667.
RESPONSE TO REQUEST FOR ADMISSION NO. 39:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 40:

Admit that You have never asserted a Legal Challenge to the mark INSTACURITY,
reflected in Reg. No. 4520291.
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RESPONSE TO REQUEST FOR ADMISSION NO. 40:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 41:

Admit that You have never asserted a Legal Challenge to the mark HIPSTAMATIC,
reflected in Reg. No. 4012304.

RESPONSE TO REQUEST FOR ADMISSION NO. 41:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 42:

Admit that You have never asserted a Legal Challenge to the mark INSTAMATIC,
reflected in Serial No. 79164380.

RESPONSE TO REQUEST FOR ADMISSION NO. 42:

Instagram incorporates its General Objections. Instagram also objects to the Request on
the grounds that it is not reasonably calculated to lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 43:

Admit that You Promoted Third Party goods or services using the mark
PRINTSTAGRAM.

RESPONSE TO REQUEST FOR ADMISSION NO. 43:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
PRINTSTAGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 44:

Admit that You Promoted Third Party goods or services using the mark ANAGRAM.
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RESPONSE TO REQUEST FOR ADMISSION NO. 44:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
ANAGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 45:

Admit that You Promoted Third Party goods or services using the mark
STITCHSTAGRAM.

RESPONSE TO REQUEST FOR ADMISSION NO. 45:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
STITCHSTAGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 46:

Admit that You Promoted Third Party goods or services using the mark
WEBSTAGRAM.

RESPONSE TO REQUEST FOR ADMISSION NO. 46:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
WEBSTAGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 47:

Admit that You Promoted Third Party goods or services using the mark STICKYGRAM.
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RESPONSE TO REQUEST FOR ADMISSION NO. 47:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
STICKYGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NoO. 48:

Admit that You Promoted Third Party goods or services using the mark
CASETAGRAM.
RESPONSE TO REQUEST FOR ADMISSION NO. 48:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
CASETAGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 49:

Admit that You Promoted Third Party goods or services using the mark
FOLLOWGRAM.

RESPONSE TO REQUEST FOR ADMISSION NO. 49:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
FOLLOWGRAM to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 50:

Admit that You Promoted Third Party goods or services using the mark INSTACANE.
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RESPONSE TO REQUEST FOR ADMISSION NO. 50:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTACANE to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NoO. 51:

Admit that You Promoted Third Party goods or services using the mark
INSTAGOODIES.

RESPONSE TO REQUEST FOR ADMISSION NO. 51:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTAGOODIES to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 52:

Admit that You Promoted Third Party goods or services using the mark INSTAPRINT.
RESPONSE TO REQUEST FOR ADMISSION NO. 52:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTAPRINT to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 53:

Admit that You Promoted Third Party goods or services using the mark INSTAGRE.AT.
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RESPONSE TO REQUEST FOR ADMISSION NO. 53:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTAGRE.AT to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is
irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
REQUEST FOR ADMISSION NO. 54:

Admit that You Promoted Third Party goods or services using the mark
INSTAGRAMMERS.COM.

RESPONSE TO REQUEST FOR ADMISSION NO. 54:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTAGRAMMERS.COM to promote third-party goods or services; 2) the Request is not
reasonably calculated to lead to the discovery of admissible evidence because the mark cited in
the request is irrelevant and is distinguishable from the mark and goods/services at issue in this
proceeding.

REQUEST FOR ADMISSION NO. 55:

Admit that You Promoted Third Party goods or services using the mark
INSTACHALLENGE.

RESPONSE TO REQUEST FOR ADMISSION NO. 55:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the phrase “using the mark” as it suggests that Instagram used the mark
INSTACHALLENGE to promote third-party goods or services; 2) the Request is not reasonably
calculated to lead to the discovery of admissible evidence because the mark cited in the request is

irrelevant and is distinguishable from the mark and goods/services at issue in this proceeding.
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REQUEST FOR ADMISSION NO. 56:

Admit that when selecting Opposer’s Marks, You were aware of the mobile application
HIPSTAMATIC.

RESPONSE TO REQUEST FOR ADMISSION NO. 56:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to the term “aware” and “selecting”; 2) the Request is overly broad and unduly
burdensome in that it purports to cover “awareness” of any Instagram employee or former
employee; and 3) the Request is not reasonably calculated to lead to the discovery of admissible
evidence.

REQUEST FOR ADMISSION NO. 57:

Admit that Your INSTAGRAM word mark is Derived from the Eastman Kodak
Company’s line of “Instamatic” cameras.

RESPONSE TO REQUEST FOR ADMISSION NO. 57:

Instagram objects to the Request on the grounds that: 1) the term “derived” is vague and
ambiguous, even as purportedly defined by Applicant and such definition is also compound; and
2) the Request is not reasonably calculated to lead to the discovery of admissible evidence as the
derivation of the INSTAGRAM mark is not relevant to this proceeding.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Deny.

REQUEST FOR ADMISSION NO. 58:

Admit that Your first design mark, attached hereto in Exhibit B, is a rendering of the
Polaroid One Step Rainbow Camera.

RESPONSE TO REQUEST FOR ADMISSION NO. 58:

Instagram objects to the Request on the grounds that: 1) the term “derived” is vague and
ambiguous, even as purportedly defined by Applicant and such definition is also compound; and
2) the Request is not reasonably calculated to lead to the discovery of admissible evidence as

Instagram’s first “design mark” is not relevant to, or the subject of, this proceeding.
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REQUEST FOR ADMISSION NO. 59:

Admit that Your “Multi-Color Camera” design mark, Reg. No. 4531884, is Derived from
the Polaroid OneStep Rainbow Camera.
RESPONSE TO REQUEST FOR ADMISSION NO. 59:

Instagram objects to the Request on the grounds that: 1) the term “derived” is vague and
ambiguous, even as purportedly defined by Applicant and such definition is also compound; and
2) the Request is not reasonably calculated to lead to the discovery of admissible evidence as
Reg. No. 4531884 is not the subject of this proceeding.

REQUEST FOR ADMISSION NO. 60:

Admit that the color spectrum on Your “Multi-Color Camera” design mark, Reg. No.
4531884, is Derived from Polaroid Color Spectrum trademark reflected in Reg. Nos. 4349054
and 4352706.

RESPONSE TO REQUEST FOR ADMISSION NO. 60:

Instagram objects to the Request on the grounds that: 1) the term “derived” is vague and
ambiguous, even as purportedly defined by Applicant and such definition is also compound; and
2) the Request is not reasonably calculated to lead to the discovery of admissible evidence as
Reg. No. 4349054 is not the subject of this proceeding.

REQUEST FOR ADMISSION NO. 61:

Admit that the square format of Instagram photos is Derived from the square format of
Polaroid instant photos.

RESPONSE TO REQUEST FOR ADMISSION NO. 61:

Instagram objects to the Request on the grounds that: 1) the term “derived” is vague and
ambiguous, even as purportedly defined by Applicant and such definition is also compound; and

2) the Request is not reasonably calculated to lead to the discovery of admissible evidence.
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REQUEST FOR ADMISSION NO. 62:

Admit that from the date of its creation through at least July 10, 2012, Your API Terms
of Use stated: “While you cannot use the word ‘Instagram’ or ‘IG’ in your product’s name, it’s
okay to use one (but not both) of the following: ‘Insta’ or ‘Gram.”

RESPONSE TO REQUEST FOR ADMISSION NO. 62:

Instagram objects to the Request on the grounds that it is not reasonably calculated to
lead to the discovery of admissible evidence in that the current API Terms of Use is the operative
agreement between Instagram and Flipagram.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that on July 10, 2012, Instagram’s API Terms of Use contained the
provision: “While you cannot use the word ‘Instagram’ or ‘IG’ in your product’s name, it’s okay
to use one (but not both) of the following: ‘Insta’ or ‘Gram,” and further admit that it contained
other, related provisions, such as “Note that we reserve the right to reject any use of these terms
in connection with the use of the Instagram API” and “We reserve the right to update and change
these terms from time to time without notice.”

REQUEST FOR ADMISSION NoO. 63:

Admit that the API Terms of Use is a license.
RESPONSE TO REQUEST FOR ADMISSION NO. 63:

Instagram objects to the Request on the grounds that 1) it calls for a legal conclusion as to
whether the API Terms of Use constitutes a license; 2) it is vague and ambiguous as to which
provisions of the API Terms of Use or what type of license it refers.

REQUEST FOR ADMISSION NO. 64:
Admit that the API Terms of Use purported to license use of the word GRAM to users of

the Instagram API.
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RESPONSE TO REQUEST FOR ADMISSION NO. 64:

Instagram objects to the Request on the grounds that it calls for a legal conclusion, and as
not reasonably calculated to lead to the discovery of admissible evidence; and thus no response is
required.

REQUEST FOR ADMISSION NO. 65:

Admit that the API Terms of Use purported to license use of the word INSTA to users of
the Instagram API.

RESPONSE TO REQUEST FOR ADMISSION NO. 65:

Instagram objects to the Request on the grounds that it calls for a legal conclusion, and as
not reasonably calculated to lead to the discovery of admissible evidence; and thus no response is
required.

REQUEST FOR ADMISSION NO. 66:

Admit that the API Terms of Use purported to license Opposer’s Marks to users of the
Instagram API.

RESPONSE TO REQUEST FOR ADMISSION NO. 66:

Instagram objects to the Request on the grounds that it calls for a legal conclusion, and as
not reasonably calculated to lead to the discovery of admissible evidence; and thus no response is
required. The Request is also vague and ambiguous as to “purported to license.” In addition,
subject to and without waiving its objections, based on the definition of Opposer’s Marks,
Instagram denies this request.

REQUEST FOR ADMISSION NO. 67:

Admit that the only manner in which You give users the ability to upload photographs to
Your Service is through Your App.

RESPONSE TO REQUEST FOR ADMISSION NO. 67:

Instagram objects to the Request on the grounds that 1) it is vague and ambiguous as to
the phrase “give users the ability to upload photographs” and 2) the Request is not reasonably

calculated to lead to the discovery of admissible evidence.
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REQUEST FOR ADMISSION NO. 68:

Admit that Your App is only available for use on mobile devices.
RESPONSE TO REQUEST FOR ADMISSION NO. 68:

Instagram objects to the Request on the grounds that 1) it is vague and ambiguous as to
the term “mobile device” and as to the phrase “only available for use” and 2) the Request is not
reasonably calculated to lead to the discovery of admissible evidence
REQUEST FOR ADMISSION NO. 69:

Admit that Your Service did not introduce video support until June 20, 2013.

RESPONSE TO REQUEST FOR ADMISSION NO. 69:

Instagram objects to the Request on the following grounds: 1) the Request is vague and
ambiguous as to “video support;” and 2) the Request is not reasonably calculated to lead to the
discovery of admissible evidence because the date on which Instagram first offered video

support is not relevant to any of the issues raised in this proceeding.

Dated: August 17,2015 /s/ Bobby A. Ghajar
Bobby A. Ghajar
PILLSBURY WINTHROP SHAW
PITTMAN LLP
725 S. Figueroa, Suite 2800
Los Angeles, CA 90017
Tel: (213) 488-7100

Attorneys for Opposer,
Instagram, LLC
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CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoing OPPOSER’S RESPONSES TO APPLICANT’S
FIRST SET OF REQUESTS FOR ADMISSION was served on Applicant’s counsel, D. Peter Harvey,
Harvey Siskind LLP, 4 Embarcadero Center, 39" Floor, San Francisco, CA 94111, via postage
prepaid first-class mail on August 17, 2015.
/s/ Bobby A. Ghajar
Bobby A Ghajar
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IUBY:,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Instagram, LLC, g Opposition No. 91217238
Opposer, g Serial No.: 86/042,264

v. g Mark: FLIPAGRAM

Flipagram, Inc., g International Class: 09
Applicant. g Published: January 7, 2014

OPPOSER’S RESPONSES TO APPLICANT’S SECOND SET OF
REQUESTS FOR ADMISSION

I GENERAL OBJECTIONS

The following general objections and statements apply to each of the definitions,
instructions, and Requests for Admission propounded by Flipagram, Inc. (“Requests”) and are
hereby incorporated within each response set forth below. No specific objections are intended to
constitute, and should not be construed as constituting, a waiver of any general objection.

1. Instagram objects to each Request to the extent it seeks information that is
publicly available, or is otherwise readily available to Flipagram from other sources, and the
burden and expense of obtaining such documents is not greater for Flipagram than it is for
Instagram.

2. Instagram objects to each Request to the extent the information sought is not in
Instagram’s possession, custody, or control.

Br Instagram objects to each Request to the extent it seeks information that is
proprietary to Instagram and/or other third parties.

4. Instagram objects to each Request to the extent it seeks information that
constitutes confidential third-party information disclosed to Instagram on the condition that, or

subject to an obligation that, Instagram keep that information confidential.
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5. Instagram objects to each Request to the extent it seeks production of information
that is prepared in anticipation of litigation, or is protected from disclosure, in whole or in part,
by the attorney-client privilege, the work product doctrine, or any other applicable privileges,
including, without limitation, the common interest and joint defense privileges. Instagram hereby
claims such privileges, protections, and immunities to the extent implicated by each Request.
The inadvertent disclosure of any privileged or protected information will not constitute a waiver
of any privilege or protection or of any other grounds for objecting to discovery with respect to
such response.

6. Instagram objects to each Request to the extent it seeks the disclosure of
information that is neither relevant nor reasonably calculated to lead to the discovery of
admissible evidence.

7. Instagram objects to each Request, and any instruction or definition, to the extent
that it is inconsistent with or seeks to impose obligations on Instagram beyond those imposed by
the Federal Rules of Civil Procedure, the Trademark Trial and Appeal Board Manual of
Procedure (“TBMP”), and/or any other applicable law or rules.

8. In addition to the foregoing General Objections, Instagram may also state Specific
Responses and Objections to the Requests where appropriate, including responses and objections
that are not generally applicable to each Request. By setting forth such Specific Responses and
Objections, Instagram does not intend to limit or restrict the General Objections set forth above.

9. Instagram’s responses herein are based on facts presently known, and represent a
diligent and good faith effort to comply with the Requests. Instagram’s investigation into the
matters specified is continuing. Accordingly, Instagram reserves the right, where appropriate, to
supplement, alter and/or change the responses contained herein pursuant to Federal Rule of Civil
Procedure 26(e). Furthermore, Instagram reserves the right, at trial or during other proceedings
in this action, to rely on information, documents, things, evidence, or other matters in addition to

the information, documents and/or things produced in response to these Requests, whether or not
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such information, documents, things, evidence, or other matters are newly discovered or are now
in existence, but have not been located despite diligent and good faith effort.

10.  Instagram’s responses herein do not in any way constitute an adoption of
Flipagram’s purported Definitions or words or phrases to the extent that they purport to define
words or phrases to have a meaning different from their commonly understood meanings or to
include more than their commonly understood definitions, particularly with respect to the terms
identified in these objections.

11.  Instagram objects to Flipagram’s requests as overly broad and irrelevant to the
extent they are not limited to the United States. Unless stated otherwise, Instagram’s responses
pertain to the United States.

12.  Instagram reserves the right to amend these responses and objections, to correct
inadvertent errors, or otherwise to supplement its responses and objections.

II. OBJECTIONS TO DEFINITIONS

1. Instagram objects to the definition of the terms “You,” “Your,” and “Opposer”
and to each Request that uses those terms or a variation thereof, on the grounds that it renders the
Requests as being overly broad, unduly burdensome, vague and ambiguous, and oppressive,
because it includes entities other than Instagram, and more specifically entities not controlled by
Instagram. In addition, Instagram specifically objects to the definition as including “any parent
company owning all or part of Opposer....” Instagram has no duty or obligation to produce
anything not in the possession, custody, or control of Instagram, including anything that may be
in the possession of any parent, including Facebook, Inc. Finally, the definition is overly broad
and vague in its reference to “the present and former directors, officers, agents, employees, in-
house and outside counsel thereof” as it is not clear whether they refer to Instagram or to “any
related company.” In responding to any requests that refer to this definition, Instagram responds
only on its own behalf.

2. Instagram objects to the definition of “API Terms of Use” to the extent it implies

that past versions of the API Terms of Use are relevant or controlling on the parties.
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3. Instagram objects to the definitions of “GRAM-Formative Mark” and “INSTA-
Formative Mark” as vague and ambiguous, overly broad, and irrelevant, as those definitions
would, as provided by Applicant, include such terms as “grammar” or “installation.”

4. Instagram objects to the definition of Flipagram’s Goods and Services as vague
and ambiguous to the extent that it refers to services “planned to be marketed, promoted, sold, or
offered by Applicant,” as that information is in Flipagram’s possession and is currently unknown
to Instagram.

5. Similarly, Instagram objects to the definition of “Flipagram’s Marks” as vague
and ambiguous, and misleading, as it purports to cover the FLIPAGRAM mark “in any and all
formats,” including those formats currently unknown to Instagram, and given that Flipagram’s
trademark application subject to this Opposition is in block letter format.

III. RESPONSES TO REQUESTS FOR ADMISSION
REQUEST FOR ADMISSION NO.70:

Admit that the Instagram service was not released on the Android platform until April
2012.

RESPONSE TO REQUEST FOR ADMISSION NO.70:

Instagram objects to the Request on the grounds that 1) it is vague and ambiguous as to
the phrase “Instagram service...on the Android platform” and for purposes of this response only,
Instagram interprets that to mean “published a mobile application that is compatible with the
Android operating system” and; 2) the Request is not reasonably calculated to lead to the
discovery of admissible evidence because the date on which Instagram first published a mobile
application that is compatible with the Android operating system is not relevant to any of the
issues raised in this proceeding because, among other reasons, there is no limitation in
Applicant’s identification of goods or services as to channels of distribution, marketing, or trade.
REQUEST FOR ADMISSION NO. 71:

Admit that You did not make the Instagram service available on the world wide web until

February 2013.
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RESPONSE TO REQUEST FOR ADMISSION NoO. 71:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “make the Instagram service available on the world wide web.”

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Deny.
REQUEST FOR ADMISSION NoO. 72:

Admit that the “Brand Assets” section of Your Instagram Brand Website has never listed
INSTA or GRAM as a “brand asset.”
RESPONSE TO REQUEST FOR ADMISSION NO. 72:

Instagram objects to the Request on the grounds that 1) it is vague and ambiguous as to
the term ““Brand Assets’ section;” and 2) the Request is not reasonably calculated to lead to the
discovery of admissible evidence.

Subject to and without waiving the foregoing General and Specific Objections, Instagram

responds as follows: Admit that the “Brand Assets” section of the www.instagram-brand.com
website does not list any standard character trademarks.
REQUEST FOR ADMISSION No. 73:

Admit that Exhibit A hereto is a true and correct copy of a page from Your online “Help
Center” that existed on January 7, 2014.

RESPONSE TO REQUEST FOR ADMISSION No. 73:

Instagram objects to the Request on the grounds that Exhibit A is not a copy of a page of
Instagram’s website, but is a copy of a page from the third-party “Wayback Machine,” the
reliability of which Instagram cannot assess in response to the Request. Instagram further
objects that the date of the crawl in Exhibit A appears to differ from the date set forth in the
Request. On these bases, Instagram lacks sufficient information to admit or deny that what is
depicted in Exhibit A is identical to what one might have found on a portion of Instagram’s

website on January 7, 2014.
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REQUEST FOR ADMISSION NO. 74:

Admit that Exhibit B hereto is a true and correct copy of a page from Your online “Help
Center” that existed on January 7, 2014.

RESPONSE TO REQUEST FOR ADMISSION No. 74:

Instagram objects to the Request on the grounds that Exhibit B is not a copy of a page of
Instagram’s website, but is a copy of a page from the third-party “Wayback Machine,” the
reliability of which Instagram cannot assess in response to the Request. Instagram further
objects that the date of the crawl in Exhibit B appears to differ from the date set forth in the
Request. On these bases, Instagram lacks sufficient information to admit or deny that what is
depicted in Exhibit B is identical to what one might have found on a portion of Instagram’s
website on January 7, 2014.

REQUEST FOR ADMISSION NO. 75:

Admit that on January 7, 2014, You transferred the Instagram username “@flipagram”
from a Third Party to Flipagram.

RESPONSE TO REQUEST FOR ADMISSION NO. 75:

Instagram objects to the Request on the grounds that it is not reasonably calculated to
lead to the discovery of admissible evidence.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit.

REQUEST FOR ADMISSION No. 76:

Admit that Exhibit C hereto is a true and correct copy of an exchange of correspondence
between Flipagram and Instagram relating to the subject “Reporting a Violation or Infringement
of Your Rights — Trademark” that You received on or about January 7, 2014.

RESPONSE TO REQUEST FOR ADMISSION NO. 76:
Instagram objects to the Request on the grounds that 1) it is vague and ambiguous as to

“exchange of correspondence...that You received;” 2) the Request is not reasonably calculated
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to lead to the discovery of admissible evidence; and 3) the Request is an improper attempt to
have Instagram authenticate a document produced by Applicant.

Subject to and without waiving the foregoing General and Specific Objections, Instagram
responds as follows: Admit that Exhibit C purports to be an email chain between Farhad Mohit
and an Instagram employee identified as Catriona on January 7-8, 2014.

REQUEST FOR ADMISSION NoO. 77:

Admit that You did not notify users of the Instagram API when You deleted the
following language from Your API Terms of Use: “While you cannot use the word ‘Instagram’
or ‘IG’ in your product’s name, it’s okay to use one (but not both) of the following: ‘Insta’ or
‘Gram.’”

RESPONSE TO REQUEST FOR ADMISSION NO. 77:

Instagram objects to the Request on the following grounds: 1) the Request is not
reasonably calculated to lead to the discovery of admissible evidence; and 2) the Request is
vague and ambiguous as to the term “notify” and vague and overbroad as to time, and for these
reasons, Instagram lacks sufficient information to admit or deny the Request.

REQUEST FOR ADMISSION NO. 78:

Admit that You did not notify users of Your API when You added the following
provision to Your Instagram Brand Website: “Try using ‘[Your App Name] for Instagram’ to
indicate that your product is integrated with Instagram. Avoid using the words ‘Instagram,” ‘IG,’
‘insta’ or ‘gram’ in any other way.”

RESPONSE TO REQUEST FOR ADMISSION NO. 78:

Instagram objects to the Request on the grounds that it is not reasonably calculated to

lead to the discovery of admissible evidence.
REQUEST FOR ADMISSION NO. 79:
Admit that You are not providing services involving publishing of electronic publications

for others.
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RESPONSE TO REQUEST FOR ADMISSION NO. 79:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “publishing of electronic publications for others.” Instagram further objects that the
Request is not reasonably calculated to lead to the discovery of admissible evidence.

REQUEST FOR ADMISSION NO. 80:

Admit that You are not providing computer services involving hosting online web
facilities for others for organizing and conducting meetings, events and interactive discussions
via communication networks. Instagram further objects that the Request is not reasonably
calculated to lead to the discovery of admissible evidence.

RESPONSE TO REQUEST FOR ADMISSION NO. 80:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “hosting online web facilities for others for organizing and conducting meetings, events
and interactive discussions via communication networks.” Instagram further objects that the
Request is not reasonably calculated to lead to the discovery of admissible evidence.

REQUEST FOR ADMISSION NoO. 81:

Admit that You are not providing search engines for the Internet.
RESPONSE TO REQUEST FOR ADMISSION NO. 81:

Instagram objects to the Request on the grounds that it is vague and ambiguous as to the
phrase “providing search engines for the Internet.” Instagram further objects that the Request is

not reasonably calculated to lead to the discovery of admissible evidence.

Dated: October 29, 2015 /s/ Bobby A. Ghajar
Bobby A. Ghajar
PILLSBURY WINTHROP SHAW
PITTMAN LLP
725 S. Figueroa, Suite 2800
Los Angeles, CA 90017
Tel: (213) 488-7100

Attorneys for Opposer,
Instagram, LLC
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CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoing OPPOSER’S RESPONSES TO APPLICANT’S
SECOND SET OF REQUESTS FOR ADMISSION was served on Applicant’s counsel, D. Peter
Harvey, Harvey Siskind LLP, 4 Embarcadero Center, 39" Floor, San Francisco, CA 94111, via

postage prepaid first-class mail on October 29, 2015.
/s/ Bobby A. Ghajar

Bobby A Ghajar

4830-7190-4042.v1



Exhibit C

to Declaration of Naomi Jane Grayin Support of
Motion to Test Sufficiencyof Responseso
Flipagram’s First and SecondSet
of Requests for Admission

Offered by Applicant Flipagram, Inc.

|nstagram, LLC v. Flipagram, Inc.

Opposition N0.91217238



HARVEY « SISKIND 1rrp

BY EMAIL
September 24, 2015

Bobby A. Ghajar, FEsq.

Pillsbury Winthrop Shaw Pittman LLP
725 S. Figueroa, Suite 2800

Los Angeles, CA 90017
<bobby.ghajar@pillsburylaw.com>

Re: Instagram, 1.1.C ». Flipagram, 1IC, TTAB Opposition No. 91217238

Dear Mr. Ghajar:

I write pursuant to 37 C.F.R. § 2.120(¢)(1) and TBMP § 408.01 to meet and confer with
respect to Instagram’s responses to Flipagram’s written discovery requests. Instagram’s
responses are patently insufficient. Instagram has outright refused to respond to 77 requests,
more than half of the total. Where it has responded, its answet is often evasive or devoid of
meaningful information. In some instances, Instagram has refused to provide discovery in
response to requests that are virtually identical to requests that Instagram served upon Flipagram
(and to which Flipagram has agreed to provide discovety). Such responses do not demonstrate
a good-faith effort by Instagram to cooperate in the discovery process. Flipagram requests that
Instagram promptly supplement its responses to the following requests.

Interrogatory Nos. 1-2: Request for Admission Nos. 28, 56: Request for Production No.
3. These requests seek information regarding how and when Instagram became awatre of the
trademark FLIPAGRAM, when it became aware that Ilipagram used Instagram’s API, and
Instagram’s awareness of the mobile application HIPSTAMATIC. Interrogatory No. 1 is
virtually 1dentical to Instagram’s Interrogatory to Flipagram secking a desctiption of the “facts
and circumstances under which [Flipagram| first heard of or learned of Instagram.” (Opposet’s
First Set of Interrogatories to Applicant (“Opp. Rog.”), Interrogatory No. 14.) “[A]s a general
rule, any interrogatory seeking relevant information is proper notwithstanding which of the
parties propounded it.”  Sentrol, Inc. v. Sentex: Sys., Inc., 1986 WL 83726, at *2 (T.T.A.B. 19806).
Where two parties serve “identical discovery requests on each other, they are constrained to
answer each and every one of the discovery requests in a complete fashion.” I4. Indeed, under
such circumstances, “the parties have, in effect, waived their right to object because identical
discovery requests were served on the adverse party. ...” Id at * 3. Because Instagram served a
virtually identical request on Flipagram, Instagram has waived any right to object to the request
and must provide a complete response to it.
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Instagram also objects on the ground that Interrogatory Nos. 1-2 are “vague and
ambiguous” as to the terms “aware” and “knew of.” These objections are frivolous. “Aware”
means, Znter alia, “having knowledge” of something. ‘The New Shorter Oxford English
Dictionary, Vol. 1, 157 (1993 ed.). It is an ordinary word with plain meaning. The same holds
true for “knew of.”

The requests are not overbroad or unduly burdensome. Contraty to Instagram’s claim,
they do not require Instagram to “survey all of its employees, former employees, and others ...”
If such an objection were proper, any corporate party could defeat any discovety tequest on
burdensomeness grounds. Instagram must, at 2 minimum, “go through its trademark and other
related files in order to determine when it received actual knowledge” of Flipagram’s mark. Aw.
Optical Corp. v. Exomet, Inc., 181 U.S.P.Q. 120, 123 (I"'T.A.B. 1974).

Lastly, Instagram objects to these Interrogatories on the ground that it is “itrelevant
given that Flipagram’s delay-based defenses were stricken. . .” In TTAB proceedings, “the
requirement of relevancy must be construed liberally and [] discovery should, therefore, be
generally allowed unless it is clear, beyond any doubt, that the information sought can have no
possible bearing upon the issues involved in the particular proceeding.” Varion Assoes. V.
Fairfreld-Noble Corp., 188 U.S.P.Q. 581, 583 (T.T.A.B. 1975). Relevant information “need not be
admissible at trial if the discovery appears reasonably calculated to lead to the discovery of
admissible evidence.” Fed. R. Civ. P. 26(b)(1). Interrogatory Nos. 1 and 2 easily satisfy this
liberal standard because responsive information could lead to admissible evidence relating, znser
alia, to Flipagram’s defenses of consent and unclean hands. For example, evidence that
Instagram had longstanding knowledge of Flipagram and nevertheless consented to its use of its
mark 1s, “in essence, an admission that the ... use is not likely to cause confusion.” Richdel, Inc. v

Mathews Co., 190 USPQ 37, 41 (TTAB 1976).

Interrogatory Nos. 3-4; Request for Production Nos. 11, 32. 'These requests seek the
date on which Instagram first asserted a legal challenge to a GRAM-formative mark that was not
also an INSTA-formative mark, and vice versa; documents relating to legal challenges to
Instagram’s asserted marks; and documents relating to communications with third parties
relating to the rights Instagram claims to own in the asserted marks. Flipagram’s definition of
GRAM and INSTA do not render the Interrogatory vague and ambiguous, even if, as Instagram
assetts, those definitions would include such terms as “grammat” or “installation.” If Instagram
challenged any such mark, it is required to respond to the Interrogatories. It cannot be
overbroad or unduly burdensome for a company that has only been in business for five yeats to
search for and identify the dates of its first legal challenges. Nor ate such legal challenges
necessarily publicly available. As defined in the Interrogatoties, the requested information
would encompass cease and desist letters and other communications relating to instances where
Instagram challenged a mark without instituting formal legal proceedings. Even if such
challenges were publicly available, it would not be less burdensome for Flipagram to retrieve
them. Instagram knows when and where it made legal challenges, whereas Flipagram would
have to search undisclosed dockets to uncover the information at issue.

[nterrogatory No. 5; Request for Admission Nos. 43-55: Request for Production No. 31.
These requests seck information regarding Instagram’s promotional efforts and consumer




studies relating to third-party INSTA- and GRAM-formative marks. Instagram’s objection that
the phrase “using the mark™ is vague and ambiguous is unfounded. However, in the spitit of
cooperation, Flipagram clarifies that these requests seek information relating to Instagram’s
promotion of third-party uses of the marks in question. Instagram’s objection that the requests
are not reasonably calculated to lead to the discovery of admissible evidence is unfounded, as the
marks in question share significant elements with Instagram’s asserted marks. As such, the
requests seek information that is relevant to the strength and scope of rights Instagram claims in
its asserted marks, and Flipagram’s defense of consent.

Although Instagram objects to these requests on the ground that INSTA prefixes are
irrelevant to this proceeding, Instagram itself has put INSTA prefixes at issue by propounding
discovery relating to INSTABACKGROUND. Instagram has also put consumers’ perception
of INSTA- and GRAM- formative marks at issue by asserting that consumers recognize “-
GRAM?” and “-INSTA” as referring to Instagram. (See, ¢.g., Response to Request for Admission
Nos. 5-6.) Instagram cannot now claim that such information is itrelevant. See, e.g., Sentrol, Inc. v.

Sentex Sys., Inc., 1986 WL 83726, at *2.

Interrogatory No. 6; Request for Production No. 23. These requests seek identification
of past or present users of the Instagram API that used a GRAM-formative or INSTA-
formative mark. This Interrogatory is virtually identical to Instagram’s Interrogatory No. 2,
seeking identification of users of the FLIPAGRAM mark. Moreover, Instagram affirmatively
seeks  information regarding Flipagram’s  selecton and development of the
INSTABACKGROUND mark. Therefore, Instagram has put INSTABACKGROUND in issue
and has waived any objection to this Interrogatory. See Sentrol v. Sentex, 1986 WL 83726, at * 3.

Interrogatory No. 7. Flipagram 1s entitled to serve 75 interrogatories on Instagram.
Instagram objects to this Interrogatory on the ground that it would requite answets to
approximately 40 requests for admission. Thus, taking into consideration that Flipagram has
served a total of 16 interrogatories on Instagram, responding to this Interrogatory with respect
to 40 responses to Requests for Admission would not exceed the 75-interrogatory limit.
Nevertheless, in the spirit of cooperation, Flipagram will narrow this request such that, for each
response to Flipagram’s First Set of Requests to Admission that 1s not an unqualified admission,
Instagram need only state all facts upon which it bases its response.

Interrogatory No. 11; Request for Production Nos. 24-25, 33-36, 38. These requests
seek information relating to the explicit permission in the Instagram API Terms of Use for users
to employ either “Insta” or “Gram” in their names, as well as legal challenges and
communications relating to certain third-party marks and Instagram’s asserted marks. These
requests seek information that is directly relevant to the strength and scope of rights that
Instagram claims in its asserted marks, and Flipagram’s defense of consent. Moreovet, since use
in commerce provides a basis for registration under U.S. law, Instagram’s consent to Flipagram’s
use of “gram” in 1ts name is directly relevant Flipagram’s application to register FLIPAGRAM.

Interrogatory No. 12; Request for Production 29. Your objection that the phrases

“measures You have employed” and “licensees of Opposet’s Marks” are ambiguous lacks merit.
You responded to Interrogatory No. 13 which includes the same language. Flipagram will limit



the Interrogatory and Request for Production to measures employed in the United States on ot
after October 1, 2010. 'The objection regarding confidentiality is not a basis to withhold
documents because that is addressed by an approptiate protective otder. TBMP §412.01. You
have not identified any reason why a protective order is insufficient to protect the information
sought by this request. Please provide a response.

Interrogatory No. 13. Your response to Interrogatory 13 is insufficient in that it does
not identify how the API Terms and Conditions regulate the quality of goods and setvices that
use the Instagram API. Please provide complete information.

Interrogatory No. 14; Request for Production No. 8. Instagram objects on the grounds

that the terms “developed,” “evaluated,” “searched,” “consideted,” and “selection factors” atre
ambiguous, but Instagram’s Interrogatory No. 7 is very similar to these requests. Instagram’s
Interrogatory No. 7 seeks an explanation of how Flipagram “conceived, selected, developed,
adopted and arrived at the selection of the term FLIPAGRAM. ...” Having setved a virtually
identical interrogatory, Instagram cannot be heard to complain that Flipagram’s Interrogatory is
vague and ambiguous. Instagram’s Interrogatory No. 8 also sought identification of persons
with knowledge of the selection of Flipagram’s marks. Instagram thus cannot object to
Flipagram’s request for the same information with respect to Instagtam.

Request for Admission No. 1. Instagram’s relevance objection rests on the assertion that
its claims in this proceeding are “based on infringement and dilution of Opposet’s Matks.”
Response p. 4. As an initial matter, this claim is incorrect because T.T.A.B. proceedings do not
address infringement. Federal courts hear claims of infringement, whereas T.T.A.B. proceedings
may address the applicant’s right to register a matk. Research in Motion 1.td. v. Defining Presence
Marketing Group, Inc., 102 U.S.P.Q.2d 1187, at *3 (I'T.A.B. 2012). Here, Instagram has asserted
a claim that registration of FLIPAGRAM will be likely to confuse consumers under Lanham Act
§ 2(d), and that it will dilute the INSTAGRAM mark. (Notice of Opposition p. 3.) Both of
these claims require Instagram to assert and prove ownership of the asserted marks. 15 U.S.C.
§§ 1052(d); 1125(c). Since, under U.S. law, trademark rights arise from use, whether Instagram
has ever used the mark GRAM is relevant to the scope of tights Instagram claims in the marks
upon which it bases this opposition proceeding. Instagram’s televance objection is thus
unfounded because it is not “clear, beyond any doubt, that the information sought can have no
possible bearing upon the issues involved in the particular proceeding.” Varion. v. Fairfield-
Nobte., 188 U.S.P.QQ. at 583.

Moreover, a party responding to a request for admission “shall specifically deny the
matter or set forth in detail the reasons why the answering party cannot truthfully admit or deny
the matter. A denial shall fairly meet the substance of the requested admission . . .” Fed. R. Civ.
P. 36(a). Instagram’s answer to this request is nonresponsive. Whether GRAM is recognized by
consumers as a reference to Instagram is entirely separate from whether Instagram has ever used

GRAM, by itself, as a trademark.

Request for Admission Nos. 3, 4. Instagram’s objections on the grounds of relevance
are unfounded for the same reasons as set forth with respect to Request for Admission No. 1.
Nor are the phrases “claimed exclusive ownership” or “claimed exclusive trademark rights in the



suffix” vague and ambiguous. These phrases are made up of ordinary words with plain
meanings. That a discovery request calls for a legal conclusion is not a valid objection. See, e.g,
Thomas v. Cate, 715 F. Supp. 2d 1012, 1029 (E.D. Cal. 2010). In any event, the requests do not
call for legal conclusions. Rather, they call for an admission as to the fact whether Instagram
ever claimed the specified rights. Instagram’s answers to these requests are nontesponsive.
Whether GRAM is recognized by consumers as a reference to Instagram is entirely sepatrate
from whether Instagram has ever claimed exclusive ownership or trademark rights in GRAM.

Request for Admission Nos. 5, 6, 11, 13-15. These requests seek Instagram’s
understanding of the meaning of the components of its asserted marks. Instagram’s objection
as to relevance 1s unfounded since Instagram has asserted a claim of likelihood of confusion
under Lanham Act § 2(d). One of the elements to be evaluated in a § 2(d) claim is the similarity
of the marks at issue “as to appearance, sound, connotation and commercial impression.”
DuPont, 476 F.2d at 1361. Accordingly, the meaning of the components of the mark is relevant
to Instagram’s claim. Nor is the term “connotes” vague and ambiguous. The verb comes
directly from the DxPont holding that governs the Board’s analysis in this proceeding.

Instagram’s answers to Requests 5 and 6 are nonresponsive. Whether GRAM 1is
recognized by consumers as a reference to Instagram is entirely separate from what Instagram
understands the components of its mark to mean.

Request for Admission No. 12. Instagram has apparently based its denial of this request
for Admission on a crabbed reading of the phrase “in the application.” To remove any
conceivable doubt, this phrase refers to the file wrapper associated with Reg. No. 4,146,057.
The USPTO’s assignment of a pseudomark to the referenced application is a fact readily
verifiable by reference to the application history. Accordingly, the denial does not appear to
fairly meet the substance of the request.

Requests for Admission Nos. 16-17. A request for admission may seek an admission
that a document is genuine. Fed. R. Civ. P. 36(a). Instagram’s objections on the ground that
these requests would require it “to authenticate and verify a third party internet printout” ate
thus unfounded. Instagram’s objection that the request is vague, ambiguous is misleading
because it refers to the Random House dictionary, while the document comes from
www.dictionary.com, is equally unfounded. www.dictionary.com is simply the URL from which
the document was printed. Indeed, the document on its face states that it is “based on the
Random House Dictionary,” and bears a Random House Dictionary copyright notice under the
definition in question. Likewise, the objection that Exhibit A “does not appear to include an
‘Online Etymology Dictionaty definition” is simply wrong, and raises the question whether
Instagram actually read Flipagram’s Requests for Admission before assetting its objections. The
second page of Exhibit A plainly states:

“Word Origin and History for —gram

“suffix from telegram (1852), first abstracted 1979 (in Gorillagram, a proptietary name in
US.), and put to wide use in forming new words, such as stripagram (1981). The



construction violates Greek grammat, as an adverb could not propetly form part of a
compound noun.

Online Etymology Dictionary, © 2010 Douglas Hatper.”

Lastly, the fact that the page contains multiple definitions of the term “-gram” is
tmmaterial given that Request No. 16 seeks an admission regarding a specific one of those
definitions.

Request for Admission Nos. 18-19. Where a patty has insufficient information to
permit it to admit or deny a request for admission, the answer must “state in detail why the
answering party cannot truthfully admit or deny it. Fed. R. Civ. P. 36(a). Instagram has not
satisfied this requirement. Moreover, Instagram’s objections to these requests are unfounded.
The requests are not vague and ambiguous, because actual confusion is a well-defined concept
in tradematk law. And since the requests seek admissions regarding Instagram’s awareness,
plainly they do not call for information outside of Instagram’s possession, custody ot control.

Request for Admission Nos. 33-42. Instagram has refused to provide any answet to
these requests. 'They seek admissions regarding Instagram’s enfotcement efforts with tespect to
its marks. Discovery seeking this information is generally propet. See, e.g., American Soc’y of Oral
Surgeons v. American College of Oral and Maxillofacial Surgeons, 201 U.S.P.Q. 531, at *2-3 (T.T.A.B.
1979); Olin Corp. v, SAT. Arms Tech., 2008 WL 4354195, at n.17 (TTAB 2008). Thus, Instagram
must respond to these requests.

Request for Admission No. 58-61. Instagram’s objection regarding the term “Detived”
is mapplicable to Request for Admission No. 58, which does not use the term. Moteovet, these
requests seek information that is reasonably calculated to lead to the discovery of admissible
evidence because (1) Instagram put Trademark Reg. No. 4,531,884 at issue by suggesting in
discovery that a version of Flipagram’s logo is confusingly similar to that logo; (2) the requests
seek information relating to the strength of Instagram’s matks; and (3) Instagram defines its
marks in the Notice of Opposition as any mark containing the word Instagram.

Request for Admission Nos. 63-65. The existence of a license is a question of fact, not
of law. See, eg, A. Natterman & Cie. GmblH v. Bayer Corp., 428 F. Supp.2d 253, 259 (E.D. Pa.
2006). Even if a legal conclusion were required, Instagram would still be obligated to answer.
Cate, supra, 715 F.Supp.2d at 1029-30. Plainly, these requests ate both relevant and reasonably
calculated to lead to the discovery of admissible evidence, since Instagram would have no basis
to assert likely confusion or dilution if it licensed, or consented to, Flipagram’s adoption of the
FLIPAGRAM mark.

Request for Admission Nos. 67-69. These requests are relevant and reasonably
calculated to lead to the discovery of admissible evidence on the issue of the similarity of the
patties’ goods and services. They employ ordinary language to be interpreted according to its
plain meaning. Accordingly, Instagram must provide substantive responses to these requests.

Request for Production Nos. 1-2. The objection that the phrase “relate to Flipagtam” is
vague and ambiguous 1s plainly frivolous. This phrase is formulated in a manner that is



absolutely standard for discovery requests. Nor is it ovetly broad or unduly burdensome. It
does not seck “all documents,” but all documents that relate to Flipagram and its marks. Plainly,
these documents are relevant to Instagram’s claims that registration of the Flipagram mark 1s
likely to confuse consumers, and dilute Instagram’s mark, as well as Flipagram’s defense of
consent. Equally obviously, the request only requires Instagram to produce nonprivileged
documents in its possession, custody or control. Instagram’s attempt to limit this request is far
too narrow.

Limiting Instagram’s production to communications regarding Instagram’s objection to
Flipagram’s mark is ovetly narrow. On its face, this would exclude communications and other
documents indicating that Instagram consented to Flipagram’s mark, or did not view it as likely
to confuse consumers or dilute the INSTAGRAM mark.

Request for Production Nos. 4-5, 9, 39, 40, 42. Producing trademark file wrappers to
identify the goods and services covered by INSTAGRAM’s federal trademark registrations is
insufficient. As Instagram is no doubt aware, failure to use a mark in commerce in connection
with goods and services covered by the registration is a ground for cancellation of the mark. As
such, these requests seck information that relates directly to the validity of Instagram’s
registration. Moreover, Request No. 4 i1s not overly broad or unduly burdensome, because it
only seeks document “sufficient to identify” the in-use goods and services. To the extent
Request No. 39 seeks commercially sensitive information, Instagram can designate the
documents appropriately pursuant to a protective order.

Request for Production Nos. 7, 43, 44. Instagram served requests for production that
are virtually identical to these requests. (See Opposer’s First Set of Requests for Production of
Documents and Things, Nos. 20, 26, 48, 53.) Accordingly, Instagram must respond to
Flipagram’s requests.

Request for Production No. 12.  Instagram’s limitation of this request to
communications between management and third parties that relate to this opposition
proceeding is too narrow. Communications with third parties relating to the subject matter of
this proceeding - specifically, Flipagram’s mark and whether it is likely to create consumer
confusion or dilute Instagram’s marks - is also likely to lead to the discovery of admissible
evidence. Likewise, communications between nonmanagement personnel and third parties is
relevant. Please provide a full response to this request.

Request for Production No. 13. This request seeks Instagram’s repotts, studies, and
opinions, regarding consumer petceptions of INSTA- and GRAM-formative marks. Instagram
may possess non-privileged documents, such as marketing studies or internal analyses of the
strength of the components of its brand. These documents are plainly discoverable because
they may contain admissions against interest. None of Instagram’s objections is a proper basis
to refuse to provide any response.

Request for Production Nos. 15-20. Instagram’s response to this request is limited to
producing documents upon which Instagram intends to rely at trial. 'This is improper because it
seeks to exclude from production documents relating to the same subject matter that contradict,




rather than support, Instagram’s position. Instagram must produce documents that refer or
relate to the allegations in paragraphs 4, 10, and 18-20 of the Notice of Opposition and its
affirmative defense for “estoppel” regardless whether Instagram intends to rely on them.

As you know, the deadline to make expert disclosures is October 30, 2015. In otrder to
ensure that Flipagram obtains the documents its experts will need sufficiently in advance of that
deadline, please commit within one week of the date of this letter to producing all of the
requested documents, and produce those documents promptly.

Please do not hesitate to contact me with any questions.

Very truly yours,

Naomi Jane Gray
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BY EMAIL
October 30, 2015

Marcus Peterson, Esq.

Pillsbury Winthrop Shaw Pittman LLP
725 S. Figueroa, Suite 2800

Los Angeles, CA 90017
<matcus.peterson@pillsburylaw.com>

Re:  Instagram, LILC v, Flipagram, [LLC, 'TTAB Opposition No. 91217238

Dear Marcus:

I write to follow up on our telephone conferences of October 8 and 14, 2015 with
respect to Instagram’s responses to Flipagram’s written discovery requests.

Llipagram’s Discovery Requests to Instagram,

Interrogatory Nos. 1-2; Request for Admission Nos. 28, 56; Request for Production No.
3. During our discussions, you defended Instagram’s objections on the basis that the terms
“aware” and “know of” were vague and ambiguous, and that Flipagram’s definition of “You”
was so broad that it would require Instagram to consult with every single current and former
employee as to the state of his or her awareness. As I noted, the vagueness objections are
frivolous. “Know of” and “aware” are ordinary words that everyone understands. Nor would
responding to the requests require inquiry of every current or former employee. A party’s
obligation in responding to discovery 1s to search sources within its possession, custody or
control where information is reasonably likely to be located. Obviously, former employees and
any documents they may have are not within Instagram’s possession, custody or control. As for
employees within the company, Instagram need only consult those who are reasonably likely to
have responsive information. These objections are straw men.

After extensive discussion, during our initial call on October 8, you stated that Instagram
would be willing to produce information responsive to these requests as to its legal counsel’s
awareness or knowledge of Flipagram, but only 1f Flipagram would agtree not to move to compel
further responses. I objected to this limitation during both of our conversations. Duting our
follow-up call, you agreed to reconsider whether Instagram would produce the information
tregarding legal counsel without requiring Flipagram to waive its right to move to compel further
responses. At the end of the call, you stated that you would “think about it and can figure
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something out.” Instagram has still not committed to producing even the information as to its
legal counsel.

Instagram’s limitation of its responses to its legal counsel’s knowledge or awareness of
Instagram is ovetly restrictive. Obviously, a company’s legal counsel tends to be informed of
matters well after the business team is aware of those matters. Limiting your response to legal
counsel would thus give the misleading impression that the company was aware of Flipagram
later than it actually was. Flipagram is entitled to full responses to these requests, which seek
information that is plainly calculated to lead to the discovery of admissible evidence regarding
Flipagram’s defense of consent.

Moreovet, it is highly improper for Instagram to condition its production of information
on Flipagram’s waiver of its right to move to compel further responses. The purpose of
meeting and confetring is to narrow the scope of issues to present to the Board. Refusing to
give anything absent a waiver of the right to move to compel defeats this purpose.

If Instagram has reconsidered and is willing to produce information from a wider range
of sources within the company, please let me know.

Instagram has refused to provide a response to Request for Admission No. 56 regarding
HIPSTAMATIC. Hipstamatic is a similar app with a similar name that has seniority of
trademark use. It is plainly relevant to the strength of the Instagram Marks. Please respond to
this request.

Interrogatory Nos. 3-4; Request for Production Nos. 11, 32.

These requests seek information regarding legal challenges to, and communications with
third parties regarding, GRAM- and INSTA-formative marks. During our initial call, you stated
that Instagram was only willing to produce representative information regarding legal challenges
and communications telating to GRAM-formative marks in the United States, but not INSTA-
formative marks. Although you claimed that providing a full response with respect to GRAM-
formative marks would be too burdensome, you could not give me an estimate of how many
legal challenges or communications there had been, or explain to me what selection criteria
Instagram would use to retrieve its “representative sample.” You represented that you would
get information from Instagram regarding the culling process and would consider looking into
how many legal challenges and communications there had been. As for information relating to
INSTA-formative marks, you asserted that such marks have no relevance to these proceedings.
I pointed out that Instagtam is seeking to enforce rights in a mark that is made up of two
elements: INSTA and GRAM,; thus, information regarding INST'A-formative marks is relevant
to the strength of Instagram’s asserted matk. Despite my repeated requests, you could not
articulate a reason why information relating to INST'A-formative marks would not be relevant to
the strength of INSTAGRAM.

By the time of our follow-up call, you still did not have information regarding the culling
process that Instagram intends to use to select the “representative sample” of information
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regarding GRAM-formative marks. During the follow-up call, you said would discuss with
Instagram the possibility of narrowing the request by defining the places where Instagram would
search for responsive information. You asked that Flipagram consider how much responsive
information it would be willing to accept. I agteed to consider this question with Flipagram,
though of course it is a very difficult question to answer before Instagram defines the universe
of potential responsive information and how much it is going to cull from its responses.

Please let me know (1) approximately how many responsive legal challenges and
communications have occurred; where Instagram is willing to search for responsive information;
and the criteria it intends to apply to cull “tepresentative” information; and (2) when Instagram
can produce the information.

Interrogatory No. 5; Request for Admission Nos. 43-55; Request for Production No. 31.

These requests seck information regarding Instagram’s promotional efforts and
consumer studies relating to thitd-party INSTA- and GRAM-formative marks. During our
initial call, you stated that Instagram would not produce any information telating to INSTA-
formative marks, and continued to insist that such marks are not relevant to this dispute. I
explained that Instagram has put INSTA at issue by secking discovery from Flipagram regarding
its prior use of the matk INSTABACKGROUND. You stated that such use is relevant to
Flipagram’s intent under the du Pont factors. I again presséd you for a rationale why INSTA is
not relevant to the strength of Instagram’s mark. You responded, “It’s an academic exetcise to
explain why INSTA isn’t relevant to the strength of the mark.” You also asserted that
Instagram’s promotion of GRAM-formative matks is not relevant. At the end of out initial call,
you committed to thinking further about these responses and discussing them with your client.
During our follow-up call, you stated that Instagram “maintains its objection” to any
information regarding INSTA-formative marks.

An “academic exetcise” is generally understood to be one that has no practical meaning
or application in the real wotld. Explaining Instagram’s basis for asserting that INSTA is not
relevant is hardly an “academic exercise.” We await your explanation.

[nterrogatory No. 6; Request for Production No. 23. These requests seek identification
of past or present users of the Instagram API that used a GRAM-formative or INSTA-
formative mark. In our initial call, you disputed that these requests were virtually identical to
Instagram’s requests seeking identification of users of the FLIPAGRAM matk and information
regarding Flipagram’s selection and development of the INSTABACKGROUND mark. You
also asserted that some requests “ate relevant one way and not the other,” arguing that even if
Instagram asked vittually identical requests, Flipagram could not do the same. In response to
Instagram’s objections, I clatified duting the call that Flipagram secks information telating to
past or presents usets of the Instagram API that used a GRAM- or INSTA-formative mark in
connection with the API. You asserted that this clarificaion would not help, because it did not
address Instagram’s othet objections. Duting out follow-up call on October 14, you committed
to following up and discussing these requests further with your client.
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Please let me know whether Instagram will supplement its responses to these requests.

Interrogatory No. 7. As I noted in my September 24 letter to Mr. Ghajar, and teiterated
during our calls on October 8 and 14, Flipagram is entitled to serve 75 interrogatoties on
Instagram. Instagram objects to this Interrogatory on the ground that it would require answets
with respect to approximately 40 requests for admission. Taking into consideration that
Flipagram has setved a total of 16 interrogatories on Instagram, responding to this Interrogatoty
with respect to 40 responses to Requests for Admission would not exceed the 75-interrogatory
limit. You did not dispute this. Consequently, according to Instagram’s own counting
methodology, responding to this interrogatory would yield a total interrogatory count of 56. By
Instagram’s own admission, Flipagram has not excceded the permissible number of
interrogatories.

Notwithstanding the fact that there is no actual dispute over whether Flipagram has
exceeded the allowable number of interrogatoties, Instagram has insisted that it will not respond
to this request unless Flipagram agrees to Instagram’s counting methodology. Since even
Instagram’s counting methodology gives it no basis to object to responding to this request,
Instagram’s objection is frivolous.  Nonetheless, for purposes of streamlining this meet and
confer process, Flipagram will limit this interrogatory to seek responses relating to the following
requests for admission: 1, 3-6, 24, 26, 32, and 66. For purposes of the first set of interrogatories
only, Flipagram will agtee that if Instagram provides full responses relating to the specified
requests for admission, Flipagram will have propounded a total of 25 interrogatoties. Flipagtam
reserves its rights to seek responses relating to requests for admission for which Instagram has
not yet provided a substantive response , but has promised to supplement.

Interrogatory No. 11: Request for Production Nos. 24-25, 33-36, 38. These tequests
seek information relating to the explicit petmission in the Instagram API Terms of Use for users
to employ either “Insta” or “Gram” in their names, as well as legal challenges and
communications relating to cettain third-party marks and Instagram’s asserted marks. Instagram
has refused to tespond to these requests unless Flipagram provide legal authotity for the
proposition that the Instagram terms of use in effect at the time Flipagram adopted its matk ate
relevant. “A trademark owner may be precluded from terminating its consent by the exptess ot
implied terms of an agreement with the actor. The trademark owner may also be estopped from
terminating the consent if the terminaton would be inequitable because of the actor’s
reasonable reliance, evaluated in light of the specific terms of any agreement between the
parties.” Restatement (Third) on Unfair Competition, § 29, comment d (1995). The Instagram
API Terms of Use in effect at the time Flipagram adopted its trademark affirmatively granted
Instagram’s consent to third-patty adoption and use of INSTA- and GRAM-formative matks.
Consequently, discovery relating to the API Terms of Use in effect in early 2012 is relevant.
Please respond to these requests. ‘

Interrogatory No. 12; Request for Production 29. During our call, you stated that
Instagram would be willing to revisit its objections to these requests once the parties have
entered an appropriate protective order. Thomas Harvey sent you a proposed protective order
on August 13, 2015, and has followed up with you repeatedly since then. I asked regarding the
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status of the proposed protective order duting out calls on October 8 and 14. During each of
our calls, you committed to check in with your client regarding its review of the proposed
order’s terms. As of the date of this letter, Instagram still has not responded to any of these
inquiries. Instagram cannot sit on a proposed order for months and then refuse to respond to
discovery on the basis that the order has not been finalized and entered.

Interrogatory No. 13. During our telephone calls, T stated that Flipagram would agtee to
narrow this Interrogatory to goods and services offered under GRAM- or INSTA-formative
marks using the Instagram API. During our first call, you stated that this limitation “would
help.” Duting our second call, you committed to consult with your client on this limitation.

[nterrogatory No. 14; Request for Production No. 8. During our calls, you indicated that
Instagram’s relevance objection to these requests is “not the holdup” and that Instagram “could
figure out” these terms. Instead, Instagram’s primary objection to these requests is on the basis
of relevance. Despite the fact that Instagram served virtually identical requests on Flipagtam,
Instagram will not respond to these requests.

Request for Admission Nos. 1, 3, 4. Instagram has refused to supplement its tesponses
to these requests.

Request for Admission Nos. 5, 6, 11, 13-15. During our initial call, you committed to
ask your client whether it would respond to these requests if Flipagram narrowed them to
Instagram’s undetstanding of the terms at issue. Duting our second call, you stated that you
wete still waiting to hear back from Instagram on these requests.

Requests for Admission Nos. 12, 16-17. Instagram has refused to supplement its
response to these requests because it will not “admit that a document says what it says.” But
Instagram’s request for admission no. 66 asks the same type of question. Please respond to
these interrogatories.

Request for Admission Nos. 20-22. Instagram has objected to these requests on two
grounds: (1) that it does not understand what actual consumer confusion means; and (2) that the
request supposedly calls for information outside its possession, custody or control. The first
objection is plainly frivolous. The presence or absence of actual consumer confusion as
between an applied-for mark and an existing mark is one of the du Pont factors, and Flipagtram is
entitled to know whether Instagram has received any communications indicating that consumets
are confused. As for the second objection, as we discussed during our call, inherent in every
discovery request that is propounded is the notion that a party need only respond with
information that is in its possession, custody or control. Therefore, Instagram’s second
objection is baseless. Instagram plainly knows whether it has evidence of consumer confusion.
Please respond to these requests.

Request for Admission Nos. 28-31. 'These request seeks information relating to when
Instagram learned of Flipagram’s use of the FLIPAGRAM trademark and when Instagram
began objecting to that use. Instagram’s objections to these requests are baseless. The term
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“knew of” is not vague and ambiguous. The request is not overly broad or unduly burdensome
because it only requires Instagram to inquire as to the knowledge of employees who are
reasonably likely to have responsive information. And the request seeks information relevant to
Flipagram’s defense of estoppel by consent. As noted above, a trademark owner’s consent to a
third party’s adoption of a mark, once given, cannot be revoked. Plainly, the timing of
Instagram’s knowledge of Flipagtam is relevant to this question. Please respond to this request.

Request for Admission Nos. 33-42. Instagram has agreed to respond to these requests
as to the enforcement of GRAM-formative marks in the United States, but not INSTA-
formative matks. You have not ptovided a date by which Instagram will provide the responses.

Request for Admission No. 58-61. Instagram objects to these requests on the grounds
that Instagtam’s adoption of these marks is not relevant. You asked me to cite authority
suppotting these requests. “Information concerning a party’s selection and adoption of its
involved mark is generally discoverable (particulatly of a defendant).” TBMP § 414; see arian
Assocs. v. Fairfield-Noble Corp., 188 U.S.P.Q. 581 (T.T.A.B. 1975) (party is entitled to discovery
relating to the circumstances surtounding adoption of mark at issue). As you are aware,
Flipagram is challenging Instagram’s right to register the INSTAGRAM tradematk. Moreover,
Instagtam’s Notice of Opposition defines its marks as any mark containing the word
“Instagram.”  Several components of Instagram’s design marks copy, or are derivative of,
Polaroid marks. Accordingly, these requests also seek information relevant to the strength of
Instagram’s asserted marks.

Request for Admission Nos. 63-65. During our initial call, you stated that Instagram is
not required to respond to questions of law. I pointed out that, as noted in my September 24
letter, the existence of a license is a question of fact, not of law. See, e.g, A. Natterman o Cie.
GmbH v. Bayer Corp., 428 F. Supp.2d 253, 259 (E.D. Pa. 2006). Even if a legal conclusion were
requited, Instagtam would still be obligated to answer. Thomas v. Cate, 715 F.Supp.2d 1012, 1029-
30 (E.D. Cal. 2010).

You stated that you would provide me with relevant authority demonstrating that
Instagram does not have to respond to questions of law. Please either provide such authotity ot
respond to the requests.

Request for Admission Nos. 67-69. Instagram has refused to supplement these
responses on the grounds that the identification of goods and services in Instagram’s
registrations is what conttols rather than how Instagram uses the marks at issue.

Request for Production Nos. 1-2.  Duting our first telephone conference, you stated
that you “have no clue what exists” in the way of responsive documents, but that responding
would be unduly butdensome and itrelevant. You did not explain why searching for such
documents would be unduly burdensome ot irrelevant. During our second telephone
confetence, you stated that Instagram would respond to the requests if narrowed. However,
you refused to provide me with any guidance as to how the requests would need to be narrowed
in order for Instagram to be willing to respond to them. Obviously, only Instagram knows what
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documents it has in its possession. I repeatedly asked you to tell me what documents Instagram
thinks would be encompassed by this request that would not be relevant or that would be ovetly
broad, so that T could attempt to natrow the request in a way to exclude those documents. You
would not do so, but simply insisted that Flipagtam narrow the requests. Flipagram is thus left
to guess how to amend these tequests in a manner that would satisfy Instagram and exclude
from the universe of responsive documents items that would have no relevant to this dispute.
Instagram’s refusal to wotk cooperatively with Flipagram to narrow these requests defeats the
putpose of the meet and confer process. Tellingly, Instagram’s request for production no. 58 is
virtually identical to this request.

Please ecither provide some guidance as to why the requests are overbroad so that
Flipagram can narrow them in a way that is productive and makes sense, ot respond to the
request as written.

Request for Production Nos. 4-5, 9, 39, 40, 42. During our initial call, you stated that
Instagram would not supplement its tesponses to these requests; but that if Flipagram thinks
there is a specific good ot service that is not in use under Instagram’s marks, Flipagram should
first identify that good or service. Flipagram is not required to do so. Instagram bears the
burden of proving that its registrations are valid. Accordingly, it is requited to produce the
requested information.

With respect to Request No. 39, you have agreed to produce information pursuant to a
protective order. Please tespond to the proposed protective order that Thomas Hatvey sent you
on August 13, 2015, well over two months ago.

Request for Production Nos. 7, 43, 44. During our initial telephone conference, you
stated that “Instagram doesn’t do advertising or marketing,” implying that there would be no
documents responsive to Request nos. 7 and 43. If that were the case, then Instagram would
not need to object to those requests on the grounds that they are unduly burdensome. If
Instagram has no responsive documents, it should amend its response to say so. If it does, it
should produce the requested documents.

Instagram has agreed to supplement its tesponse and produce documents responsive to
Request No. 44 aftet the protective order is finalized. Please respond to the proposed ptotective
otder that Thomas Hatvey sent you on August 13, 2015, well over two months ago.

Request for Production No. 12. During our telephone conference, you stated that the
language regarding “the subject matter of” this proceeding was confusing because Instagram
thought it meant this proceeding alone, and not the issues raised in this proceeding. My lettet,
howevet, cleatly stated that limiting this request to “this opposition proceeding is too nattow.”
You also reiterated your eatlier objection that the request would require Instagram to seek
documents from every single employee in the company. For the reasons stated previously, this
is obviously not the case. Instagram continues to refuse to supplement its response to this
request.
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Request for Production No. 13. Duting our initial call, you asked if Flipagram would
narrow this request to seck documents regarding consumer perceptions of the INSTAGRAM
mark, rather than INSTA- and GRAM-formative matks. Instagram, however, has asserted in its
discovery responses that consumers understand INSTA and GRAM to refer to Instagram.
Obviously, it must have had a basis for making that assertion. Any studies, reports or opinions
in Instagram’s possession relating to this assertion are thus relevant. You stated that “there
might be something” that Instagram “can respond to” if Flipagram “is asking for studies
regatrding the perception of the INSTAGRAM mark.” Plainly, any such documents would be
tesponsive to the trequest as propounded, and Instagram should produce them promptly.
Although you offered to produce any expert reports prepared on this issue once they ate
prepated (which Instagram would be required to do anyway), contemporaneous documents
prepated in the ordinary course of business are, of course, relevant and probative of this issue.

Request for Production Nos. 15-20. Instagram’s response to this request is limited to
producing documents upon which Instagram intends to rely at trial. ‘This is improper because it
seeks to exclude from production documents relating to the same subject matter that contradict,
trather than support, Instagram’s position. Instagram must produce documents that refer or
relate to the allegations in patagraphs 4, 10, and 18-20 of the Notice of Opposition and its
affirmative defense for “estoppel” regardless whether Instagram intends to rely on them.

Instagram’s Discovery Requests 1o Flipagran.

Interrogatoties - General. Where Flipagram has responded to interrogatoties by
referting documents pursuant to Fed. R. Civ. P. 33(d), Instagram has requested that Flipagram
identify the tresponsive documents being produced. Pursuant to Fed. R. Civ. P. 33(d) and
TBMP 405.04(b), once Flipagram has produced the documents in question, it will supplement
its responses to specify those documents in sufficient detail to permit Instagram to locate and
identify them as readily as Flipagram can.

With respect to the “general” issue you raised regarding Flipagram’s responses to
tequests regarding INSTABACKGROUND, I can confirm that Flipagram is not withholding
any documents based on the objections that the requests lack foundation and assume facts.

Interrogatory No. 1. You acknowledged that Flipagram agreed, in its initial written
responses, to produce documents responsive to this interrogatory, and that Instagram withdraws
this item from its meet and confer efforts.

Intertogatory Nos. 29-35.  Flipagram will supplement its responses to these

interrogatories.

Requests for Admission 14-15. During our second telephone conference, Instagram
offered to amend this request to replace “well known” with “known to a majority of U.S. usets
of social media.” That amendment addtesses Flipagram’s vagueness objection. It would not,
however, change Flipagram’s response.
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Requests for production - General. With respect to a date for the mutual exchange of
documents, Flipagram has been prepared to begin producing documents since mid-October. As
you know, the date of the mutual exchange has been the subject of discussions between you and
Thomas Harvey. Please let us know when Instagram will be ready to make a mutual production.

With respect to its responses to trequest nos. 36-48, Flipagram agrees to replace
“nonprivileged” for “non-objectionable.”

Request for Production Nos. 15, 17. Flipagram will produce documents responsive to
these requests.

Request No. 25. Flipagram expects that documents that it has already agreed to produce
in response to interrogatory no. 20 will also be responsive to this request.

Request No. 54. You stated duting our initial telephone conference that this request is
not intended to ask for Flipagram’s trial exhibits, but rather “other documents that Flipagram
intends to rely on that ate not tesponsive to other requests.” Any documents that Flipagram
intends to rely on at trial will be disclosed in its pretrial exhibit list. Obviously, it is too eatly in
the proceedings for Flipagram to have determined what those documents will be. Consequently,
this request is premature.

Summary

No later than November 6, 2015, please (1) confirm in writing that Instagram will
supplement its responses and produce the information it has agreed to produce no later than
November 13, 2015; and (2) tespond to the proposed protective order that Thomas Harvey sent
you on August 13, 2015. '

Please do not hesitate to contact me with any questions.
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VIA EMAIL

Marcus Peterson, Esq.

Pillsbury Winthrop Shaw Pittman LLP
725 S. Figueroa, Suite 2800

Los Angeles, CA 90017
<marcus.peterson@pillsburylaw.com>

Re:  Instagram, LLLC v. Flipagram, 1.1.C
TTAB Opposition No. 91217238

Dear Marcus:

I wtite to meet and confer regarding Instagram’s responses to Flipagram’s second set of
discovery requests. Like its responses to Flipagram’s first set of discovery requests, Instagram’s
tesponses to this set are insufficient. Instagram has refused to respond to a majority of the
requests. Where Instagram has offered substantive responses, those responses are evasive.
Instagram has refused to tespond to several requests that are neatly identical to requests that
Instagram itself has made. Flipagram requests that Instagram promptly supplement its
responses to the following requests.

Interrogatory No. 18; Request for Admission Nos. 77-78, Request for Production Nos.
45-46, 50-51. These tequests seck information regarding Instagram’s decision to repudiate its
ptior API Terms of Use, which gave explicit permission for Flipagram and others to incorporate
either “Insta” or “Gram” in their names. It also seeks related information about the benefits
Instagram detives from maintaining its API. These requests are clearly relevant to the
affirmative defenses of unclean hands and estoppel by consent. Moreover, at your request,
Flipagram already has provided you with legal authority showing why Instagram’s prior express
terms are relevant. (See my October 30, 2015 letter at p. 4.) “Estoppel can also prevent the
trademark owner from withdrawing or terminating a consent. That is, the person who benefits
from the consent to use the trademark may so rely on the consent as to create an estoppel which
prevents later withdrawal or termination of the consent.” McCarthy on Trademarks, § 32.106.
These requests are plainly relevant.

Instagram also raises a variety of unfounded vagueness objections. For example,
“notify” is an ordinary word with a plain meaning. So are the words “analysis,” “benefit,” and
“value,” which are identical to the words that Instagram used in its own discovery requests (see
Instagram’s Request for Production Nos. 38-40). Similarly, because Request for Production No.
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46 is essentially identical to Instagram’s Request for Production No. 36, Instagram has waived
any right to object to it. Sentrol, Inc. v. Sentex: Sys., Inc., 1986 WL 83726 (I'T.A.B. 1986), at *3
(explaining right to object is waived because identical discovery requests were served on the
adverse party).

Please respond to these requests promptly.

Request for Production Nos. 48-49. Instagram has refused to respond to these requests
on relevance and vagueness grounds. Request No. 48 seeks documents relating to Flipagtam in
connection with Instagram’s development and use of the video feature on the Instagram app.
This request is relevant to the similatity of the parties’ respective goods and services and to
Flipagram’s affirmative defense of unclean hands. Instagram’s relatively recent decision to
expand to video supportt, after Flipagram pioneered many video functionalities, raises questions
regarding Instagram’s motivation for opposing Flipagram’s trademark application. Flipagram’s
request is narrowly tailored to investigate this issue. Indeed, it is similar to Instagram’s Request
for Production Nos. 13-14.  Sentro), Inc., supra, at *3. 'To address Instagram’s vagueness
objection, “video feature” refers to Instagram’s support for videos, not just photos, on the
Instagram app. “Relate to Applicant” means mention or discuss Applicant.

Request No. 49 seeks your communications or agreements regarding the trademark
SHOWMEGRAM. This request is plainly relevant as it concerns another GRAM-formative
trademark registration for a set of goods and services similar to those of Flipagram. Instagram
consented to the registration of the SHOWMEGRAM matk, thus acknowledging that the mark
is not confusingly similar to its INSTAGRAM Marks. Although Instagram also claims that it
does not understand the terms “relate to” and “concerning,” these are routine phrases and they
permeate Instagram’s own discovery requests. Please respond to these requests.

Request for Admission Nos. 70-71. These requests seck to establish certain facts, not
reasonably subject to dispute, without the necessity of formal proof at trial. This is a central
and well-settled function of tequests for admission. See, e.g., Champlin ». Oklahoma Furniture Mfs.
Co., 324 F.2d 74 (10th Cir. 1963). Request No. 70 seeks to confirm the date that Instagram first
became available on the Android platform. This is relevant to the fame of the INSTAGRAM
Marks and the parties’ respective channels of trade in the DuPont analysis. ~ Similatly, Request
No. 71 seeks to confirm the date that Instagram first provided access to its service on the web, a
fact that was well-publicized in this Instagram blog post:
<http://blog.instagram.com/post/42363074191 /instagramfeed>. This request is relevant to
the fame and strength of the INSTAGRAM Matks, the channels of trade, and the validity of
Instagram tradematk registrations. To address Instagram’s vagueness objection, “make the
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Instagram setvice available on the world wide web” refers to making the Instagram photo feed
available on a web browser. Please supplement these responses. '

Request for Admission Nos. 73-74, 76. These requests seek admissions regarding the
genuineness and accuracy of certain documents. These are routine requests that petform
another central function of requests for admission. Fed. R. Civ. Proc. 36(a)(1)(B).  Instagram’s
objections and responses are evasive. For example, request Nos. 73-74 seck to confirm the
accuracy of Instagram’s own policies from Instagram’s own website as of a certain date.
Instagram claims it is unable to tespond based on the fact that these pages are archived through
a web archive. Obviously Instagram has the ability to confirm the accuracy of these pages.
Similarly, Request No. 76 seeks to confitm the genuineness of email correspondence between
the parties. But Instagram admits only that the document “purports to be an email chain,”
sidestepping the purpose of the request: to dispose of an issue about which there is no actual
dispute. Please supplement these responses.

Request for Admission Nos. 79-81. In its applications to register the INSTAGRAM
Marks at issue in this dispute, Instagram claimed to be using the marks in connection with
various goods and setvices that it appears Instagram does not actually provide. Flipagram tests
these claims in this series of requests, adopting the exact language that Instagram itself used in
its goods and services descriptions with the USPTO. Instagram’s vagueness objections to this
language are frivolous. These requests are plainly relevant because they speak to the strength of
the marks and Flipagram is challenging the validity of Instagram’s registrations. Please respond
to these requests.

Summary

Please advise me of your availability this week to discuss the foregoing issues.
Alternatively, please confirm in writing by November 6 that Instagram will supplement its
tesponses and produce responsive documents no later than November 13, 2015.

Please do not hesitate to contact me with any questions.

Very truly your

Naomi Jane Gray

NJG:cl
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Marcus D. Peterson
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November 18, 2015

Naomi Jane GrayEsq

Four Embarcadero Center
39th Floor

San Francisco, CA 94111

Re: Instagram adv. Flipagram Opposition No. 91217238
Meet and Confer Discussions

DearMs. Gray

We are writingn response to your October 30 letter regarding the parties’
meet and confer efforts and November 3 letter regarding Instagram’s respons
Flipagram’s second set of discovery requests. This is also in follow-up to our
multiple meet and confer efforts by phone.

October 30 Letter

As an initial matter, we take exception with your attempts to parse words from
our discussion and to take things out of context. We have genuine disputes on a
number of topicsand we are happy tcontinue to discuss those with you in an
attempt to resolve the issues raised in your initial meet and confer letter argd dur
our calls on October 8 and 14. Althougk have no interest in engaging in a game of
“he said, she said,” we must clear tkeard on a couple of points.

1. Interrogatory Nos. 1-2; Requests for Admission Nos. 28, 56; Request for
Production No. 3

These equests seek information and documents relating to Instagram’s (as
broadly defined in your Definitions to include former employéagjareness” of
Flipagram or its goods and servicé¥e made clear during our call that all of the
discovery requests in this category were objectionable on a number of grounds,
including that they were overly broad and unduly burdensome, but that firespga
to reach a resolutiomnstagramwould agree to respond to a narrower request.
Instagram proposed such a narrower request, offering to provide information as to
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when in-house legal coundscameaware of your client, based on your assertion in
your meet and confer letter that the requests were not unduly burdensome because
Instagram need only search through its “trademark and other related Westade

that offer to avoid any further disagreernena motion to compel on these requests,
which is appropriate given that we have no obligation to respond to these requests
since they are objectionable on a number of grounds. You refused that offer without
even suggesting an alternative to narrowing the requests. We are still tailling
consider anyroposal you have in that regard.

Moreover, you still have n@xplained the relevance of the informatsmught
in these requests in view of the fact tRpagram’s delaypased defenses were
stricken, and an Instagram employees’ “awareness” of your client ervises has
no bearing on your consent or unclean hands defenses.

Finally, as to the HIPSTAMATIC mark (Request for Admission 56), we
simply disagree that there is any relevance to that mark in this proceedimgland
maintain our response.

2. Interrogatory Nos. 3-4; Request for Production Nos. 11, 32

These requests seek information and documents relating to Instagram’s
trademark enforcement against othrearks with the prefifNSTA- or -GRAM suffix.
Instagram objected to these requests on a number of grounds, which we do not repeat
here

Nonetheless, during our calls, we offered to produce a representative sample
of enforcement efforts against GRAMrmative marks in the United States. My
understanding is that there have been over 100 plties that have been contacted
by Instagranrelating to trademarkbjections. Going through and locating
documents “relating” to each of trematters, or even attempting to determine where
to “search for responsive information” as to all of those mais®verly broad and
unduly burdensome, either which outweigh your client’s desire to have all sich file
and documents. We are unaware of any authority that would require Instagram to
search for and produce the entirety of this type of information. If you have #yuthori
that supports your position, please send it to us.

Otherwise Instagram is within its rights to stand on its responses, but is
willing to produce representative samples in an effort to reach an agreemieist on t
issue. Please let umow what you propose in terms of narrowing these requests.
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3. Interrogatory No. 5; Request for Admission Nos. 43-55; Request for
Production No. 31

These requests seek information, admissions, and documents relating to
INSTA- and GRAMformative marks thatistagram has “promotedivhich
Flipagram attempted to define ‘és draw positive attention to something in the
public medium, or to publicly encourage its growth, progress, adoption, or sales. To
‘Promote’ specifically includes featuring Third PartiesYur Blog, as described in
paragraph 14 of Your Counterclaim Answer.”). Instagram objected on a number of
grounds.

In your letter, you have atcurately quotedur conversation, specifically my
comment regarding diacademic exercisé . During our call, you and | had gone
backandforth regarding information you seétr “INSTA-Formative Marks.” We
disagreed as to the relevance of such information, and | mentioned that continuing to
try to convince you to accept Instagram’s position felt like ademic exercise
because the parties simply were not going to agree on that point. And even assuming
arguendathat the information is relevant, Instagram objected to these requests on a
number of other grounds (including on the grounds that the requestsage and
ambiguous, overly broad, and unduly burdensome), none of which yoeveve
addressed.

Further, as you note, your client’'s adoption of the INSTABACKGROUND
markis relevant to its intent in selecting the FLIPAGRAM makkowever, yu did
notdemonstrate the relevance of third party INSfbAmative marks, only arguing
that they go to the “strength of Instagramark’ We disagree and you have not
provided any authority to support your position.

For example, gu have not explained why the name INSTACANE (RFA No.
50) has any relevance to this current proceeding or why dissecting portibes of t
INSTAGRAM mark is proper for a “strength” analysis. Taking yoguanent to its
logical conclusionwhether the “INSTA”portion of the INSTAGRAM mark is
“weak” (a position with which we disagree) hasbearing on your client’s attempt
to registethe markFLIPAGRAM.

Accordingly, Instagram will continue to maintain its objections to these
requestsinless you can addredsd@ Instagram’s objections

4. Interrogatory No. 6; Request for Production No. 23
These requests seek information and documents relating to “all past and

present users of the Instagram API that used a GiRANhative Mark or INSTA
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Formative Mark.” Instagram objected to these requests on a number of grounds.
Your clarification as to the meaning of Interrogatory Na.ethat it is directed to

third parties who used such a mark in connection with the Instagram API, does not
address the other objections.

In defending the propriety of your requests, you argued that they were
“virtually identical” to request propounded by Instagram. Eviéthe requests were
“identical,” that alone is not a basis for requiring Instagram to answer tBeeMiss
America Pgeant v. Petite Productions, Ind.7 USPQ2d 1067, 1069 (TTAB 1990)
(“We are persuaded, however, that certain of the interrogatories were proper when
served upon respondent but are unduly burdensome when served upon
petitioner’).Accordingly, Instagram wilcontinue to maintain its objections to these
requests If you are able taddress the other bases for Instagram’s objections and
provide legal authority in support of your position, we would be willing to reconsider
our objections.

5. Interrogatory No. 7

This Interrogatory seeks information supporting any response to a Request for
Admission that is not an unqualified admission. Instagram objected that the
Interrogatory is compound and also incorporated the objections to each Request for
Admission. While Instagram is under no obligation to respond to the compound
Interrogatoryit offered to respond to the Interrogatorytasertain ofthe Requests
for Admission so long as the parties agreed that each Request for Admission for
which Instagram provided the requested information would count as a separate
Interrogatory response.

You were unwilling to make such an agreement, in effect asking Instagram to
respond fully to the compound Interrogatory and leaving for a later date a
determination of the number bfterrogatories Instagram had answered, creating the
potential for future conflictBecause we could not reach an agreement, Instagram
continued to rest on its objections.

It appears you are ngwn your October 30 letter, narrowing the Interrogatory
to seek information as to Request for Admission Nos. 1, 3-6, 24, 26, 32, and 66.
Instagram rested on its objections on some of those Requests for Admission, and
responded to others. Instagram will agree to provide the requested information as to
those it denied or gave a qualified admission (Request for Admission Nos. 5, 6, 24,
26, 32) if Flipagram agrees that such a response will be counted as five inteyrogator
responses, and if it agrees not to pursue further such responses as to other Requests
for Admissbn.
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6. Interrogatory No. 11; Request for Production Nos. 24-25, 33-36, 38

These requests seek information and documents relating to Instagram'’s API
terms of use and changes to those tdinterrogatory No. 11 and Request for
Production No. 25) as well as documents relating to third parties with which
Instagram has a “business relationship” (Request for Production No. 24), license or
coexistence agreements (Request for Production Nos. 33-35), communications with
Polaroid (Request for Production No. 36), and “legal challenges” against thiesparti
(Request for Production No. 38). Instagram objected to the requests on a number of
grounds.

You appear to assert that Interrogatory No. 11 and Request for Production No.
25 seek relevant information because Instagram may have been estopped from
revoking its conser(ivhich is not how Flipagram plead its affirmative defenbaj
you stated on our call that you would send me a case on that issue. To date, you have
not done so +nstead citing generally to the Restatemeru also do not address
any of the objections as to the other categories of documents sought.

As you have not addressed the bases for Instagram’s objections to these
requestsinstagram maintains those objections.

7. Interrogatory No. 12; Request for Production No. 29

Interrogatory No. 12 seeks information relating qoidlity control over
“licensee’ of Instagram’s trademarks, while Request for Production No. 29 seeks
documentselating to quality control over users of the Instagram API. Instagram
objected to each request on several grounds. While the stipulated protective order
that was filedecentlyaddresses one of the grounds for objection, it does not obviate
all of Instagram’s objections. For example, you have not addressed the relevance of
seeking quality control over users of the Instagram API that are not@dssdies of
one of Instagram’s trademarks. Instagraaysupplement its responses to these
requests onced other objections have been addressed.

8. Interrogatory No. 13

This Interrogatory seeks information relating to quality control over wuders
the Instagram API. Instagram provided a full response to this Intevrggatlight of
its objections, which we discussed during our calls. | have consulted with Instagra
and it will not supplement its response.
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9. Interrogatory No. 14; Request for Production No. 8

These requests seek information and documents relating to the conception,
selection, and adoption ofdtagram’s trademarks. You claim that | “indicated that
Instagram’s relevanaabjection to these requests is ‘not the hold up.” This is untrue.
| stated that Instagram’s vague and ambiguous objections did not, alone, prevent it
from responding, and noted that the information sought is not relevant. You have not
identified any relevance for the information sought, other than stating thegrzst
served similar requests on Flipagram. As you know, Flipagram’s intent atisgle
its trademark is a faaton analyzing likelihood of confusion. Instagram’s intent in
selecting its own trademark is not a factor and has no relevance.

10.Request for Admission Nos. 1, 3, 4

These requests seek admissions relating to the meaning of “Gram.”rdnstag
objected to Reagest No. 1 and responded to Request Nos. 3 and 4. Instagram will not
furthersupplement these responses.

11.Request for Admission Nos. 5, 6, 11, 13-15

These requests seek admissions regarding the “connotafidhN'STA” and
“GRAM.” During our meet and confer call, you offered to narrow these regjteest
seek Instagram’s understanding of “INSTA” and “GRAM.” Such a limitation does
not fully address Instagram’s objections. Accordingly, Instagram will not sueple
its responses to these requests.

12.Request foAdmission Nos. 12, 16-17

These requests sealimissions as to whether the USPTO assigned a pseudo-
mark to an INSTAGRAM application (Request No. 12) and as to online dictionary
printouts attached tBlipagram’s requesid@gRequest Nos. 16-17)ou clarified in
your October 30 lettehatRequest No. 12efers tothe trademark file wrapper and
not Instagram’s application itself, but Instagram is still unclear why Flipag@udw
need for Instagram to admit to something that is in the USPTO red@leizse
clarify. Instagram maintains its objections with respect to the-fiartly online
dictionary printouts.

13.Request for Admission Nos. 20-22

These requests seek admissions regarding whether “Third Party
communications contemplating, or inquiring about, any association or affiliation
between” Instagram and Flipagram (Request No. 20) and consumer confusion

www.pillsburylaw.com
483234755115.v1



Naomi Jane Gray, Esq.
November 18, 2015
Pager/

(Request Nos. 21-22). You misinterpret Instagram'’s objections — Instagram does not
object that it “does not understand what actual confusion means,” but objects as to the
wording of Flipagram’s requests. Instagram also responded to the requests. Thus,
your demand that Instagram respond toréwgiests is misguided.

14.Request for Admission Nos. 28-31

These Requests seek admissions relating to Instagram’s awareness of
Flipagram and its communications with Flipagram. Instagram responded to Request
Nos. 2931, so we are unclear as to your lettethiait regard. Instagram’s objections
as to Request No. 28 (awareness of Flipagram) were addressed above.

15.Request for Admission Nos. 33-42

Instagram will supplement its responses to Request Nos. 33 and 34 on a date
we can mutually agree on given that Rjpam is also supplementing its discovery
responses.

16.Request for Admission Nos. 63-65

These Requests seek admissions that the Instagram API Terms of Use is a
license and that it licenses use of INSTA and GRAM to users of the Instagthm A
Instagram objected that the requests call for a legal conclusicaremdt reasonably
calculated to lead to the discovery of admissible evidence. You cited a case for the
proposition that the existence of a license is a questitachhowever that case is
not helpfu to this discussion. It merely deals with a motion for summary judgment as
to a patent license, and has no bearing on whether Instagram must respond to the
requests at issue.

Moreover, | mentioned that there is case law supporting use of the “calls for a
legal conclusion” objection when the RequestAdmissionimplicates a legal
conclusion or asks the responding party to “ratify” a legal conclusion that isymerel
“attached to operative facts3ee Music Grp. Macao Commercial Offshore Ltd. v.
Foote No. 14CV-03078-JSC, 2015 WL 579688, at *2 (N.D. Cal. Feb. 11, 2015)
(regarding a request to admit that certain conduct was illegaijler the
circumstancednstagram will not supplement these responses.

17.Requests for Admission Nos. 67-69

These Requests deadmissions regarding Flipagram’s attempts to define
limitations in Instagram’s services that do not appear in Instagram’sptescof
services in its trademark registrations or applications. Such limitations are not
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relevant hereSeeThe Kosher Garden, Inc. v. Sioux Falls Grocery I, LO@nc. No.
92054073 (TTAB 2013) (where both parties’ ID of services include “retail gyoce
services,” evidence that petitioner was primarily a kosher market sereing th
Orthodox Jewish community in Brooklyn, New York and registrant was an organic
food sbre in Sioux Falls did not raise a genuine issue of material fact to overcome
summary judgment granting cancellation). Accordingly, Instagram will not
supplement these responses.

18.Request for Production Nos. 1-2

These Requests seek all documents “thataétaFlipagram or Flipagram’s
Marks” (Request No. 1) and that “relate to yoommunications with Flipagrdm
(Request No. 2). Instagram objected on several grounds, including that the requests
are overly broad and could encompass documents not relevant to this proceeding.
Instagram nonetheless offered to produce communications with Flipagram redating
its objection to the Flipagram trademark. You rejected this offer but did not give an
indication as to what other documents would be relevant to this proceeding. Instead,
you put the burden on Instagram to search for documents in its possession and clarify
what is has that is not relevant. This is unduly burdensome and Instagram has no
obligation to do so. Instagram is willing to respond to a propensowed rguest
and is willing to discuss additional categories of documents Flipagram believes ar
relevant. This is not an attempt to force Flipagram to “guess how to amend the
requests,” but to propound a narrow request so that Instagram can reaseasadily
for responsive documents.

19.Request for Production Nos. 4-5, 9, 39, 40, 42

These Requests seek an identification of each of Instagram’s goods and
services (Request No. 4), the date of first use of each of Instagram’sagabds
services (Request No. 5), documents that refer or relate to Instagracesark
registrations or applications (Request No. 9), the number of “registered fmsers”
each of Instagram’s goods and services (Request No. 39), the total number of
downloads of the Instagram mobile application on a monthly basis (Request No. 40),
and the total number of visitors to the Instagram.com website on a monthly basis
(Request No. 42). Instagram objected to the requests on various grounds, agreed to
produce its trademark file wrappers in respo®to Request Nos. 4 and 9, and agreed
to produce publicly-available data in response to Request Nos. 39 and 42.

During our meet and confer calls, you argued that Instagram is required to
prove that its registrations are valid, which we believe retatéequest Nos. 4-5. As
| stated during the calls, the validity of Instagram’s registrations hdseeot
challenged based on a lack of use and Instagram’s trademark registratignsith
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them the presumption of validity. Instagram agreed to consider providing documents
as to any good or service that Flipagram specifically requests, butrémtdges not

bear the burden of providing the validity of its trademark registrations beyond the
presumptions afforded. Instagram will not supplement its resgsaat this time.

We are unclear why Flipagram contends that the other responses are
incomplete or improper. We are willing to discuss those further if needed.

20.Request for Production Nos. 7, 43, 44

The Requests seek “marketing plans, markginogections, and other
Documents...relating to Opposer’s Marks and/or Opposer’s Goods and Services”
(Request No. 7), monthly advertising and marketing expenditures (Request No. 43)
and monthly sales or revenue (Request No. 44). Instagram objected on several
grounds, including that Request No. 7 is overly broad in that it essentially seeks any
document relating to Instagram or its services, and to the extent itcseakisn of
documents (monthly advertising or sales) that are not maintained in the ordinary
course of business. Now that the parties have agreed on the Stipulated Protective
Order, Instagram will supplement its responses to Request Nos. 43 and 44, but cannot
respond to Request No. 7 as written.

21.Request for Production No. 12

The Request seekecliments “relating to communications with Third Parties
regarding this proceeding or the subject matter hereof.” Instagram objpected
number of grounds, including that the Request is overly broad in that it seeks
documents on a variety of subjects, including the INSTAGRAM marks, the Instagram
API, opposition proceedings in general, etc. Instagram narrowed the reqi®st in i
response to communications regarding this proceeding. You assert that such a
limitation is too narrow, but have not provided an alternative that would be narrow
enough for Instagram to respond. Instagram will respond to a narrower request, but is
unclear what documents Flipagram seeks or the relevance of such documents.

22.Request for Production No. 13

The Request seeks documentsatielg to any reports, studies, or opinions
regarding consumers’ perception of GRAM-Formative Marks or IN&bAnative
Marks.” Instagram objected on a number of grounds, most of which you do not
address in your letters. You now appear to offer to namewequest tseek only
“reports, studies, or opinions regarding consumers’ perceptions of the INSTAGRAM
mark.” If that is the case, Instagram will supplement its response.
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23.Request for Production Nos. 15-20

These Requests seek all documents that “tefeelate to, or support” various
allegations in Instagram’s Notice of Opposition and its Second Affirmativerisef
to Flipagram’s Counterclaims. Instagram objected to the Requests on various
grounds and responded that it would produce documents on which it intends to rely in
proving its allegations or affirmative defense. You have not addressed all of
Instagram’s objections, and argue that Instagram’s response is too narrow. Koweve
you have not identified what other relevant documents Flipagram seeks.

If you can narrow the requests and explain what documents Flipagram seeks
that would “relate to” Instagram’s allegation that its marks are famous (Redpes
15) beyond the documents Instagram has agreed to produce, Instagram may be able to
supplement its responses. During our call, you suggested that Instagrguoiredréo
produce any document demonstrating that INSTAGRAM is not a famous thask.
unclear what such a document would be. That daydui are narrowing the requests
to seek all dcuments thadisprovethe allegations in Instagram’s Notice of
Opposition, please serve additional requests on those topics and Instagram will
consider a response.

24.Flipagram’s Responses to Instagram’s Discovery Requests.

Flipagram is agreeing to supplemés responses to a number of discovery
requests. For those requests, Instagram will wait to review the supplementa
responses and document production to determine whether they adequately and fully
respond to the requests.

November 3 Letter

1. InterrogatoryNo. 18; Request for Admission Nos. 77-78; Request for
Production Nos. 45, 46, 50, 51

The requests seek a variety of information and documents relating to
Instagram’s API Terms of Use, including changes to the Terms ofittserogatory
No. 18, Requests for Admission Nos. 77-78, and Request for Production No. 45),
Flipagram’s use of the Instagram API (Request for Production No. 46), andianaly
regardingallowing Flipagram or others to use the APl (Request for Production Nos.
50 and 51). Instagram objected to each request on a number of gaodngsu
appear to address only the relevance and vagueness objections as to some of the
requests in your letter.
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As we have discussed previously, Instagram does not agree that its previous
API Terms of Usewhich weremodified years agas per Instagram’s express ability
to make such modificationare relevant to thispposition proceeding. Thuke
“reasonsfor making changes tine Terms of Use are also irrelevairistagram is
willing to review any Board désion Flipagram can cite on this issue, but a general
citation to the Restatement is not persuasive. Instagram will not agree to supplemen
its responses to Interrogatory No. 18 at this time.

On the other hand, without waiving any of its objectiongdmitting the
relevance of any of the information sought, Instagram will agree to supplément
responses to Request for Admission Nos. 77-78 and Request for Production Nos. 45
and 50.

Instagram also cannot supplement its response to Request for ProdNatio
46. Notwithstanding your argument that Instagram has waived its objections by
propounding a similar request, it is unclear what documents Flipagram seeké$ throug
this Request. As noted above, this is not a valid justification for Flipagram’s request
in any event.Instagram sought Flipagram’s documents relating to its use of the
Instagram API. Instagram is unclear what documents Flipagram seeks from
Instagram on that subject.

Similarly, Instagrams unable to supplement its response to Request for
Production No. 51 at this tinfeecausegou have not fully addressed Instagram'’s
objections. Instagram will consider responding to a narrower or cleatsstean
this subject.

2. Request for Production Nos. 48-49

These Requests seek documents that “relate” to Flipagram in connection with
Instagram’s €onception, development, launch, and use of the video feature on the
INSTAGRAM App” (Request No. 48) artbcuments that relate tmmmunications or
agreements with third parties regarding an application n&hHEAWMEGRAM.

Instagram objected to Request No. 48 on a number of grounds that you do not
address in your letter. You argue that the documents sought are relevant to Flgpagram
unclean hands defense and to “Instagram’s motivation for opposing Flipagram'’s
trademark application.” We do not understand what this means, and do not agree that the
documents sought have any relevance to a trademark opposition proceeding. We also do
not know the basis of your assertion that “Flipagram pioneered many video
functionalities,” or why, if true, that would make the documents sought relevant.

Instagram objected to Request No. 49 on a number of grodsdaritten,
the Request does not seek, as you state, communications and agreenseatiss—

www.pillsburylaw.com
483234755115.v1



Naomi Jane Gray, Esq.
November 18, 2015
Pagel?2

documents “that relate to” communications and agreements and Instagramdaiojecte
that language as vague and ambiguous and calling for privileged documents. Even if
worded to seek communications and agreements themselves, such a request would
still not lead to the discovery of admissible evideressumingas you argue,

Instagram “acknowledgedhat SHOWMEGRAM is not confusingly similar to
INSTAGRAM (which we do not admit), that has no bearinghemnregistrability of

the FLIPAGRAM mark giverthe differences between t&&1OWMEGRAM and
FLIPAGRAM marks and respective products. If you are aware of any legal authority
that would support your positionlgase providé&. Until then, Instagram maintains

its objections.

3. Request for Admission Nos. 70-71

These Requests seek admissions as to when Instagram’s services were
available on the Android operating system (Request No. 70) and the World Wide
Web (Request No. 71).

Notwithstanding your argument thdigagram is seeking to “establish certain
facts,” the date on which Instagram’s services were available on the Android
operating system is not relevant here. Please clarify why it would be relevhat
fame of Instagram or the parties’ channels ofdras set forth in their respective
identifications of services.

Instagram notes your clarification of “made available on the World Wide
Web,” which does not change Instagram’s response to Request No. 71.

4. Request for Admission Nos. 73, 74, 76

These Requesteek admissions relating to the authenticityafr printouts
from the Internet Archive “Wayback Machine” and an email chain produced by
Flipagram.

Instagram objected to each Request on a number of grounds. Given the
differences between the date on the “Wayback Machine” crawl and the date in
Flipagram’s requests, Instagram stated it is unable to admit or deny tlestretju
Instagram is able to confirm the accuracy of the pages produced by Flipagram
Instagram will amend its responses. Similamgtagramhas not yet been able to
verify that the email chain produced by Flipagram is a “true and correct copy” of an
email exchange between Mr. Mohit and an Instagram employee. If lstagable
to confirm as much, it will supplement its response.
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We look forward to discussing these issues further with you.

Sincerely,

/s/ Marcus D. Peterson

Marcus D. Peterson
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From: Naomi Jane Gray

Sent: Monday, December 14, 2015 12:02 AM

To: Peterson, Marcus D. (marcus.peterson@pillsburylaw.com)
Subject: Document production

Marcus,

We are considering your extension proposal as discussed Friday afternoon. In the meantime, | write regarding
Instagram’s document production.

To date, Instagram has produced a total of 107 documents, composed entirely of publicly available materials. 86 of
these documents are screenshots of articles, books, or videos that reference Instagram. The remainder are screenshots
of Instagram’s PTO file wrappers or screenshots from Instagram’s websites. Instagram has not produced any
correspondence or email. Although Instagram took over two months to finalize edits to Board’s standard protective
order, Instagram has not produced any documents with a confidentiality designation. The word “Flipagram” does not
appear anywhere in the production. Instagram has indicated that it will supplement this production but that most
documents already have been produced.

Instagram has agreed to produce documents to the following RFPs, but no responsive documents appear to have been
produced: 1, 2, 6, 10, 13, 14, 15, 16, 17, 18, 19, 20, 21, 22, 30, 37, 38, 39, 41, 42, and 47. Please confirm either that
Instagram will produce all responsive documents on December 18, the date the parties have agreed to supplement their
productions, or that no responsive documents exist. If responsive documents exist but Instagram does not expect to
produce them on December 18, please advise me when Instagram expects to produce the documents.

In addition, Instagram refused to produce any documents in response to the following RFPs: 3,5, 7, 8, 11, 23, 24, 25, 26,
27, 28, 29, 31, 32, 33, 34, 35, 36, 40, 43, 44, 45, 46, 48, 49, 50, and 51. After our meet and confer discussions
(summarized in other correspondence), Instagram now agrees to produce certain documents responsive to requests: 7,
32,43, 44, 45, and 50. Please confirm either that Instagram will produce these documents on December 18 or that no
responsive documents exist. If responsive documents exist but Instagram does not expect to produce them on
December 18, please advise when Instagram will produce the documents.

Finally, as discussed in our meet and confer efforts, Instagram objects to the sufficiency of many of Instagram’s
substantive RFP responses, including but not limited to 4, 9, 12, 13, 37, 38, 39, 41, and 42. Following our discussions,
Instagram now agrees to supplement its responses and/or provide additional documents as to request 13. Please
confirm either that Instagram will provide these supplemental responses on December 18, or advise me when Instagram
will supplement these responses. If no responsive information exists, please so advise me.

Thanks.

Naomi Jane Gray | HARVEY - SISKIND LLP



Four Embarcadero Center, 39th Floor | San Francisco, CA 94111 | T: 415-354-0100 | F: 415-391-7124
www.hatveysiskind.com | Blog: Shades of Gray® | Twitter: @shadesofgraylaw

The contents of this e-mail message and any attachments are confidential and are intended solely for the addressee. The information may be
privileged by law. This transmission is sent in trust, for the sole purpose of delivery to the intended recipient. If you are not the intended recipient
and/or have received this transmission in error, any use, reproduction or dissemination of this transmission or its contents is strictly prohibited. If
you are not the intended recipient, please immediately notify the sender by reply e-mail or at 415-354-0100 and delete this message and its
attachments, if any.
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From: Naomi Jane Gray

Sent: Tuesday, December 15, 2015 11:58 AM

To: Peterson, Marcus D. (marcus.peterson@pillsburylaw.com)
Subject: Supplemental discovery responses and production

Marcus,

Just confirming we are still on to exchange supplemental discovery responses and document production this Friday, Dec.
18. Please confirm.

Naomi
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From: Peterson, Marcus D. [mailto: marcus.peterson@pillsburylaw.com]
Sent: Tuesday, December 15, 2015 1:49 PM

To: Naomi Jane Gray

Cc: Ghajar, Bobby; De La Rosa, Inga L.

Subject: RE: Document production

Naomi,

We called you this morning to follow up on the staof the stipulated ¢éansion, and you have not

responded. Given that the exrpaisclosure deadline is two weeks, amidst the holidays, we will move on our
own to extend discovery and tria¢adlines if we cannot reach an agreement with you by tomorrow on the
stipulated extension.

Additionally, we have two issuesgarding your email below with respect to Instagram’s document production.

First, when we spoke on December 2, we askedwman Flipagram would be supplementing its document
production. You said you were unsure and would sped@kamas about it. We provided you the list of all of
the categories of documents for whi€lipagram stated it would proce documents, but no documents have
yet been produced. This includes Interrogatdoesvhich Flipagram stated would produce documents
sufficient to provide the informatth sought. When we spoke last gidDecember 11, we again inquired
when Flipagram anticipated suppleming its document production. Ysaid you believed that it had
produced documents for some of the categories, Inat stdl unsure when additional documents would be
produced. Itis not clear why you ngurport to require Instagram sopplement its document production by
December 18, which is an arbitrary deadline, when yoe hat addressed our requeas to a time frame for
Flipagram’s supplemental producti@and the parties never discussag@ementing their respective document
productions on or by December 18. Please let us knam\khpagram will be supplementing its production.

Second, when we spoke on December 2, you asked wsiagram would supplement the written responses
that it had agreed, at that pointsiapplement. Similarly, we asked &hFlipagram would be able to do

so. You stated that Flipagram would be able to da ste next week or two arakked if Instagram would be
able to in that time frame. We said that two wemight be possible, and said weuld pencil it in on our
calendar for December 18. However, when we spokEriday, December 11, we informed you that Instagram
was working on supplementing its responses, including iasues on which we had met and conferred and not
reached resolution. We said that we believed weldvbe able to supplement the responses, and produce
additional documents, to remove issues from your patlemidtion to compel, and that we would not be in a
position to do so until after the first tife year, given the holidays and vacation schedules. As noted above, we
still have not received confirmati@s to when Flipagram will be sugphenting its discovery responses, and
your email is silent on that issue. We are ttaeetinsure why you expeaigplemental responses from
Instagram on December'i8



As to Instagram’s document productiove are looking into thepecific discovery requests raised below, and
will provide a response under separate cover. We toopeke an additional document production before the
end of the year, with more tmme just after the New Year.

We look forward to your prompt response,
Marcus

Marcus D. Peterson | Senior Associate

Pillsbury Winthrop Shaw Pittman LLP

725 South Figueroa Street, Suite 2800 | Los Angeles, CA 90017-5406
t213.488.7410 | f 213.629.1033
marcus.peterson@pillsburylaw.com | website bio

ABU DHABI AUSTIN BEUING HOUSTOMN LONDON LOS AMGELES NASHVILLE NEW YORE
MORTHERM VIRGINIA PALM BEACH SACRAMENTO SAM DIEGD SAN DIEGO NORTH COUNTY
SANFRAMOSCD SHANGHAI SIDCON VALLEY TOKYO WASHINGTON, DC

Sacial Media

Dilshury o

ELICK TO VISIT DURBLOG

From: Naomi Jane Gray [mailto:ngray@harveysiskind.com]
Sent: Monday, December 14, 2015 12:02 AM

To: Peterson, Marcus D.

Subject: Document production

Marcus,

We are considering your extension proposal as discussed Friday afternoon. In the meantime, | write regarding
Instagram’s document production.

To date, Instagram has produced a total of 107 documents, composed entirely of publicly available materials. 86 of
these documents are screenshots of articles, books, or videos that reference Instagram. The remainder are screenshots
of Instagram’s PTO file wrappers or screenshots from Instagram’s websites. Instagram has not produced any
correspondence or email. Although Instagram took over two months to finalize edits to Board’s standard protective
order, Instagram has not produced any documents with a confidentiality designation. The word “Flipagram” does not
appear anywhere in the production. Instagram has indicated that it will supplement this production but that most
documents already have been produced.

Instagram has agreed to produce documents to the following RFPs, but no responsive documents appear to have been
produced: 1, 2, 6, 10, 13, 14, 15, 16, 17, 18, 19, 20, 21, 22, 30, 37, 38, 39, 41, 42, and 47. Please confirm either that
Instagram will produce all responsive documents on December 18, the date the parties have agreed to supplement their
productions, or that no responsive documents exist. If responsive documents exist but Instagram does not expect to
produce them on December 18, please advise me when Instagram expects to produce the documents.

In addition, Instagram refused to produce any documents in response to the following RFPs: 3,5, 7, 8, 11, 23, 24, 25, 26,
27,28, 29, 31, 32, 33, 34, 35, 36, 40, 43, 44, 45, 46, 48, 49, 50, and 51. After our meet and confer discussions
(summarized in other correspondence), Instagram now agrees to produce certain documents responsive to requests: 7,
32,43,44, 45, and 50. Please confirm either that Instagram will produce these documents on December 18 or that no
responsive documents exist. If responsive documents exist but Instagram does not expect to produce them on
December 18, please advise when Instagram will produce the documents.



Finally, as discussed in our meet and confer efforts, Instagram objects to the sufficiency of many of Instagram’s
substantive RFP responses, including but not limited to 4, 9, 12, 13, 37, 38, 39, 41, and 42. Following our discussions,
Instagram now agrees to supplement its responses and/or provide additional documents as to request 13. Please
confirm either that Instagram will provide these supplemental responses on December 18, or advise me when Instagram
will supplement these responses. If no responsive information exists, please so advise me.

Thanks.

Naomi Jane Gray | HARVEY - SISKIND LLP
Four Embarcadero Center, 39th Floor | San Francisco, CA 94111 | T: 415-354-0100 | F: 415-391-7124

www.hatveysiskind.com | Blog: Shades of Gray® | Twittet: @shadesofgraylaw

The contents of this e-mail message and any attachments are confidential and are intended solely for the addressee. The information may be
privileged by law. This transmission is sent in trust, for the sole purpose of delivery to the intended recipient. If you are not the intended recipient
and/or have received this transmission in error, any use, reproduction or dissemination of this transmission or its contents is strictly prohibited. If
you are not the intended recipient, please immediately notify the sender by reply e-mail or at 415-354-0100 and delete this message and its
attachments, if any.

The contents of this message, togethith any attachmentare intended only for these of the individual or
entity to which they are addressed and may contéonnration that is legally privileged, confidential and
exempt from disclosure. If you are rthe intended recipient, you areréley notified that any dissemination,
distribution, or copying of this message any attachment, is strictlygrbited. If you have received this
message in error, please notify thgyimral sender or the Pillsbury Winthp Shaw Pittman Help Desk at Tel:
800-477-0770, Option 1, immediately by telephone or bymefumail and delete this message, along with any
attachments, from your computer. Thank you.
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HARVEY SISKIND LLP

D. PETER HARVEY (CA SBN 191434)
pharvey@harveysiskind.com

THOMAS A. HARVEY (CA SBN 235342)
tharvey@harveysiskind.com

Four Embarcadero Center, 39th Floor

San Francisco, CA 94111

Telephone: (415) 354-0100

Facsimile: (415) 391-7124

Attorneys for Applicant/Petitioner
Flipagram, Inc.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSTAGRAM, LLC, a Delaware limited APPLICANT’S RESPONSE TO
liability company, OPPOSER’S FIRST SET OF
REQUESTS FOR ADMISSION
Opposer/Registrant
Opposition No. 91217238
V.
Application No. 86042264
FLIPAGRAM, INC., a California
corporation,

Applicant/Petitioner

Applicant/Petitioner Flipagram, Inc. (“Applicant”), hereby responds to Opposer’s First Set of
Requests for Admission to Applicant propounded by Opposer/Registrant Instagram, LLC
(“Opposer™) as follows:

Applicant, based upon its current knowledge, understanding, and belief of the facts,
information and documents available to it, responds as set forth below. As this action proceeds,
Applicant may discover further facts, information and documents. Applicant reserves the right to
modify or supplement these responses accordingly.

These responses are given without prejudice to using or relying on at trial documents omitted

from these responses as a result of mistake, error, oversight, or inadvertence. Applicant further
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reserves the right to object on appropriate grounds to the introduction at trial of any information or
documents included in these responses.

Applicant’s responses and objections are made without waiving or intending to waive, but on
the contrary, preserving and intending to preserve, all objections as to competency, relevancy,
materiality, privilege, and admissibility as evidence for any purpose of the responses, or the subject
matter thereof, in this or any subsequent proceeding.

GENERAL OBJECTIONS

Applicant objects generally to the following:

1. Applicant objects to the requests to the extent that they seek to impose duties or
obligations on Applicant beyond those imposed by the Federal Rules of Civil Procedure or the
applicable Rules of Practice of the United States Patent and Trademark Office.

2. Applicant objects to the requests insofar as they are vague, ambiguous, indefinite,
overbroad, unduly burdensome, duplicative, cumulative, unintelligible or otherwise unclear as to the
precise information sought.

3. Applicant objects to the requests insofar as they seek information that is neither
relevant to the claims or defenses of either party in this action nor reasonably calculated to lead to
the discovery of admissible evidence.

4. Applicant objects to the requests to the extent that they call for admissions that are
protected from discovery by the attorney-client privilege, the work product doctrine, or any other
applicable privilege, doctrine, protection or immunity.

5. Applicant objects to the extent that the requests are not limited by geography or
jurisdiction. Unless stated otherwise in its response, Applicant will only respond as to the United
States.

6. Applicant responds to the requests with information of which it is now aware.
Applicant reserves its right to modify or amend its responses to the requests if and when it becomes
aware of information not reflected in its responses.

7. Applicant objects to each and every request to the extent that it calls for the

admission of confidential business information, trade secrets, or commercially sensitive information

2-
APPLICANT’S RESPONSE TO OPPOSER’S 1ST SET OF REQUESTS FOR ADMISSION  Opposition No. 91217238
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of Applicant. Unless otherwise agreed, to the extent Applicant produces such information, it will

only do so pursuant to an appropriate protective order.

SPECIFIC RESPONSES TO INDIVIDUAL REQUESTS

Applicant expressly incorporates the above General Objections as though set forth fully in
response to each of the following individual requests, and, to the extent that they are not raised in
any particular response, Applicant does not waive those objections. A response to a request shall not
be deemed a waiver of any applicable specific or general objection to the request.

RESPONSES TO REQUESTS FOR ADMISSIONS

REQUEST FOR ADMISSION NO. 1:  Admit that You were aware of Instagram prior to
YOUR selection and adoption of the FLIPAGRAM MARK.
RESPONSE TO REQUEST NO. 1:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 2:  Admit that You were aware of Instagram prior to
YOUR selection and adoption of the INSTABACKGROUND MARK.

RESPONSE TO REQUEST NO. 2:

Applicant objects that this request lacks foundation and assumes facts.

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant was aware of Instagram when it was considering use of the term
INSTABACKGROUND.

REQUEST FOR ADMISSION NO. 3: Admit that You were aware of one or more of the
INSTAGRAM MARKS at the time You applied to register the FLIPAGRAM MARK with the
United States Patent and Trademark Office (“USPTO”).

RESPONSE TO REQUEST NO. 3:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant was aware of the Instagram name and logos when it applied to register the FLIPAGRAM
MARK with the USPTO. Otherwise, denied.

3%
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REQUEST FOR ADMISSION NO. 4: Admit that You did not conduct a trademark clearance
search prior to filing YOUR application to register the FLIPAGRAM MARK with the United States
Patent and Trademark Office.

RESPONSE TO REQUEST NO. 4:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 5: Admit that You did not consult a trademark search
report (e.g., Thompson Reuters) prior to filing Your application to register the FLIPAGRAM
MARK with the United States Patent and Trademark Office.

RESPONSE TO REQUEST NO. 5:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 6: Admit that You were aware that one or more of the
INSTAGRAM MARKS were registered in the United States prior to applying to register the
FLIPAGRAM MARK with the USPTO.

RESPONSE TO REQUEST NO. 6:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant was aware of the Instagram name and logos when it applied to register the FLIPAGRAM
MARK with the USPTO. Otherwise, denied.

REQUEST FOR ADMISSION NO. 7: Admit that You did not seek legal advice
CONCERNING YOUR decision to adopt the FLIPAGRAM MARK prior to filing YOUR
application to register the FLIPAGRAM MARK with the United States Patent and Trademark
Office.

RESPONSE TO REQUEST NO. 7:

Applicant objects to this request to the extent it seeks information protected by attorney-
client and/or attorney work product privileges.

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 8:  Admit that Instagram did not consent to YOUR
application to register the FLIPAGRAM MARK.

4-
APPLICANT’S RESPONSE TO OPPOSER’S 1ST SET OF REQUESTS FOR ADMISSION  Opposition No. 91217238
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RESPONSE TO REQUEST NO. 8:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 9: Admit that You are not currently licensed or otherwise
authorized by INSTAGRAM to use any of the INSTAGRAM MARKS in connection with the
goods and services offered under the FLIPAGRAM MARK.

RESPONSE TO REQUEST NO. 9:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 10: Admit that You are not currently licensed or otherwise
authorized by INSTAGRAM to use the term “GRAM?” in connection with the goods and services
offered under the FLIPAGRAM MARK.

RESPONSE TO REQUEST NO. 10:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Opposer’s current API Terms of Use no longer contain the following provision: “While you cannot
use the word ‘Instagram’ or ‘IG’ in your product’s name, it’s okay to use one (but not both) of the

23

following: ‘Insta’ or ‘Gram.’” Otherwise, denif_:d.
REQUEST FOR ADMISSION NO. 11:  Admit that You are not currently licensed or otherwise
authorized by INSTAGRAM to use the term “AGRAM?” in connection with the goods and services
offered under the FLIPAGRAM MARK.
RESPONSE TO REQUEST NO. 11:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Opposer’s current API Terms of Use no longer contain the following provision: “While you cannot
use the word ‘Instagram’ or ‘IG’ in your product’s name, it’s okay to use one (but not both) of the

299

following: ‘Insta’ or ‘Gram.’” Otherwise, denied.

REQUEST FOR ADMISSION NO. 12: Admit that You do not contest INSTAGRAM’s
ownership of the INSTAGRAM MARKS.

RESPONSE TO REQUEST NO. 12:

Subject to and without waiving its objections, Applicant responds as follows: Denied.

-5-
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REQUEST FOR ADMISSION NO. 13:  Admit that You do not contest the validity of any of
INSTAGRAM’s applications or registrations for the INSTAGRAM MARKS.
RESPONSE TO REQUEST NO. 13:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 14:  Admit that the INSTAGRAM MARKS are well-
known.

RESPONSE TO REQUEST NO. 14:

Applicant objects to this request as vague and ambiguous as to the undefined term “well-
known.” Applicant further objects as to relevance. Applicant objects that this request is premature.
Discovery is ongoing.

Subject to and without waiving its objections, Applicant responds as follows: Applicant is
without sufficient information to admit or deny this request and therefore denies same.

REQUEST FOR ADMISSION NO. 15:  Admit that the INSTAGRAM MARKS were well-
known at the time You filed YOUR application to register the FLIPAGRAM MARK.
RESPONSE TO REQUEST NO. 15:

Applicant objects to this request as vague and ambiguous as to the undefined term “well-
known.” Applicant further objects as to relevance. Applicant objects that this request is premature.
Discovery is ongoing.

Subject to and without waiving its objections, Applicant responds as follows: Applicant is
without sufficient information to admit or deny this request and therefore denies same.

REQUEST FOR ADMISSION NO. 16:  Admit that the INSTAGRAM MARKS are famous.
RESPONSE TO REQUEST NO. 16:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 17:  Admit that the INSTAGRAM MARKS were famous at
the time You applied to register the FLIPAGRAM MARK with the USPTO.

RESPONSE TO REQUEST NO. 17:

Subject to and without waiving its objections, Applicant responds as follows: Denied.

-6-
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REQUEST FOR ADMISSION NO. 18: Admit that the INSTAGRAM MARKS were famous at
the time You first used the FLIPAGRAM MARK in commerce.
RESPONSE TO REQUEST NO. 18:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 19: Admit that at the time You adopted the FLIPAGRAM
MARK, YOU knew consumers were likely to associate the FLIPAGRAM MARK with Instagram
and the INSTAGRAM MARKS.

RESPONSE TO REQUEST NO. 19:

Applicant objects to this request as vague and ambiguous as to the undefined term
“associate.” Opposer is voluntarily “associated” with Applicant through at least Opposer’s APIL.

Subject to and without watving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 20:  Admit that you adopted the FLIPAGRAM MARK
with the intention of capitalizing on the goodwill of the INSTAGRAM MARKS. |
RESPONSE TO REQUEST NO. 20:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 21:  Admit that you adopted the INSTABACKGROUND
MARK with the intention of capitalizing on the goodwill of the INSTAGRAM MARKS.
RESPONSE TO REQUEST NO. 21:

Applicant objects that this request lacks foundation and assumes facts.

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 22:  Admit that you adopted the FLIPAGRAM MARK
with Instagram in mind.

RESPONSE TO REQUEST NO. 22:

Applicant objects to this request as vague and ambiguous as to the undefined phrase “in
mind.”

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 23: Admit that you adopted the FLIPAGRAM MARK as a

reference to Instagram.
-
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RESPONSE TO REQUEST NO. 23:

Applicant objects to this request as vague and ambiguous as to the undefined term
“reference.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the FLIPAGRAM Mark contains the letter string GRAM, as allowed and encouraged by Opposer’s
API Terms of Use. Otherwise, denied.

REQUEST FOR ADMISSION NO. 24:  Admit that you adopted the INSTABACKGROUND
MARK with Instagram in mind.
RESPONSE TO REQUEST NO. 24:

Applicant objects that this request lacks foundation and assumes facts.

Subject to and without waiving its objections, Applicant responds as follows: Dénied.
REQUEST FOR ADMISSION NO. 25:  Admit that you adopted the INSTABACKGROUND
MARK as a reference to Instagram.

RESPONSE TO REQUEST NO. 25:

Applicant objects that this request lacks foundation and assumes facts. Applicant objects to
this request as vague and ambiguous as to the undefined term “reference.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the term “Instabackground” contains the letter string INSTA, as allowed and encouraged by the API
Terms of Use. Otherwise, denied.

REQUEST FOR ADMISSION NO. 26:  Admit that both the FLIPAGRAM MARK and the
INSTAGRAM MARKS contain the component “AGRAM.”
RESPONSE TO REQUEST NO. 26:

Admitted that the term “Flipagram” and the term “Instagram” both contain the letter string
“AGRAM.” Otherwise, denied.

REQUEST FOR ADMISSION NO. 27:  Admit that “AGRAM?” is the dominant component of
the FLIPAGRAM MARK.
RESPONSE TO REQUEST NO. 27:

Subject to and without waiving its objections, Applicant responds as follows: Denied.

. 8-
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REQUEST FOR ADMISSION NO. 28: Admit that the component “AGRAM?” as it appears in
the FLIPAGRAM MARK is intended to call to mind Instagram.
RESPONSE TO REQUEST NO. 28:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 29: Admit that the component “AGRAM?” as it appears in
the FLIPAGRAM MARK is a reference to Instagram.

RESPONSE TO REQUEST NO. 29:

Applicant objects to this request as vague and ambiguous as to the undefined term
“reference.”

Subject to and without waiving its objections, Applicant responds as follows Denied.
REQUEST FOR ADMISSION NO. 30: Admit that FLIPAGRAM intends that users of its
goods and services will think of the INSTAGRAM MARKS upon encountering the FLIPAGRAM
MARK.

RESPONSE TO REQUEST NO. 30:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 31: Admit that FLIPAGRAM intends that users of its
goods and services will associate Your goods and services with Instagram.

RESPONSE TO REQUEST NO. 31:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 32:  Admit that the FLIPAGRAM MARK and the
INSTAGRAM MARKS are visually similar in that they both contain the letter string “AGRAM.”.
RESPONSE TO REQUEST NO. 32:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the term “Flipagram” and the term “Instagram” both contain the letter string “AGRAM.”
Otherwise, denied.

REQUEST FOR ADMISSION NO. 33:  Admit that the FLIPAGRAM MARK and the
INSTAGRAM MARKS are aurally similar in that they both contain the letter string “AGRAM.”

9-
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RESPONSE TO REQUEST NO. 33:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the term “Flipagram” and the term “Instagram” both contain the letter string “AGRAM.” |
Otherwise, denied.

REQUEST FOR ADMISSION NO. 34:  Admit that both the FLIPAGRAM MARK and the
INSTAGRAM MARKS contain the same number of syllables.
RESPONSE TO REQUEST NO. 34:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the word mark FLIPAGRAM and the word mark INSTAGRAM contain the same number of
syllables.

REQUEST FOR ADMISSION NO. 35:  Admit that “flipping” is an action that happens in the
Flipagram App.
RESPONSE TO REQUEST NO. 35:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
“flipping” is a metaphor for cycling through the imagery in the video slide shows in Applicant’s
product. Otherwise, denied.

REQUEST FOR ADMISSION NO. 36: Admit that in the Flipagram app, the photos visually
“flip.”
RESPONSE TO REQUEST NO. 36:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
“flipping” is a ﬁetaphor for cycling through the imagery in the video slide shows in Applicant’s
product. Otherwise, denied.
REQUEST FOR ADMISSION NO. 37:  Admit that the prefix “FLIP” is descriptive of or is
otherwise related to the goods and/or services sold or offered in connection with the FLIPAGRAM
MARK.
RESPONSE TO REQUEST NO. 37:

Subject to and without waiving its objections, Applicant responds as follows: Applicant

objects that this request is vague and ambiguous.
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Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the prefix “FLIP” is related to the goods and/or services sold or offered in connection with the
FLIPAGRAM MARK, insofar as “flipping” is a metaphor for cycling through the imagery in the
video slide shows in Applicant’s product. Otherwise, denied.

REQUEST FOR ADMISSION NO. 38:  Admit that the prefix “FLIP” is descriptive of or is
otherwise related to the goods and/or services listed in Application Serial No. 86/042,264.
RESPONSE TO REQUEST NO. 38:

Applicant objects that this request is vague and ambiguous.

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
the prefix “FLIP” is related to the goods and/or services sold or offered in connection with the
FLIPAGRAM MARK, insofar as “flipping” is a metaphor for cycling through the imagery in the
video slide shows in Applicant’s product. Otherwise, denied.

REQUEST FOR ADMISSION NO. 39:  Admit that when Flipagram was launched it worked
exclusively with the Instagram API.
RESPONSE TO REQUEST NO. 39:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NQO. 40: Admit that when a PERSON signs up to use the
FLIPAGRAM APP, that PERSON may authorize the FLIPAGRAM APP to access that PERSON’S
Instagram account.

RESPONSE TO REQUEST NO. 40:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 41:  Admit that a user of the FLIPAGRAM APP may
import digital photographs from the user’s Instagram account.

RESPONSE TO REQUEST NO. 41:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that

if a user of the FLIPAGRAM APP elects to grant appropriate permissions, the user may import

digital photographs from the user’s Instagram account. Otherwise, denied.
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REQUEST FOR ADMISSIQN NO. 42: Admit that a user of the FLIPAGRAM APP is offered
the aBility to “share” the slideshow from the FLIPAGRAM APP on Instagram once the user has
completed making a slideshow.

RESPONSE TO REQUEST NO. 42:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
if a user of the FLIPAGRAM APP e¢lects to grant appropriate permissions, it is possible for a
Flipagram user to share a Flipagram video story or slideshow on other media platforms. Admitted
that such sharing is currently possible on Instagram, though not directly through the FLIPAGRAM
APP. Otherwise, denied.

REQUEST FOR ADMISSION NO. 43: Admit that a user of the FLIPAGRAM APP can
“share” slideshows from the FLIPAGRAM APP on Instagram.
RESPONSE TO REQUEST NO. 43:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
that if a user of the FLIPAGRAM APP elects to grant appropriate permissions, it is possible for a
Flipagram user to share a Flipagram video story or slideshow on other media platforms. Admitted
that such sharing is currently possible on Instagram, though not directly through the FLIPAGRAM
APP. Otherwise, denied.

REQUEST FOR ADMISSION NO. 44: Admit that the FLIPAGRAM APP is targeted to
Instagram users.
RESPONSE TO REQUEST NO. 44:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 45: Admit that You have an Instagram Account under the
name FLIPAGRAM.

RESPONSE TO REQUEST NO. 45:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 46: Admit that You have a Facebook Account under the
name FLIPAGRAM.
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RESPONSE TO REQUEST NO. 46:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 47:  Admit that You post images and/or slideshows bearing
the FLIPAGRAM MARK to YOUR Instagram account.

RESPONSE TO REQUEST NO. 47:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
from time to time, Applicant posts music video stories or slideshows bearing the FLIPAGRAM
MARK on Applicant’s Instagram account.

REQUEST FOR ADMISSION NO. 48: Admit that You post images and/or slideshows bearing
the FLIPAGRAM MARK to YOUR Facebook account.
RESPONSE TO REQUEST NO. 48:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
from time to time, Applicant posts music video stories or slideshows bearing the FLIPAGRAM
MARK on Applicant’s Facebook account.

REQUEST FOR ADMISSION NO. 49: Admit that slideshows created by YOUR users on the
FLIPAGRAM App bear the FLIPAGRAM Mark.
RESPONSE TO REQUEST NO. 49:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
some video stories or slideshows created by Applicant’s users bear the FLIPAGRAM Mark.
REQUEST FOR ADMISSION NO. 50: Admit that You have currently have over one million
followers on Instagram.

RESPONSE TO REQUEST NO. 50:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 51: Admit that You have currently have over 300,000
followers on Facebook.

RESPONSE TO REQUEST NO. 51:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
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REQUEST FOR ADMISSION NO. 52: Admit that You use Facebook’s services to market
goods and/or services offered in connection with the FLIPAGRAM MARK.
RESPONSE TO REQUEST NO. 52:

Applicant objects that this request is vague and ambiguous as to the undefined term
“Facebook’s services.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
like many companies, Applicant has a Facebook business page, and that the page is titled
“Flipagram App Page.” Admitted that this page is used to promote Applicant. Otherwise, denied.
REQUEST FOR ADMISSION NO. 53:  Admit that You have acknowledged the validity of the
INSTAGRAM MARKS.

RESPONSE TO REQUEST NO. 53:

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 54: Admit that You use Instagram’s services to market
goods and/or services offered in connection with the FLIPAGRAM MARK.

RESPONSE TO REQUEST NO. 54:

Applicant objects that this request is vague and ambiguous as to the undefined term
“Instagram’s services.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
like many companies, Applicant has an Instagram account. Admitted that this account is used to
promote Applicant. Otherwise, denied.
REQUEST FOR ADMISSION NO. 55:  Admit that the goods and services You offer under the
FLIPAGRAM MARK are related to the goods and services that Instagram offers under the
INSTAGRAM MARKS.
RESPONSE TO REQUEST NO. 55:

Applicant objects that this request is vague and ambiguous as to the undefined term

“related.”
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Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant’s product allows users create and share music video stories using their photos, videos,
text, and music. Admitted that Opposer’s product allows users to capture and share photographs.
REQUEST FOR ADMISSION NO. 56: Admit that each parties’ service allow users to share
photographs on internet social networks.

RESPONSE TO REQUEST NO. 56:

Applicant objects that this request is vague and ambiguous as to the undefined terms “share”
and “internet social networks.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant’s product allows Applicant’s users create and share music video stories using their
photos, videos, and written text, coupled with music from a variety of sources. Admitted that
Opposer’s product allows users to capture and share photographs.

REQUEST FOR ADMISSION NO. 57:  Admit that each parties’ service allow users to
“follow” other users of that service.
RESPONSE TO REQUEST NO. 57:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
like most software applications with a social networking feature, Applicant’s product allows users
to “follow” other users of Applicant’s product. Admitted that Opposer’s product allows Opposer’s
users to “follow” other users of Opposer’s product.

REQUEST FOR ADMISSION NO. 58: Admit that both parties offer application software for
mobile phone, portable media players, and handheld computers under their respective
FLIPAGRAM MARK and INSTAGRAM MARKS.

RESPONSE TO REQUEST NO. 58:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant offers application software for mobile phone, portable media players, and handheld
computers under the FLIPAGRAM Mark. Otherwise, Applicant is without sufficient information to

admit or deny this request and therefore denies same.
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REQUEST FOR ADMISSION NO. 59: Admit that each parties’ service allows users to
transform photographs.
RESPONSE TO REQUEST NO. 59:

Applicant objects that this request is vague and ambiguous as to the undefined terms
“transform.”

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant’s product allows users create and share music video stories using their photos, videos,
text, and music. Admitted that Opposer’s product allows users to edit photographs. Otherwise,
denied.

REQUEST FOR ADMISSION NO. 60: Admit that You and Instagram both offer free mobile
applications where users can post and/or share pictures.
RESPONSE TO REQUEST NO. 60:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Applicant offers a free mobile application in which users can post a music video story that can
include pictures. Admitted that long after Applicant offered video stories, Opposer began to offer
video support on its product as well.

REQUEST FOR ADMISSION NO. 61:  Admit that the FLIPAGRAM APP is available on
iPhone, i0S, Android, and Windows phones.
RESPONSE TO REQUEST NO. 61:

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Flipagram offers versions of its mobile application that are compatible with the Windows, Android,
and iOS platforms.

REQUEST FOR ADMISSION NO. 62: Admit that the FLIPAGRAM APP is available through
iTunes.
RESPONSE TO REQUEST NO. 62:

Subject to and without waiving its objections, Applicant responds as follows: Admit.

REQUEST FOR ADMISSION NO. 63: Admit that the FLIPAGRAM APP is available through

Google Play.
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RESPONSE TO REQUEST NO. 63:

Subject to and without waiving its objections, Applicant responds as follows: Admit.
REQUEST FOR ADMISSION NO. 64: Admit that design elements of the user interface of the
FLIPAGRAM APP, as reflected in the specimen of use YOU submitted to the USPTO in
connection with YOUR application to register the FLIPAGRAM MARK, are intended to be
suggestive of design elements of the Instagram Camera Logo as depicted in U.S. Trademark Reg.
No. 4,531,884.

RESPONSE TO REQUEST NO. 64:

Applicant objects on relevance grounds in that that the design elements reflected in the
specimen in Applicant’s trademark application are not part of Applicant’s product.

Applicant objects that this request is vague and ambiguous as to the undefined phrase
“suggestive of design elements.”

Subject to and without waiving its objections, Applicant responds as follows: Denied.
REQUEST FOR ADMISSION NO. 65: Admit that the font used in the stylized version of the
FLIPAGRAM MARK, as reflected in the screenshots posted the iTunes app store listing for the
FLIPAGRAM app and shown in the specimen of use YOU submitted to the USPTO in connection
with YOUR application to register the FLIPAGRAM MARK, is intended to be suggestive of the
font used in the Instagram Logo as depicted in U.S. Trademark App. Serial No. 85/866,573.
RESPONSE TO REQUEST NO. 65:

Applicant objects on relevance grounds in that that the font reflected in the specimen in
Applicant’s trademark application are not part of Applicant’s product.

Applicant objects that this request is vague and ambiguous as to the undefined phrase
“suggestive of the font.”

Subject to and without waiving its objections, Applicant responds as follows: Denied.

11
1
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REQUEST FOR ADMISSION NO. 66: Admit that the attached search conducted on the
Google search engine (Attachment 1) demonstrates that when a PERSON searches the term
“Flipagram”, a link to Flipagram’s Instagram page will appear with the title: “Flipagram™
(@flipagram) - Instagram photos and videos,” as follows:

Flipagram™ (@flipagram) - Instagram photos and videos

hitps://instagram.com/flipagram/ ~
Bring Moments to Lifel Create fun short videos with your photos, video clips, and favorite

music. Tag your videos #flipagram.
You've visited this page 2 times. Last visit: 5/20/15

RESPONSE TO REQUEST NO. 66:

Applicant objects to this request as vague, ambiguous, and misleading. The image Opposer
references is a function of Opposer’s own software design.

Subject to and without waiving its objections, Applicant responds as follows: Admitted that
Opposer has structured its own software such that the name of any brand that has an Instagram
account, including that of Applicant, will appear in the following written format as a search

result:”’[Brand name] (@[Brand Name]) - Instagram photos and videos.”

DATED: August 12,2015 HARVEY SISKIND LLP
D. PETER HARVEY
THOMAS A. HARVEY

By:
Thomas A. Harvey

Attorneys for Applicant/Petitioner
Flipagram, Inc.
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CERTIFICATE OF MAILING
I hereby certify that a true and correct copy of the attached APPLICANT’S RESPONSE TO
OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSION (Opposition No. 91217238) was
served on Opposer via first-class mail on August 12, 2015, postage prepaid, addressed to:

Bobby Ghajar, Esq.

Pillsbury Winthrop Shaw Pittman LLP
725 S. Figueroa St., Suite 2800

Los Angeles, CA 90017

/Cynthla Léé
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Dictionary Thesaurus Translate More.,.

%lctlonary.cam _qrarm
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-gram’

Word Origin

1. a combining form occurring in loanwords from Greek, where it meant
“something written,” “drawing” ( epigram; diagram); on this model,
used in the formation of compound words ( osciffogram).

Compare -graph.

Origin of -gram 1!

. Greek

< Greek -gramma, combining form of granmima something written or

drawn; akin to carve

-gram’

1. a combining form of gram?:
kifograns,

-gram’

1. a combining form extracted from telegram, used in the formation of
compound words that have the general sense "message, bulletin”:
culturegram, efectiongram,; prophecy-gran.

Dictionary.com Unabridged
Based on the Random Haouse Dictionaty, © Random House, Inc 2015,

Cite This Source



Dictionary Thesaurus Translate More..

%ictionary.com

British Dictionary definitions for -gram

-gram

combining form
1. indicating a drawing or something written or recorded: hexagram,
tefegram

Word Origin

from Latin -gramma, from Greek, from gramma letter and grammeé line

Collins Enghsh Dictionary - Complete & Unabridged 2012 Digital Edition
Z: William Collins Sons & Co. Ltd. 1979, 1986 © HarperCollins
Publishers 1993, 2000, 2003, 2005, 200&, 2007, 2009, 2012

Cite This Source

Word Origin and History for -gram

suffix from telegram (1852), first abstracted 1979 (in Gorilfagram, a
proprietary name in U.S.), and put to wide use in forming new words,
such as stripagram (1981). The construction violates Greek grammar, as
an adverb could not properly form part of a compound noun.

Online Etymology Dictionary, & 2010 Rouglas Harper
Cite This Source
-gram in Medicine

-gram suff,
Something written or drawn; a record: cardiograrm.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Instagram, LLC, g Opposition No. 91217238

Opposer, §

§

g Mark: FLIPAGRAM

g International Class: 09
Applicant. §

§

OPPOSER’S FIRST SET OF REQUESTS FOR PRODUCTION
OF DOCUMENTS AND THINGS TO APPLICANT

Serial No.: 86/042,264

V.

Flipagram, Inc.,

Published: January 7, 2014

PROPOUNDING PARTY: OPPOSER INSTAGRAM, LLC
RESPONDING PARTY: APPLICANT FLIPAGRAM, INC.
SET NUMBER: ONE

Pursuant to 37 C.F.R. § 2.120 and Federal Rule of Civil Procedure 34, Opposer
Instagram, LLC (“Instagram”) hereby requests that Applicant Flipagram, Inc. (“Applicant”)
respond to this First Set of Requests for Production of Documents and Things (“Requests”™)

within thirty (30) days of service hereof and in accordance with the Definitions and Instructions

set forth below.

L DEFINITIONS

Notwithstanding any definition below, each word, term, or phrase used in these Requests
is intended to have the broadest meaning permitted under the Federal Rules of Civil Procedure.
As used in these Requests, words in capital letters are defined as follows:

1. You, YOUR, or YOURS refer to Applicant and any parent company owning all or
part of Applicant, any subsidiary, joint venture, partnership or other business cooperation

involving Applicant, and any related company, as well as to the present and former directors,



officers, agents, employees, in-house and outside counsel thereof, and other Persons under the
control of Applicant, regardless of their affiliation or employment

2, COMMUNICATION is used in its broadest sense, and means any transmission of
information from one PERSON or entity to another by any means, including without limitation
written communications, telephone communications, in-person communications, email, instant
messaging, and other electronic communications.

3. CONCERNING and REGARDING means constituting, relating to, reflecting,
memorializing, identifying, embodying, referring to, pertaining to, commenting on, discussing,
analyzing, considering, describing, containing, consisting of, connected to, indicating,
evidencing, supporting, or refuting.

4. DOCUMENT or DOCUMENTS shall have the broadest meaning ascribed to those
terms by Federal Rule of Civil Procedure 34, and include electronically stored information and
tangible things, whose discovery is permitted under Rule 34(a)(1), and writings as defined by
Rule 1001(1) of the Federal Rules of Evidence. A draft or non-identical copy is a separate
“document” within the meaning of this term.

5. PERSON means any natural person, corporation, partnership, proprietorship, group,
association, organization, business entity, governmental body, agency, and any agent of the
foregoing.

6. THIRD PARTY shall refer to any person other than Applicant and Instagram.

7. OPPOSITION refers to Opposition No. 91217238, filed by Instagram on July 7,

2014.

8. YOUR ANSWER refers to the Answer you filed in this Oppesition on September 15,
2014,

9. The term APPLICATION or its plural refers to trademark applications filed with the
Patent and Trademark Office.

10. FLIPAGRAM MARK mark reflected in Application Serial No, 86/042,264, filed
on May 22, 2012. INSTABACKGROUND MARK refers to the trademark



INSTABACKGROUND, regardless of font or stylization used.

11.  The INSTAGRAM MARKS refers collectively to all of Instagram’s marks that
consist of or incorporate the term INSTAGRAM, including without limitation the INSTAGRAM
marks in U.S, Reg. Nos. 4,146,057 and 4,170,675, and the INSTAGRAM marks and variants
thereof in Application Serial Nos. 85/866,573, 85/965,167, 85/965,169, 85/965,174, 85/965,171,
85/965,177, and 86/100,072

12. A Request to provide DOCUMENTS that SUPPORT something means relating to,
referring to, describing, referencing, evidencing, concerning or constituting,

13.  In the following discovery requests, unless the context of the question dictates a
broader or different time reference, the questions refer to the time beginning with the earliest
date upon which Applicant may attempt to rely for priority purposes in this proceeding with
regard to the FLIPAGRAM MARKS, or any variation thereof.

14.  All references in these discovery requests to “commerce” signify commerce that
may lawfully be regulated by the United States Congress.

15.  The singular shall be deemed to include the plural and vice versa; the disjunctive
(“or”) shall be deemed to include the conjunctive (“and”); and the conjunctive (“and™) shall be
deemed to include the disjunctive (“or”).

16. In the following discovery requests, the geographic scope of the requests is

limited to the United States, unless otherwise indicated.

IL. INSTRUCTIONS
The following instructions apply to the discovery requests below and should be

considered as part of each such request:

1. You shall produce all non-privileged DOCUMENTS or tangible things in YOUR
possession, custody, or control that are responsive to these Requests. It is intended that these
Requests will not solicit the production of any material protected either by the attorney-client

privilege or by the work product doctrine.



2. If YOU object to part of a Request and refuse to respond to that part, YOuU shall
produce all DOCUMENTS called for which are not subject to that objection. If YOU object to the
scope or time period of a Request, YOU shall state YOUR objection and respond to the Request
for the scope or time period YOU believe is appropriate.

3. If, in responding to these Requests, YOU encounter any ambiguities when
construing a Request or definition, YOU shall set forth in YOUR response the matter deemed
ambiguous and the construction used in responding.

4, Each DOCUMENT or tangible thing produced in response to these Requests shall be
produced as it is kept in the usual course of business, including file folders, binders, notebooks,
and other devices by which such papers or things may be organized or separated, or it shall be
organized and labeled to correspond with the Requests to which it is responsive. All
DOCUMENTS that are physically or electronically attached to each other shall be produced in that
form and designated accordingly in an electronic production.

5. DocUMENTS should be produced in a form pursuant to a production protocol to be
agreed upon by the parties, in a form in which it is ordinarily maintained (e.g., native form), or in
a reasonably usable form (e.g., TIFF images with Concordance-compatible load files).

6. If there are no DOCUMENTS or things responsive to any particular Request, YOU
are requested to indicate the same in writing.

& These Requests are continuing so as to require prompt supplemental responses as
required under Federal Rule of Civil Procedure 26(e) up to and including the time of trial of this
OPPOSITION. If YOU come into possession, custody, or control of responsive DOCUMENTS or
things after the initial production, YOU should supplement the production by promptly producing
such DOCUMENTS or things.

8. When a DOCUMENT contains both privileged and non-privileged material, the
non-privileged material must be disclosed to the fullest extent possible without disclosing the
privileged material. If a privilege is asserted with regard to part of the material contained in a

DOCUMENT, the party claiming the privilege must clearly indicate the portions as to which the



privilege is claimed. When a DOCUMENT has been redacted or altered in any fashion, YOU shall
identify as to each document the reason for the redaction or alteration, the date of the redaction
or alteration, and the person performing the redaction or alteration. Any redaction must be
clearly visible on the redacted DOCUMENT.

9. If You believe that any Request calls for the disclosure of privileged information,
You must comply with the requirements of Federal Rule of Civil Procedure 26(b)(5) as to each
DOCUMENT for which a claim of privilege or protection from discovery is made.

10,  If any responsive DOCUMENT or thing no longer exists, cannot be located, or is not
in YOUR possession, custody, or control, YOoU shall identify the DOCUMENT, describe its subject
matter, describe its disposition, and identify all persons with knowledge of the disposition.

11.  Whenever used herein, the present tense includes the past and future tenses. The
singular includes the plural, and the plural includes the singular. “All” means “any and all”;
“any” means “any and all.” “Including” means “including but not limited to.” “And” and “or”
encompasses both “and” and “or.” Words in the masculine, feminine, or neutral form shall

include each of the other genders.

III. REQUESTS FORPRODUCTION
REQUEST FOR PRODUCTION NoO. 1:

All DOCUMENTS that refer to or SUPPORT allegations made by YOU in YOUR ANSWER.
REQUEST FOR PRODUCTION No. 2:

All DOCUMENTS used, identified, relied upon or referred to by You when answering
Instagram’s First Set of Interrogatories or any other discovery requests propounded by
Instagram.

REQUEST FOR PRODUCTION NoO. 3:
DocuMENTS sufficient to show each good or service on which YOU use, have used, or

will use the FLIPAGRAM Mark.



REQUEST FOR PRODUCTION NO. 4:
DOCUMENTS sufficient to show the date the FLIPAGRAM MARK was first used by or on
behalf of You, either alone, or in combination with other terms or designs, in any manner, in

connection with any good or service, including use in commerce and use anywhere in the United

States.
REQUEST FOR PRODUCTION NO. 5:

All DOCUMENTS CONCERNING YOUR adoption, origination, selection and development of
the FLIPAGRAM MARK as a name, term, trademark, and/or domain name.
REQUEST FOR PRODUCTION NO. 6:

All DOCUMENTS CONCERNING YOUR adoption, origination, selection and development of
the INSTABACKGROUND MARK as a name, term, trademark, and/or domain name.
REQUEST FOR PRODUCTION NO. 7:

Documents sufficient to identify any trademarks YoOU considered other than
FLIPAGRAM and the factors used or considered in selecting the term FLIPAGRAM.
REQUEST FOR PRODUCTION NO. 8:

Documents sufficient to identify any trademarks YOU considered other than
INSTABRACKGROUND and the factors used or considered in selecting the term
INSTABACKGROUND.

REQUEST FOR PRODUCTION NO. 9:

All DOCUMENTS CONCERNING any opinion requested by, or received by, YOU relating to:
YOUR use or adoption of the FLIPAGRAM MARK, YOUR right to use or register any marks or
designations consisting of or including the term FLIPAGRAM, or whether YOUR use or adoption
of the FLIPAGRAM MARK would not infringe upon the rights of any other entity or Person.
REQUEST FOR PRODUCTION NoO. 10:

All DOCUMENTS CONCERNING any opinion requested by, or received by, YOU relating to:
YOUR use or adoption of the INSTABRACKGROUND MARK, YOUR right to use or register any
marks or designations consisting of or including the term INSTABACKGROUND, or whether



YOUR use or adoption of the INSTABACKGROUND MARK would not infringe upon the rights
of any other entity or PERSON.
REQUEST FOR PRODUCTION No. 11:

All DOCUMENTS CONCERNING YOUR decision to adopt the FLIPAGRAM MARK, either in
connection with YOUR business or YOUR products and services.
REQUEST FOR PRODUCTION NoO. 12:

All DOCUMENTS CONCERNING YOUR decision to adopt the INSTABACKGROUND
MARK, either in connection with YOUR business or YOUR products and services.

REQUEST FOR PRODUCTION No. 13:

All Documents and Communications Concerning, discussing, or mentioning Instagram in
connection with Your decision to adopt the FLIPAGRAM Mark.
REQUEST FOR PRODUCTION NoO. 14:

All DOCUMENTS and COMMUNICATIONS CONCERNING, discussing, or mentioning
INSTAGRAM in connection with YOUR decision to adopt the INSTABACKGROUND MARK.
REQUEST FOR PRODUCTION No. 15:

All DOCUMENTS CONCERNING YOUR planned or considered use of any mark that includes
the terms “AGRAM™ and/or “GRAM.”

REQUEST FOR PRODUCTION NO. 16:

All COMMUNICATIONS REGARDING YOUR planned or considered use of any mark that
includes the terms “AGRAM” and/or “GRAM.”
REQUEST FOR PRODUCTION NoO. 17:

All DOCUMENTS CONCERNING YOUR planned or considered use of any mark that includes
the term “INSTA.”

REQUEST FOR PRODUCTION No. 18:
All COMMUNICATIONS REGARDING YOUR planned or considered use of any mark that

includes the term “INSTA.”



REQUEST FOR PRODUCTION NoO. 19:

DocuMENTS sufficient to show the target market of goods and/or services sold or offered
for sale in connection with the FLIPAGRAM MARK.
Request for Production No. 20:

All DOCUMENTS CONCERNING YOUR proposed, intended or actual use of the
FLIPAGRAM WRL whether internal or available to public or customers, including but not
limited to business plans, financial estimates, advertising designs and mock ups, marketing
memoranda and materials, or advertising materials in the form of any online, social media,
and/or intemnet marketing or advertising, web sites, electronic kiosks, electronic commerce
devices, trade shows, sales pitches, customer brochures, direct mail, contests, catalogs, labels,
and packaging.

Request for Production No. 21:

All DOCUMENTS CONCERNING the design of the logos and user interface depicted in the
specimen of use YOU submitted to the USPTO in connection with YOUR application to register
the FLIPAGRAM MARK.

REQUEST FOR PRODUCTION No. 22:

All DOCUMENTS CONCERNING proposed, intended or actual use of the FLIPAGRAM
MARK by any THIRD PARTY, whether internal or available to public or customers, including but
not limited to business plans, financial estimates, advertising designs and mock ups, marketing
memoranda and materials, or advertising materials in the form of any online, social media,
and/or internet marketing or advertising, web sites, electronic kiosks, electronic commerce
devices, trade shows, sales pitches, customer brochures, direct mail, contests, catalogs, labels,
and packaging.

REQUEST FOR PRODUCTION NoO. 23:

All advertisements and marketing or promotional DOCUMENTS RELATING TO the goods

and/or services offered, sold, or planned to be sold in the future, in connection with the

FLIPAGRAM MARK.



REQUEST FOR PRODUCTION NO. 24:
All COMMUNICATIONS RELATING TO the advertising and promotion of goods and/or

services offered, sold, or planned to be sold in the future, in connection with the FLIPAGRAM

MARK.
REQUEST FOR PRODUCTION NO. 25:

DOCUMENTS sufficient to identify the channels of trade through which You offer or plan
to offer each good and/or service sold, to be sold, advertised, or to be advertised, bearing the
FLIPAGRAM MARK,

REQUEST FOR PRODUCTION NO. 26:

DOCUMENTS sufficient to show the advertising, marketing, and promotion expenses
associated with the goods and services offered under the FLIPAGRAM MARK.
REQUEST FOR PRODUCTION NO. 27:

DOCUMENTS sufficient to show the identities of PERSONS who have ever been involved
with the marketing of any goods and/or services offered under the FLIPAGRAM MARK.
REQUEST FOR PRODUCTION No, 28:

All DOCUMENTS CONCERNING any instances of actual confusion, mistake, deception or
association of any kind between YOU and Instagram or between YOUR goods and services and
Instagram’s goods and services.

REQUEST FOR PRODUCTION NO. 29:

All DOCUMENTS CONCERNING any instances of a PERSON inquiring whether, or otherwise
making a statement or committing some act that evidenced a belief that YOU are associated with,
or sponsored or approved by Instagram; or Instagram is associated with, or sponsored or
approved by YOU; or that the FLIPAGRAM MARK calls to mind the INSTAGRAM MARKS.
REQUEST FOR PRODUCTION NoO. 30:

For each month that You have offered goods or services under the FLIPAGRAM MARK,
DOCUMENTS sufficient to show the number of customers of the goods and services offered under

the FLIPAGRAM MARK.



REQUEST FOR PRODUCTION NoO. 31:

For each month that YOU have offered goods or services under the FLIPAGRAM MARK,
DOCUMENTS sufficient to show the total number of downloads of the FLIPAGRAM mobile
application on each platform that YOUR goods and/or services are available.

REQUEST FOR PRODUCTION NO. 32:

For each month that YoU have offered goods or services under the FLIPAGRAM MARK,
DOCUMENTS sufficient to show the total number of monthly active users of the FLIPAGRAM
mobile application.

REQUEST FOR PRODUCTION NO. 33:

For each month that You have offered goods or services under the FLIPAGRAM MARK,
DOCUMENTS sufficient to show the total number of visitors to YOUR website located at
www.flipagram.com, including but not limited to Google Analytics data.

REQUEST FOR PRODUCTION NO. 34:

For each month that YOU have offered goods or services under the FLIPAGRAM MARK,
DoCcUMENTS sufficient to show the total number of visitors who have visited YOUR website,
YOUR mobile application or to YOUR Instagram page by way of the Instagram mobile application
or instagram.com.

REQUEST FOR PRODUCTION NO. 35:

All DOCUMENTS evidencing or RELATING TO COMMUNICATIONS between You and
Instagram, or any current or former Instagram employee or agent, REGARDING the FLIPAGRAM
MARK and/or the INSTABACKGROUND MARK.

REQUEST FOR PRODUCTION NO. 36:

All DOCUMENTS evidencing or RELATING TO YOUR use of the INSTAGRAM APIS.
REQUEST FOR PRODUCTION NO. 37:

All DOCUMENTS evidencing or RELATING TO YOUR use of the FACEBOOK PLATFORM.
REQUEST FOR PRODUCTION NoO. 38:

All DOCUMENTS CONCERNING any communication or analysis of the benefits or value of

10



the Instagram APIs
REQUEST FOR PRODUCTION NO. 39:

All DOCUMENTS CONCERNING any communication or analysis of the benefits or value of
the Instagram Platform
REQUEST FOR PRODUCTION NO. 40:

All DOCUMENTS CONCERNING any communication or analysis of the benefits or value of
the Facebook Platform
REQUEST FOR PRODUCTION No. 41:

All DOCUMENTS that refer to or SUPPORT YOUR alleged affirmative defense that
Instagram’s claim for relief is barred by the doctrine of estoppel by consent.
REQUEST FOR PRODUCTION NoO. 42;

All DOCUMENTS that refer to or SUPPORT YOUR alleged affirmative defense that
Instagram’s claim for relief is barred by the doctrine of unclean hands.
REQUEST FOR PRODUCTION NO. 43:

All DOCUMENTS that refer to or SUPPORT YOUR alleged affirmative defense that the
Instagram’s claim for relief is barred because the INSTAGRAM Marks have been abandoned
due to naked licensing.

REQUEST FOR PRODUCTION NO. 44:

All DOCUMENTS that refer to or SUPPORT YOUR alleged affirmative defense that
Instagram’s claim for relief is barred because the INSTAGRAM MARKS are descriptive and lack
secondary meaning,

REQUEST FOR PRODUCTION NO, 45:

All DOCUMENTS that refer to or SUPPORT YOUR Counterclaim that the INSTAGRAM
Marks have been abandoned due to naked licensing.

REQUEST FOR PRODUCTION NO. 46:

All DOCUMENTS that refer to or SUPPORT YOUR Counterclaim that the INSTAGRAM

MARKS are descriptive.

11



REQUEST FOR PRODUCTION NO. 47:
All DOCUMENTS CONCERNING the INSTAGRAM Marks, including without limitation

any COMMUNICATIONS CONCERNING the trademark rights of Instagram in the INSTAGRAM

MARKS.
REQUEST FOR PRODUCTION NO. 48:

DOCUMENTS CONCERNING any application submitted by YOU or any other PERSON to any
state agency or other governmental authority, including the U.S. Patent & Trademark Office, for
registration of the term FLIPAGRAM as a trade name, corporate name, trademark or service
mark.

REQUEST FOR PRODUCTION NO. 49:

All Facebook or Instagram Terms and Conditions or API Terms and Conditions to which

You have agreed.
REQUEST FOR PRODUCTION NO. 50:

All COMMUNICATIONS YOU received from Instagram.
REQUEST FOR PRODUCTION No. 51:

All DOCUMENTS RELATED TO surveys which YOU conducted regarding the use of
FLIPAGRAM as a mark, relating to the issues in this Opposition proceeding, or relating to
Instagram.

REQUEST FOR PRODUCTION NO, 52:

For each expert that Applicant intends to call to testify in this proceeding produce the
written report required by Fed. R. Civ. P. 26(a)(2)(B).
REQUEST FOR PRODUCTION NO. 53:

Financial DOCUMENTS, including but not limited to, invoices, billing documents, or
accounting documents, CONCERNING the annual sales or revenues in units and dollars for goods
or services provided by YOU under or in connection with the FLIPAGRAM MARK, from the
earliest date of YOUR alleged first use of the FLIPAGRAM MARK, in any manner to present.

12



REQUEST FOR PRODUCTION NoO. 54:
All DOCUMENTS upon which YOU intend to rely in this matter.
REQUEST FOR PRODUCTION NoO. 55:
All DOCUMENTS RELATED TO products, including but not limited to clothing and sundry

items, that use or display the FLIPAGRAM MARK.

Dated: July 8, 2015

/s/ Bobby A. Ghajar

Bobby A. Ghajar

PILLSBURY WINTHROP SHAW
PITTMAN LLP

725 S. Figueroa, Suite 2800

Los Angeles, CA 90017

Tel: (213) 488-7100

Fax: (213) 629-1033

Attorneys for Instagram

13



CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoing OPPOSER’S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS AND THINGS TO APPLICANT was served on Applicant’s counsel,
D. Peter Harvey, Harvey Siskind LLP, 4 Embarcadero Center, 39U F loor, San Francisco, CA
94111, via postage prepaid first-class mail on July 8, 2015.

/s/ Bobby A. Ghajar
Bobby A Ghajar
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From: Naomi Jane Gray

Sent: Wednesday, December 23, 2015 6:01 PM

To: 'Peterson, Marcus D.' <marcus.peterson@pillsburylaw.com>

Cc: Ghajar, Bobby <bobby.ghajar@pillsburylaw.com>; De La Rosa, Inga L. <inga.delarosa@pillsburylaw.com>
Subject: RE: Document production

Marcus,

| write to follow up on the issue of the supplementation of the parties’ discovery responses and productions. The
parties clearly agreed to supplement, on December 18, their responses to requests as to which we had reached
agreement during our meet and confer sessions. As you and | explicitly discussed, Flipagram stood ready to supplement
its responses on that date, and remains prepared to do so on the basis of a mutual, simultaneous exchange. When you
proposed additional supplementation after the New Year, you did so in the context of items that remain in dispute. You
never indicated that Instagram would refrain from supplementing items as to which the parties had reached agreement
while it continued to consider items still in dispute. Indeed, it makes no sense to do so.

Please let me know when Instagram is prepared to exchange supplemental responses and production relating to items
as to which the parties have reached agreement.

Wishing you the best for the holidays and a happy New Year,

Naomi

From: Peterson, Marcus D. [mailto: marcus.peterson@pillsburylaw.com]
Sent: Tuesday, December 15, 2015 1:49 PM

To: Naomi Jane Gray

Cc: Ghajar, Bobby; De La Rosa, Inga L.

Subject: RE: Document production

Naomi,

We called you this morning to follow up on the g&bf the stipulated ¢éansion, and you have not

responded. Given that the expaisclosure deadline is iwo weeks, amidst the holidays, we will move on our
own to extend discovery and trig¢abdlines if we cannot reach an agreement with you by tomorrow on the
stipulated extension.

Additionally, we have two issuesgarding your email below with respect to Instagram’s document production.

First, when we spoke on December 2, we askedwwn Flipagram would be supplementing its document
production. You said you were unsure and would sped@kamas about it. We provided you the list of all of
the categories of documents for whi€lipagram stated it would procer documents, but no documents have

1



yet been produced. This includes Interrogatdoesvhich Flipagram stateil would produce documents
sufficient to provide the informath sought. When we spoke last gidDecember 11, we again inquired
when Flipagram anticipated supplenting its document production. Ysaid you believed that it had
produced documents for some of the categories, Inat stdl unsure when additional documents would be
produced. Itis not clear why you ngwirport to require Instagram soipplement its document production by
December 18, which is an arbitrary deadline, when yoe hat addressed our requeas to a time frame for
Flipagram’s supplemental producti@and the parties never discussag@ementing their respective document
productions on or by December 18. Please let us knam\hpagram will be supplementing its production.

Second, when we spoke on December 2, you asked wsiaigram would supplement the written responses
that it had agreed, at that pointstapplement. Similarly, we asked erhFlipagram would be able to do

so. You stated that Flipagram would be able to da ste next week or two arakked if Instagram would be
able to in that time frame. We said that two wemrkght be possible, and said weuld pencil it in on our
calendar for December 18. However, when we spokiriday, December 11, we informed you that Instagram
was working on supplementing its responses, including iasues on which we had met and conferred and not
reached resolution. We said that we believed weldvbe able to supplement the responses, and produce
additional documents, to remove issues from your petiemidtion to compel, and that we would not be in a
position to do so until after the first tife year, given the holidays and vacation schedules. As noted above, we
still have not received confirmati@s to when Flipagram will be sugphenting its discovery responses, and
your email is silent on that issue. We are thaeetinsure why you expeaigplemental responses from
Instagram on December 1.8

As to Instagram’s document productiove are looking into thepecific discovery requests raised below, and
will provide a response under separate cover. We toopeke an additional document production before the
end of the year, with more tmme just after the New Year.

We look forward to your prompt response,
Marcus

Marcus D. Peterson | Senior Associate

Pillsbury Winthrop Shaw Pittman LLP

725 South Figueroa Street, Suite 2800 | Los Angeles, CA 90017-5406
t213.488.7410 | f 213.629.1033
marcus.peterson@pillsburylaw.com | website bio

ABU DHABI AUSTIN BEUING HOUSTOMN LONDOM LOS AMGELES NASHVILLE MNEW YORE
MORTHERM VIRGINIA PALM BEACH SACRAMENTO SAM DIEGO SAN DIEGD MORTH COUNTY
SANFRAMOSOD SHANGHAI SIDCON VALLEY TOKYO WASHINGTON, DC

Sacial Media

Dillshury

ELICK TO VISIT DURBLOG

From: Naomi Jane Gray [mailto:ngray@harveysiskind.com]
Sent: Monday, December 14, 2015 12:02 AM

To: Peterson, Marcus D.

Subject: Document production

Marcus,

We are considering your extension proposal as discussed Friday afternoon. In the meantime, | write regarding
Instagram’s document production.



To date, Instagram has produced a total of 107 documents, composed entirely of publicly available materials. 86 of
these documents are screenshots of articles, books, or videos that reference Instagram. The remainder are screenshots
of Instagram’s PTO file wrappers or screenshots from Instagram’s websites. Instagram has not produced any
correspondence or email. Although Instagram took over two months to finalize edits to Board’s standard protective
order, Instagram has not produced any documents with a confidentiality designation. The word “Flipagram” does not
appear anywhere in the production. Instagram has indicated that it will supplement this production but that most
documents already have been produced.

Instagram has agreed to produce documents to the following RFPs, but no responsive documents appear to have been
produced: 1, 2, 6, 10, 13, 14, 15, 16, 17, 18, 19, 20, 21, 22, 30, 37, 38, 39, 41, 42, and 47. Please confirm either that
Instagram will produce all responsive documents on December 18, the date the parties have agreed to supplement their
productions, or that no responsive documents exist. If responsive documents exist but Instagram does not expect to
produce them on December 18, please advise me when Instagram expects to produce the documents.

In addition, Instagram refused to produce any documents in response to the following RFPs: 3,5, 7, 8, 11, 23, 24, 25, 26,
27, 28, 29, 31, 32, 33, 34, 35, 36, 40, 43, 44, 45, 46, 48, 49, 50, and 51. After our meet and confer discussions
(summarized in other correspondence), Instagram now agrees to produce certain documents responsive to requests: 7,
32,43, 44, 45, and 50. Please confirm either that Instagram will produce these documents on December 18 or that no
responsive documents exist. If responsive documents exist but Instagram does not expect to produce them on
December 18, please advise when Instagram will produce the documents.

Finally, as discussed in our meet and confer efforts, Instagram objects to the sufficiency of many of Instagram’s
substantive RFP responses, including but not limited to 4, 9, 12, 13, 37, 38, 39, 41, and 42. Following our discussions,
Instagram now agrees to supplement its responses and/or provide additional documents as to request 13. Please
confirm either that Instagram will provide these supplemental responses on December 18, or advise me when Instagram
will supplement these responses. If no responsive information exists, please so advise me.

Thanks.

Naomi Jane Gray | HARVEY - SISKIND LLP
Four Embarcadero Center, 39th Floor | San Francisco, CA 94111 | T: 415-354-0100 | F: 415-391-7124

www.harveysiskind.com | Blog: Shades of Gray® | Twitter: (@shadesofgraylaw

The contents of this e-mail message and any attachments are confidential and are intended solely for the addressee. The information may be
privileged by law. This transmission is sent in trust, for the sole purpose of delivery to the intended recipient. If you are not the intended recipient
and/or have received this transmission in error, any use, reproduction or dissemination of this transmission or its contents is strictly prohibited. If
you are not the intended recipient, please immediately notify the sender by reply e-mail or at 415-354-0100 and delete this message and its
attachments, if any.

The contents of this message, togethith any attachmentare intended only for these of the individual or
entity to which they are addressed and may contéonnmation that is legally privileged, confidential and
exempt from disclosure. If you are rthe intended recipient, you areréley notified that any dissemination,
distribution, or copying of this message any attachment, is strictlygdribited. If you have received this
message in error, please notify thgyimral sender or the Pillsbury Winthp Shaw Pittman Help Desk at Tel:
800-477-0770, Option 1, immediately by telephone or bymefumail and delete this message, along with any
attachments, from your computer. Thank you.
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HARVEY SISKIND LLP

D. PETER HARVEY (CA SBN 55712)
pharvey@harveysiskind.com

THOMAS A HARVEY (CA SBN 235342)
tharvey@harveysiskind.com

Four Embarcadero Center,"3Bloor

San Francisco, CA 94111

Telephone: (415) 354-0100

Facsimile: (415) 391-7124

Attorneysfor Applicant/Petitioner
FLIPAGRAM, INC.

Mark: FLIPAGRAM

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSTAGRAM, LLC, a Delaware limited
liability company,

Opposer/Registrant
V.

FLIPAGRAM, INC., a California
corporation,

Applicant/Petitioner

DECLARATION OF M. ELENA
BENAVENTE IN SUPPORT OF
MOTION TO TEST SUFFICIENCY
OF RESPONSES TOFLIPAGRAM’S
FIRST AND SECOND SETS OF
REQUESTS FOR ADMISSION

Opposition No. 91217238

ApplicationNo. 86042264

BENAVENTE DECLARATION IN SUPPORT OF

FLIPAGRAM’'S MOTION TOTEST SUFFICIENCY
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I, M. Elena Benaventeleclare as follows:

1. | am a senior paralegal darvey Siskind LLP, counsel fépplicant Flipagram, Inc.
(“Flipagram”). 1 make this declaration freely and of my own personal ledyd. If called as a
witness, | couldand would competentlestify to the matters set forth herein.

2. Annexed hereto as Exhibit A are true and correct copies of screen shots | captu
from Opposer’'s websif@vww.instagram.congn Decembell7 and December 22, 2015.

3. Annexed hereto as Exhibit B are true and correct copies of screen shots Iccaptu
from theForbes websitevww.forbes.compn December 22 and December 23, 2015.

4, Annexed hereto as Exhibiti€ a true and correct copy of a screen shot | captured
from Opposer’s website, www.instagram.com, on December 28, 2015.

| declare under penalty of perjury under the laws of the State of CaliforntadHategoing is
true and correct and that this declaration was egddhts28th day ofDecember2015 in San
Francisco, California

M. Elena Benavente
M. ElenaBenavente

BENAVENTE DECLARATION IN SUPPORT OF Opposition M. 91217238
FLIPAGRAM’'S MOTION TOTEST SUFFICIENCY
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Instagram’s Black Friday Holiday Gift Guide

CanvasPop

Has a friend ever asked for the original version of a beautiful Instagram photo you took so they could use it
as the background on their phone? Have your parents been ranting and raving to all of their frends about
how wonderful your Instagram images are to anyone who will listen? If so, CanvasFop’s
Instagram printing addition is the perfect holiday gifti You easily can transform any of your images into a
12x12 or 20x20 art piece for the home.

CanvasPop is providing a special price for a limited time and you can also buy a CanvasPop gift card for
any of your Instagramming friends

Casetagram
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Let's get real. Dropping an iPhone can be an expensive mistake, especially if it falls at just the night glass-
shattering angle. Why not protect that brand new iPhone with a durable case made oul of Instagram
images? Create a unique design with Casetagram using any of the six layouts, including two new special
edition holiday cases, for yourself or someone you care about.

PostalPix - Aluminum Prints




Metal i1s totally awesome, especially the Kind of metal you can find on the penodic table. Do you know what
would be even more awesome than metal? Your Instagram photos infused onto a scraich resistant
aluminum plate, that's what!

With PostalPix you can easily order long-lasting prints of your Instagram images with vour 10S device
directly from their application. You could even turn them into a fantastically unique holiday card for your
family members! Each aluminum print comes with magnets and double sided tape for easy mounting

Be sure to use the code “welovelG" at checkout for 15% off any purchase made before midnight tonight!

Hatchcraft - Boo Box

These beautiful bamboo shadow box frames, from the freshly relauched Hatchcraft, are a fantastic way
to display Instagram images and would make a wonderful gift for that Instagram fanatic in your lifel

Though the frames wont be shipping until the new year, Hatchcraft is offering gift certificates under face
value Black Friday through Cyber Monday weekend only. While you're ordering a Boo Box gift certificate,

be sure to check out their limited edition IG Addict bamboo iPhone casel

96 notes

EX harry-is-a-cutie reblogged this from instagram

Bl harry-is-a-cutie likes this

M lexparsimonae likes this

¥ promo-codes-june-2013-week reblogged this from instagram
B zhengyang likes this

# bird-in-a-cage likes this

¥ bauknecht-gka-175-optima reblogged this from instagram
¥ delonghi-esam-6700 reblogged this from instagram

® novedades-nikon-2012 reblogged this from instagram

# televisori-led-samsung-prezzi reblogged this from instagram
¥ fokakier21-blog reblogged this from instagram

#® farmakeio21 reblogged this from instagram



¥ dirpros92 reblogged this from instagram
¥ prosdir23-blog reblogged this from instagram
¥ chiangmai-house-blog likes this
Re sailajajoshi reblogged this from instagram
K gretchenalice likes this

El nathanmanousos likes this

4§ kalebaskew likes this

¥ tee-dee1310 likes this

Wl dubutorres likes this

§1 gladyzioretta likes this

& ohstellabella likes this

Ed jalondna likes this

il thekingdom-isnow likes this

I joshuahenry likes this

P jas132 likes this

ki’ kris10330 likes this

&x talkyapple fikes this

LY hellojewiie likes this

U4 halfbaconed-blog likes this

& easilystupefied likes this

i brandisimmons likes this

B gailbautista likes this

% mrbushido likes this

# washedbythesun likes this

E: paulkatcher likes this

W fatgirlinohio likes this

3. yadvigita likes this

== abdulsmith likes this

2 electpeace-blog likes this

[ jhnstn likes this

B multicolouredmemories likes this
@ instagram posted this

SHOW MORE NOTES

Blog Archive RSS Feed Engineering Blog
AboutUs Support APl Jobs Privacy

B f w

@ 2015 INSTAGRAM, ING.

Instamesis

Tems



http://Iblog.instagram.com/post/13304305790/holiday-gift-guide-2011



3:50:16 PM 12/17/2015

Instagram’s 2012 Black Friday Holiday Gift Guide

Every year people from around the world hunt for the perfect gift to get for their Instagram-
Looking for more? obsessed loved ones for the holidays, so we thought we'd make the search a liitle easier by
Be sure to checkout  sharing a few of our favorite Instagram-inspired gift ideas!
our 2011 Black Projecteo
Friday Holida
Guide, orpay a

Projecteo, a tiny Instagram projector, is the perfect gift for an analog film loving
Instagrammer. Order your Instagram photographs on 35mm film through their application,
then view them on your walls with an adorably small projector. Don't let the estimated
delivery date of February 2013 stop you from gifting it this holiday season!

Printstagram Calendar



There's no better way to celebrate 2013 than by having a look through all of your
Instagrammed memories and photography from 2012 one day at a time. Printstagram
uses paper that's heavier than an average calendar, so as you tear-away each day you're
left with beautiful photographs that can be reused as notecards or decorations! It's the
perfect gift for parents or grandparenis.

Anagram

What do you get for the Instagrammer who has everything? The most fabulous Instagram-
inspired knicknack—that's what! From the imaginative minds behind Twig Creative comes
Anagram, a nostalgia-inducing toy made out of wood, cork and leather.

Stitchstagram
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Who wouldn't love a handmad pillow. tote bag, clutch or coin purse covered in memories

from a recent camping trip, photographs of the family dog, or your beautiful Instagram
photography for a parent's home? Stitchstagram is the perfect way to take your
photographs off of your phone and bring them to life!
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v2.0.1 Submitted to the App Store

Good news! We submitted Instagram v2.0.1 to the App Store today and we expect to release it soon. In
the meantime, take a look at some of the fixes coming your way in v2.0.1.

Earlybird looks more like old version
In v2.0, the Earlybird filter was altered slightly. This was unintentional and in v2.0.1 we've restored the filter
back to its original state.

Tilt-shift has softer cutoff
We noticed the blur on tilt-shift in v2.0 was more intense when applied after capture. In v2.0.1, we've made
the tilt-shift preview consistent between screens and less intense.

Bug fix for black image uploads
We fixed a bug where tilt-shifted photos would upload as black squares. If you're having this problem,
please follow our instructions for a temporary fix while we wait for v2 0 1 fo be approved

Save filter photo bug fixed

We fixed a bug where filtered photos would fail to save to the camera library even when the “save filtered
photo™ setting was turned on. If you're having this problem, please follow our instructions for a
temporary fix while we wait for v2.0.1 to be approved.

Fix for sending filter information to third-party sites
When you view your photos on third-party sites, such as web.stagram.com, you'll be able to see what
filter was used on the photo.

Better live video quality on iPad 2
We improved the live video quality in the photo capture state for the iPad 2.
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Be Our 7th

With the addition of Jess and OIi, the Instagram team has grown from 4 people to 6. But we still have 4
empty desks, and we just announced that the Instagram community has surpassed 10 million members,
so we're looking to expand our teaml

We're looking for exiraordinary engineers and designers who want to help us build and scale one of the
fastest growing companies in the social web. You can read about what we're looking for in candidates on
our Jobs page, but first we wanted fo share a few photos with you fo introduce ourselves and show you
what it’s like to work at Instagram. Take a look through our photos, check out our Jobs page, and send us
your resume. Oli, our people/recruiting guy, will be in touch if it sounds like you'd be a good fitl

PSR

@shayne, Engineer




@ijosh, Community + Partnerships

@jayzombie, Community Evangelist

@oliryan, Recruiting

Al
—wen

BACON = BAGYN

SAN FRANCISCO




One of our favorite food trucks

Our office is dog friendly. This is Fred.

Healthy treats: bacon popcorn

And camera cookies!

One of the services that uses our API, Stickygram, sent us Instagram magnetsl



Want to join the team? Check out the Jobs page and then drop us a note — we're excited fo hear from
youl
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#instameet Invitation Challenge

Want to win an Instagram stickerbook from @instagoodies? Help spread the word about the Worldwide
InstaMeet on 24 March by sharing an invitation to your city’s meetup and tagging it #instameet. The good
folks at @instagoodies are giving away their Instagram stickerbooks to 3 lucky participants!
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Instagram at SXSW

Heading down to Austin for SXSW? Here's a roundup of Instagram-related events you should try to check
out:

Limited Edition Brisk Cans

Keep an eye out for this limited edition can from Brisk that features Instagram photos.

#atxvworld: Austin Photo Challenge

Tag your photos of Austin #atxvworld to enter your photo in @grether's Instagram Showdown: Austin
vs. The World.

Instaprint Photo Booths

Try to find one of these location-based photo booths for Instagram at a SXSW party. A full list of places to
spot one and a cool video of how it works can be found at instaprint.me. Kudos to BREAKFAST for
creating this!

SWSW Found Type Photowalk (Sunday, 10am)

The SXSW Found Type Photowalk in in its 3rd year, and Instagrammers are invited! It starts at 10am on
Sunday. Get more details and join up on the Meetup page.

Instagram API Office Hours (Sunday, 6pm)

Join Instagram co-founder Mike Kneger and other developers for Instagram AFPI office hours on Sunday
from 6pm-8pm at Halcyon Coffee Shop. Get more details and join up on the Meetup page.

KCRW

Not heading to Austin but want to keep tabs on what's going on? The KCRW team will be snapping photos
at SXSW Interactive and Music. Follow @kcrw to see a bunch of photos from the event.

Know about other Instagram events going on at SXSW? Add them to the Austin Instagram Meetup page.
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A Real-Time API for Next-Generation Apps

When we set out to create our API, we knew we had to support a basic set of interactions that developers
would expect from a simple API. At the end of the day, though, we really wanted to push our API to the
next level to support a new kind of interaction around photos — one that supported the real-time nature of
the content that people create on Instagram. So, we put in a bit of extra elbow grease, and today we're
launching an API with real-time update support.

So what exactly is Instagram’s Real-Time API?

As of today, developers will be able to tell the Instagram API that they'd like to subscribe to new photos
from four different entities: 1) Users of the developer’s application: every time a user of an Instagram-
linked application posts a photo, the developer's application will receive a notification. Developers like
Foodspotting and sites like Dropbox now both utilize this new functionality. 2) Tags: An application can
track a given tag and receive updates every time a new photo is posted with a given tag. 3) Locations:
Every time a new photo is geo-tagged with a specific location, the developer will receive a notification. 4)
Geographies: Sometimes individual locations are too specific. For these cases, we suggest subscribing fo
Geographies. Geographies consist of a latitude and longitude and a radius. This allows developers to
subscribe to a given area like Austin or a specific city block of Manhattan. For an example we cooked up
over this past couple days, take a look at http://[demo.instagram.com/ If you're interested in having a
look, we've open sourced the source code. On this site, we've subscribed to 20 or so geographies of
major cities around the world. This demo site gets a ping every time a photo is posted near that location
with a geotag (note that only a small portion of our photos are geotagged today). If you're in SF (or NYC)
try posting a photo with a geo-tag and watch it pop up on the screen.

How does the real-time APl work?

1) As a developer, you can sign up for the API at http:/linstagram.com/developer/ 2) You can then
create a subscription using a simple command as outlined in the real-time section of the documentation
3) Every time there’s an update to a subscription, our servers POST an update your server using a simple
web hook. 4) Your servers then query for the latest information. These subscriptions and the new API
enable three major enhancements to Instagram:

1) Universal Sharing on Any Service

We have a long list of sites that we'd like to integrate with — we knew we wanted to support more options,
but the question was. how do we do it in a scalable, self-service way? We could have developers poll our
servers every five minutes for every user of their application, but this quickly becomes inefficient and
nearly impossible for large services. Instead, a site like Foodspotting can have their users link up with the
Instagram real-time API and instantly they're receiving notifications of new photos taken by Foodspotting
users. When the user uses the hashtag “#fs", the picture is cross-posted on the user's foodspotting
account. Also, an independent developer can decide that they really love a service, and would like to see
better integration. Dropbox backup of Instagram photos is a pretty great example of this:
http:/linstadrop.appspot.com/ Notice that the site doesn't live with Instagram, nor does it live with
Dropbox. A few hours can mean that a motivated developer can create new sharing options for Instagram
on a whim_ In fact, the Instadrop website is open-source, so any developer can take that code and create
new sharing possibilities with ease. Check out the source code. We're excited to have both Foodspotting
and Dropbox as consumers of the real-time API from day one.

2) Bringing Live to the Web
The real-time nature of the APl means that developers that use next-gen servers like Tornado and
Node.js can create live experiences to browse what's happening on Instagram - and throughout the world.

The demo site | mentioned above uses Node js.

A\ Mavar hrrrsaina antianas
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Today, Momento (one of the most popular personal apps) launches a new version of their app with full
Instagram integration. Now Momento users can import their entire Instagram feed and browse posts day
by day since their first photo. Flipboard is one of the companies working with the Instagram API to explore
beautiful new ways to view and interact with Instagram images. While we're not quite ready to talk about it,
all we can say is that it's very cool, and we believe it's a superlative experience for Instagram and
Flipboard users. About.me also has some really cool stuff up their sleeve — so expect to see full Instagram
integration there as well in the coming week. And finally, one of our favorite new sites is instagre.at which
provides a super slick way to browse Instagram’s most popular photos. 2000 developers have already
signed up for the private beta, and we're excited to support a growing community of enthusiastic and
creative engineers. Have a cool idea? Get started by reading the APl documentation And by the way, if
youre a talented engineer and think this is pretty cool stuff — we're hiringl Send your resume to
jobs@instagram com Kevin + The Instagram Team
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InstaCity: Berlin

InstaCity is a weekly blog senes that infroduces you to Instagrammers in different parts of the world. We'll
feature a new city, and a new group of Instagrammers, in each installment. We love exploring the world
through photos, and hope you'll be inspired to follow some of the users we feature here to learn more
about the city they call home.

This week, we're taking you to Berlin, Germanyl There's an extremely active local group of
Instagrammers in Berlin, and we'd like to introduce you fo four of them

Thomas

il 'homas (@thomas_k) has been on Instagram since last October, and in that time
Shis photos have been featured across the web, including in Mashable’s article on
mobile street photography. Thomas works near Potsdamer Platz in Berlin, and so
alii's the place where most of his shots are taken. “I've always found this area
llinteresting because of the modern architecture that surrounds it,” he says, “which | fry
to use it as background while shooting. The main reason why I'm still not tired of
photographing Potsdamer Platz almost every day is that it always looks different to
me somehow.” Check out a full interview with Thomas on Instagramers.com

This photo was taken early in the morning on my way fo work [t was quite dark and foggy so | didn't
expect it to turn out well. | chose this angle because | wanted the buildings to look somehow massive and
huge with just a slice of white sky over the figure. The low light created a special effect | really enjoyed
when the editing was finished. It made the picture look like it was taken many years ago. That's one of the
many things | appreciate about photographing in Berlin — it's really hard to tell if your shot was faken
yesterday or twenty years ago.

Chris

@aufgetaucht: | posted my first photo last November, and | never imagined that the
app | downloaded that day would turn out to be the one I'd get addicted to so fast |
- always try to post only my “treasures” and not every single photo | shoot. Berlin is a
F great city to explore using your iPhone. I'm in love with its architecture and iis
il colours. | dream of the day when | can meet my |G-friends from all around the world



m I" Win Berlin and show them my city.

This photo was taken in a museum in Berlin. | was on a photowalk for 2 or 3 hours and the light was
perfect for this kind of picture. | love shooting sithouettes or shadows of people, using them as my acfors
walking through the scene

Arne

@herrkrueger: | joined Instagram the first week it was released and was immediately
hooked = First, | was looking for an easy, beautiful way to share my daily morning
piciures of Berlin to Tumblr, Twitter and Facebook, but it became so much more. My
love for photos and the exploding Instagram community led to the start of the first
Community Exhibition of Instagram photos, which took place in March - Apnl 2010 in
a cafe in the Bergmannkiez of Berlin, with more than 80 photographs from 10
European Instagram photographers.

This is with where it all started. The sunrise after dropping off my daughter at kindergarten was always so
beautiful that | wanted to capture it somehow. In January 2009 | started a daily picture project on my
Tumblr. Two years later, these daily pictures became a integral part of my life and help me fo connect with
the moment, the place and weather.



Michael

@king_fisher: | wasn't that much into photography before | discovered Instagram in
November last year | don't own a DSLR, so all pictures were taken with my iPhone 4
(except some of the very early posts in my stream). | love going on photowalks with
other Instagrammers to get an idea of the people behind the photos | like most. When
not taking pictures, | do web development, so as a logical consequence, | developed
flinstaChallenge, a free web service to manage challenges on Instagram as well as to
produce photobooks (using a print-on-demand service) from the resuits.

This photo shows the mystery that surrounds the city of Berlin. If was taken on a photowalk with some
other IGers from Berlin. We're doing these walks quite often, mostly with different people. It shows the roof
of the “Tempodrom”, a well-known venue for concerts and other events. | used Hipstamatic for this and
added some filters for color and contrast corrections.
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Hurricane Irene

Hurricane Irene swept through the Caribbean and East Coast of the United States last week, causing
damage and major flooding in many states. While Irene made its way up the coast, photos uploaded to
Instagram provided live coverage. You can discover more images of the rain, flooding, empty streets, and
various survival kits via #irene and #hurricaneirene tags, as well as on instacane.com, a website
created by developers Chris Ackermann and Peter Ng that uses the Instagram API to display photos
related to the hurricane.

We also saw journalists and news organizations utilize Instagram in order to record activity surrounding
this story. To complement its live coverage, the Wall Street Journal displayed a feed of Instagram photos
on its live blog, and New York Times journalist Brian Stelter (@brianstelter) shared his photos of the
hurricane as it passed through Nags Head, N.C.

Photos from richardls allaneschoening dewtau blacked bradwalsh toddcam brianstelter hoeg
snowqueentlc jordyhyle roadapples betty_harris delcolife arzarz toddschwartz hearteheart r_i_zz
mllemonique keithwj chasi herongio briannaoney idlegnome
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Starting Up
What is the history of Instagram?

. First off, we have to say that we never expected the overwhelming response
that we've seen. We went from literally a handful of users to the #1 free
photography app in a matter of hours. But as my cofounder Mike Krieger
likes to say, Instagram is an app that only took 8 weeks to build and ship,
but was a product of over a yvear of work.

The story starts when I worked at Nextstop. While I was there working in
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marketing, I started doing more and more engineering at night on simple
ideas that helped me learn how to program (I don’t have any formal CS
degree or training). One of these ideas was combining elements of
foursquare (check-ins) with elements of Mafia Wars (hence the name
Burbn). I figured I could build a prototype of the idea in HTMLj5 and get it
to some friends. Those friends ended up using the prototype without any
branding elements or design at all. I spent weekends working on improving
the prototype for my friends. At a party for the Hunch folks I ran into a
bunch of people who would basically make starting Burbn a reality. At that
party were two people from Baseline Ventures and Andreessen Horowitz. I
showed the prototype, and we decided we’d meet up for coffee to talk about
it. After the first meeting, I decided to take the dive and leave my job to go
solo and see if Burbn could be a company. Within two weeks of leaving, I
raised $500k from both Baseline and Andreessen Horowitz, and started
work on finding a team.

Mike Krieger and I started talking and he decided he liked the idea of
helping start the company. Once he joined, we took a step back and looked
at the produet as it stood. By this time, we had built Burbn into a (private)
really neat HTML5 mobile web app that let you: Check in to locations, Make
plans (future check-ins), Earn points for hanging out with friends. post
pictures, and much more.

We decided that if we were going to build a company, we wanted to focus on
being really good at one thing. We saw mobile photos as an awesome
opportunity to try out some new ideas. We spent 1 week prototyping a
version that focused solely on photos. It was pretty awful. So we went back
to creating a native version of Burbn. We actually got an entire version of
Burbn done as an iPhone app, but it felt cluttered, and overrun with
features. It was really difficult to decide to start from scrateh, but we went
out on a limb, and basically cut everything in the Burbn app except for its
photo, comment, and like capabilities. What remained was Instagram. (We
renamed because we felt it better captured what you were doing — an
instant telegram of sorts. It also sounded camera-v)

So 8 weeks later, we gave it to our friends, beta tested, bug fixed, ete. and
thiz Monday we decided it was ready to ship. We've got a long road ahead of
us, but were encouraged by the adoption and usage that has far exceeded
our bets pre-launch.

It's a long storv, but that’s what vou asked for ;) October 8, 2010
How did Instagram get its name?

A long week of searching for something that combined the ‘right here right
now" aspect of what we were trying to accomplish with the idea of recording
something in vour life (hence the suffix -gram).

We also wanted something relatively unique. We had a bunch of other
names that were in the running, but there were lots of other apps with
names that were too similar. Another characteristic was whether or not you
could tell someone the name and thev could spell it easily. November 22,
2010

How long was Instagram in development for before launch?

. It’s hard to answer this question, because there’s the client and then there’s
the server. Most of the server code was taken from Burbn. (For those who
never used Burbn, Instagram looks/feels/acts a lot like burbn, only it's
focused on posting a photo). That code took many months to develop,
refine, and turn into libraries that we can use internally on just about any
project. We built them knowing we’d likely reuse them in other experiments
down the road. We learned *a lot* along the way that made Instagram act
the way it does currently.

The app itself took about 8 weeks from start to where we are today. October
14, 2010
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Why didn’t Instagram buy the .COM version of its name?

. Not sure it really matters — the domain name’s shorter this way, though
slightly more difficult to spell. In the end, we decided most folks would learn
about us through links on other services, and therefore the .com wasn't a
must-have. November 22, 2010

Why did Andreesen Horowitz invest in Burbn when it had
already invested in Foursquare?

. Actually, Mare and Ben did our seed round well before they invested in
Foursquare. To be fair, the feedback when we raised our round was not
“Looks like a foursquare competitor, go compete™. Tt was “You've got a lot of
good ideas in the product so far, go figure out what company yvou want to
build”. — it took us a while, but we took the best elements of what we were
building (social mobile photos) and built Instagram. Qur development of
Instagram was never influenced by their investment in Foursquare — it was
about needfinding and developing ‘product market fit’ — something all very
tiny startups need to do.

TRENDING

‘ ! We've had a great experience with Andreessen Horowitz, and have become
e good friends with the folks at Foursquare — in fact, their API has been an
I !‘ . |, essential way for people to tag their photos. October 8. 2010
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Who is responsible for Instagram’s Ul design?

.« For better or for worse, I've done most of the pixel pushing in our app. ;)
August 24, 2011

At what point in Instagram’s product development did square
photos become the standard?

. . From day one. We realized that if we were going to do photos, that we'd have
to be different and stand out. Square photos displaved really well in a feed
format and frankly we just liked the aspect ratio better. It wasn’t much more
complex than that. September 28, 2011

What servers would Instagram have used in their early stage,
and what servers do they use now?

-+ When we first launched we used a very small box in a managed data center.
Needless to say, we had to upgrade very quickly — so we moved the entire
site over to amazon EC2 which we’ve been using ever since. As far as
instance sizes go, I believe we use nearly every size available for different
funections. Angust 24, 2011

Why did Instagram choose Jinjaz instead of Django
Templates?

. At the time, it was simply more flexible than the built-in tempting language
(inline python). In our initial experience it was also much (much) faster.
However, I believe in recent releases of Django they've addressed many of
these differences, so I'm not sure we’d necessarily use Jinja2 from the start
today. August 24, 2011

How and why did Instagram select its initial set of free image
filters?

. . No rhyme or reason — just lots of experimentation and feedback from beta
users. We made about 30, but only 11 are in the product today. October §,
2010

How does Instagram develop their filters?

.« It’s really a combination of a bunch of different methods. In some cases we
draw on top of images, in others we do pixel math. It really depends on the
effect we're going for.

For instance, Lomo-fi really isn’t much more than the image with boosted
contrast. Whereas Toaster is one of the most complex (and slow, vet
popular) filters we have with multiple passes and drawing.

T'd give up more info, but it’s our secret sauce :) Maybe some day... January
6, 2011
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How does Instagram choose names for their filters?

Reported 2015 Compensation
.+ Twish that I could say it’s more interesting — but often it has to do with the

inspiration for the filter... a type of film, a photo we’ve seen, or simply what

we were doing at the time. September 28 2011
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What do the different image filters on Path, Instagram, Oink,
ete. actually do?

«« OQur filters are a combination of effects — curve profiles, blending modes,
color hues, ete. In fact, I usually create them in photoshop before creating
the algorithms to do them on the phone. January 4, 2012

Why did Instagram change its iPhone icon?

. Idesigned the original one — and honestly it came down to branding. I'm
very excited about our 2.0 icon and the reaction has been overwhelmingly
positive. The initial icon was a rendering of an actual camera that had
nothing to do with Instagram. At that point, vou have to realize, we had 80
users and I really just liked the idea of having a retro camera stand for
Instagram.

TRENDING It became really clear verv quickly that we needed our own brand, and as
part of that we enlisted help from one of our users Cole Rise — who after
many iterations has created a really gorgeous icon that we all identify with
as Instagram today. September 28, 2011

What image processing library does Instagram use to apply
filters on photos?




.« Iwrote the code from scratch — to my knowledge there aren’t any libraries
that do it for you. November 19, 2010

Growing the Community
How many beta users did Instagram have right before launch?

.+ Robert Scoble is right that we had about 100 people provisioned to use the
beta. Many of those people were ugers of Burbn so naturally we ported them
over. However, not all of those people actually installed Instagram (at that
time it was known as ‘codename’) — in fact, we used up a good portion of
those provisions on people who never ended up using it. So a bit of advice to
new i0S startups: choose vour beta testers carefully. 100 provisions go very

FRENDING very quickly. January 16, 2011

f Why are there so many Instagram users from Asia?

.« We have a lot of usage in Asia — we also have a lot of usage in Europe. I'm
not sure it’s higher than average for a startup with global reach. You may
encounter more content from Asian users because of the language-agnostic
characteristics of photos (you don’t need to speak Japanese to enjov photos
from Japanese people). August 24, 2011

Instagram told 3rd Party developers today to stop using their
site data, shutting down Followgram and possibly others. Was
this the right move to make for users?

. . First, thanks for the healthy discussion. It's encouraging to see evervone
chime in with very thoughtful answers as to why we should allow third
parties to access user’s data or not through our undocumented and private
API endpoints.

I want to say, before anything else, that we are absolutely 100% behind
supporting developers that want to build on top of Instagram... soon. We're
currently working on our first release of an API (as we mentioned in a
TechCrunch interview in late December when we crossed 1 million users).
There’s clearly a lot of excitement behind building things for Instagram, and
I only wish that we could have an APT out today, but unfortunately it’s
harder than simply flipping a switch.

TRENDING

An API is a contract with the developer world. It savs “Here’s how to interact
with our system, the set of rules, guidelines, ete. that come along with it, and
we promise not to change the endpoints/responses without notice.” The
current private API changes on a daily basis. Endpoints are added and
removed, response formats are changed with new client releases, etc. In
other words, the private API's stability and isn’t fit for anyvone to use except GET THE CARD
for the developers that understand what's going on with those changes. Tgé‘.} '.';.Ii:_lLEp SCYAORU
When 3rd parties develop using this APT, their sites will inevitably break )

when we change things. We don’t think this is a good experience for f :
developers or for users.

So, to the developers who built cool stuff (like followgram.com}, we sent a
note asking them to comply with our terms of use and to not use the API.
We *also* said we were very excited about what they were doing and invited
TRENDING them to participate in the beta program of our API when it becomes
available (likely in the next week or so0). In Followgram’s case, they ducked
our attempts to protect our private API endpoints following this email, and
didn’t cooperate. Over the next couple of days, more emails and requests
were met with silence — so we took further action to protect our API.
Eventually Herman understood the situation and said he’d be happy to

cooperate. Because of this, we're going to work with Followgram to be on the
beta of our new API s0 he can build an awesome directory for Instagram
users.

Also, we had numerous support emails from users asking why their photos
and information were showing up on a third party site (followgram.com).
Many got very angry that their photos were seemingly being hosted by a 3rd
party. Because followgram doesn’t require any type of authentication, vou
can simply enter in anyone’s name to show up in the directory, and
unfortunately many users were entered without their permission and it
ransed nrohlems. Tike T zaid. we're all for Followeram. we ust wonld like to
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make sure that it happens the right way. Partially, this is a communications
issue to let the community know what an APT is, how it works, and how to
make sure that their content is seen by the people they want it seen by. We
don’t have this in place, so we asked Followgram for their help.

As for instagram.tk — we’re also very excited about this site, and simply
asked them to change/redirect their domain name for trademark reasons.
It's completely in line (and commonplace) with trademark protection to ask
another party to do this. In our email to them, we explained our situation
and said we were super excited about their site and just needed their help on
the trademark issue. I'd expect any brand to ask politely the same thing in a
similar situation.

So to be clear: We'd like to 100% support developers building on top of
Instagram. We're working our hardest at coming out with a simple API that
people can start using freely to create cool projects just like Followgram. I'm
excited for the release of our API, and even more excited to see the cool stuff
folks will build on top of it.

Please understand that our first responsibility is to the quality of service of
our site and the protection of data for our users. So, we've asked specific
developers to help us create a situation that works reliably and safely for
everyone involved. January 13, 2011
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For how long have you been coding and how did you get started with
coding?

. Depends what vou mean by coding. T've been programming here and there sinee T
was in middle school. In high scheol I was excused from my foreign language
requirement so I could take more computer science classes. The first real class I took
was in Pascal, and then later in e++. Independently 1 started playving with MySQL
and PHP, but never did anything significant.

My freshman vear at Stanford I took CS106X which was the first vear’s worth of CSin
1 quarter (it’s usually two). I wouldn’t say I did so well... Ilooked around and saw so
many fantastically smart folks in that class and decided I was better off majoring in
something like business. Looking back I wish I had stuck with it. It turns out that no
undergrad class prepares vou to start a startup — vou learn most of it as you do it.

So anyway, long story short, I only took one CS class at Stanford, and instead of
majoring in it, I coded basic projects on the side for fun (a student marketplace, an
internet radio station. etc). At Odeo as the intern I picked up Ruby on Rails but
forgot it quickly as I took a marketing job at Google coos <0.13%.

Only at my next job at Nextstop would I say I went from being a hobbyist to being
able to write code that would go into production. The lesson I take from this all is
that a) don't give up so quickly if it'’s something vou actually enjoy and b) 99% of
what I do on a daily basis I learned on the job — classes/majors can prepare you to
learn on the job, but *doing® the work is where yvou learn what you'll use every day.
December 10, 2010
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What did Kevin Systrom major in at Stanford?

«+ Management Science and Engineering with a concentration in Financial & Decision
Analysis. December 5, 2010

How old is Kevin Systrom?
. & I'm 27 (Dec. 30th 1983). April 14, 2011
These questions and answers are extracted (as is) from this Quora page.

Follow author on Twitter.
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Introducing Your Instagram Feed on the Web

ann

Today, I'm very excited to announce the launch of a product we've been wanting to build for quite some
time now. Since our launch in October of 2010, we've focused on building a simple app that has inspired
creativity while capturing everyday moments through the lens of your mobile phone. In fact, our focus on
building out a mobile-only experience is a unique path that we've chosen for many reasons, the most
important of which is that Instagram, at its core, is about seeing and taking photos on-the-go. However, to
make Instagram even more accessible to our growing community, at the end of last year we started to
expand to the desktop web, giving you the ability to see profiles from instagram.com. To continue that
path, as of today, you can now browse your Instagram feed on the web — just like you do on your mobile
device. Go to instagram.com and log in to your account to give it a try.

Your Instagram Feed on the web functions much like it does on your mobile phone. You can browse
through the latest photos of people whom you follow with updates as people post new photos. Like photos
by double clicking on them or pressing the like button. Or, engage in a conversation around a photo with
inline commenting. Browse through pages of the most recent images to keep up on what's happening with
the people you follow in realtime And shrink your browser down to a single column for your feed to look
more like your mobile feed Simply put, we've brought a simple, powerful, and beautiful Instagram
browsing experience to the web.

We believe that you should be able to access Instagram on a variety of different devices, any of which may
be convenient to you at a given moment — including your deskiop computer or tablet We do not offer the
ability to upload from the web as Instagram is about producing photos on the go, in the real world, in
realtime. On the other hand, Instagram for the web is focused on making the browsing experience a fast,
simple and enjoyable one.

This product was made possible by a small, talented group of engineers and designers on the Instagram
team whose goal it was to make Instagram for the web be the most simple, straightforward, and beautiful
web experience for the Instagram community. We look forward to hearing your feedback, and thank you as
always for your support as we build this product and community together.

Kevin Sysirom

co-founder, Instagram

1,558 notes
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