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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Application Serial No. 85/924,667 

Filed May 6, 2013 
For the Trademark VOICE PROCTOR 

Published in the Official Gazette on January 7, 2014 
 
FINANCIAL INDUSTRY REGULATORY ) 

AUTHORITY, INC. ) 
      )   

Opposer,    )    Opposition No. 91217235 
      ) 
v.      )   
      ) 
VOICE PROCTOR, INC.,   )       
      )   

Applicant.    ) 
____________________________________) 
 
 
 

APPLICANT'S ANSWER TO NOTICE OF OPPOSITION 
 

 Applicant Voice Proctor, Inc. (“VOICE PROCTOR” or “Applicant”) hereby answers the 

Notice of Opposition filed by Opposer, Financial Industry Regulatory Authority, Inc. (“FINRA” 

or “Opposer”), and denies that registration of Application Serial No. 85/924,667 (the “Mark”) 

would cause damage of, dilution of, or confusion with, Opposer’s registered marks.  With respect 

to the grounds for opposition, Voice Proctor responds as follows: 

1. Applicant is without knowledge or information sufficient to form a belief as to 

FINRA’s status and therefore it is denied. Applicant is without knowledge or information 

sufficient to form a belief as to FINRA’s actions and therefore it is denied. Applicant is without 

knowledge or information sufficient to form a believe as to FINRA’s constitution and therefore it 

is denied. Applicant is without knowledge or information sufficient to form a belief as to 

FINRA’s operation and therefore it is denied. 
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2. Applicant is without knowledge or information sufficient to form a belief as to FINRA’s 

use of any mark and therefore it is denied.  

3. Applicant admits that according to the United States Patent and Trademark Office 

TARR database, FINRA is listed as the owner of federal trademark registration Reg. No. 

1768263 for the PROCTOR mark, covering "training, educational testing and certification of 

professional and employment skills and abilities" in Class 42. Applicant admits that according to 

the TARR database of the United States Patent and Trademark Office the registration was issued 

April 27,1993. Applicant admits that according to the United States Patent and Trademark Office 

TARR database, that the registration was renewed on December 21, 2003. Applicant admits that 

according to the United States Patent and Trademark Office TARR database, FINRA asserted 

that it has used its PROCTOR mark with the specified services since at least as early as October, 

1992. 

4. Applicant admits that according to the United States Patent and Trademark 

Office TARR database, FINRA is listed as the owner of Federal Trademark Registration No. 

1766565 for the PROCTOR mark, covering "computer programs for training, testing, and 

certification of professional and employment skills and abilities" in Class 9. Applicant admits 

that according to the United States Patent and Trademark Office T ARR database, the 

registration was issued on April 20, 1993. Applicant admits that according to the United States 

Patent and Trademark Office TARR database, the registration was renewed on December 31, 

2003. Applicant admits that according to the United States Patent and Trademark Office TARR 

database, FINRA stated in its registration that it has used the PROCTOR mark in connection 

with computer programs since at least as early as July, 1992. 

5. Applicant admits that according to the United States Patent and Trademark 
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Office TARR database FINRA is listed as the owner of Federal Trademark Registration No. 

1920891 for the mark PROCTOR covering "booklets, pamphlets and brochures for training, 

testing and certification of professional and employment skills and abilities" in Class 16. 

Applicant admits that according to the United States Patent and Trademark Office TARR 

database, the PROCTOR mark has been registered since September 19, 1995. Applicant admits 

that according to the United States Patent and Trademark Office TARR database, the registration 

was renewed on July 12, 2005. Applicant admits that according to the United States Patent and 

Trademark Office TARR database, FINRA stated that it has used the PROCTOR mark in 

connection with these publications since at least as early as July 1, 1992.  

6. Applicant admits that according to the United States Patent and Trademark 

Off ice TARR database, FINRA is listed as the owner of Federal Trademark Registration 

1797000 for the mark PROCTOR covering "computer facilities manuals for training, testing and 

certification of professionals and employment skills and abilities" in Class 16. Applicant 

admits that according to the United States Patent and Trademark Office TARR database, 

FINRA's PROCTOR mark has been registered since October 5, 1993. Applicant admits that 

according to the United States Patent and Trademark Office TARR database, the registration was 

renewed on September 8, 2013. Applicant admits that according to the United States Patent and 

Trademark Office TARR database, FINRA stated in its registration that it has used the 

PROCTOR mark in connection these publications since at least as early as July, 1992. 

7. Applicant is without knowledge or information sufficient to form a belief as to FINRA’s  

use of any mark and therefore denies the same. 

8. Applicant is without knowledge or information sufficient to form a belief as to 

FINRA’s use of any mark and therefore it is denied. 
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9. Applicant admits that it seeks to register a Stylized Form Mark (Serial No. 85/924,667) 

for "Analyzing educational tests scores and data for others; Educational examination services; 

Educational testing services; Preparing, administering, and scoring standardized tests" in 

international Class 41. Applicant admits that the application was filed after FINRA's registrations 

for its marks. 

10. Applicant denies that the Mark designation incorporates FINRA's mark(s) entirely. 

Applicant denies that the Mark and FINRA’s mark(s) are nearly identical in sight, sound and 

meaning. 

11. Applicant is without knowledge or information sufficient to form a belief as to FINRA’s  

explicit or implicit consent of Applicant’s use of the Mark and therefore denies the same. 

12. Applicant is without knowledge or information sufficient to form a belief as to whether  

the services identified in the Mark are or would be competitive, closely related to and/or 

complementary with the products and services that FINRA allegedly promotes and sells and 

therefore denies the same. 

13. Applicant denies that the applied for designation incorporates entirely FINRA's 

mark(s). Applicant is without information or knowledge sufficient to form a belief as to the 

remaining allegations of Paragraph 13 and therefore denies the same. 

14. Applicant reiterates the admissions and denials above and therefore disagrees with the  

conclusory statement set forth in Paragraph 14.  

15. Applicant reiterates the admissions and denials above and therefore disagrees with the  

conclusory statement set forth in Paragraph 15.  
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AFFIRMATIVE DEFENSES 

A. Relevant Facts 

16. Merriam-Webster dictionary defines “proctor” as “one appointed to supervise students 

(as at an examination).”  (See Exhibit 1) 

17. Numerous proctoring services use the word “proctor” to describe their services.  

18. Numerous proctoring products use the word “proctor” to describe their products. 

19. Software Secure uses the word “proctor” in promotion of Remote Proctor Pro and 

Remote Proctor Now (see Exhibit 2).  

20. ProctorU uses the word “proctor” to describe its proctoring service (see Exhibit 3). 

21. Kryterion Global Testing Solutions uses the word “proctor” to describe online 

observation of test-takers (see Exhibit 4).  

22. Respondous Monitor uses the word “proctor” to describe the supervision of examinations 

(see Exhibit 5). 

23. Examity Online Proctoring Services uses the words “online proctoring” to denote the 

mechanism for preserving exam integrity (see Exhibit 6). 

24. ProctorFree uses the words “online proctoring”, “proctored exams”, “exam proctoring”, 

and “proctor” to denote the monitoring of students taking examinations to avoid cheating (see 

Exhibit 7). 

25. B Virtual uses the words “live online proctoring” and “proctor” to describe “a seamless 

remote proctoring experience for students to take exams online” (see Exhibit 8).  

26. Pearson Vue uses the words “proctor” and “test proctoring” to describe exam 

administration (see Exhibit 9). 
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27. Tegrity uses the words “proctor” and “remotely proctor exams” to ensure “the integrity of 

exams taken remotely” (see Exhibit 10).  

28. Proctortrack uses the words “proctor” and “proctoring” to describe the verification of the 

identity of online test takers (see Exhibit 11).  

29. Numerous educational institutions use the word “proctor” as a noun to describe a person 

who supervises an exam. 

30. Oregon State University’s “Ecampus” contains a website titled “Exams and Proctoring” 

that defines a “proctor” as “a person that will supervise you while taking an exam.” The 

university also contains a website entitled “Finding a Proctor” containing a list of “acceptable 

proctors” and “unacceptable proctors” (see Exhibits 12 and 13). 

31. Central Texas College Distance Education’s website uses the word “proctor” to denote an 

individual who oversees proper exam procedures (see Exhibit 14).  

32. A June 25, 2014 article (attached as Exhibit 15) by eCampusNews uses the word 

“proctor” generically in describing “online proctoring companies” and their roles in “ensur[ing] 

that test-takers have integrity and authenticity.”   

33. The word “PROCTOR” is a generic term that the relevant purchasing public understands 

primarily as the common or class name for a good or service.   

34. “Proctor” is incapable of functioning as registrable trademark denoting source, and is no 

longer registrable. 

35. FINRA is therefore not entitled to continued registration of its mark(s). 

36. None of the above mentioned sources in Paragraphs 16-35 make any reference to FINRA 

as the source of these services or FINRA’s products or services. 
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B. No Likelihood of Confusion (Mark) 

37. There is no likelihood of confusion, mistake or deception of the purchasing 

public between VOICE PROCTOR’s Mark and Opposer's mark(s). When the marks are 

compared in their entireties, the marks are distinctly different in overall sound, appearance and 

commercial impression, such that there is no reasonable likelihood of confusion. 

 

C. No Likelihood of Confusion (Market) 

38. There is no likelihood of confusion, mistake or deception of the purchasing 

public between VOICE PROCTOR’s Mark and Opposer's mark(s). VOICE PROCTOR provides 

different services to a different customer base leading to no likelihood of confusion. 

 

D. Opposer’s Mark Not Famous 

39. Opposer cannot demonstrate that its mark(s) is famous, and therefore is not  

entitled to dilution protection. 

 

E. Opposer’s Mark is Generic 

40. Opposer’s claims are barred because Opposer's mark is generic for the services set forth 

in Opposer’s registration No. 1768263.  

41. Opposer’s claims are barred because Opposer's mark is generic for the services set forth 

in Opposer’s registration No. 1766565.  

42. Opposer’s claims are barred because Opposer's mark is generic for the services set forth 

in Opposer’s registration No. 1920891.  
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43. Opposer’s claims are barred because Opposer's mark is generic for the services set forth 

in Opposer’s registration No. 1797000.  

 

44. WHEREFORE, Applicant prays that this Opposition proceeding be dismissed in its  

entirety, and that its Notice of Allowance issue forthwith. 

 

Respectfully Submitted, 

Voice Proctor, Inc. 

 

/s/Matthew L. Bycer/______ 

Matthew L. Bycer  
Jeremy Rovinsky 
717 E. Maryland Avenue 
Phoenix, AZ 85014  
Phone: 1-800-371-6105 x118 
Email: matt@nationalparalegal.edu 
 jeremy@nationalparalegal.edu   
 
Attorneys for Applicant 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing ANSWER TO NOTICE 

OF OPPOSITION has been served on the following by electronic copy on August 15th. 2014, via 

electronic service of email to attorney of record for Financial Industry Regulatory Authority, 

Inc.:  

Victoria J. B. Doyle 
Fried, Frank, Harris, Shriver & Jacobson LLP 

One New York Plaza 
New York, NY 10004-1980 

Victoria.Doyle@friedfrank.com  
 
 

              _/s/Matthew L. Bycer/___ 
Matthew L. Bycer 
Jeremy Rovinsky 
717 E. Maryland Avenue 
Phoenix, AZ 85014 
Phone: 1-800-371-6105 x118 
Email: matt@nationalparalegal.edu 
        jeremy@nationalparalegal.edu   
   
Attorneys for Applicant 
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CERTIFICATE OF ELECTRONIC MAILING 

I hereby certify that the foregoing APPLICANT'S ANSWER TO NOTICE OF 

OPPOSITION is being submitted electronically through the Trademark Trial and Appeal Board's 

ESTTA System on this August 15, 2014. 

 

              ___/s/Matthew L. Bycer/______ 
Matthew L. Bycer 
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