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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

___________________________________ X
NASTY PIG, INC., * Opposition No. 91217154
Opposer, :
V.
JANOSKIANS LLC,
Applicant.
N 4
___________________________________ X
NASTY PIG, INC., * Opposition No. 91220407
Opposer, :
2
FITUMI, LLC,
Applicant.
S '¢

REPLY IN FURTHER SUPPORT OF MOTION TO CONSOLIDATE
OPPOSITION PROCEEDINGS

Applicant Janoskians LLC’s (“Janoskians”) @ggion papers fail to rebut Opposer Nasty
Pig, Inc.’s (“Opposer”) showing that the &al should consolidate the subject oppositions
involving the application§iled by Applicants Janoskians akdumi, who are, respectively, the
record owner of the DIRTY PIG mark and themgany responsible for ¢éhsale and distribution
of the DIRTY PIG goods. Pursoito TBMP § 502.03, Opposer regppfully submits this reply
memorandum to respond to new issues raised in Janoskians’ opposition papers.

As set forth more fully below, contrary danoskians’ claim, the Board has historically
ordered consolidation where, as here, there@mmon issues of law ardct (including claims

of likelihood of confusion basagpbon the same core allegatiosypstantially similar marks and
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closely related (if not identical) goods, andes consolidation wouldtherwise result in a
substantial savings of time, effort and expen¥noskians’ opposition papers also confirm that
its interests are sufficidly aligned with Fitumi for purposes consolidation, and, in any event,
the TBMP expressly states that an itlgrof parties isnot necessary.

Moreover, Applicants’ bold asgen that Opposer seeks catidation in order “to harass
and embarrass” Applicants with the “sole purpoeegatively impacting [their] business for its
own personal gain” (Swanson Decll¥; Skaller Decl.  16), repredsithe height of audacity.

It was Fitumi who, after responding on Janaski behalf to Opposer’'s demand letter

concerning the DIRTY PIG Application, filed #& sham trademark applications all consisting
of the terms “NASTY” and/ofPI1G” — including the subjedRAUNCHY PIG Application — for
clearly retaliatory purposes and to gain levenagée parties’ existig dispute concerning the
DIRTY PIG Application. Applicants cannot lbeard to complain abbaonsolidation when,
self-evidently, there would be no other opposition proceeding in which to consolidate had
Applicants not engaged in such bad-faith gamenship and abuse of the USPTO procedures.

For the foregoing reasons, Opposer’s motio consolidate should be granted.

ARGUMENT

None of the arguments advanced by Janoskiarts opposition papers refutes Opposer’s
showing that the two subject proceedings — invgj\closely aligned pads, the substantially
similar marks DIRTY PIG and RAUNCHY PIGJosely related Class 25 apparel goods, and
claims that such marks are likely to cauasafusion with Opposer's NASTY PIG mark based
upon the same core allegation — warrant codatbn under the TBMP and relevant Board

precedents.
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A. Consolidation Prior to Joinder of | ssueis Appropriate I n this Case

As a threshold matter, Applicant’s clathmt the Board magot consolidate the
proceedings before joinder of igsunless “[the] parties are identical and or agree to consolidate”
(Opp. Br. at p. 4), is without merit. Thaeeno legal support for such a limitation, nor does
Janoskians provide any. Rathee #TBMP states generally, withoahy qualification, that “the
Board may, in its discretion, ordeases consolidatedipr to joinder of isue.” _See TBMP §
511. In the case at bar, consolida pre-joinder of isselis particularly ppropriate here where
the evidence indicates that the later-filed RAWHNCPIG Application is a sham application that
was filed purely to gain leverage in the patigre-existing disputeoncerning the DIRTY PIG
Application. Opposer submits thiis is precisely the type of circumstance in which the Board
is empowered to exercise its discretion to conatdiggroceedings prior to joinder of issue.

B. The Proceedings | nvolve Substantially Similar Marks, | dentical and/or
Closely Related Class 25 Goods, and Commons Questions of L aw and Fact

Janoskians does not, nor can it, dispute tbethat the subject pceedings involve: (1)
substantially similar PIG-formative marks eachwiiich contains a two-syllable first term —
DIRTY or RAUNCHY - having a connotation thatagtremely similar (if not identical) to the
term “NASTY” prominently featured in Oppess NASTY PIG Mark; (2) identical and/or
closely related Class 25 goods; and (3) resuttorgmon questions of law and fact, principally
concerning claims for likelihood aonfusion. Janoskians insteagkerts a litany of arguments
that find no basis in the TP or TTAB case law.

First, contrary to Applicant’s contention, tBeard has never held that an identity of
marks is a prerequisite to consolidation.fdat, the Board routinglgrants consolidation
notwithstanding differences in tlagplied-for marks, particulariwhere, as here, the oppositions

are based on the opposer’s rights in the saad. See Dating DNA, LLC v. Imagini Holdings,
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Ltd., 94 U.S.P.Q.2d 1889, 1893 (T.T.A.B. 2010d@ing consolidation of two opposition
proceedings that involved “similar marks anthted or identical issues” that had been

challenged on the basis of opposer’s ownershipe same marks); World Hockey Ass’n v.

Tudor Metal Prods. Corp., 185 U.S.P.Q. 246, 248 (A.B. 1975) (ordering consolidation where

applied-for marks were substantially simitgard opposer challenged both applications on the

basis of its ownership of the same mar8ge also Ritchie v. Simpson, 41 U.S.P.Q.2d 1859,

1860 (T.T.A.B. 1996), rev'd on other grounds, FB8d 1092 (Fed. Cir. 1999) (consolidating

oppositions against applications for marks O.J., O.J. SIMPSON, and THE JUICE “despite the
variations in the marks and goods involvet”gimilarly here, Opposer’s claims of likelihood of
confusion are premised upon the same corgatilen, namely, that Applicants’ subject two-

word marks comprised of therte “PIG” immediately preceded by a two-syllable first term
carrying a connotation that is extremely simil&n@t identical) to theerm “NASTY” is likely

to cause confusion with Opposer’s NASTY PIG Mark.

Likewise unavailing is Applicant’s argumethiat because Opposer has alleged a claim of
lack of bona fide intent against Fitumi and dahoskians, “the matters are dissimilar.” Opp. Br.
at p. 9. First, Opposer’s claim for lack of bordefintent against Fitumi implicates questions of
fact common to both proceedings, since tAd&JRICHY PIG Application subject to this claim

was filed in direct response to the pastiexisting dispute amerning the DIRTY PIG

! Janoskians’ citation tBnvirotech Corp. v. Salorn Corp., 211 U.S.P.Q. 724 (T.T.A.B. 1981),
does not hold otherwise as tltase involved different design marénd, in any event, the Board
later consolidated the records of the caseptigposes of rendering a dispositive decision.

2 Janoskians'’ inclusion of a taltleat purports to list marks efrious assortments involving the
term “PI1G” in Class 25 (Opp. Br. at pp. 6-7)jnsmaterial. Opposer is not “claiming exclusive
ownership to the word PIG in International G&$,” as Janoskians suggests. Rather, Opposer
is claiming a likelihood of confusion betwe@®pposer’'s NASTY PIG Mark and Applicants’
two-word marks involving the word PIG immedilit preceded by a two-syllable first term with
an extremely similar (if not ehtical) connotation to the wottIASTY,” such that the marks
exhibit remarkably similar overall commercial impressions.

4
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Application. See RAUNCHY PIG Not. Opp. 11 12-17. Moreay¢he standard for consolidation
is not whether all issues in both proceedingsidentical, but rather whether there are one or
more “common” questions of law or fact such tbansolidation would leath a savings of time
and expense and otherwise seneittterests of judicial econgm See Fed. R. Civ. P. 42(a)
(“involve a common question ¢dw or fact”); TBMP § 511 (thvolving common questions of
law or fact”). For reasons described above, Opps<€laims for likelihood of confusion based
upon the same core allegation, inteémselves, satisfy this standard.

Finally, Applicant’s suggestiothat consolidation should leenied because the Class 25
goods are “different,” is wholly ithout merit. As the cases atdy Janoskians make clear, the
standard is whether the goods elasely related such that coromissues of law and fact are

implicated—a standard that is alslearly met in this case. SB® Fear, Inc. v. Victor Des Prez,

Opp. Nos. 99,956 and 102,786, 1997 TTAB LEXIS 140, at *1 (T.T.A.B. Nov. 4, 1997)
(consolidating oppositions wheapplications identiéd related Class 25 goods, namely, men'’s,
women'’s and children’s footwear versus mearisl women'’s clothing). Moreover, not only are
the Class 25 goods at issue clggelated, but in many instancieentical as the applications
involve numerous overlapping apparel items, including, without limitation, sweatshirts, pants,
leggings, footwear, shorts, jackesteepwear, and pajamas. &x#p. Br. at p. 8 (listing Class 25
goods subject to DIRTY PIG Applitan and RAUNCHY PIG Application).

C. The TBMP Expressly Does Not Require an Identity of PartiesAs A
Prerequisite to Consolidation

Janoskians places great emphasis on the faat grad Fitumi are allegedly “separate and
distinct” companies. Opp. Br. pt 5. However, even assumingstls true, that fact does not

pose any bar to consolidation. The TBMP exglseprovides that, “[a]ltbugh identity of the
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parties is another factor considered by the Baadetermining whetheronsolidation should be

ordered, it is not always necessarf\-BMP 8§ 511 (emphasis added).

Moreover, based on the facts of this caseaftnot be disputdthat Applicants are
closely affiliated companies whose integeate sufficiently aligned for purposes of
consolidation. In this regar@pposer emphasizes the following:

(1) Applicants Janoskians and Fitumi arspexctively, the record owner of the DIRTY

PIG Application and the company self-identified as “responsible for sales and

distribution of theBrand Dirty Pig” 6ee RAUNCHY PIG Not. Opp., Ex. B (Fitumi’s

May 13, 2014 letter));

(2) Fitumi responded on Janoskians’ belmalfeplying to Opposer’s demand letter

concerning the DIRTY PIG Application, in udh it appeared to make reference to

Janoskians as an “affiliate” and referred to the mark DIRTY PIG as “our brseedd();

and

(3) on or about the day Fitumi sent that reggoletter, Fitumi filed three sham trademark

applications, all consisting of the terms “NASTY” and/or “PIG,” in a clear attempt to

retaliate against Opposer andngoroperly gain leverage agait Opposer in the parties’
existing dispute concerning the DIRTY PIG Mark.
Based upon the foregoing facts, Janoskians’ fegibdenpt to portray itself as a distinterested
outsider and to disclaim any involvement in tifiag of these sham applications simply cannot
be credited.

Finally, as a procedural matter, the repeatadn that Opposer’s citation to Fitumi’s
May 13, 2014 letter responding to Opposeiesnand letter concerning the DIRTY PIG
Application violated Federal Rule of Evidence848ee, e.g., Opp. Br. at3), is wholly without

merit and is based upon a misreading of thiet. FRE 408 provides relevant part:

% Of particular note, despite Fitumi's priorratbsion in its May 13, 2014 letter that it serves as

the sales and distribution arm of the DIRPYG brand, Fitumi now claims on this motion,

without any hint of credibility, that “Fitundoes not conduct business with Janoskians.”
Swanson Decl. { 5. Such a statement contsadwt only Fitumi’'s prio express admission but

also its prior actions in explicitly acting on Janoskians’ behalf and even filing sham applications
in response to the parties’ existing dispta@acerning Janoskians’ DIRTY PIG Application.

These are not the actions of companies that havaisiness relationghwith one another.

6
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(a) Prohibited Uses. Evidence of the following is not admissible — on behalf of any
party —either to prove or disprove the validity or amount of a disputed claim or
to impeach by a prior inconsistent statement or a contradiction:

(2) furnishing, promising, or offering — or accepting, promising to accept, or
offering to accept — a valuable consiagon in compromising or attempting to
compromise the claim; and

(2) conduct or a statement made duringhpoomise negotiations about the claim

— except when offered in a criminal case and when the negotiations related to a
claim by a public office in the exerciséits regulatory, investigative, or
enforcement authority.

Fed. R. Evid. 408 (emphasis added).

Even assuming that Fitumi’s letter refusingctomply with any of the demands set forth
in Opposer’s letter could be crefiltonstrued as an offer to detbr compromise a claim, by its
express terms, FRE 408 forbide thse of such communicatioosly where they are introduced
for the purpose of proving or disproving “thdidédy or amount of a disputed claim.” FRE 408
does not, as Applicants appear to believgpase an absolute bar tre introduction of such
communications. On the contyait is well-settled that “Ed. R. Evid. 408][] permits such
evidence to be receivetbt a purpose other than to prove or disprove évalidity of the claims

that the [offer was] meant &ettle.”” Carvajal v. Mihalek, 453 F. App’x 69, 73 (2d Cir. 2011)

(emphasis added). Accord In re MSTIGG., 675 F.3d 1337, 1345 (Fed. Cir. 2012) (“Rule 408

itself contemplates a host of scenarios under kvll@cuments related to settlement negotiations
would be admissible for purposes other than ‘prmgj[or disprov[ing] tke validity or amount of
a disputed claim or [] impeach[ing] by a prior amsistent statement or a contradiction™); Cent.

Mfg. Co. v. Outdoor Innovations, L.L.COpp. No. 110,966, 2003 TTAB LEXIS 189, at *3-5

(T.T.A.B. Apr. 17, 2003) (settlement commurtioas were admissible where they were
introduced by party for purpose other than dithimg liability, namely, “for the limited purpose

of supporting applicant’'s argument that opposactons, including the filing of a summary

25048/005/1579735.1



Docket No. 25048.005 TRADEMARK

judgment motion, are part of an effort tbstruct prosecution’ [of applicant’s trademark
application]”).

Here, Opposer cited to Fitumi’s letter for limited purpogiggr than proving the
validity or amount of Opposer’saim, namely to demonstrate) {hat Applicants are closely
aligned companies in which Fitumi responded on behalf of Janoskians in replying to Opposer’s
demand letter concerning the DIRTY PIG Agggliion, and (2) the uncanny timing and factually
interrelated nature of the subjepplications in which the theesham trademark applications,
including the subject RAUNCHY K Application, were filed on thvery day or the day after
Fitumi sent the May 13, 2014 letter regarding DIRTY PIG Application. Because Opposer
referenced Fitumi’s May 13, 2014 letter for lindtpurposes other than proving the validity or
amount of the claim, ergo, thenas no violation of FRE 408.

D. Applicant Has I dentified No Prejudice That Would Outweigh the Substantial
Savingsin Time, Effort and Expense Achieved by Consolidation

Finally, unable to dispute tlsubstantial savings in time feft and expense that would
be achieved by consolidation of the two subpcceedings, Janoskians seeks to manufacture a
claim of “prejudice” that is entirely of Apigants’ own making. Specdally, Janoskians asserts
that “the attempt by Opposer to combine proaegs against unrelated parties suggests that
Opposer’s intent is to intexfe with any business or ppesct of doing business between
Janoskians and other pastie Opp. Br. at p. 9.

The sheer boldness of this claim can haldlyoverstated. First, Applicants are not
“unrelated” parties; they are the record owaed sales/distribution arm of the DIRTY PIG
brand who refer to one another as “affiliates.” Moreover, itA@glicants who chose to
unnecessarily broaden a straightforward diisgconcerning the DIRTY PIG Application by

causing to be filed three sham trademaglizations, including the subject RAUNCHY PIG

25048/005/1579735.1



Docket No. 25048.005 TRADEMARK

Application, in order to improperigain leverage against Opposethe parties’ existing dispute.
Opposer would have gladly preferred to havetkke parties’ dispute confined to the DIRTY
PI1G Application instead of having to undske the expense of opposing the RAUNCHY PIG
Application which all evidence indates was filed in bad faith amdthout bona fide intent. Any
potential adverse impact on business relatiorss@ased by the concerted actions of Applicants,
not Opposer.

Simply put, Janoskians is estopped frommlag prejudice when there would not even
be another opposition proceeding requiring theansmotion to consolidate had Applicants
refrained from engaging in such gamesstap and abuse of the USPTO proced(res.

CONCLUSION

For the foregoing reasons and those preWosest forth in Opposer’s moving papers,
Opposer respectfully requests that the Baaesht Opposer’s motion to consolidate Opposition
No. 91217154 with Opposition No. 91220407.

Dated: New York, New York Respectfully submitted,
February24,2015
COWAN, LIEBOWITZ & LATMAN, P.C.
Attorneydor Opposer

By: _ /JoelKarni Schmit/
bel Karni Schmidt
Eic J. Shimanoff
Sott P. Ceresia
1133Avenueof the Americas
NewYork, New York 10036
(212)790-9200

4 Janoskians also asserts, withelatboration, that Opposer isttempting to create a cause of
action between Janoskian and Fitumi and pogsitalke it face having to waive privilege with
Fitumi to defend itself.” Opp. Br. at p. 10. Taetbxtent this claim isven discernible, it is
meritless. Consolidation would in no way affect any claims of privilege or other applicable
immunity Janoskians may have against Fitumamy other party. It would simply enable
efficiencies in the management and prosecutif oppositions involving common questions of
law and fact, substantially similar marks andselly related and/or éhtical Class 25 goods.
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CERTIFICATE OF SERVICE

| hereby certify that | caused a copytié foregoing REPLY IN FURTHER SUPPORT
OF MOTION TO CONSOLIDATE OPPOSITION PR®EDINGS to be sent via first class,
postage paid mail to Applicadanoskians, LLC’s Attornegnd Correspondent of Record,
Stephen L. Baker, Esqg., Baker and Rannélé.., 575 Route 28, Raritan, New Jersey 08869-

1354.

Dated: New York, New York
February 24, 2015

/Scott P. Ceresia/
Scott P. Ceresia

10

25048/005/1579735.1



