
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA653137
Filing date: 01/30/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91217154

Party Plaintiff
Nasty Pig, Inc.

Correspondence
Address

JOEL KARNI SCHMIDT
COWAN LIEBOWITZ & LATMAN PC
1133 AVENUE OF THE AMERICAS
NEW YORK, NY 10036
UNITED STATES
spc@cll.com, jks@cll.com, ejs@cll.com, mxe@cll.com, trademark@cll.com

Submission Other Motions/Papers

Filer's Name Joel Karni Schmidt

Filer's e-mail jks@cll.com, spc@cll.com, mxe@cll.com, trademark@cll.com

Signature /Joel Karni Schmidt/

Date 01/30/2015

Attachments Motion For Order Regarding Manner of Production.pdf(24951 bytes )
Ceresia Declaration (Motion for Order) - with exhibits.pdf(2245551 bytes )

http://estta.uspto.gov


Docket No. 25048.005 TRADEMARK 

 

 
 
 25048/005/1572478.1 
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Opposition No. 91217154 
 
 

 
NASTY PIG, INC., 

Opposer, 

v. 

JANOSKIANS LLC, 
Applicant. 

:
: 
: 
: 
: 
: 
: 
: 
: 

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- X
 

OPPOSER’S MOTION FOR ORDER REGARDING MANNER OF APPLICANT’S 
DOCUMENT PRODUCTION  

 
Pursuant to Section 522 of the Trademark Trial and Appeal Board Manual of Procedure 

(“TBMP”) and Trademark Rule 2.120(d)(2), Opposer Nasty Pig, Inc. (“Opposer”), by and 

through its undersigned counsel, hereby respectfully requests that the Board issue an order 

directing Applicant Janoskians LLC (“Applicant”) to copy and mail Applicant’s documents 

responsive to Opposer’s requests for production to Opposer’s counsel’s offices located in New 

York, New York.  Opposer further requests that the Board schedule a telephone conference in 

connection with this motion pursuant to TBMP § 413.01 and Trademark Rule 2.120(i)(1). 

As set forth more fully below, on September 10, 2014, Applicant served discovery 

requests on Opposer, who is located in New York, New York, demanding that Opposer produce 

its documents at the offices of Applicant’s counsel in Raritan, New Jersey.  Without any 

objection to this location, in early December 2014, Opposer timely served its document 

production (consisting of over 2,300 pages of documents) by mailing a disc containing the 

production to Applicant’s counsel’s offices, as expressly requested by Applicant.  Now, 
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notwithstanding Applicant’s own prior demand, Applicant has refused to reciprocally produce its 

responsive documents to Opposer’s counsel’s offices in New York, New York—even rejecting 

Opposer’s generous offer to pay for all necessary copying and shipping expenses.  Instead, 

Applicant is taking the inequitable and hypocritical position that Applicant’s documents can be 

inspected and copied only at Applicant’s offices located in Vernon, California – approximately 

2,500 miles across the country.  Such an undertaking would cause Opposer tremendous burden 

and expense. 

In view of Applicant’s prior demand that Opposer undertake the very manner of 

document production that Applicant now seeks to avoid, Applicant has waived any right to 

object to Opposer’s identical request.  The Board should thus exercise its authority under 

Trademark Rule 2.120(d)(2) and order Applicant to ship its responsive documents to the offices 

of Opposer’s counsel located in New York, New York.   

STATEMENT OF FACTS 

The facts on which this motion is based are set forth more fully in the accompanying 

declaration of Scott P. Ceresia, Esq. (“Ceresia Decl.”) and are summarized below for the Board’s 

convenience.   

The instant opposition was instituted on July 2, 2014.  (Dkt. No. 1).  Discovery in this 

matter closes on March 9, 2015.  (Dkt. No. 2). 

In the fall of 2014, the parties served respective Requests for Production of Documents 

and Things.  Ceresia Decl. ¶ 2.  Applicant’s requests for production specifically demanded that 

Opposer produce its responsive documents at the offices of Applicant’s counsel, Baker and 

Rannells, P.A., located in Raritan, New Jersey.  Id., Ex. A.  On November 14, 2014, Opposer 

served its written responses to Applicant’s requests for production.  Id., Ex. B.  On December 4, 
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2014, pursuant to Applicant’s express demand, Opposer served its document, consisting of over 

2,300 pages of documents, by placing said documents on a disc and mailing the disc via Federal 

Express to Applicant’s counsel’s offices in New Jersey.  Id., Ex. C. 

On December 9, 2014, Applicant served its written responses to Opposer’s requests for 

production.  Id., Ex. D.  For each of Opposer’s document requests, Applicant responded that it 

would “produce documents for inspection and copying at a mutually convenient date and time.”  

See id.  Applicant’s response claimed that Applicant’s documents are located at Putnam 

Accessory Group, Inc. in Vernon, California, and required that Opposer, at its own expense, 

inspect and copy the documents at that location at a mutually convenient date and time.  See id. 

at p. 5, ¶ 18. 

In an effort to resolve any discovery disputes without the need for Board intervention, 

Opposer’s counsel sent an email to Applicant’s counsel on December 17, 2014 seeking to 

schedule a call to discuss Applicant’s written discovery responses.  Id., Ex. E.  After this email 

went unanswered, Opposer’s counsel left a follow-up voicemail for Applicant’s counsel in early 

January 2015 again requesting a call on the matter.  Id. ¶ 11.  In a telephone conversation 

between counsel a few days later, Opposer’s counsel requested, as matter of professional 

courtesy, that Applicant reciprocally produce its documents by mailing them to Opposer’s 

counsel as Opposer had previously done with its document production.  Id. ¶ 12.  Applicant’s 

counsel adamantly refused and stated that Opposer could inspect and copy Applicant’s 

documents only at the designated location in Vernon, California.  Id. ¶ 13.  In a follow up 

telephone conversation between counsel, as a measure of good faith, Opposer offered to pay for 

Applicant’s copying costs and Federal Express costs required for shipping Applicant’s 

documents to Opposer’s counsel in New York.  Id. ¶ 14.  Applicant subsequently rejected such 

offer and persisted in its refusal even to consider sending Applicant’s documents to Opposer’s 
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counsel.  Id. ¶ 15.  When Opposer’s counsel explained that requiring Opposer to travel across the 

country or hire local counsel in California to inspect and copy the documents would be unduly 

burdensome and unnecessarily costly, Applicant’s counsel stated that this was simply a 

consequence of Opposer having initiated the opposition proceeding.  Id. ¶ 16.   

Even if Opposer were to accede to Applicant’s demand to travel to California to inspect 

the documents, Applicant’s counsel has not provided Opposer with the specific information 

necessary to carry out such a task, including the specific address where the documents are 

located; who would oversee Opposer’s inspection and copying at Applicant’s offices; and how 

the documents to be inspected and copied are organized or otherwise maintained.  Id. ¶ 17.  Since 

there has apparently been no review of the documents by Applicant’s counsel located in New 

Jersey, such inspection and copying would have the potential to be a logistical nightmare.  Id. ¶ 

18.   

Despite Opposer’s good-faith efforts to informally resolve this discovery dispute pursuant 

to Trademark Rule 2.120(e)(1), such efforts have proven unsuccessful.  Id. ¶ 19.  Accordingly, 

Opposer is left with no choice but to seek relief from the Board.   

ARGUMENT 

A. The Board Should Exercise its Discretion Under Trademark Rule 2.120(d)(2) To 
Direct Applicant to Mail its Responsive Documents to Opposer’s Counsel’s Office 

 
 Trademark Rule 2.120(d)(2) provides: 

The production of documents and things under the provisions of Rule 34 of the 
Federal Rules of Civil Procedure will be made at the place where the documents 
and things are usually kept, or where the parties agree, or where and in the 
manner which the Trademark Trial and Appeal Board, upon motion, orders. 

 
37 C.F.R. § 2.120(d)(2) (emphasis added).  “Accordingly, upon motion, the Board, in its 

discretion, may make any appropriate order concerning the place and/or manner of production of 

documents and things.  For example, the Board may order that the responding party photocopy 
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the documents designated in a request and mail the photocopies to the requesting party, all at the 

requesting party’s expense.”  TBMP § 522.  Such an order recognizes that a responding party’s 

copying and mailing the documents to the requesting party “is an easy, equitable manner of 

producing documents when both parties serve requests for production.” Gary D. Krugman, 

Trademark Trial and Appeal Board Practice and Procedure, § 3:75 (2014-15 ed.) (“Generally, the 

parties will agree to produce documents by having the responding party copy the documents and 

send them to the propounding party”). 

 Thus, pursuant to its authority under Trademark Rule 2.120(d)(2), the Board has ordered 

that a responding party copy and mail the responsive documents to the requesting party.  See 

D.K. Jain d/b/a Luxor Pen Co. v. Ramparts, Inc., 49 U.S.P.Q.2d 1429, 1432 (T.T.A.B. 1998) 

(ordering applicant to copy and mail to opposer the documents responsive to opposer’s document 

requests); Unicut Corp. v. Unicut, Inc., 220 U.S.P.Q. 1013, 1015 (T.T.A.B. 1983) (ordering 

respondent to produce responsive documents “by making copies thereof and mailing same to 

petitioner’s attorney at petitioner’s expense or by hand-delivering them to petitioner’s attorney”).   

 Opposer respectfully submits that a similar order directing shipment of Applicant’s 

documents to Opposer’s counsel is warranted in this case.  Applicant’s unyielding demand that 

Opposer either travel approximately 2,500 miles or hire local counsel in California to inspect and 

copy Applicant’s documents must be rejected on multiple grounds.   

 First, Applicant has waived any right to object to the shipment of its documents to 

Opposer’s counsel in New York by virtue of its prior reciprocal demand that Opposer produce its 

documents at the offices of Applicant’s counsel in New Jersey.  Accord Sentrol, Inc. v. Sentex 

Sys., 231 U.S.P.Q. 666, 668 (T.T.A.B. 1986) (where parties propounded identical discovery 

requests, granting the parties’ respective motions to compel “[s]ince the parties have, in effect, 

waived their right to object because identical discovery requests were served on the adverse 
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party”); Tektronix, Inc. v. Tek Assocs., 183 U.S.P.Q. 623, 623-24 (T.T.A.B. 1974) (where 

opposer served interrogatories similar to those served by applicant, holding that “opposer is 

precluded by its own behavior from objecting to applicant’s interrogatories on their merits”).  In 

accordance with Applicant’s express demand – and at significant effort and expense – Opposer 

timely reviewed, Bates-stamped and mailed over 2,300 pages of responsive documents to 

Applicant’s counsel in New Jersey.  It represents the height of inequity for Applicant to now 

foist upon Opposer a costly and unduly burdensome manner of production that Applicant took 

pains to avoid when it came to its own discovery requests.   

 Moreover, Applicant’s insistence that Opposer must inspect and copy Applicant’s 

documents in Vernon, California would be incredibly burdensome and prejudicial and would 

force Opposer to incur significant unnecessary cost and expense.  Applicant has offered no 

independent justification for its refusal to reciprocally mail Applicant’s responsive documents to 

Opposer’s counsel in New York.  The fact that Applicant has even rejected Opposer’s generous 

offer to pay for the cost of copying and shipping the documents to New York confirms that there 

is no principled reason for Applicant’s position and suggests that Applicant is seeking to impose 

hardship on Opposer for hardship’s sake.  Further, such a logistically arduous method of 

production is impractical in light of the imminent close of discovery on March 9, 2015.1    

 Trademark Rule 2.120(d)(2) is specifically designed to prevent such inequitable and 

prejudicial results and to ensure a fair resolution of disputes concerning the manner of 

production, namely, by granting the Board the authority to order a responding party to copy and 

mail the responsive documents to the requesting party.  Opposer respectfully requests that the 

Board issue an Order to the same effect in the instant matter so that the parties may proceed with 

                                                 
1 Also, as noted above, Applicant has not even provided the logistical information necessary for 
Opposer to carry out such inspection and copying at the offices in Vernon, California. 
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substantive discovery matters and otherwise focus on the merits of this proceeding.  Such an 

Order would represent an eminently fair resolution of this dispute, as it would protect Opposer 

from the very undue hardship and expense that Applicant purposely avoided on its own behalf.   

B. Opposer Respectfully Requests that the Board Resolve the Instant Motion By 
Telephone Conference          

 
 Pursuant to Trademark Rule 2.120(i)(1), “[w]henever it appears to the Trademark Trial 

and Appeal Board that a stipulation or motion filed in an inter partes proceeding is of such nature 

that its approval or resolution by correspondence is not practical, the Board may, upon its own 

initiative or upon request made by one or both of the parties, address the stipulation or resolve 

the motion by telephone conference.”  37 C.F.R. § 2.120(i)(1).  See also TBMP § 413.01. 

 Opposer submits that the instant dispute is of such nature that its resolution may properly 

be made by way of a telephone conference.  Opposer thus respectfully requests that the Board 

schedule a telephone conference with the parties as a means of deciding the instant motion. 

CONCLUSION  

 For the foregoing reasons, Opposer respectfully requests that the Board issue an Order 

pursuant to Trademark Rule 2.120(d)(2) directing Applicant to copy and mail Applicant’s 

documents responsive to Opposer’s requests for production to Opposer’s counsel’s offices 

located in New York, New York.  Opposer further requests that the Board resolve the instant 

motion by way of a telephone conference pursuant to Trademark Rule 2.120(i)(1). 
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Dated: New York, New York    
 January 30, 2015   Respectfully submitted, 
 

COWAN, LIEBOWITZ & LATMAN, P.C. 
      Attorneys for Opposer 
   
      By:   /Joel Karni Schmit/   
       Joel Karni Schmidt 
       Eric J. Shimanoff 
       Scott P. Ceresia   
       1133 Avenue of the Americas 
       New York, New York 10036 
       (212) 790-9200 

 
 
 
 
 
 
 
 
 



Docket No. 25048.005 TRADEMARK 

 

9 
 
 25048/005/1572478.1 

CERTIFICATE OF SERVICE 
 
 

I hereby certify that I caused a copy of the foregoing OPPOSER’S MOTION FOR 

ORDER REGARDING MANNER OF APPLICANT’S DOCUMENT PRODUCTION to be sent 

via first class, postage paid mail to Applicant Janoskians LLC’s Attorney and Correspondent of 

Record, Stephen L. Baker, Esq., Baker and Rannells, P.A., 575 Route 28, Raritan, New Jersey 

08869-1354. 

 
 
Dated:  New York, New York 
  January 30, 2015 
 
 

     /Scott P. Ceresia/   
                     Scott P. Ceresia 
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

In the Matter of Application Serial No. 86/085,785 
Filed:  October 8, 2013 
For Mark: DIRTY PIG 
Published in the Official Gazette of March 4, 2014 

- - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - - X  
 

Opposition No. 91217154 
 
 

 
NASTY PIG, INC., 

Opposer, 

v. 

JANOSKIANS LLC, 
Applicant. 

:
: 
: 
: 
: 
: 
: 
: 
: 

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- X
 

DECLARATION OF SCOTT P. CERESIA IN SUPPORT OF OPPOSER’S MOTION 
FOR ORDER REGARDING MANNER  OF APPLICANT’S DOCUMENT 

PRODUCTION 
 

SCOTT P. CERESIA, pursuant to 28 U.S.C. § 1746, declares as follows: 
 

1. I am an associate at the law firm of Cowan, Liebowitz & Latman, P.C., attorneys 

for Opposer Nasty Pig, Inc. (“Opposer”) in this matter.  I submit this declaration in support of 

Opposer’s motion for an order regarding the manner of Applicant Janoskians LLC’s 

(“Applicant”) document production pursuant to Trademark Rule 2.120(d)(2).   

2. In the fall of 2014, the parties served respective Requests for Production of 

Documents and Things.   

3. A true and correct copy of Applicant’s requests for production served on Opposer, 

dated September 10, 2014, is attached hereto as Exhibit A . 

4. Applicant’s requests for production specifically demanded that Opposer produce 

its responsive documents at the offices of Applicant’s counsel, Baker and Rannells, P.A., located 

in Raritan, New Jersey.  See Exhibit A  at p. 1. 
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5. On November 14, 2014, Opposer served its written responses to Applicant’s 

requests for production.  A true and correct copy of Opposer’s written responses to Applicant’s 

requests for production, dated November 14, 2014, is attached hereto as Exhibit B .  

6. On December 4, 2014, pursuant to Applicant’s express demand, Opposer served 

its document production, consisting of over 2,300 pages of documents, by placing said 

documents on a disc and mailing the disc via Federal Express to Applicant’s counsel’s offices 

located in New Jersey.  A true and correct copy of the cover letter accompanying Opposer’s 

document production, dated December 4, 2014, is attached hereto as Exhibit C . 

7. On December 9, 2014, Applicant served its written responses to Opposer’s 

requests for production.  A true and correct copy of Applicant’s written responses to Opposer’s 

requests for production, dated December 9, 2014, is attached hereto as Exhibit D . 

8. For each of Opposer’s document requests, Applicant responded that it would 

“produce documents for inspection and copying at a mutually convenient date and time.”  See 

Exhibit D  hereto. 

9. Applicant’s response claimed that Applicant’s documents are located at Putnam 

Accessory Group, Inc. in Vernon, California, and required that Opposer, at its own expense, 

inspect and copy the documents at that location at a mutually convenient date and time.   See id. 

at p. 5, ¶ 18. 

10. In an effort to resolve any discovery disputes without the need for Board 

intervention, on December 17, 2014, I sent an email to Applicant’s counsel, Jason DeFrancesco, 

Esq., seeking to schedule a call to discuss Applicant’s written discovery responses.  A true and 

correct copy of the email I sent to Mr. DeFrancesco, dated December 17, 2014, is attached hereto 

as Exhibit E . 
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11. After this email went unanswered, I left a follow-up voicemail for Mr. 

DeFrancesco in early January 2015 again requesting a call on the matter.   

12. On January 8, 2014, in a telephone conversation between myself and Mr. 

DeFrancesco, I requested, as matter of professional courtesy, that Applicant reciprocally produce 

its documents by mailing them to Opposer’s counsel as Opposer had previously done with its 

document production.   

13. Mr. DeFrancesco adamantly refused and stated that Opposer could inspect and 

copy Applicant’s documents only at the designated location in Vernon, California.   

14. In a follow up telephone conversation with Mr. DeFrancesco on January 20, 2015, 

as a measure of good faith, I communicated Opposer’s offer to pay for Applicant’s copying costs 

and Federal Express costs required for shipping Applicant’s documents to our offices in New 

York.  

15. In a subsequent telephone conversation with Mr. DeFrancesco on January 23, 

2015, Applicant rejected Opposer’s offer and persisted in its refusal even to consider sending 

Applicant’s documents to our offices in New York.   

16. When I explained that requiring Opposer to travel across the country or to hire 

local counsel in California to inspect and copy the documents would be unduly burdensome and 

unnecessarily costly, Mr. DeFrancesco stated that this was simply a consequence of Opposer 

having initiated the opposition proceeding.   

17.  As of the date of this motion, Applicant’s counsel has not provided Opposer with 

the specific information necessary to carry out such a task of inspection and copying at the 

offices in Vernon, California, including the specific address where the documents are located; 
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EXHIBIT E 
 

 
 
 
 
 
 
 
 
 
 
 
 
 

 



1

Ceresia, Scott P.

From: Ceresia, Scott P.

Sent: Wednesday, December 17, 2014 3:24 PM

To: 'jld@br-tmlaw.com'

Cc: 'Steve Baker'; Schmidt, Joel; Shimanoff, Eric J.

Subject: Re: DIRTY PIG - Opposition No. 91217154 - Applicant's discovery responses

Mr. DeFrancesco, 
 
We are in receipt of Applicant’s written responses to Opposer’s First Set of Interrogatories and First Set of 
Requests for Production in the above-referenced matter. 
 
We believe it would be helpful to schedule a call regarding Applicant’s responses.  Are you available this week 
to discuss? 
 
 
Regards, 
Scott 
 
Scott Ceresia, Esq. 
Cowan, Liebowitz & Latman, P.C.  
1133 Avenue of the Americas  
New York, New York 10036-6799  
t: (212) 790-9247| f: (212) 575-0671  
www.cll.com | spc@cll.com 
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CERTIFICATE OF SERVICE 
 
 

I hereby certify that I caused a copy of the foregoing DECLARATION OF SCOTT P. 

CERESIA IN SUPPORT OF OPPOSER’S MOTION FOR ORDER REGARDING MANNER 

OF APPLICANT’S DOCUMENT PRODUCTION to be sent via first class, postage paid mail to 

Applicant Janoskians LLC’s Attorney and Correspondent of Record, Stephen L. Baker, Esq., 

Baker and Rannells, P.A., 575 Route 28, Raritan, New Jersey 08869-1354. 

 
 
Dated:  New York, New York 
  January 30, 2015 
 
 

      /Scott P. Ceresia/   
                         Scott P. Ceresia 

 
 
 

 
 
  


