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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: Application Serial Nos. 86/150,772 and 86/150,767 
 

BENEFIT COSMETICS LLC, 
 
    Opposer , 
 
   v. 
 
ANASTASIA BEVERLY HILLS, INC., 
 
    Applicant. 

 
 
 
 
            Opposition No. 91216907 

 
DECLARATION OF DAVID DONAHUE, ESQ.   IN SUPPORT OF OPPOSER’S  

OPPOSITION TO APPLICANT’S MOTION  FOR JUDGMENT ON THE PLEADINGS 

I, DAVID DONAHUE, declare as follows: 

1. I am a partner at the law firm of Fross Zelnick Lehrman & Zissu, P.C., counsel for 

Opposer Benefit Cosmetics LLC (“Opposer”) in this Opposition proceeding.  I make this 

declaration based upon my own personal knowledge and upon information and belief based on 

my review of the documents annexed as exhibits hereto in support of Opposer’s Opposition to 

the Motion for Judgment on the Pleadings filed by Applicant Anastasia Beverly Hills, Inc. 

(“Applicant”).  

2. On August 29, 2014, the parties held their required discovery and settlement 

conference pursuant to Federal Rule of Civil Procedure 26(f) and Trademark Rules of Practice 

2.120(a)(1) and (2).  Following that conference, Opposer served its initial disclosures and 

discovery requests on Applicant.  Applicant responded by filing the instant Motion on September 

8, 2014.  Shortly thereafter, on September 17, 2014, the Board stayed Opposition proceedings 

pending resolution of the Motion.  Accordingly, Applicant has not yet responded to Opposer’s 

discovery requests, and Opposer has had no opportunity to take discovery of Applicant.  
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3. Attached as Exhibit A  is a true and correct copy of an image downloaded from 

http://www.net-a-porter.com/product/338471/Anastasia_Beverly_Hills/eyebrow-stencils on 

September 23, 2014.  Upon information and belief, the image depicts packaging for a product 

offered by Applicant. 

4. Attached as Exhibit B  are true and correct copies of images downloaded from 

http://cafemakeup.com/wp-content/uploads/2011/09/Anastasia-Brow-Powder3.jpg and 

http://lavieenbeaute.files.wordpress.com/2011/12/beauty-express-open-palette.jpg on September 

23, 2014.  Upon information and belief, the images depict a product offered by Applicant and 

instructions for use of a product offered by Applicant. 

5. Opposer submits in its Opposition brief that its Notice of Opposition meets the 

notice pleading standard under Federal Rule of Civil Procedure 8(a) and Trademark Rule of 

Practice 2.104(a).  However, to the extent that the Board would otherwise dismiss Opposer’s 

Notice of Opposition as insufficiently pleaded, Opposer requests that the Board grant it leave to 

amend the Notice of Opposition to add the attached Exhibits A and B as additional exhibits to 

the Notice of Opposition, to add allegations concerning such Exhibits in the nature of Paragraphs 

3 and 4 above, and to add an allegation stating as follows:  “Applicant’s Proposed Mark is 

merely a descriptive diagram that describes a use, function, or purpose of the goods set forth in 

Applicant’s Applications; namely, ‘Tweezers’ in International Class 8, and ‘Stencils for use in 

applying makeup and shaping the eyebrow’ in International Class 16.”    

I declare under penalty of perjury under the laws of the United States that the foregoing is true 

and correct. 

Executed at New York, New York  
September 23, 2014 
      ____________________________________ 
             DAVID DONAHUE  



EXHIBIT A



9/23/2014 Anastasia Beverly Hills | Eyebrow Stencils | NET-A-PORTER.COM

http://www.net-a-porter.com/product/338471/Anastasia_Beverly_Hills/eyebrow-stencils 1/1



EXHIBIT B



Anastasia-Brow-Powder3.jpg (JPEG Image, 2556 × 4041 pixels) - Scaled... 1 of 1

http://cafemakeup.com/wp-content/uploads/2011/09/Anastasia-Brow-Po... 08/29/2014



beauty-express-open-palette.jpg (JPEG Image, 940 × 930 pixels) - Scaled... 1 of 1

http://lavieenbeaute.files.wordpress.com/2011/12/beauty-express-open-pa... 08/29/2014
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CERTIFICATE OF SERVICE 
  

I hereby certify that a copy of the foregoing is being served by electronic mail upon Applicant’s 

counsel at the following addresses:    

 

  

JEFFREY M. SMITH, ESQ. 

smithj@gtlaw.com 

KRISTEN L. FANCHER, ESQ. 

FancherK@gtlaw.com 

JOEL R. FELDMAN, ESQ.  

feldmanjoel@gtlaw.com 

 

 

this 23rd day of September 2014. 

 

       ________________________  

              David Donahue  

 

 


