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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Insurance Services Office, Inc.

Granted to Date
of previous ex-
tension

06/07/2014

Address 545 Washington Boulevard
Jersey City, NJ 07310
UNITED STATES

Attorney informa-
tion

SCOTT S. CHRISTIE
MCCARTER & ENGLISH, LLP
FOUR GATEWAY CENTER,100 MULBERRY STREET
NEWARK, NJ 07102-4056
UNITED STATES
schristie@mccarter.com, kgarrone@mccarter.com, kknoll@mccarter.com
Phone:973-622-4444

Applicant Information

Application No 79123762 Publication date 04/08/2014

Opposition Filing
Date

06/09/2014 Opposition Peri-
od Ends

06/07/2014

International Re-
gistration No.

1144331 International Re-
gistration Date

11/20/2012

Applicant Finreon AG
Oberer Graben 3

SWITZERLAND

Goods/Services Affected by Opposition

Class 036. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Financial and monetary affairs,
namely,information, advisory, consultancy, research and analysis services relating to finance and in-
vestments, mutual funds, private equity funds, and hedge funds, financial indices; financial valuation,
financial asset management, financial asset management advisory

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2662173 Application Date 07/02/2001

http://estta.uspto.gov


Registration Date 12/17/2002 Foreign Priority
Date

NONE

Word Mark ISO

Design Mark

Description of
Mark

"ISO" is an acronym for "Insurance Services Office".

Goods/Services Class 016. First use: First Use: 1971/01/01 First Use In Commerce: 1971/01/01
printed reports regarding insurance underwriting
Class 036. First use: First Use: 1971/01/01 First Use In Commerce: 1971/01/01
insurance underwriting information services

U.S. Registration
No.

2673902 Application Date 11/28/2000

Registration Date 01/14/2003 Foreign Priority
Date

NONE

Word Mark ISO

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00
Trade information in the field of insurance underwriting
Class 036. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00
Providing information about property and casualty insurance risk via a global
computer network

U.S. Application
No.

85886991 Application Date 03/26/2013

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ISO ADVANCED RATING TOOLKIT



Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing access to non-downloadable software comprising an integrated suite
ofrating and underwriting tools for use in the insurance industry

U.S. Registration
No.

2368227 Application Date 04/22/1999

Registration Date 07/18/2000 Foreign Priority
Date

NONE

Word Mark ISO CLAIMSEARCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1998/11/00 First Use In Commerce: 1998/11/00
providing information about insurance claims via a global computer network

U.S. Application
No.

86164581 Application Date 01/14/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ISO CLAIMSEARCH DNA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0



Software for providing information about insurance data and assisting with ana-
lysis of insurance information and detection of insurance fraud
Class 035. First use: First Use: 0 First Use In Commerce: 0
Compiling and analyzing data in the field of insurance
Class 036. First use: First Use: 0 First Use In Commerce: 0
Providing information about insurance via a global computer network
Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing access over a global computernetwork to web-based software for
providing information about insurance data and assisting with analysis of insur-
ance information and detection of insurance fraud

U.S. Registration
No.

3948599 Application Date 09/09/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark ISO COMP ADVISOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00
Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze workers compensation claims and
provide plans for settlement of those claims andreturn to work for injured work-
ers

U.S. Application
No.

86195999 Application Date 02/18/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ISO COURT REPORT

Design Mark



Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 0 First Use In Commerce: 0
Providing information about court casesrelating to property and casualty insur-
ance via e-mail
Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing a website featuring summariesand reviews of court cases relating to
property and casualty insurance

U.S. Registration
No.

3948597 Application Date 09/09/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark ISO INJURY ADVISOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00
Computer software for use by property and casualty insurance companies to
create a database of insurance statistics andinsurance claims information and to
analyze bodily injury claims and develop plans for settlement of those claims

U.S. Registration
No.

3948598 Application Date 09/09/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark ISO INJURY ADVISOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2009/08/00 First Use In Commerce: 2009/08/00



Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze bodily injury claims and develop
plans for settlement of those claims

U.S. Registration
No.

2743160 Application Date 11/21/2000

Registration Date 07/29/2003 Foreign Priority
Date

NONE

Word Mark ISO INTEGRATER - RATING INFORMATION ON DEMAND

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2000/10/30 First Use In Commerce: 2000/10/30
Providing insurance rating information about commercial lines to insurers and
rating vendors via CD-ROMS and the Internet

U.S. Registration
No.

3948596 Application Date 09/09/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark ISO LIABILITY ADVISOR

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2007/04/00 First Use In Commerce: 2007/04/00
Computer software for use by property and casualty insurance companies to
create a database of insurance statistics andinsurance claims information and to
analyze comparative liability in accident-related claims and develop settlement
proposals of those claims

U.S. Registration
No.

3824078 Application Date 09/09/2009

Registration Date 07/27/2010 Foreign Priority
Date

NONE

Word Mark ISO LIABILITY ADVISOR



Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2005/12/00 First Use In Commerce: 2005/12/00
Providing temporary use of non-downloadable software for use by property and
casualty insurance companies to create a database of insurance statistics and
insurance claims information and to analyze comparative liability in accident-re-
lated claims and develop settlement proposals for those claims

U.S. Registration
No.

2811045 Application Date 11/09/2000

Registration Date 02/03/2004 Foreign Priority
Date

NONE

Word Mark ISO MARKETWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2000/11/30 First Use In Commerce: 2000/11/30
Publications, namely, newsletters, pamphlets, and booklets featuring reports
about insurance rates

U.S. Registration
No.

4539779 Application Date 03/26/2013

Registration Date 05/27/2014 Foreign Priority
Date

NONE

Word Mark ISO MEDSENTRY

Design Mark



Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2014/01/08 First Use In Commerce: 2014/01/08
Providing temporary use of non-downloadable web-based software for use in
profiling healthcare provider billing activity in order to identify and prevent pat-
terns of fraud and abuse

U.S. Registration
No.

3284327 Application Date 09/25/2006

Registration Date 08/28/2007 Foreign Priority
Date

NONE

Word Mark ISO PHOTOPAK

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2006/06/00 First Use In Commerce: 2006/06/00
Risk management services, namely, providing to others, over a global commu-
nications network, data and information aboutproperties and buildings, photo-
graphs and diagrams of properties and buildings and crime score information, all
for assessing commercial, financial or insurance risks

U.S. Registration
No.

3235748 Application Date 10/09/2006

Registration Date 05/01/2007 Foreign Priority
Date

NONE

Word Mark ISO RISK ANALYZER

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2006/05/00 First Use In Commerce: 2006/05/00
Insurance rating services and insurancerating data services, namely, providing,
over a global information network, databases using predictive modeling to allow



insurance carriers and insurance underwriters to rate and underwrite insurance-
policies

U.S. Registration
No.

3235749 Application Date 10/10/2006

Registration Date 05/01/2007 Foreign Priority
Date

NONE

Word Mark ISO RISK ANALYZER PERSONAL AUTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2006/05/00 First Use In Commerce: 2006/05/00
Insurance rating services and insurancerating data services, namely, providing,
over a global information network, databases using predictive modeling to allow
insurance carriers and insurance underwriters to rate and underwrite insurance-
policies

U.S. Registration
No.

3534070 Application Date 05/20/2008

Registration Date 11/18/2008 Foreign Priority
Date

NONE

Word Mark ISONET

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 1998/01/00 First Use In Commerce: 1998/01/00
Providing access to databases
Class 042. First use: First Use: 1998/01/00 First Use In Commerce: 1998/01/00
Providing a secured access database viathe Internet through which documents
and images can be viewed, copied and printed for the purposes of conducting
insurance business



U.S. Registration
No.

3572356 Application Date 07/02/2008

Registration Date 02/10/2009 Foreign Priority
Date

NONE

Word Mark ISOPASSPORT

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01
Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration
No.

3572357 Application Date 07/02/2008

Registration Date 02/10/2009 Foreign Priority
Date

NONE

Word Mark ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS.

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01
Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration
No.

3572358 Application Date 07/02/2008

Registration Date 02/10/2009 Foreign Priority
Date

NONE

Word Mark ISOPASSPORT. THE POWER OF TOTAL DATA ACCESS. NO BORDERS. NO
BARRIERS. NO BOUNDARIES.



Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2002/07/01 First Use In Commerce: 2002/07/01
Providing databases in the field of insurance underwriting, and the ability to gen-
erate reports using the accessed data

U.S. Registration
No.

3260671 Application Date 06/20/2006

Registration Date 07/10/2007 Foreign Priority
Date

NONE

Word Mark ISOPAX

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1998/12/01 First Use In Commerce: 1998/12/01
Computer services, namely, providing non-downloadable computer software, ac-
cessible and usable over a global information network, for outsourcing insurance
premium audits and for linking users of insurance premium audit services to
high-quality vendors

U.S. Registration
No.

2483166 Application Date 04/14/1999

Registration Date 08/28/2001 Foreign Priority
Date

NONE

Word Mark ISOTECH



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2000/05/01 First Use In Commerce: 2000/05/01
arranging and conducting business conferences on technology for persons in
the business of writing insurance

U.S. Registration
No.

3207440 Application Date 04/15/2005

Registration Date 02/13/2007 Foreign Priority
Date

NONE

Word Mark R ISO RATING SERVICE

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2004/11/00 First Use In Commerce: 2004/11/00
Insurance rating services and insurancerating data services, namely, providing-
data allowing insurance carriers and insurance underwriters to use and apply in-
surance rates using predefined decisionsand parameters, and providing data to
update those predefined decisions and parameters automatically upon the filing
ofnew rates with state insurance departments
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Scott S. Christie/

Name SCOTT S. CHRISTIE

Date 06/09/2014
























































































































