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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name MSC Services Corp.
Entity Corporation Citizenship New York
Address 75 Maxess Road

Melville, NY 11747

UNITED STATES
Name Sid Tool Co., Inc. (d/b/a MSC Industrial Supply Co.)
Entity Corporation Citizenship | New York
Address 75 Maxess Road

Melville, NY 11747
UNITED STATES

Attorney informa-
tion

Michael R. Graif

Curtis, Mallet-Prevost, Colt & Mosle LLP
101 Park Avenue

New York, NY 10178

UNITED STATES

kparsons@-curtis.com Phone:212-696-6000

Applicant Information

Application No 86115272 Publication date 04/29/2014
Opposition Filing 05/29/2014 Opposition Peri- 05/29/2014
Date od Ends

Applicant

Dominus Innovations, LLC
2202 N. West Shore Blvd.
Tampa, FL 33607
UNITED STATES

Goods/Services Affected by Opposition

Class 002. First Use: 2012/07/00 First Use In Commerce: 2012/07/00
All goods and services in the class are opposed, namely: Industrial, marine protective, and specialty
coatings in the nature of industrial sealants for waterproofing and surface protection

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Other

Opposers have common law rights in the MSC
mark that have priority and are superior to those
of the Applicant

Marks Cited by Opposer as Basis for Opposition



http://estta.uspto.gov

U.S. Registration | 3020989 Application Date 12/15/2004

No.

Registration Date | 11/29/2005 Foreign Priority NONE
Date

Word Mark MSC

Design Mark

MSC

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1983/08/12 First Use In Commerce: 1983/08/12

Retail store services, catalog mail order services and online retail store services
featuring industrial tools, hand tools, power tools, measuring devices, machine
tools, machinery and machine accessories, abrasives, machinery labels and
maintenance, repair and operations supplies, known as MRO

U.S. Registration | 1549612 Application Date 09/29/1988

No.

Registration Date | 07/25/1989 Foreign Priority NONE
Date

Word Mark MSC

Design Mark

7UE

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 1986/01/02 First Use In Commerce: 1986/01/02

RETAIL STORE AND CATALOG MAIL ORDER SERVICES FOR INDUSTRIAL
TOOLS, MEASURING DEVICES, MACHINE TOOLS, MACHINERY AND MA-
CHINE ACCESSORIES, ABRASIVES, AND MACHINERY LABELS

U.S. Registration | 3054131 Application Date 12/15/2004

No.

Registration Date | 01/31/2006 Foreign Priority NONE
Date

Word Mark

MSC INDUSTRIAL SUPPLY CO.




Design Mark

MSC INDUSTRIAL
SUPPLY CO.

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1985/05/31 First Use In Commerce: 1985/05/31

Retail store services, catalog mail order services and online retail store services
featuring industrial tools, hand tools, power tools, measuring devices, machine
tools, machinery and machine accessories, abrasives, machinery labels and
MRO, namely, maintenance, repair and operations supplies

U.S. Registration | 3847258 Application Date 09/16/2009

No.

Registration Date | 09/14/2010 Foreign Priority NONE
Date

Word Mark

MSC INDUSTRIAL SUPPLY CO. METALWORKING

Design Mark

MSC INDUS TRIAL SUPPLY CO.
METALWORKING

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2009/02/00 First Use In Commerce: 2009/02/00

Retail store services, catalog mail order services and online retail store services
featuring industrial tools, hand tools, power tools, measuring devices, machine
tools, machinery and machine accessories, abrasives, machinery labels and
maintenance, repair and operations supplies, known as MRO

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date NONE

Word Mark MSC (common law)

Goods/Services sealants, marine sealants, coatings, marine lubricants, marine adhes-

ives, adhesives, paints, caulking, pipe sealants, waterproofing sup-
plies, surface preparation tools, surface preparation supplies, marine
supplies, tools, industrial products, and maintenance, repair and oper-
ations supplies
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Michael R. Graif/
Name Michael R. Graif
Date 05/29/2014




INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. : 86115272
Mark : MSC
International Class : 002
Applicant : Dominus Innovations, LLC
Filed : Novemberll,2013
Published : Aprik9,2014
_____________________________________________________________ X
MSC SERVICES CORP.; SID TOOL CO., INC.
(D/B/IA MSC INDUSTRIAL SUPPLY CO.)

Opposers,

against . OppositionNo.

DOMINUS INNOVATIONS, LLC,

Applicant. :
_____________________________________________________________ X

NOTICE OF OPPOSITION

MSC Services Corp. and Sid Tool Co., Ifa/b/a MSC Industrial Supply Co.), are
corporations organized undeettaws of the State of New Ylg located and doing business at
75 Maxess Road, Melville, New York 11747 (ti@pposers”), believe that they would be
damaged by the registration of United Statesdemark Application Serial No. 86115272 (the
“Application”) for the mark ME, filed by Dominus Innovatns, LLC (the “Applicant”) on
November 11, 2013, and published for opposition on April 29, 2014 imhatienal Class 002
and United States Classes 006, 011 and 016 for “indlisnarine protective, and specialty
coatings in the nature of industrial sealdntswaterproofing and surface protection” and
claiming July 2012 as the date of first uSgposers hereby oppose the Application.

As grounds for opposition, Opposers assert that:



1. Opposers own a trade name MSC (“*Trade Name”) and a family of famous
common law and federal MSC trademarks s@vice marks for a large group of products
including sealants, marine sealants, coatingsin@dubricants, marinadhesives, adhesives,
paints, caulking, pipe sealants, waterprooBogplies, surface pregion tools, surface
preparation supplies, marine supplies, tooldustrial products, and maintenance, repair and
operations supplies (the “MSC Marks”).

2. Opposers have continuously made comnag¢ese of the Trade Name and family
of MSC Marks throughout the Unitetates since at least 1983.

3. By virtue of Opposers’ continuous ugkthe Trade Name and family of MSC
Marks in interstate commerce, Opposers hageiaed common law rights in them prior to the
alleged first use claimed by the Applicanthm Application.Opposers have expended
significant amounts of time, moneyd effort in promoting and advertising the Trade Name and
family of MSC Marks as well as the produetsd services distributie marketed and sold
thereunder. Opposers’ Trade Name and faofiMSC Marks are famous and consumers have
come to recognize them as ideisti§ of Opposers’ products andgees and as a single source
of origin.

4, Opposer MSC Services Inc. owns sevéederal trademark registrations for its
family of MSC Marks, and Opposer Sid Tool Cog.lis a licensee of eadt these registrations.

5. Opposers’ MSC mark was registered vtttk United States Patent and Trademark
Office (“USPTO”) under the U.S. Trademark Registration No. 3,020,989 on November 29, 2005
for “retail store services, catalog mail order g=g and online retail ate services featuring
industrial tools, hand tools, p@wtools, measuring devices, machine tools, machinery and

machine accessories, abrasives, machineryslamel maintenance, repair and operations



supplies, known as MRO” in Inteational Class 35 and recites a dattdirst use in commerce at
least as early as August 12, 1983.

6. Opposers’ MSC (stylized) mark was rsigired with the USPTO under the U.S.
Trademark Registration No. 1,549,612 on May 2, 1989 &tail store services and catalog mail
order services for industrial tools, measumayices, machine tools, machinery and machine
accessories, abrasives, and machinery labels'ténnational Class 42 and recites a date of first
use in commerce of January 2, 1989.

7. Opposers’ MSC INDUSTRIAL SUPPLY COQOnark was registered with the
USPTO under the U.S. Trademark Regibn No. 3,054,131 on January 31, 2006 for “retail
store services, catalog mail order services ahderetail store services featuring industrial
tools, hand tools, power taylmeasuring devices, machine tools, machinery and machine
accessories, abrasives, machinery labels and MBR@ely, maintenance, repair and operations
supplies” in International Class 3nd recites a date of first use in commerce at least as early as
May 31, 1985.

8. Opposers’ MSC INDUSTRIAL SUPPLCO. METALWORKING mark was
registered with the USPTO under the UlS&ademark Registration No. 3,847,258 on September
14, 2010 for “retail store servicesatalog mail order services aadline retail store services
featuring industrial tools, handdls, power tools, measuring devices, machine tools, machinery
and machine accessories, abrasives, machineng labe maintenance, repair and operations
supplies, known as MRO” in Inteational Class 35 and recites a datdirst use in commerce at
least as early as February 2009.

9. Registration Nos. 1,549,612, 3,020,989, 3,054,131 and 3,847,258 (the “MSC

Reqistrations”) are registered on the PrinciRegister of the UBTO and are valid and



subsisting. Moreover, Registration §d.,549,612, 3,020,989 and 3,054,131 (the “Incontestable
Registrations”) have been continuously registered for fea@yand are incontestable under
Section 15 of the Lanham Act (15 U.S.C. 8§ 106bhe Incontestable Registrations are
presumptively valid and the marks registetleereunder are presumptively strong.

10. On May 17, 1985, Opposer MSC Services fdedapplication to register its MSC
INDUSTRIAL SUPPLY COMPANY mark.Opposers’ MSC INDUSTRIAL SUPPLY
COMPANY mark was registered withadhUSPTO on December 10, 1985 under U.S.
Registration No. 1,375,246 for “retail store and aaahail order service®r industrial tools,
measuring devices, machine tools, machine/machine accessories, abrasives, and machinery
labels” in International Clas® and recites a date of first commercial use of May 1, 1985.
Opposers’ federal registration for this marksveancelled on July 29, 99; however, Opposers’
common law rights in this markre valid and subsisting.

11.  Upon information and belief, Applicant Dominus Innovations, LLC is a limited
liability company organized undére laws of Delaware and liecated and doing business at
2202 N. West Shore Blvd. Tampa, FL 33607.

12. Opposers’ commercial use of the Tradar¢aand family of MSC Marks predates
Applicant’s claimed date of firsise of the identical MSC mark.

13.  The Application claims that Applicanses the MSC mark in connection with
marketing, distributing and selling products and/iees that are substantially similar and/or
related to the goods asérvices covered by Opposers’ Trade Name and family of MSC Marks.

14. Inview of Opposers’ use of the Trade Name and family of MSC Marks that had

acquired distinctiveness befdiee Applicant’s claimed first @sof the MSC mark, Opposers’



rights in the names and marks M&f@ superior and have priority Applicant’s rights in the
MSC mark.

15.  Oninformation and belief, Applicant and Opposers use some of the same
channels of trade.

16. By reason of all of the foregoing, the pubidikely to be confused or deceived
with respect to the source, angconnection, affiliation, sponsoighor approval of Applicant’s
goods and/or Opposers’ affiliation, sporsgop or connectiowith Applicant

17. By reason of all of the fegoing, issuance of a regaion to Applicant with

respect to the Applation would seriously damage Opposers.

WHEREFORE, Opposers request that pgosition be sustained, that Application
Serial No. 86115272 for the MSC mark be refuseisteation and that Opposers be granted all
such further relief as the Trademark TriatigAppeal Board may deem necessary and just.
Respectfullysubmitted,

MSC Services Corp., Sid Tool Co., Inc.
(d/b/a MSC Industrial Supply Co.)

Dated: New York, New York
May 29, 2014 By: _ /s/ Michael R. Graif
Michael R. Graif
Curtis, Mallet-Prevost,
Colt & Mosle LLP
101 Park Avenue
New York, New York 10178-0061
Telephone: (212) 696-6000
Facsimile: (917) 368-8842
Email: mgraif@curtis.com




CERTIFICATE OF SERVICE

| hereby certify that, on the 29th day of May, 2014, | caused a true and correct

copy of the Notice of Opposition to be served, pardg to 37 C.F.R. § 2.101, via First Class Mail
upon:

Noland J. Cheung, Esq.

Cohen & Grigsby P.C.

625 Liberty Ave., FI. 7

Pittsburgh, PA 15222-3152

Attorney for Applicant

/s Michadl R. Graif
Michael R. Graif




