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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Salon Supply Store, LLC

Granted to Date
of previous ex-
tension

05/07/2014

Address

3710 Buckeye Street Suite 120
Palm Beach Gardens, FL 33410
UNITED STATES

Attorney informa-
tion

Noel K. Egnatios

IP Legal Advisors, P.C.

4445 Eastgate Mall Suite 200

San Diego, CA 92121

UNITED STATES

trademarks@ipla.com, negnatios@ipla.com Phone:8582720220

Applicant Information

Application No

86012783 Publication date 01/07/2014

Opposition Filing
Date

04/29/2014 Opposition Peri- 05/07/2014

od Ends

Applicant

Creative Nail Design, Inc.
1125 Joshua Way

Vista, CA 92083

UNITED STATES

Goods/Services Affected by Opposition

Class 003. First Use: 2010/03/03 First Use In Commerce: 2010/03/03
All goods and services in the class are opposed, namely: Nail care preparations; Nail enamels; Nalil
hardeners; Nail polish; Nail varnishes

Applicant Information

Application No

86012810 Publication date 01/07/2014

Opposition Filing
Date

04/29/2014 Opposition Peri-

od Ends

Applicant

Creative Nail Design, Inc.
1125 Joshua Way

Vista, CA 92083

UNITED STATES

Goods/Services Affected by Opposition

Class 011. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Ultraviolet ray lamps, not for medical pur-



http://estta.uspto.gov

| poses

Grounds for Opposition

The mark is merely descriptive Trademark Act section 2(e)(1)

Genericness Trademark Act section 23

Attachments 2014-04-29 - Consolidated NOO (SHELLAC) FILED.pdf(123866 bytes )
Exhibits A-E FINAL.pdf(1642726 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Noel K. Egnatios/
Name Noel K. Egnatios
Date 04/29/2014




INTHE UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Salon Supply Store, LLC, Opposition No.
Opposer, Mark: SHELLAC
Serial No. 86012783
V. Filing Date: July 17, 2013

) _ ) Published: January 7, 2014
Creative Nail Design, Inc.
Mark: SHELLAC

. Serial No. 86012810
Applicant. Filing Date: July 17, 2013
Published: January 7, 2014

Consolidated Notice of Opposition

CONSOLIDATED NOTICE OF OPPOSITION

Opposer Salon Supply Store, LLC. (“Opposer”), a Florida corporation with its principal
place of business at 3710 Buckeye Street, Suite 120, Palm Beach Gardens, Florida 33410,
believes that it would be damaged by the registration of SHELLAC (Serial No. 86012783), and
SHELLAC (Serial No. 86012810) (together, the “Applications” or the “SHELLAC Marks”), by
Creative Nail Design, Inc. (the “Applicant”). Accordingly, Opposer, by and through its
attorneys, hereby opposes the Applications on the following grounds:

1 Opposer is an online retailer seller of a wide range of beauty products, including
nail polishes and varnishes. Opposer sells nail polishes and varnishes through its online retail

store located at www.salonsupplystore.com, and through other online stores including eBay.com

and Amazon.com, Sears.com and Walmart.com. Opposer has been in business since 2010.


http://www.salonsupplystore.com/

2. Opposer markets its goods through various channels, including its own online

retail store located at www.salonsupplystore.com, and many other online stores such as

eBay.com, Amazon.com, Sears.com and Walmart.com.

3. On July 17, 2013, Applicant filed the Applications under Lanham Act 81(a) on

the Principal Register:

Mark Ser. No. Class/Goods
SHELLAC 86012783 | Class 3. Nail care preparations, Nail enamels;
Nail hardeners; Nail polish; Nail varnishes
SHELLAC 86012810 | Class 11: Ultraviolet ray lamps, not for medical
purposes.

The Applications were published for opposition in the Official Gazette on January 7, 2014.

4. Applicant is also the owner of record of the following four trademark registrations

that incorporate the term “shellac” (hereinafter the “CND Registrations”):

Mark Reg. Register Class/Goods Distinctiveness
No. Limitation
SHELLAC 3862232 | Supplemental | Class 3: Nail care N/A
preparations; Nail
enamel; Nail
hardeners; Nail polish;
Nail varnish.
4139869 | Principal Class 3: Nail care “SHELLAC”
CN De preparations; Nail
............ E.c;.l:.(.).;........... enarneL Na”
---------------------------------- hardeners; Nail polish;
Shellac Nail varnish.
CND C COLOR
SHELLAC (and
Design)
4239360 | Principal Class 3: Nail care “SHELLAC”

CNDE=
Shellac

CND C SHELLAC

preparations, Nall
enamel, Nall
hardeners, Nail polish,
and Nail varnish.



http://www.salonsupplystore.com/

CND SHELLAC 4340079 | Principal Class 3: Nail care “SHELLAC”
preparations, Nall
enamel, Nall
hardeners, Nail polish,
and Nail varnish.

TESS records indicate that the USPTO required Applicant to disclaim the term “shellac” in all of
the CND Registrations appearing on the Principal Register. Copies of the TESS records for the
four CND Registrations are attached as Exhibit A hereto.

5. All of the CND Registrations appearing on the Principal Register were subject to
office actions issued by the USPTO wherein the examiner deemed the term “shellac” “highly

29 <6

descriptive” and/or “generic” in connection with “nail care products,” “nail care goods,” or more
specifically, “a coating applied to nails and it is then cured or hardened using an ultraviolet ray
lamp.” See USPTO office actions issued against Applicant on August 13, 2011 and March 6,
2012 (CND SHELLAC); August 13, 2011 and March 6, 2012 (CND C SHELLAC & Design);
and February 8, 2011 and September 2, 2011 (CND C COLOR SHELLAC & Design).

6. Applicant’s Registration No. 3862232 (“the ‘232 Registration™) for SHELLAC
was registered on the Supplemental Register on October 12, 2010. TESS online records for the
‘232 Registration indicate that Applicant initially applied to register on the Principal Register but
received an office action on November 30, 2009 wherein the examining attorney determined the
term “shellac” was, at best, merely descriptive. TESS records indicate that Applicant responded
by amending the application to seek registration on the Supplemental Register. Despite this
amendment, the examiner issued a second office action refusing registration on the Supplemental
Register on the basis that “shellac” is generic for nail varnish or other related coatings, and that

the relevant public would understand the term “shellac” to refer to these goods and not

Applicant’s specific goods. Applicant disputed this genericness classification and the 232
3




Registration ultimately registered on the Supplemental Register. See USPTO office actions
issued against Applicant’s Supplemental Registration No. 3862232 on November 30, 2009 and
June 30, 2010.

7. On information and belief, Applicant uses the SHELLAC Marks in commerce in
connection with the sale of gel nail polish and ultraviolet (UV) ray lamps for drying said gel nail
polish.

8. The term “shellac” is a common, generic name for gel nail polish which is cured
or hardened by UV ray lamps, as reflected in usage by consumers, competitors, dictionaries, the
press, and Opposer.

9. The USPTO has defined the term “shellac” as a varnish or coating, and more
specifically, “a coating applied to nails and it is then cured or hardened using an ultraviolet ray
lamp,” in multiple office actions sent to Applicant. This definition is consistent with numerous
dictionary definitions, including those of MacMillan Dictionary (“a type of varnish”), attached
hereto as Exhibit B; TheFreeDictionary.com (“a thin varnish...”), attached hereto as Exhibit C;
Dictionary.com (“a varnish...”), attached hereto as Exhibit D; and Merriam-Webster (“a clear
liquid that dries into a hard coating...”), attached hereto as Exhibit E.

10.  The relevant public, here purchasers of nail polishes and varnishes, commonly
understand the term ‘“shellac” to refer generally to gel nail polishes which require curing or
hardening using an UV ray lamp. Despite Applicant’s efforts over the past five years or more,
there are an overwhelming number of generic references to “shellac” appearing on the internet.

11. Accordingly, the term “shellac” that composes Applicant’s SHELLAC Marks,
should be deemed generic, and as such is not entitled to trademark protection, pursuant to

Section 23 of the Trademark Act. While the term “shellac” appearing in Applicant’s SHELLAC



Marks and CND Registrations may also be used as a name of or to identify Applicant’s unique
products, the primary significance of the term “shellac” to the relevant public is that of the
generic name of the goods on or in connection with which they have been used, namely gel nall
polish.

12. In the alternative, the SHELLAC Marks are at best merely descriptive of
Applicant’s goods, namely nail polishes and ultraviolet (UV) ray lamps, and as such are not
entitled to trademark protection, pursuant to Section 2(d) of the Trademark Act.

13.  Applicant’s registration and use of the SHELLAC Marks is inconsistent with
Opposer’s equal right to use the designation “shellac” in connection with the same or similar
business enterprise, namely selling gel nail polish and UV lamps that dry and harden said nall
polish. Opposer has equal rights to use this term in connection with its goods.

WHEREFORE, Opposer deems it is being damaged by the Applications and respectfully
requests that said Applications Serial Nos. 86012783 and 86012810 be denied registration, and
that this notice of opposition be sustained in favor of Opposer.

Dated: April 29, 2014
Respectfully submitted,
/Noel K. Egnatios/
Noel K. Egnatios
John M. Kim
Kristin G. Strojan
IP Lega Advisors, P.C.
4445 Eastgate Mall, Suite 200
San Diego, CA 92121
Phone: (858) 272-0220

liti gation@ipla.com
Attorneys for Opposer, Salon Supply Store, LLC



mailto:litigation@ipla.com

Certificate of Service

| hereby certify that on April 29, 2014, a copy of the foregoing was sent by U.S. mail to
the following correspondent of record:

STEVEN ROSENTHAL
REVLON, INC.
237 PARK AVENUE
NEW YORK, NEW YORK 10017
UNITED STATES
Steven.rosentha @revlion.com

/ Noel K. Egnatios/
Noel K. Egnatios



mailto:Steven.rosenthal@revlon.com
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SHELLAC

Word Mark
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Standard
Characters
Claimed

Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Date Amended to
Current Register

Registration
Number

Registration Date

Owner

Attorney of

SHELLAC

IC 003. US 001 004 006 050 051 052. G & S: Nail care preparations; Nail enamel; Nail hardeners;
Nail polish; Nail varnish. FIRST USE: 20100501. FIRST USE IN COMMERCE: 20100501

(4) STANDARD CHARACTER MARK

77801818
August 11, 2009
1A

1B
May 27, 2010

3862232
October 12, 2010

(REGISTRANT) Creative Nail Design, Inc. CORPORATION CALIFORNIA 1125 Joshua Way Vista
CALIFORNIA 92083
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http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
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http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4810:wjr60u.2.17
http://tmsearch.uspto.gov/bin/showfield?f=toc&state=4810%3Awjr60u.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4810%3Awjr60u.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4810%3Awjr60u.2.16
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CND C COLOR SHELLAC

IC 003. US 001 004 006 050 051 052. G & S: Nail care preparations, nail enamel, nail hardeners,
nail polish, and nail varnish. FIRST USE: 20100501. FIRST USE IN COMMERCE: 20100501

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

26.09.21 - Squares that are completely or partially shaded
26.17.03 - Dotted line(s); Lines, dotted
26.17.05 - Bands, horizontal; Bars, horizontal; Horizontal line(s), band(s) or bar(s); Lines, horizontal

85161675
October 26, 2010
1A

1A;1B
November 22, 2011
4139869

May 8, 2012

(REGISTRANT) Creative Nail Design, Inc. CORPORATION CALIFORNIA 1125 Joshua Way Vista
CALIFORNIA 92083
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Trademark Electronic Search System (TESS)
Steven Rosenthal

3423891;3466796;3862232;AND OTHERS

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "COLOR" APART FROM THE MARK
AS SHOWN

Color is not claimed as a feature of the mark. The mark consists of the letters "CND" next to the
stylized letter "C" in a square, a horizontal line of periods above and below the word "COLOR", and
the word "SHELLAC".
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CND C SHELLAC

IC 003. US 001 004 006 050 051 052. G & S: Nail care preparations, nail enamel, nail hardeners,
nail polish, and nail varnish. FIRST USE: 20110815. FIRST USE IN COMMERCE: 20110815

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

26.09.21 - Squares that are completely or partially shaded

85977585
April 27, 2011
1A

1B
May 15, 2012

4239360

November 6, 2012

(REGISTRANT) Creative Nail Design, Inc. CORPORATION CALIFORNIA 1125 Joshua Way Vista
CALIFORNIA 92083
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Description of Color is not claimed as a feature of the mark. The mark consists of the letters "CND" next to a
Mark stylized "C" in a box, above the word "SHELLAC".
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® TheFreeDictionary Google Bing

shellac Search
® Word / Article Starts with Ends with Text

?

6,498,407,558 visitors served.

Medical Legal Financial Acronyms | Idioms| Encyclopedia| Wikipedia
dictionary| dictionary| dictionary encyclopedia

shellac %= <HE Aiso found in: Medical, Idioms, Encyclopedia, Wikipedia

This sit: ITT Tech - Official Site .
B itt-tech.edu

g+1 ‘ 37k Associate, Bachelor Degree Programs Browse Programs Now & Learn More.
Follow: =
Share: shel-lac also shel-lack ~ (she-l&k’)
n.
This page: 1. A purified lac in the form of thin yellow or orange flakes, often bleached white

and widely used in varnishes, paints, inks, sealants, and formerly in phonograph

G records.

2. A thin varnish made by dissolving this substance in denatured alcohol, used to

&+ 0 finish wood.
Share: 3. An old phonograph record containing this substance, typically played at 78
pm.
tr.v.
1. shel-lacked also shel-lacked, shel-lack-ing also shel-lack-ing, shel-lacs
Thesaurus also shel-lacks To coat or finish with shellac.
Translations 2. Slang
Word Browser a. To strike repeatedly and severely; batter.

b. To defeat decisively.

[shel(l) + lac (translation of French laque en écailles, lac in thin plates).]

The American Heritage® Dictionary of the English Language, Fourth Edition copyright ©2000 by Houghton
Mifflin Company. Updated in 2009. Published by Houghton Mifflin Company. All rights reserved.

shellac (fo'lzek; Jeleek)

n
1. (Elements & Compounds) a yellowish resin secreted by the lac insect, esp a
commercial preparation of this used in varnishes, polishes, and leather dressings
2. (Elements & Compounds) Also called: shellac varnish a varnish made by
dissolving shellac in ethanol or a similar solvent
3. a gramophone record based on shellac

vb (tr), -lacs, -lacking or -lacked
4. to coat or treat (an article) with a shellac varnish
5. US to defeat completely

[C18: shell + lac?, translation of French laque en écailles, literally: lac in scales, that is,
in thin plates]

shel'lacker n
Collins English Dictionary — Complete and Unabridged © HarperCollins Publishers 1991, 1994, 1998, 2000,

2003
T
ALL SHAPES
shel*lac or shelslack (js'l=k)
& SIZES

n.
1. lac that has been purified and formed into thin sheets, used for making varnish.
2. a varnish made by dissolving this material in alcohol or a similar solvent.
3. a phonograph record made of a breakable material containing shellac, esp. one
played at 78 r.p.m.

v.t.

4. to coat or treat with shellac.
5. Slang.

a. to defeat; trounce.

b. to thrash soundly.

[1705-15; translation of French laque en écailles lac in thin plates]

Random House Kemerman Webster's College Dictionary, © 2010 K Dictionaries Ltd. Copyright 2005, 1997,
1991 by Random House, Inc. All rights reserved.

Thesaurus Legend: ||Synonyms |Related Words | Antonyms

Noun 1. shellac - lac purified by heating and filtering; usually
in thin orange or yellow flakes but sometimes
bleached white
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shellac - definition of shellac by the Free Online Dictionary, Thesaurus and Encyclopedia.

|Ia_c - resinlike substance secreted by certain lac
insects; used in e.g. varnishes and sealing wax
|stick lac - lac in its natural state as scraped off twigs
and dried

2. shellac - a thin varnish made by dissolving lac in ethanol; used to finish
wood

|shel|ac varnish

Erench polish shellac, French polish - a varnish for wood consisting of
shellac dissolved in alcohol

varnish - a coating that provides a hard, lustrous, transparent finish to a
surface

lac - resinlike substance secreted by certain lac insects; used in e.g.
varnishes and sealing wax

Verb 1. shellac - cover with shellac; "She wanted to shellac the desk to protect
it from water spots"

| shellack
|varnish, seal - cover with varnish

Based on WordNet 3.0, Farlex clipart collection. © 2003-2012 Princeton University, Farlex Inc.
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Related Searches

Shellac nail polish
Shellac finish
Shellac techniques
Shellac nails

Food shellac
Shellac removal
Remove old shellac
Cnd shellac

Nearby Words

shell-star
shell-steak
shell-work
shellac
shellac varnish
shellac wax
shellac-varnish

Synonyms

strike

defeat
MORE

Shellac | Define Shellac at Dictionary.com

shellac

shellac <

Shellac Deals
www.groupon.com/
Save 50-90% on Nail Salons Deals in La Jolla Today with Groupon!
16,320 people follow Groupon on Google+
135 reviews for groupon.com

Ads

New Lower Shellac Prices
www.shellacshack.com/
Highest Quality Shellac Flakes... French Polish and Food Grade

shel-lac ) [shuh-lak]

noun
lac that has been purified and formed into thin sheets, used for
making varnish.

Show IPA

a varnish (shellac varnish) made by dissolving this material in
alcohol or a similar solvent.
a phonograph record made of a breakable material containing
shellac, especially one to be played at 78 r.p.m.: an LP that can
hold nearly 10 times as much as the old shellac.
verb (used with object), shel-lacked, shel-lack-ing.
to coat or treat with shellac.
Slang.
to defeat; trounce.
to thrash soundly.

Relevant Questions

Also, shel-lack.

Origin:
1705-15; shell + Ia_cl—, translation of French laque en écailles lac in thin
plates

World English Dictionary
shellac (Ja'leek, 'felaek)

Collins

—n

1.a yellowish resin secreted by the lac insect, esp a commercial
preparation of this used in varnishes, polishes, and leather
dressings

2.Also called: shellac varnish a varnish made by dissolving shellac
in ethanol or a similar solvent

3.a gramophone record based on shellac

— vb , -lacs, -lacking , -lacked
4.to coat or treat (an article) with a shellac varnish
5.slang ( US) to defeat completely

[C18: shell +lac !, translation of French laque en écailles, literally:
lac in scales, that is, in thin plates]

shel'lacker

—n

http://dictionary.reference.com/browse/shellac

Example sentences

The pork was extremely tender, almost soft, but
under-seasoned under its tart-sweet shellac of
barbecue sauce.

It is cheaper to use and more effective than
shellac at preventing postharvest fruit decay
without discoloring the fruit.

Fills holes and cracks with shellac or wax, using
heated blade to melt and spread wax and
shellac.

Shellac was commonly applied to such objects
in the nineteenth century to enhance or brighten
images and text.

THE TOP CHOICE OF
SERVICEMEMBERS.

87 onlinedegrees to help advance
your career in and outside the military.

American
Military

Related Words

French polish re-record
lac insect shellacking
MORE

Quote Of The Day

"The trouble with life isn't that there is
no answer, it's that there are so many
answers."

-Ruth Benedict

MORE
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Word Origin & History

shellac

1713, from shell + lac (see lacquer). Translates Fr. lac
"lac in thin plates." The verb is 1876, from the noun. 1
of "beat soundly" is 1920s, perhaps from the notion of
"finish." Shellacked "drunk" is from 1922 (cf. plastered)

AdChaices [2>

ary

ion

meone; to outscore someone. (See also ¢
1.) : We're gonna shellac those bums Frida

Encyclopedia Encycl
shellac

commercial resin marketed in the form of amber flakes
the secretions of the lac insect, a tiny scale insect, L
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Shellac - Definition and More from the Free Merriam-Webster Dictionary

Full Definition of SHELLAC

1

2

: to coat or otherwise treat with shellac or a shellac varnish

: to defeat decisively

Examples of SHELLAC

<the local soccer team was shellacked 35-0 in their final
outing for the season>

First Known Use of SHELLAC

1876

Related to SHELLAC

more

annihilate, blow away bomb, bury clobber cream drub
dust, flatten paste rout. whip skin skunk smoke

smother. snow under. thrash, trim tromp
trounce, wallop, wax whomp, whop whap
whup

sweep, upset beat best conquer dispatch, hurdle lick
master, overbear overcome overmatch prevail (over)
subdue, surmount, take throw, triumph (over) win
(against). worst; crush knock off knock over overpower
overthrow, overwhelm subjugate, upend vanquish ace
(out). better eclipse exceed outdistance, outdo
outfight. outshine, outstrip, overtop surpass, top
transcend. edge (out) nose out pip cap. excel
flourish, score succeed. break destroy. do in, finish sink
slaughter

Learn More About SHELLAC
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Spanish Central Translation: "shellac" in Spanish

Britannica.com: Encyclopedia article about "shellac"
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