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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Najat Kaanache and 
Crystalline Management, LLC,        
 Opposers,  
 
v.  
 
International Pastry Concepts LLC 
and Dominique Ansel, 
 Applicants. 
 

 
Opposition No.: 91215813 
Application Serial No.:  85/936,327 
 
 
Date of Publication:  December 10, 2013 
Mark:  CRONUT 

 
APPLICANTS INTERNATIONAL PASTRY CONCEPTS LLC AND DOMINIQUE 

ANSEL’S MOTION TO AMEND THEIR ANSWER TO SECOND AMENDED 
NOTICE OF OPPOSITION AND AFFIRMATIVE DEFENSES 

 
 Pursuant to the provisions of Fed. R. Civ. P. 15(a)(2), 37 C.F.R. § 2.107(a) and TBMP § 

507, Applicants International Pastry Concepts LLC and Dominique Ansel (collectively, 

“Applicants”), by and through undersigned counsel, hereby move the Board for an Order 

permitting Applicants to amend their previously filed Answer to Second Amended Notice of 

Opposition and Affirmative Defenses [DE-12] for the purposes of streamlining the pleadings and 

discovery in this proceeding. The grounds for this motion are more fully set forth in the 

Memorandum of Law submitted herein as required by 37 C.F. R. § 2.127(a). 

MEMORANDUM OF LAW 

 Applicants’ filed their application to register their CRONUT mark, U.S. Application 

Serial No. 85/936,327 (“’327”) on May 19, 2013, with a first use in commerce date of May 10, 

2013. The ’327 application was published for opposition on December 10, 2013, and this 

opposition proceeding was subsequently initiated [DE-1] on January 8, 2014. On May 18, 2014, 

Applicants filed their Answer to Notice of Opposition, Affirmative Defenses, and Motion to 

Dismiss. [DE-4 & 5]. Following the Board’s October 3, 2014 Order [DE-10], and pursuant to 
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leave granted by the Board, Opposers amended their pleadings by filing their Second Amended 

Notice of Opposition [DE-11] on October 23, 2014. This serves as Opposers’ operative pleading 

in this matter. See Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 1365 (Fed. Cir. 2000), citing 

Charles Alan Wright et al., Federal Practice and Procedure § 1476 (2d ed. 1990) (“A pleading 

that has been amended under Rule 15(a) [of the Federal Rules of Civil Procedure] supersedes the 

pleading it modifies. . . . Once an amended pleading is interposed, the original pleading no 

longer performs any function in the case . . . .”). Applicants responded to Opposers’ amended 

pleading by filing their Answer to Second Amended Notice of Opposition and Affirmative 

Defenses [DE-12], which serves as Applicants’ operative pleading in this matter. Id.  

On December 5, 2014, the Board participated in a discovery and settlement conference 

between the parties. Subsequent to the teleconference, the Board ruled in its December 16, 2014 

Order, that Applicants’ Third and Sixth “Affirmative Defenses” alleged in Applicants’ Answer 

to Second Amended Notice of Opposition and Affirmative Defenses are not “affirmative 

defenses” at all; however, the Board did not strike the language of those two sections of 

Applicants’ pleadings. [DE-15]. The Board specifically noted that the Third “Affirmative 

Defense” is “‘merely an amplification of Applicants’ denials with respect to Opposers’ 

descriptiveness claim,” and therefore not properly pleaded as an “affirmative defense.” Id. The 

Board also noted that, while the Sixth “Affirmative Defense” is not properly pleaded as an 

“affirmative defense,” the Board “does not find it necessary to strike this language from the 

Answer and Applicants are left to their proofs on this assertion.” Id. 

On March 30, 2015, undersigned counsel entered an appearance in this matter as co-

counsel for Applicants. After further examination and review of the operative pleadings, 

Applicants have decided not to expend resources proving assertions that have already been ruled 
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by the Board to be invalid “affirmative defenses,” particularly when portions of the Sixth 

“Affirmative Defense,” drafted and filed prior to the undersigned’s appearance in this matter, are 

ambiguous, difficult to interpret and, as written, not clearly comprehensible. Applicants’ seek to 

streamline this litigation by removing these “affirmative defenses.” Applicants’ proposed 

Amended Answer does not add or clarify claims; instead, it withdraws two “affirmative 

defenses” that the Board has previously ruled to be improper. 

Pursuant to Fed. R. Civ. P. 15(a)(2), leave to amend a party’s pleadings should be freely 

given when justice so requires. The Board has a long history of granting leave to amend 

pleadings, unless entry of the proposed amendment would violate settled law or be prejudicial to 

the rights of the adverse party. The Board has already permitted Opposers to amend their 

pleadings in this matter, and the Board has similarly permitted other applicants in other matters 

to amend for analogous purposes. See Estate of Biro v. Bic Corp., 18 USPQ2d 1382, 1383 

(TTAB 1991) (Board permits applicant to amend its answer in opposition proceeding). The 

proceedings are still in the early stages of discovery, with over three and a half months until 

discovery closes. The Board should find, as it did in Zanella Ltd. v. Nordstrom Inc., 90 

U.S.P.Q.2D 1758, 1759 (TTAB 2009) (Board finds no prejudice in allowing an amendment to 

the pleadings when there’s three and a half months remaining in the discovery period), that the 

proposed Amended Answer is not prejudicial to the rights of Opposers. Indeed, the Board has 

found no prejudice in other proceedings, even at later stages of discovery. See Focus 21 

International Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 U.S.P.Q.2D 1316, 1318 (TTAB 

1992) (no undue prejudice to respondent when motion to amend was filed prior to opening of 

petitioner’s testimony period); see also Flatley v. Trump, 11 USPQ2d 1284, 1286 (TTAB 1989) 

(respondent not prejudiced when Board permits amended pleadings during discovery stage). 
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Particularly where, as here, the Board’s ruling that the “affirmative defenses” were not properly 

pleaded, was a result of Opposers’ own argument to that effect.1 The Board, in essence, granted 

Opposers the relief they sought. 

Opposers were granted leave by the Board to amend their Notice of Opposition to re-

plead their improperly pleaded descriptiveness claim. Applicants seek to amend their pleadings, 

not to clarify or re-plead an insufficient claim as Opposers did, but to withdraw claims that have 

been found by the Board to be legally insufficient. These amendments are timely and will serve a 

useful purpose by reducing the costs associated with having to litigate defunct claims.  

Applicants have sought Opposers’ consent to file their proposed Amended Answer, 

pursuant to the Board’s instructions in its December 16, 2014 Order regarding “Contested 

Motions.” Applicants’ counsel sent e-mail correspondence to Opposers’ counsel requesting 

Opposers’ consent to Applicants’ proposed amended pleadings as described herein. Applicants’ 

counsel provided Opposers’ counsel with a red-lined copy of the proposed modifications, which 

reflected the substantive changes to the body of the pleading (formatting changes, and the 

modifications to the pleading title, signature block, and the appointment of counsel paragraph 

were not included in the copy sent to Opposers’ counsel). Opposers’ counsel responded that 

Opposers do not consent to Applicants’ filing their proposed Amended Answer, and that should 

Applicants file a motion for leave to amend, Opposers will contest the motion. 

Wherefore, Applicants respectfully request leave to file the foregoing amendments. A 

signed Amended Answer to Second Amended Notice of Opposition and Affirmative Defenses, 

and a red-lined copy showing the proposed changes, are attached hereto, pursuant to TBMP § 

507.01. 

                                                 
1 Undersigned was not present at the teleconference, but it is unreasonable to assume that Applicants argued that 
their own affirmative defenses were invalid. 
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Date: April 23, 2015  
 

Respectfully submitted, 
 
LOTT & FISCHER, PL 

  
 s/Noah H. Rashkind/ 
 Leslie J. Lott, Esquire 

E-mail: ljlott@lottfischer.com 
Ury Fischer, Esquire 
E-mail: ufischer@lottfischer.com 
Noah H. Rashkind, Esquire 
E-mail: nrashkind@lottfischer.com 
P.O. Drawer 141098 
Coral Gables, FL 33114-1098 
Telephone: (305) 448-7089 
Facsimile:  (305) 446-6191 
And  
Candice S. Cook, Esquire 
CA-CO Global Inc./The Cook Law Group 
77 Water Street, 8th Floor 
New York, NY  10005 
csc@ca-coglobalinc.com; 
candicescook@hotmail.com  
Telephone:  (646) 722-4166 
 

 Attorneys for Applicants 
International Pastry Concepts, LLC and 
Dominique Ansel 

 
CERTIFICATE OF SERVICE 

 
I HEREBY CERTIFY that the foregoing document is being served upon Opposers by 

delivering a true and correct copy of same to counsel for Opposers via U.S. Mail and a courtesy 
copy by electronic mail on April 23, 2015 as follows: 
 
Robert B. G. Horowitz, Esquire 
Baker & Hostetler LLP 
45 Rockefeller Plaza, 14th Floor 
New York, NY  10111 
rhorowitz@bakerlaw.com; BHIPDocket@bakerlaw.com 
adossantos@bakerlaw.com; lgrossberg@bakerlaw.com  
Telephone:  (212) 589-4200 
Attorneys for Opposer 
Crystalline Management LLC and Najat Kaanache 

 

 s/Noah H. Rashkind/ 
 Noah H. Rashkind 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Najat Kaanache and 
Crystalline Management, LLC,        
 Opposers,  
 
v.  
 
International Pastry Concepts LLC 
and Dominique Ansel, 
 Applicants. 
 

 
Opposition No.: 91215813 
Application Serial No.:  85/936,327 
 
 
Date of Publication:  December 10, 2013 
Mark:  CRONUT 

 
 

APPLICANTS’ AMENDED ANSWER TO SECOND AMENDED NOTICE OF 
OPPOSITION AND AFFIRMATIVE DEFENSES 

 
The following is the Amended Answer of Applicants International Pastry Concepts LLC and 

Dominique Ansel (collectively, “Applicants”), owner of Federal Trademark Application Serial 

No. 85936327 for the mark CRONUT (hereinafter “CRONUT,”, “Applicants’ Mark” or 
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“Mark”), by and through Counsel, Candice S. Cook for The Cook Law Group, PLLC, and Leslie 

J. Lott, Ury Fischer, and Noah H. Rashkind of Lott & Fischer, P.L., to Opposers’ Second 

Amended Notice of Opposition (hereinafter “Notice of Opposition”) filed on October 23, 2014 

by Najat Kaanache and Crystalline Management, LLC (hereinafter “Opposers”).    Applicants 

hereby reply to the numbered grounds for opposition set forth in the Notice of Opposition as 

follows: 

1. Applicants deny each and every allegation contained in ¶ 1 of the Notice of Opposition.  

The term CRONUT in class 30 was created by Dominique Ansel at his bakery located at 

189 Spring Street in New York City on May 10, 2013.  An Exhibit in support of this fact 

is attached as Exhibit 1.  

2. Denied. 

3. Admit. 

4. Admit. 

5. Answering ¶ 5 of the Notice of Opposition, Applicants admit that they are seeking the 

registration of the trademark CRONUT and that Opposers’ subsequent registration—

which was filed after the extensive global media coverage of Applicants’ trademark 

application and which followed the widely covered success and fame of Applicants’ 

original pastry product—is substantially identical to Applicants’ mark, but otherwise 

deny each and every allegation contained therein.   

6. Applicants admit that their trademark application for CRONUT encompasses doughnuts, 

but otherwise deny each and every allegation in ¶ 6 of the Notice of Opposition. 

7. Applicants are without knowledge or information sufficient to form a belief as to the truth 

of the allegations contained in ¶ 7 of the Notice of Opposition—specifically, whether “the 
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goods set forth in Applicants’ CRONUT application are or will be advertised, promoted, 

sold, and distributed to customers who are the same customers to which Opposers said 

CRONUTS donuts are advertised and sold.”  Since Applicants can neither admit nor deny 

the allegations as written, Applicants therefore deny the allegations.  

8.  Applicants lack knowledge or information sufficient to form a belief as to the truth of the 

allegations contained in ¶ 8 of the Notice of Opposition.  Since Applicants can neither 

admit nor deny the allegations as written, Applicants therefore deny the allegations. 

9. Denied. 

10. Denied. 

11. Denied. 

12. Applicants repeat and reallege paragraphs 1 through 11 hereof as though fully set forth 

herein.  Applicants also submit and present to the panel that on October 3, 2014, the 

Trademark Trial and Appeal Board dismissed Opposers’ descriptiveness claims in its 

holding of Applicants’ Motion to Dismiss.  Accordingly, Applicants object to Opposers’ 

attempt to re-enter the descriptiveness claim into the record and as an issue in this action.  

13. Applicants admit that the term CRONUT refers to the hybrid donut/croissant pastry 

created by Chef Dominique Ansel and sold at his bakery in New York and around the 

United States of America. See Exhibit 2.  

14. Denied.  See Exhibit 3.  

15. Denied.  See Exhibit 3.  

16. Denied.  See Exhibit 3.  

17. Denied.  See Exhibit 3.  

18. Denied.  
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19. Applicants are without knowledge or information sufficient to form a belief as to the truth 

of the allegations contained in ¶ 19 and therefore deny these allegations.  

20. Denied.  

21. Denied.  

22. Applicants repeat and reallege paragraphs 1 through 21 hereof as though fully set forth 

herein. 

23. Denied.  

24. Denied. 

25. Applicants repeat and reallege paragraphs 1 through 24 hereof as though fully set forth 

herein. 

26. Admit. 

27. Admit. 

28. Applicants admit to their counsel’s use of the ™ symbol in correspondence sent to 

Opposers’ counsel to address Opposers’ infringement of Applicants’ rights.  Since 

Applicants can neither admit nor deny further the paragraph as written, Applicants deny 

the remaining allegations.  

29. Denied.  Applicants utilized the ® only after receiving the Registration Certificate from 

the USPTO and subsequently made a good faith effort to remove the registration symbol 

from bakery materials upon learning of the clerical error at the USPTO.  In fact, 

Opposers’ own Exhibit 1 attached to their Notice of Opposition illustrates that in the tag 

line and heading of the website where Applicants seek to inform and educate customers 

about the CRONUT pastry—titled Cronut 101—Applicants are using the ™ and NOT 
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the ®. A true and correct copy of Applicants’ website dated October 31, 2014 is attached 

as Exhibit 4.   

30. Denied. 

31. Applicants repeat and reallege paragraphs 1-30 hereof as though fully set forth herein. 

32. Admit. 

33. Denied. 

34. Denied. 

35. Denied. 

36. Denied. 

37. Denied. 

38. Denied. 

39. Denied. 

AFFIRMATIVE DEFENSES 

Applicants assert that the following affirmative defenses bar Opposers’ requested relief in 

their Second Amended Notice of Opposition. 

FIRST AFFIRMATIVE DEFENSE—Failure to State a Claim 

Opposers’ fail to state a claim upon which relief may be granted.  

SECOND AFFIRMATIVE DEFENSE—Laches, Waiver, Acquiescence, & Estoppel 

Applicants have been using the Mark and developing consumer recognition and goodwill 

therein since at least May 10, 2013, such use being open, notorious, and known to Opposers and 

such knowledge, in turn, being known to Applicants.  During this time, Opposers failed to take 

any action to assert the claims on which they base their Opposition, on which inaction Applicants 
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have relied to their detriment.  Opposers’ claims are consequently barred by the doctrines and 

equitable defenses of laches, waiver, acquiescence, and estoppel. 

THIRD AFFIRMATIVE DEFENSE—Acquired Distinctiveness 

As a result of Applicants’ continuous use of the Mark since the time of Applicants’ adoption 

thereof, the Mark has developed significant local, regional, and international goodwill and fame 

among the consuming public as well as consumer acceptance of the services offered by 

Applicants in conjunction with the Mark.  Such goodwill and widespread usage has caused the 

Mark to acquire distinctiveness with respect to Applicants, and caused the Mark to be a valuable 

asset of Applicants.  To date, Applicants have received accolades from Time Magazine, People 

Magazine, Vogue Magazine, and most recently, The Tribeca Disruptive Innovation Award.  

Support of this goodwill, distinctiveness, and secondary meaning can be found in the document 

attached hereto as Exhibit 5. 

FOURTH THIRD AFFIRMATIVE DEFENSE—Lack of Standing 

 Opposers lack standing to assert claims surrounding the CRONUTS trademark.  Opposers 

have not established title to the mark CRONUTS and have failed to establish a real interest and 

reasonable belief for an equal right to use the mark for goods.  Zero evidence was submitted with 

this Notice of Opposition to illustrate any prior usage of the term CRONUTS and more 

specifically, any prior usage of the term Cronuts in Class 30.  Crystalline Management has not 

asserted any facts to support or illustrate any relationship, use, or title to the mark CRONUTS or 

this Notice of Opposition.  Najat Kaanache is a former chef at Private Social—an establishment 

that has since closed and, thus, is no longer in business.  Opposers have failed to illustrate any 

intellectual property rights in CRONUTS. Accordingly, they lack standing to assert any claims 

via the Notice of Opposition. 
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FIFTH FOURTH AFFIRMATIVE DEFENSE—Unclean Hands 

 Opposers have unclean hands.  On or around June 10, 2013, Opposers engaged in drastic and 

overt measures to intentionally and wrongfully divert Applicants’ customers, fans, and 

professional colleagues through actions intended to cause consumer confusion, including inter 

alia, by the use of the same Mark.  It was not until Dominique Ansel received fame and 

monetary success from his original CRONUT pastry creation that Opposers’ sought to a) 

trademark the term CRONUTS; b) resurrect an appetizer that it had discontinued and which was 

undeniably unrelated to a hybrid croissant doughnut pastry and was in fact a crawfish croquette 

on some days and a crab patty on others; c) change the entire formulation of its previous 

croquette in an attempt to directly mimic the Applicants’ unique creation in a dubious effort to 

bamboozle both the USPTO and customers; and d) file for classification with the USPTO under 

International Class 30 after Dominique Ansel filed for trademark registration of the name 

CRONUT, despite the fact that the Opposers’ alleged product had been discontinued from its 

menu and was a seafood product that—if it were to be trademarked at all—belonged in 

International Class 29.  Opposers have also altered the product configuration of their product to 

more closely resemble Applicants in a bad faith effort to cause the exact likelihood of confusion 

that Opposers now allege in this Notice of Opposition.  Opposers’ only goals in these efforts 

have been to hijack the rightful trademark ownership rights from Dominique Ansel and to serve 

as “trademark trolls” in an unscrupulous attempt to preclude Dominique Ansel from receiving 

his rightful federal trademark protection.  

SIXTH AFFIRMATIVE DEFENSE—Opposers’ Use is Generic & Descriptive 

Opposers’ rights in and to the portion of its alleged CRONUTS trademark are generic or, in the 

alternative, merely descriptive of the goods or services offered under the mark.  Opposers’ 
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alleged mark is therefore inherently unprotectable absent acquired distinctiveness, which the 

alleged CRONUTS as used by Opposers lacks.  Opposers’ alleged mark was never used as a 

designation of the source of Opposers’ goods or services, but by their own statements to the 

press and submissions to the USPTO was a general description of an item on a menu. 

 SEVENTH FIFTH AFFIRMATIVE DEFENSE--Fraud 

 Opposers have conducted and continue to engage in fraudulent behavior as it pertains to the 

CRONUTS trademark.  Opposers have stated to the United States Patent and Trademark Office 

and to the press that they created CRONUTS as a contraction for “creative doughnuts”—despite 

the absence of ANY EVIDENCE in support of Opposers’ assertions.  The CRONUTS allegedly 

sold by Opposers were not doughnuts, but croquettes made of fish—a food item that belongs in a 

different class of goods and which Opposers knew were not to be classified under Class 30 and 

certainly were not “creative doughnuts”.  

 Opposers alleged CRONUTS were briefly sold as appetizers, were classified as croquettes, 

and were never identified as creative doughnuts. Opposers have not had continuous usage of the 

name CRONUTS and discontinued the item on their menu until learning of Applicants’ famous 

pastry.  Yet, after Opposers discontinued the alleged CRONUTS, and after the success, fame, 

and press surrounding Dominique Ansel, Opposers resurrected their crawfish product and 

subsequently and significantly changed the product aesthetically and via the recipe to attempt a 

blatant replication of Dominique Ansel’s unique creation including the material 

misrepresentation to the press and the USPTO that they were the priority users of the name 

CRONUTS.  Opposers’ statements and representations to the USPTO are not true. Opposers’ on-

going deception and material misrepresentations to the United States Trademark and Patent 

Office has not ended with this Notice of Opposition, but has continued via their attempts to 
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procure CRONUTS applications in other categories—again in an effort to leach off of the 

success of Award Winning Chef, Dominique Ansel.   

 Opposers have sought to move additional “CRONUTS” related applications forward in the 

books category despite initiating the adjudication of these marks before the panel and with 

knowledge that a pending application for Mr. Ansel is before the USPTO in the same category. 

Even within the content of this Notice of Opposition, blatant misrepresentations have been 

submitted in an effort to needlessly delay, distract, and misrepresent the truth to this panel. 

Opposers’ own media references included within their Notice of Opposition supports the 

registration of the CRONUT mark for Dominique Ansel and cites his innovation, creativity, and 

responsibility for the creation of the distinct pastry, the Cronut pastry.  Yet, Opposers’ 

fraudulently have sought to play fast and loose with the facts, the truth, and the USPTO’s time.  

Applicants and the USPTO have relied and continue to rely on Opposers’ representations to both 

the USPTO’s and Applicants’ detriment and the Opposers’ continuous fraudulent behavior 

should not be rewarded.  

EIGHTH SIXTH AFFIRMATIVE DEFENSE—Abandonment/Non-use 

 Applicants are responsible for the creation, introduction, and invention of the CRONUT 

pastry, but even if Opposers’ allegations in the Notice of Opposition were true, Opposers are 

barred from relief under the doctrines of abandonment/non-use. Opposers have stated to the press 

that they first used the term CRONUTS as an item on a menu for the restaurant Private Social in 

Dallas, Texas.  However, Opposers stopped using the name CRONUTS to describe its appetizer 

in spring of 2013 when they changed the menu at Private Social and advertised a new permanent 

“Awesome Texas Food” menu.  Opposers removed CRONUTS from the menu thereby ceasing 

to both serve and sell them.  Opposers had no intention of using the name “CRONUT” again or 
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resuming use in any fashion—that is, until Applicant Dominique Ansel independently created his 

unique pastry across the country, created the name CRONUT pastry for his hybrid 

croissant/doughnut pastry, registered to trademark the name, gained fame and accolades for his 

inventiveness, and Opposers decided to capitalize off of his success. Prior to Applicants’ fame 

and the success of Dominique Ansel’s CRONUT pastry, Opposers had stopped using the name 

CRONUT as a description on its menu for seafood croquettes with no intention of using it again.  

Accordingly, they are barred from relief.  

 

NINTH SEVENTH AFFIRMATIVE DEFENSE—Failure To Police The Trademark 

 Opposers are barred from relief because Opposers have failed to police their alleged rights in 

the CRONUT trademark. Although Applicants assert that Opposers never used the Mark as a 

source identifier when it was an alleged menu item in Texas, even if they did, upon information 

and belief, Opposers have failed to effectively police its trademark against confusing or similar 

marks. In fact, upon information and belief, Opposers have failed to police the mark at all. Upon 

information and belief, Opposers have neglected to send demand letters to any third-parties 

alerting them to Opposers’ alleged rights in the mark and their interest in asserting those rights 

nor have they requested that third-parties cease and desist with the use of the Mark that they 

purport to have rights to in this Notice of Opposition.  Opposers are aware of third-party use as 

the reports of third-parties using the “Cronut” term have been publically referenced in the press, 

yet, the only time Opposers have sought to assert any claim or right to the Mark was after it 

became famous and only then with the singular purpose of usurping the proper rights of the 

Applicants—Opposers have failed to address any other third-party in the policing of this mark.  
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Applicants hereby give notice that they may rely on any other defenses that may become 

available or appear proper during discovery, and hereby reserve their right to amend this Answer 

to assert any such defenses.  

Applicants hereby appoint Candice S. Cook, a member of the Bars of the State of New York 

and Texas at the firm The Cook Law Group PLLC/ 77 Water Street, 8th FL/ New York, New 

York 10005/ Tel: TEL:  (646) 722-4166/ Email:  csc@ca-coglobalinc.com, and Leslie J. Lott, a 

member of the Bar of the State of Florida, Ury Fischer, a member of the Bar of the State of 

Florida, and Noah H. Rashkind, a member of the Bar of the State of Florida, at the firm Lott & 

Fischer, P.L., 355 Alhambra Circle, Suite 1100, Miami, Florida  33134, (Telephone:  305-448-

7089), E-mails:  ljlott@lottfischer.com, ufischer@lottfischer.com, and nrashkind@lottfischer.com,  

to act as attorneys in the matter of the opposition identified above, to prosecute said opposition, 

to transact all business in the Patent and Trademark Office, and in the United States courts 

connected with the opposition, to sign her his or her name to all papers which are hereinafter to 

be filed in connection therewith, and to receive all communications relating to the same.  

WHEREFORE, Applicants request that the Trademark Trial and Appeal Board deny and 

dismiss the Opposition and grant all other appropriate relief to Applicants as it deems just.  

Applicants pray as follows: 

(a) this opposition be dismissed; 

(b) that pending applications with the registration Nos. 86008577 and 85961168 be cancelled 

and/or denied; and 

(c) permit registration of Applicants’ proposed mark in Application Serial Number 85936327 

in the United States Patent and Trademark Office.  
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(c) [signature on following page] 

 
Dated this _______ of November, 2014April, 2015. 
             
        ________________________ 
        Candice S. Cook 
        The Cook Law Group, PLLC 
        77 Water Street, 8th Floor 
        New York, New York 10005 
        TEL:  (646) 722-4166 
        Email:  csc@ca-coglobalinc.com 
 
ATTORNEY FOR INTERNATIONAL PASTRY CONCEPTS, LLC AND DOMINIQUE 
ANSEL 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

CERTIFICATE OF SERVICE 
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I hereby certify that a true and accurate copy of the ANSWER TO NOTICE OF OPPOSITION, 
AND AFFIRMATIVE DEFENSES was served on Counsel for Opposer by certified mail and 
first class mail at the address below: 
 
 

Robert B.G. Horowitz 
Attorney for Opposers 
45 Rockefeller Plaza 

New York, New York 10111 
 
Dated:______________                   By:__________________________ 
 
        Candice S. Cook 
        The Cook Law Group, PLLC 
        77 Water Street, 8th Floor 
        New York, New York 10005 
        TEL:  (646) 722-4166 
        Email: csc@ca-coglobalinc.com 
 

ATTORNEY FOR 
INTERNATIONAL PASTRY 
CONCEPTS, LLC AND 
DOMINIQUE ANSEL 

 
 

 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

CERTIFICATE OF ELECTRONIC FILING 
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The undersigned certifies that this submission (along with any paper referred to as being attached 

or enclosed) is being filed with the United States Patent and Trademark Office via the Electronic 

System for Trademark Trials and Appeals (ESTTA) on this __________ of NOVEMBER, 2014. 

 
 
Dated:______________                   By:__________________________ 
 
        Candice S. Cook 
        The Cook Law Group, PLLC 
        77 Water Street, 8th Floor 
        New York, New York 10005 
        TEL:  (646) 722-4166 
        Email: csc@ca-coglobalinc.com 
 

ATTORNEY FOR 
INTERNATIONAL PASTRY 
CONCEPTS, LLC AND 
DOMINIQUE ANSEL 
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Date: April 23, 2015  
 

Respectfully submitted, 
 
LOTT & FISCHER, PL 

  
 s/Noah H. Rashkind/ 
 Leslie J. Lott, Esquire 

E-mail: ljlott@lottfischer.com 
Ury Fischer, Esquire 
E-mail: ufischer@lottfischer.com 
Noah H. Rashkind, Esquire 
E-mail: nrashkind@lottfischer.com 
P.O. Drawer 141098 
Coral Gables, FL 33114-1098 
Telephone: (305) 448-7089 
Facsimile:  (305) 446-6191 
And  
Candice S. Cook, Esquire 
CA-CO Global Inc./The Cook Law Group 
77 Water Street, 8th Floor 
New York, NY  10005 
csc@ca-coglobalinc.com; 
candicescook@hotmail.com  
Telephone:  (646) 722-4166 
 

 Attorneys for Applicants 
International Pastry Concepts, LLC and 
Dominique Ansel 

 
CERTIFICATE OF SERVICE 

 
I HEREBY CERTIFY that the foregoing document is being served upon Opposers by 

delivering a true and correct copy of same to counsel for Opposers via U.S. Mail and a courtesy 
copy by electronic mail on April 23, 2015 as follows: 
 
Robert B. G. Horowitz, Esquire 
Baker & Hostetler LLP 
45 Rockefeller Plaza, 14th Floor 
New York, NY  10111 
rhorowitz@bakerlaw.com; BHIPDocket@bakerlaw.com 
adossantos@bakerlaw.com; lgrossberg@bakerlaw.com  
Telephone:  (212) 589-4200 
Attorneys for Opposer 
Crystalline Management LLC and Najat Kaanache 

 

 s/Noah H. Rashkind/ 
 Noah H. Rashkind 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Najat Kaanache and 
Crystalline Management, LLC,        
 Opposers,  
 
v.  
 
International Pastry Concepts LLC 
and Dominique Ansel, 
 Applicants. 
 

 
Opposition No.: 91215813 
Application Serial No.:  85/936,327 
 
 
Date of Publication:  December 10, 2013 
Mark:  CRONUT 

 
APPLICANTS’ AMENDED ANSWER TO SECOND AMENDED NOTICE OF 

OPPOSITION AND AFFIRMATIVE DEFENSES 
 

The following is the Amended Answer of Applicants International Pastry Concepts LLC and 

Dominique Ansel (collectively, “Applicants”), owner of Federal Trademark Application Serial 

No. 85936327 for the mark CRONUT (hereinafter “CRONUT,” “Applicants’ Mark” or “Mark”), 

by and through Counsel, Candice S. Cook for The Cook Law Group, PLLC, and Leslie J. Lott, 

Ury Fischer, and Noah H. Rashkind of Lott & Fischer, P.L., to Opposers’ Second Amended 

Notice of Opposition (hereinafter “Notice of Opposition”) filed on October 23, 2014 by Najat 

Kaanache and Crystalline Management, LLC (hereinafter “Opposers”).  Applicants hereby reply 

to the numbered grounds for opposition set forth in the Notice of Opposition as follows: 

1. Applicants deny each and every allegation contained in ¶ 1 of the Notice of Opposition.  

The term CRONUT in class 30 was created by Dominique Ansel at his bakery located at 

189 Spring Street in New York City on May 10, 2013.  An Exhibit in support of this fact 

is attached as Exhibit 1.  

2. Denied. 

3. Admit. 
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4. Admit. 

5. Answering ¶ 5 of the Notice of Opposition, Applicants admit that they are seeking the 

registration of the trademark CRONUT and that Opposers’ subsequent registration—

which was filed after the extensive global media coverage of Applicants’ trademark 

application and which followed the widely covered success and fame of Applicants’ 

original pastry product—is substantially identical to Applicants’ mark, but otherwise 

deny each and every allegation contained therein.   

6. Applicants admit that their trademark application for CRONUT encompasses doughnuts, 

but otherwise deny each and every allegation in ¶ 6 of the Notice of Opposition. 

7. Applicants are without knowledge or information sufficient to form a belief as to the truth 

of the allegations contained in ¶ 7 of the Notice of Opposition—specifically, whether “the 

goods set forth in Applicants’ CRONUT application are or will be advertised, promoted, 

sold, and distributed to customers who are the same customers to which Opposers said 

CRONUTS donuts are advertised and sold.”  Since Applicants can neither admit nor deny 

the allegations as written, Applicants therefore deny the allegations.  

8.  Applicants lack knowledge or information sufficient to form a belief as to the truth of the 

allegations contained in ¶ 8 of the Notice of Opposition.  Since Applicants can neither 

admit nor deny the allegations as written, Applicants therefore deny the allegations. 

9. Denied. 

10. Denied. 

11. Denied. 

12. Applicants repeat and reallege paragraphs 1 through 11 hereof as though fully set forth 

herein.  Applicants also submit and present to the panel that on October 3, 2014, the 
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Trademark Trial and Appeal Board dismissed Opposers’ descriptiveness claims in its 

holding of Applicants’ Motion to Dismiss.  Accordingly, Applicants object to Opposers’ 

attempt to re-enter the descriptiveness claim into the record and as an issue in this action.  

13. Applicants admit that the term CRONUT refers to the hybrid donut/croissant pastry 

created by Chef Dominique Ansel and sold at his bakery in New York and around the 

United States of America. See Exhibit 2.  

14. Denied.  See Exhibit 3.  

15. Denied.  See Exhibit 3.  

16. Denied.  See Exhibit 3.  

17. Denied.  See Exhibit 3.  

18. Denied.  

19. Applicants are without knowledge or information sufficient to form a belief as to the truth 

of the allegations contained in ¶ 19 and therefore deny these allegations.  

20. Denied.  

21. Denied.  

22. Applicants repeat and reallege paragraphs 1 through 21 hereof as though fully set forth 

herein. 

23. Denied.  

24. Denied. 

25. Applicants repeat and reallege paragraphs 1 through 24 hereof as though fully set forth 

herein. 

26. Admit. 

27. Admit. 
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28. Applicants admit to their counsel’s use of the ™ symbol in correspondence sent to 

Opposers’ counsel to address Opposers’ infringement of Applicants’ rights.  Since 

Applicants can neither admit nor deny further the paragraph as written, Applicants deny 

the remaining allegations.  

29. Denied.  Applicants utilized the ® only after receiving the Registration Certificate from 

the USPTO and subsequently made a good faith effort to remove the registration symbol 

from bakery materials upon learning of the clerical error at the USPTO.  In fact, 

Opposers’ own Exhibit 1 attached to their Notice of Opposition illustrates that in the tag 

line and heading of the website where Applicants seek to inform and educate customers 

about the CRONUT pastry—titled Cronut 101—Applicants are using the ™ and NOT 

the ®. A true and correct copy of Applicants’ website dated October 31, 2014 is attached 

as Exhibit 4.   

30. Denied. 

31. Applicants repeat and reallege paragraphs 1-30 hereof as though fully set forth herein. 

32. Admit. 

33. Denied. 

34. Denied. 

35. Denied. 

36. Denied. 

37. Denied. 

38. Denied. 

39. Denied. 
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AFFIRMATIVE DEFENSES 

Applicants assert that the following affirmative defenses bar Opposers’ requested relief in 

their Second Amended Notice of Opposition. 

FIRST AFFIRMATIVE DEFENSE—Failure to State a Claim 

Opposers’ fail to state a claim upon which relief may be granted.  

SECOND AFFIRMATIVE DEFENSE—Laches, Waiver, Acquiescence, & Estoppel 

Applicants have been using the Mark and developing consumer recognition and goodwill therein 

since at least May 10, 2013, such use being open, notorious, and known to Opposers and such 

knowledge, in turn, being known to Applicants.  During this time, Opposers failed to take any 

action to assert the claims on which they base their Opposition, on which inaction Applicants 

have relied to their detriment.  Opposers’ claims are consequently barred by the doctrines and 

equitable defenses of laches, waiver, acquiescence, and estoppel. 

THIRD AFFIRMATIVE DEFENSE—Lack of Standing 

 Opposers lack standing to assert claims surrounding the CRONUTS trademark.  Opposers 

have not established title to the mark CRONUTS and have failed to establish a real interest and 

reasonable belief for an equal right to use the mark for goods.  Zero evidence was submitted with 

this Notice of Opposition to illustrate any prior usage of the term CRONUTS and more 

specifically, any prior usage of the term Cronuts in Class 30.  Crystalline Management has not 

asserted any facts to support or illustrate any relationship, use, or title to the mark CRONUTS or 

this Notice of Opposition.  Najat Kaanache is a former chef at Private Social—an establishment 

that has since closed and, thus, is no longer in business.  Opposers have failed to illustrate any 

intellectual property rights in CRONUTS. Accordingly, they lack standing to assert any claims 

via the Notice of Opposition. 



6 
LOTT & FISCHER, PL • P.O. Drawer 141098 • Coral Gables, Florida  33114-1098 

Telephone: (305) 448-7089 • Facsimile: (305) 446-6191 
 

FOURTH AFFIRMATIVE DEFENSE—Unclean Hands 

 Opposers have unclean hands.  On or around June 10, 2013, Opposers engaged in drastic 

and overt measures to intentionally and wrongfully divert Applicants’ customers, fans, and 

professional colleagues through actions intended to cause consumer confusion, including inter 

alia, by the use of the same Mark.  It was not until Dominique Ansel received fame and 

monetary success from his original CRONUT pastry creation that Opposers’ sought to a) 

trademark the term CRONUTS; b) resurrect an appetizer that it had discontinued and which was 

undeniably unrelated to a hybrid croissant doughnut pastry and was in fact a crawfish croquette 

on some days and a crab patty on others; c) change the entire formulation of its previous 

croquette in an attempt to directly mimic the Applicants’ unique creation in a dubious effort to 

bamboozle both the USPTO and customers; and d) file for classification with the USPTO under 

International Class 30 after Dominique Ansel filed for trademark registration of the name 

CRONUT, despite the fact that the Opposers’ alleged product had been discontinued from its 

menu and was a seafood product that—if it were to be trademarked at all—belonged in 

International Class 29.  Opposers have also altered the product configuration of their product to 

more closely resemble Applicants in a bad faith effort to cause the exact likelihood of confusion 

that Opposers now allege in this Notice of Opposition.  Opposers’ only goals in these efforts 

have been to hijack the rightful trademark ownership rights from Dominique Ansel and to serve 

as “trademark trolls” in an unscrupulous attempt to preclude Dominique Ansel from receiving 

his rightful federal trademark protection.  

 FIFTH AFFIRMATIVE DEFENSE--Fraud 

 Opposers have conducted and continue to engage in fraudulent behavior as it pertains to the 

CRONUTS trademark.  Opposers have stated to the United States Patent and Trademark Office 
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and to the press that they created CRONUTS as a contraction for “creative doughnuts”—despite 

the absence of ANY EVIDENCE in support of Opposers’ assertions.  The CRONUTS allegedly 

sold by Opposers were not doughnuts, but croquettes made of fish—a food item that belongs in a 

different class of goods and which Opposers knew were not to be classified under Class 30 and 

certainly were not “creative doughnuts”.  

 Opposers alleged CRONUTS were briefly sold as appetizers, were classified as croquettes, 

and were never identified as creative doughnuts. Opposers have not had continuous usage of the 

name CRONUTS and discontinued the item on their menu until learning of Applicants’ famous 

pastry.  Yet, after Opposers discontinued the alleged CRONUTS, and after the success, fame, 

and press surrounding Dominique Ansel, Opposers resurrected their crawfish product and 

subsequently and significantly changed the product aesthetically and via the recipe to attempt a 

blatant replication of Dominique Ansel’s unique creation including the material 

misrepresentation to the press and the USPTO that they were the priority users of the name 

CRONUTS.  Opposers’ statements and representations to the USPTO are not true. Opposers’ on-

going deception and material misrepresentations to the United States Trademark and Patent 

Office has not ended with this Notice of Opposition, but has continued via their attempts to 

procure CRONUTS applications in other categories—again in an effort to leach off of the 

success of Award Winning Chef, Dominique Ansel.   

 Opposers have sought to move additional “CRONUTS” related applications forward in the 

books category despite initiating the adjudication of these marks before the panel and with 

knowledge that a pending application for Mr. Ansel is before the USPTO in the same category. 

Even within the content of this Notice of Opposition, blatant misrepresentations have been 

submitted in an effort to needlessly delay, distract, and misrepresent the truth to this panel. 
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Opposers’ own media references included within their Notice of Opposition support the 

registration of the CRONUT mark for Dominique Ansel and cite his innovation, creativity, and 

responsibility for the creation of the distinct pastry, the Cronut pastry.  Yet, Opposers’ 

fraudulently have sought to play fast and loose with the facts, the truth, and the USPTO’s time.  

Applicants and the USPTO have relied and continue to rely on Opposers’ representations to both 

the USPTO’s and Applicants’ detriment and the Opposers’ continuous fraudulent behavior 

should not be rewarded.  

SIXTH AFFIRMATIVE DEFENSE—Abandonment/Non-use 

 Applicants are responsible for the creation, introduction, and invention of the CRONUT 

pastry, but even if Opposers’ allegations in the Notice of Opposition were true, Opposers are 

barred from relief under the doctrines of abandonment/non-use. Opposers have stated to the press 

that they first used the term CRONUTS as an item on a menu for the restaurant Private Social in 

Dallas, Texas.  However, Opposers stopped using the name CRONUTS to describe its appetizer 

in spring of 2013 when they changed the menu at Private Social and advertised a new permanent 

“Awesome Texas Food” menu.  Opposers removed CRONUTS from the menu thereby ceasing 

to both serve and sell them.  Opposers had no intention of using the name “CRONUT” again or 

resuming use in any fashion—that is, until Applicant Dominique Ansel independently created his 

unique pastry across the country, created the name CRONUT pastry for his hybrid 

croissant/doughnut pastry, registered to trademark the name, gained fame and accolades for his 

inventiveness, and Opposers decided to capitalize off of his success. Prior to Applicants’ fame 

and the success of Dominique Ansel’s CRONUT pastry, Opposers had stopped using the name 

CRONUT as a description on its menu for seafood croquettes with no intention of using it again.  

Accordingly, they are barred from relief.  
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SEVENTH AFFIRMATIVE DEFENSE—Failure To Police The Trademark 

 Opposers are barred from relief because Opposers have failed to police their alleged rights in 

the CRONUT trademark. Although Applicants assert that Opposers never used the Mark as a 

source identifier when it was an alleged menu item in Texas, even if they did, upon information 

and belief, Opposers have failed to effectively police its trademark against confusing or similar 

marks. In fact, upon information and belief, Opposers have failed to police the mark at all. Upon 

information and belief, Opposers have neglected to send demand letters to any third-parties 

alerting them to Opposers’ alleged rights in the mark and their interest in asserting those rights 

nor have they requested that third-parties cease and desist with the use of the Mark that they 

purport to have rights to in this Notice of Opposition.  Opposers are aware of third-party use as 

the reports of third-parties using the “Cronut” term have been publically referenced in the press, 

yet, the only time Opposers have sought to assert any claim or right to the Mark was after it 

became famous and only then with the singular purpose of usurping the proper rights of the 

Applicants—Opposers have failed to address any other third-party in the policing of this mark.  

Applicants hereby give notice that they may rely on any other defenses that may become 

available or appear proper during discovery, and hereby reserve their right to amend this Answer 

to assert any such defenses.  

Applicants hereby appoint Candice S. Cook, a member of the Bars of the State of New York 

and Texas at the firm The Cook Law Group PLLC/ 77 Water Street, 8th FL/ New York, New 

York 10005/ Tel: TEL:  (646) 722-4166/ Email:  csc@ca-coglobalinc.com, and Leslie J. Lott, a 

member of the Bar of the State of Florida, Ury Fischer, a member of the Bar of the State of 

Florida, and Noah H. Rashkind, a member of the Bar of the State of Florida, at the firm Lott & 

Fischer, P.L., 355 Alhambra Circle, Suite 1100, Miami, Florida  33134 (Telephone:  305-448-
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7089), E-mails:  ljlott@lottfischer.com, ufischer@lottfischer.com, and 

nrashkind@lottfischer.com,  to act as attorneys in the matter of the opposition identified above, 

to prosecute said opposition, to transact all business in the Patent and Trademark Office, and in 

the United States courts connected with the opposition, to sign his or her name to all papers 

which are hereinafter to be filed in connection therewith, and to receive all communications 

relating to the same.  

WHEREFORE, Applicants request that the Trademark Trial and Appeal Board deny and 

dismiss the Opposition and grant all other appropriate relief to Applicants as it deems just.  

Applicants pray as follows: 

(a) this opposition be dismissed; 

(b) that pending applications with the registration Nos. 86008577 and 85961168 be cancelled 

and/or denied; and 

(c) permit registration of Applicants’ proposed mark in Application Serial Number 85936327 

in the United States Patent and Trademark Office.  

 

 

 

[signature on following page] 
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Date: April 23, 2015  
 

Respectfully submitted, 
 
LOTT & FISCHER, PL 

  
 s/Noah H. Rashkind/ 
 Leslie J. Lott, Esquire 

E-mail: ljlott@lottfischer.com 
Ury Fischer, Esquire 
E-mail: ufischer@lottfischer.com 
Noah H. Rashkind, Esquire 
E-mail: nrashkind@lottfischer.com 
P.O. Drawer 141098 
Coral Gables, FL 33114-1098 
Telephone: (305) 448-7089 
Facsimile:  (305) 446-6191 
And  
Candice S. Cook, Esquire 
CA-CO Global Inc./The Cook Law Group 
77 Water Street, 8th Floor 
New York, NY  10005 
csc@ca-coglobalinc.com; 
candicescook@hotmail.com  
Telephone:  (646) 722-4166 
 

 Attorneys for Applicants 
International Pastry Concepts, LLC and 
Dominique Ansel 

 
CERTIFICATE OF SERVICE 

 
I HEREBY CERTIFY that the foregoing document is being served upon Opposers by 

delivering a true and correct copy of same to counsel for Opposers via U.S. Mail and a courtesy 
copy by electronic mail on April 23, 2015 as follows: 
 
Robert B. G. Horowitz, Esquire 
Baker & Hostetler LLP 
45 Rockefeller Plaza, 14th Floor 
New York, NY  10111 
rhorowitz@bakerlaw.com; BHIPDocket@bakerlaw.com 
adossantos@bakerlaw.com; lgrossberg@bakerlaw.com  
Telephone:  (212) 589-4200 
Attorneys for Opposer 
Crystalline Management LLC and Najat Kaanache 

 

 s/Noah H. Rashkind/ 
 Noah H. Rashkind 






























	04.23.15 Motion to Amend Answer FINAL.pdf
	DRAFT OF AMENDED SECOND ANSWER TO OPPOSITION TTAB [rev nhr] redline
	DRAFT OF AMENDED SECOND ANSWER TO OPPOSITION TTAB [rev nhr] FINAL
	Ex. 1 GrubStreet 05.09.2013
	Ex. 2 ny.eater.com 08.02.2013
	Ex. 3 Chart re articles
	Ex. 4 Dominiqueansel.com

