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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name McDonald's Corporation
Entity Corporation Citizenship Delaware
Address One McDonald's Plaza

Oak Brook, IL 60523
UNITED STATES

Attorney John A. Cullis

information Neal, Gerber & Eisenberg LLP

Two North LaSalle Street - Suite 1700

Chicago, IL 60602

UNITED STATES

rbrowne@ngelaw.com, jcullis@ngelaw.com, llames@ngelaw.com,
jcohen@ngelaw.com, afuelleman@ngelaw.com, mbenson@ngelaw.com,
DocketMail@ngelaw.com Phone:312-269-8000

Applicant Information

Application No 79129412 Publication date 03/04/2014
Opposition Filing 03/28/2014 Opposition 04/03/2014
Date Period Ends
Applicant McFit GmbH

Tannenberg 4

DEX

DEX

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Printed matter, namely, books, booklets,
flyers, magazines, journals, training and nutrition plans all in the field of physical training, mental
balance, wellbeing, nutrition, diet counseling and fithess

Class 032. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Mineral and aerated waters and other non-
alcoholic beverages, namely, isotonic beverages, non-alcoholic malt beverages,soft drinks, sport
drinks, energy drinks; fruit beverages and fruit juices; vegetable juice beverages; syrups, powders
and concentrates used in the preparationof soft drinks, sport drinks, energy drinks, isotonic drinks
and fruit flavoredbeverages

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Advertising; business administration;
business management; arranging of contracts of buying and selling of films, videoand sound
recordings for third parties;model agency services, nhamely, placement of models for advertising or
sales promotion

Class 038. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Broadcasting of films, audio, sound



http://estta.uspto.gov

andvideo recordings; Video transmission and broadcasting services via the Internet, local area
network (LAN), satellites, optical communications, or other communications networks via streaming
technology and delayed playback, featuring sporting, cultural and social events

Class 041. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Providing sports facilities; sports studios,
namely, providing group exercise instruction, personal training instruction, equipment and facilities,
exercise classes, body sculpting classes, group fithess classes and fithess and exercise facilities;
sports camps; rental of sportsequipment except vehicles; organizationof sporting competitions;
Entertainmentservices in the nature of cultural, musical and sporting events, namely, music festivals,
concerts, live theatrical productions, group exercise activities, group runs, bicycle competitions,
outdoor gymnastic classes, soccer competitions, baseball competitions, basketball competitions;
Arranging and conducting of seminars and workshops for educational purposes in the field of
physical fithess, training, nutrition, health, wellness, mental wellbeing, music, languages and popular
culture and distribution of training material in connection therewith; Entertainment services in the
nature of development, creation, production and post-production services of multimedia
entertainment content; film productions; film rental; rental of video and sound recordings; instruction
in the fields of gymnastics; music composition services, namely, composition of music for others

Class 044. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Solarium services; health club services,
namely, providing instruction and equipment in the field of physical exercise;health training, namely,
health counseling, providing health information

Applicant Information

Application No 79129414 Publication date 03/11/2014
Opposition Filing 03/28/2014 Opposition 04/10/2014
Date Period Ends
Applicant McFit GmbH

Tannenberg 4

DEX

DEX

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Printed matter, namely, books, booklets,
flyers, magazines, journals, training and nutrition plans all in the field of physical training, mental
balance, wellbeing, nutrition, diet counseling and fithess

Class 035. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Advertising; business administration;
business management; arranging of contracts of buying and selling of films, videoand sound
recordings for third parties;model agency services, hamely, placement of models for advertising or
sales promotion

Class 038. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Broadcasting of films, audio, sound
andvideo recordings; Video transmission and broadcasting services via the Internet, local area
network (LAN), satellites, optical communications, or other communications networks via streaming
technology and delayed playback, featuring sporting, cultural and social events

Class 041. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Providing sports facilities; sports studios,
namely, providing group exercise instruction, personal training instruction, equipment and facilities,
exercise classes, body sculpting classes, group fithess classes and fithess and exercise facilities;
sports camps; rental of sportsequipment except vehicles; organizationof sporting competitions;
Entertainmentservices in the nature of cultural, musical and sporting events, namely, music festivals,
concerts, live theatrical productions, group exercise activities, group runs, bicycle competitions,
outdoor gymnastic classes, soccer competitions, baseball competitions, basketball competitions;
Arranging and conducting of seminars and workshops for educational purposes in the field of




physical fithess, training, nutrition, health, wellness, mental wellbeing, music, languages and popular
culture and distribution of training material in connection therewith; Entertainment services in the
nature of development, creation, production and post-production services of multimedia
entertainment content; film productions; film rental; rental of video and sound recordings; instruction
in the fields of gymnastics; music composition services, namely, composition of music for others

Class 044. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Solarium services; health club services,
namely, providing instruction and equipment in the field of physical exercise;health training, namely,
health counseling, providing health information

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 743572 Application Date 05/04/1961

No.

Registration Date | 01/08/1963 Foreign Priority NONE
Date

Word Mark MCDONALD'S

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1948/12/00 First Use In Commerce: 1953/05/06
Drive-In Restaurant Services

U.S. Registration | 2482828 Application Date 06/19/1998

No.

Registration Date | 08/28/2001 Foreign Priority NONE
Date

Word Mark MCCAFE

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 2001/05/02 First Use In Commerce: 2001/05/02
restaurant services

U.S. Registration | 3201441 Application Date 03/02/2006

No.

Registration Date | 01/23/2007 Foreign Priority NONE
Date

Word Mark MCCAFE




Design Mark

MCCAFE

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/05/02 First Use In Commerce: 2001/05/02
BEVERAGES MADE OF COFFEE BEANS, HOT CHOCOLATE, PASTRIES,

MUFFINS, CAKES, COOKIES, BISCUITS AND SANDWICHES

U.S. Registration | 939100 Application Date 07/22/1971

No.

Registration Date | 07/25/1972 Foreign Priority NONE
Date

Word Mark MCDONALDLAND

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1971/01/01 First Use In Commerce: 1971/01/01
RESTAURANT SERVICES
U.S. Registration | 1266500 Application Date 06/21/1982
No.
Registration Date | 02/07/1984 Foreign Priority NONE
Date
Word Mark MC DOUBLE
Design Mark
Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1977/06/30 First Use In Commerce: 1977/09/30

a Sandwich for Consumption On or Off Premises

U.S. Registration | 1315979 Application Date 06/11/1982

No.

Registration Date | 01/22/1985 Foreign Priority NONE
Date

Word Mark MCRIB

Design Mark

Description of NONE




Mark

Goods/Services

Class 030. First use: First Use: 1981/06/30 First Use In Commerce: 1981/06/30
a Sandwich for Consumption On or Off the Premises

U.S. Registration | 1485633 Application Date 02/13/1984

No.

Registration Date | 04/19/1988 Foreign Priority NONE
Date

Word Mark MCMUFFIN

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1983/05/00 First Use In Commerce: 1983/05/00
RESTAURANT SERVICES
U.S. Registration | 1450104 Application Date 09/30/1982
No.
Registration Date | 07/28/1987 Foreign Priority NONE
Date
Word Mark MCNUGGETS
Design Mark
Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1980/04/00 First Use In Commerce: 1980/04/00
RESTAURANT SERVICES
U.S. Registration | 1947099 Application Date 08/08/1991
No.
Registration Date | 01/09/1996 Foreign Priority NONE
Date
Word Mark MC
Design Mark
Description of NONE

Mark

Goods/Services

Class 042. First use: First Use:
restaurant services

1995/06/14 First Use In Commerce: 1995/06/14

U.S. Registration | 2056279 Application Date 09/28/1995

No.

Registration Date | 04/22/1997 Foreign Priority NONE
Date

Word Mark

MCDIRECT SHARES

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 1995/11/06 First Use In Commerce: 1995/11/06
financial services, namely providing a direct company stock purchase plan

U.S. Registration
No.

2684782

Application Date

09/12/2001




Registration Date | 02/04/2003 Foreign Priority NONE
Date

Word Mark MCTEACHER'S NIGHT

Design Mark

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 2001/11/15 First Use In Commerce: 2001/11/15
CHARITABLE FUNDRAISING

U.S. Registration | 3151707 Application Date 05/12/2004

No.

Registration Date | 10/03/2006 Foreign Priority NONE
Date

Word Mark MCGRIDDLES

Design Mark

MCGRIDDLES

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2000/10/31 First Use In Commerce: 2000/10/31
HOT CAKES

U.S. Registration | 3696916 Application Date 10/14/2008

No.

Registration Date | 10/13/2009 Foreign Priority NONE
Date

Word Mark MCWORLD

Design Mark

Description of NONE

Mark

Goods/Services

Class 041. First use: First Use: 2008/07/03 First Use In Commerce: 2008/07/03

ENTERTAINMENT SERVICES, NAMELY, PROVIDING A WEBSITE FOR
INTERACTIVE ONLINE GAMES FOR CHILDREN




U.S. Registration | 4129420 Application Date 11/10/2010

No.

Registration Date | 04/17/2012 Foreign Priority NONE
Date

Word Mark MCBITES

Design Mark

MCBITES

Description of
Mark

NONE

Goods/Services

Class 029. First use: First Use: 2011/10/31 First Use In Commerce: 2011/10/31
MEAT, PORK, PROCESSED FISH AND POULTRY

U.S. Registration | 1592450 Application Date 08/21/1989

No.

Registration Date | 04/17/1990 Foreign Priority NONE
Date

Word Mark MCPOOL

Design Mark

Description of NONE

Mark

Goods/Services Class 041. First use: First Use: 1989/07/06 First Use In Commerce: 1989/07/06
RECREATIONAL SERVICES IN THE NATURE OF PROVIDING SWIMMING
FACILITIES

U.S. Registration | 2999077 Application Date 11/14/2003

No.

Registration Date | 09/20/2005 Foreign Priority NONE

Date

Word Mark

GET MOVING WITH RONALD MCDONALD

Design Mark

CGIET MOVING WITH
EONALD MCDONALDY

Description of

NONE




Mark

Goods/Services

Class 041. First use: First Use: 2003/10/30 First Use In Commerce: 2003/10/30

ENTERTAINMENT SERVICES, NAMELY, PERFORMANCES BY AN
INDIVIDUAL IN A CLOWN COSTUME

U.S. Registration | 3074164 Application Date 06/13/2002

No.

Registration Date | 03/28/2006 Foreign Priority NONE
Date

Word Mark

MCDONALD'S ALL AMERICAN

Design Mark

MCDONALD'S ALL AMERICAN

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1978/04/30 First Use In Commerce: 1978/04/30

ENTERTAINMENT SERVICES NAMELY CONDUCTING ATHLETIC EVENTS
IN THE NATURE OF BASKETBALL AND SOCCER CLINICS AND
COMPETITIONS

U.S. Registration | 1287324 Application Date 09/29/1982

No.

Registration Date | 07/24/1984 Foreign Priority NONE
Date

Word Mark

MCDONALDS ALL AMERICAN GAME

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1978/04/00 First Use In Commerce: 1978/04/00
Entertainment Services-Namely, Basketball Exhibitions
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The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.

Signature /John A. Cullis/
Name John A. Cullis
Date 03/28/2014




IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial Nos.:
79/129,412 for McFIT and Design

79/129,414 for McFIT and Design

CONSOLIDATED NOTICE OF

Published in the Official Gazette OPPOSITION
on March 4, 2014 and March 11, 2014

McDONALD’S CORPORATION,
Opposer,

V.

McFIT GmbH,

Applicant.

Opposer, McDonald’s Corporation, a corparatorganized and existing under the laws
of the State of Delaware, with offices @ne McDonald’s Plaza, Oak Brook, Illinois 60523-
1900, believes that it will be damaged by stgition of the marks McFIT and Design and
McFIT and Design in Interninal Classes 16, 32, 35, 38, 41 &l as shown in Application
Serial Nos. 79/129,412 and 79/129,414dllezctively, the “McFIT Marls”), filed by Applicant,
McFit GmbH, a company organized under the lafthe Federal Republic of Germany and
having a place of business at Tannenberg 43®&khlusselfeld, Federal Republic of Germany
and hereby opposes the same and requestetistrations to Applicant be refused.

As grounds for its consolidated opposition, Opposer alleges that:



1. Applicant seeks to register the MdFland Design mark of Application No.
79/129,412 in connection with “miredrand aerated waters andh@t non-alcoholic beverages,
namely, isotonic beverages, non-alcoholic malebages, soft drinkssport drinks, energy
drinks; fruit beverages and uit juices; vegetable juice beverages; syrups, powders and
concentrates used in the preparation of softkdr sport drinks, energy drinks, isotonic drinks
and fruit flavored beverages” in Internationah€d 32. In addition, Applicant seeks to register
the McFIT Marks for “printed matter, namelppoks, booklets, flyerssnagazines, journals,
training and nutrition plans all in the field @hysical training, mentabalance, wellbeing,
nutrition, diet counseling and fitness” in ténnational Class 16, “advertising; business
administration; business management; arrangingoottracts of buying and selling of films,
video and sound recordings for third partiespdel agency services, namely, placement of
models for advertising or sales promotion” limternational Class 35, fbadcasting of films,
audio, sound and video recordingg&leo transmission and broadtag services via the Internet,
local area network (LAN), satellites, opticalnemunications, or other aamunications networks
via streaming technology and dgtal playback, featuring sportingyltural and social events” in
International Class 38, “providg sports facilities; sportstudios, namely, providing group
exercise instruction, personal training instruction, equipment and facilities, exercise classes, body
sculpting classes, group fitnesasdes and fithess and exerciselifaas; sports camps; rental of
sports equipment except vehicles; organization of sporting competitions; entertainment services
in the nature of cultural, musical and sporting events, namely, music festivals, concerts, live
theatrical productions, group exercise actigitiggroup runs, bicycle competitions, outdoor
gymnastic classes, soccer competitions, Mebsecompetitions, basketball competitions;

arranging and conducting of seminars and wuoks for educational purpes in the field of



physical fitness, training, nutrition, health, lmess, mental wellbeing, music, languages and
popular culture and distribution dfaining material in corgction therewith; entertainment
services in the naturef development, creation, produwwti and post-production services of
multimedia entertainment content; film prodocis; film rental; rental of video and sound
recordings; instruction in the fields of gwastics; music composition services, namely,
composition of music for others” in Internatidr@ass 41, and “solariurservices; health club
services, namely, providing instion and equipment in the feklof physical exercise; health
training, namely, health counseling, providing heaitbrmation” in Intenational Class 44. The

applications are based upon foreign &nadrk registrations and filed under 866(a).

2. Since 1955, Opposer has continuousised the name McDONALD'S as a
trademark and service mark in its businessl@feloping, operating, franchising, and servicing
an extensive system of restaurants that pegarckage, and sellienited menu of high quality,
quickly-prepared, modestly-priced foods. In addition, Opposer has widely used the “Mc”
formative alone and together with other woitiroughout the United States and the world as
trademarks and service marks for, and in adsieg and promotion ofa wide variety of food
products and restaurant servicegluding, but not limited to: $&ds, breakfast foods, specialty
sandwiches, dessert products, chicken sandwigloestry products and bexagges. Opposer has
also used its “Mc” formative marks on a wideriety of goods that are not related to food
products or restaurant servigéscluding, but not limited to: chemical preparations; computer
services; men’s, women’s and children’s kilog; barbershop services; mail order services;

charitable services; recyclirsgrvices; travel servicespé concentrated cleaners.



3. Opposer has carried on this business througtieuUnited States and the world.
Opposer and its subsidiarie®w operate or license thousanalsrestaurarg throughout the

world, including over 14,000 restauata in the United States.

4. Beginning with its world-famous “MBONALD’S” trademark, Opposer has used
or licensed the use of numerous trademarkssandce marks in connection with a wide variety
of goods and services over the past 50 yeargornection with this Biness, Opposer has built
an extensive family of “Mc” formative trademarksrmed by the distinctive “Mc” prefix with

various generic and descriptive terms.

5. In addition, Opposer has used vari@aesvice marks over the last 25 years in
connection with a host of educated programs and fundraising intiiges directedo the health
and welfare of children and their families, whicle airectly related to the type of services for
which Applicant seeks to register the McFIT Marks.particular, McDonald’s has actively been
involved with hosting and promoty health and fithess programs in elementary and secondary
schools throughout the United StateBor example, Opposer has offered its “PASSPORT TO
PLAY” program, which has educated students am tibpics of health, nutrition, fitness, well
being and physical activity at schools across the United States. In fact, over seven million
students in the United States have partieéigah the PASSPORT TOLAY program. Opposer
has also offered a "CHAMPIONS OF PLAY" pragn to encourage a balanced approach to
nutrition and activity. Opposés also the owner of the ma“‘GET MOVING WITH RONALD
MCDONALD,” which is registered for entertanent services, namely, performances by an
individual in a clown costum@&nd has been used in connection with children’s education

programs focused on nutrition and exercise.p@gr, together with DreamWorks Studio, used



the animated character, Shrek, to promote ighl/sactivity through its “Shrek's Treketh to
Adventure” games on its websiteathrequired both online and biffe play to earn points and
progress in the games. Opposer has furfirevided children’s @yground facilities for
recreation activities ureat the mark R GYM. Opposer, tlugh the McDonald’s Foundation, has
also recently entered into arpeership with KaBOOM!, a national non-profit that envisions
providing playgrounds within walkg distance of every child iAmerica. Together, Opposer
and KaBOOM! have built playgrounds for chiah in cities acrosghe nation, including

Chicago, Baltimore, San Antonio, El Paso and Joplin.

6. Opposer also uses its various marksanrection with a variety of adult-focused
health initiatives sponsored bypfoser. For example, Opposgonsors the McDonald’s Cycle
Center to encourage biking as a means of galyagalthy and fit, andveekly yoga and Pilates
classes, both at the Millennium Park in Clgica lllinois. Opposer also has promoted the
“YOURSELF!FITNESS” program, which offereititeractive 15-minute fithess DVDs on yoga,
core, cardio and strengthaining as well as videogames dimttto fithess for its customers.
Furthermore, Opposer provided its “GO ACTIVRrogram, which focused on the development
and dissemination of educational materials of &he the field of health, fithess and active
lifestyles. More specifically, the “GO ARVE! America Challenge” offered Opposer’s
consumers advice from world-classnsultants on lifestyle and fite® For example, for several
years, beginning in 2003, Opposer offerechsumers educational information on health,
nutrition and fitness from the renowned perdomainer Bob Greene.Opposer has further
promoted and encouraged fitness through itkamaed Active Lifestyles program, including

promoting walking by offering 8pometers™ in Happy Meals.



7. To further encourage health and &8 amongst consumers, Opposer Sponsors
different athletic orgaizations and events, including, butt limited to: “MCDONALD'S ALL
AMERICAN” high school basketball and soccer éitions and games, the Olympics, and FIFA
World Cup™. In fact, Opposer became an €4dli Sponsor of the Olympic Games in 1976, and
has been a committed sponsor ever since to reinforce its commitment to the importance of sports
and physical activity in connection with maintaigg a balanced and healthy lifestyle. In
connection with its sponsorshib the London 2012 Olympic Games, for example, and as part of
its “CHAMPIONS OF PLAY” program, Opposearovided children from around the world the
opportunity to attend the Games and play wathletes at the vensewhere the Olympians

competed.

8. Opposer has used or is likely to erdathe use of its “Mc” formative marks to
include the same services or type of goodssamdices for which the McFIT Marks are intended

to be used by Applicant.

9. Opposer’s extensive nationwide advenigsand promotion of its various goods
and services under its family tiic” formative marks features the use of television and print
advertising, radio, newspapancamagazine advertising, outddaiiboard and signage, Internet
advertising, mobile advesing and direct mail, which are directto and reach éhpublic in both
local and nationwide markets. #udition, Opposer uses the “Mfdrmative family of marks on
food product packagingnd point-of-purchase advertisingnd has used the “Mc” formative

family of marks for a wide vagty of other goods and services.



10. Opposer also owns a federal registna for “Mc,” Registration No. 1,947,099,

issued on January 9, 1996, for restaurant servicHse following is a partial list of federal

registrations owned by McDonald’s:

MARK NAME

1. McDONALD’S

2.  McCAFE

3. McCAFE

4.  McDONALDLAND
5.  Mc DOUBLE

6. McRIB

7. McMUFFIN

8. McNUGGETS

9. Mc

10. McDIRECT SHARES

11.
12.

13.

14.

McTEACHER’S NIGHT
McGRIDDLES

McWORLD

McBITES

REG.NO. REG.DATE GOODS/SERVICES
743,572 01/08/1963 Rt&@urant services.
2,482,828 08/28/2001 Restaursevices.
3,201,441 01/23/2007 Beverages made of coffee

beans, hot chocolate,
pastries, muffins, cakes,
cookies, biscuits and
sandwiches.

939,100 07/25/1972 Restauraatvices.

1,266,500 02/07/1984 A sandwich for consumption
on or off premises.

1,315,979 01/22/1985 A sandwich for consumption
on or off premises.

1,485,633 04/19/1988 Restaursatvices.

1,450,104 07/28/1987 Restausanvices.

1,947,099 01/09/1996  Restaursatvices.
2,056,279 09/28/1995Financial services, namely

providing a direct company
stock purchase plan.

2,684,782 02/G03  Charitable fundraising.

3,151,707 10/03/2006  Hot cakes.

3,696,916 10/13/2009 Entertainment services,
namely providing a website
for interactive online games
for children.

4,129,420 04/17/2012 Meat, pork, processed fish
and poultry.



MARK NAME REG.NO. REG.DATE GOODS/SERVICES

15. McPOOL 1,592,450 04/17/1990 Recireadl services in the
nature of providing
swimming facilities.

16. GET MOVING WITH 2,999,077 06/20/2005 Entertainmeetvices,

RONALD MCDONALD namely, performances by an
individual in a clown
costume.

17. MCDONALD'S ALL 3,074,164 04/28/2006 Entertainmeetvices

AMERICAN namely conducting athletic

events in the nature of
basketball and soccer clinics
and competitions.

18. MCDONALD’'S ALL 1,287,324 05/01/1984 Entertainm&drvices
AMERICAN GAME Namely, Basketball
Exhibitions.

These registrations are valid, subsig, and in full force and effect.

11. Each of the aforesaid registrations is at I@asta facie evidence of the validity
of each registration, of Opposersvnership thereof, and ofpposer’s exclusive right to use
such registered marks on the goods or servsmdsforth in the registration. In addition,
McDonald’s Corporation owns numerous other fatleegistrations of “Mc” formative marks for

a variety of goods and services.

12.  Through Opposer's extensive and toaous use of the name McDONALD’S
and its “Mc” formative marks, the public has come to recognize marks combining the “Mc”
prefix with a common word for a wide vaty of goods and sewes as being uniquely
associated with Opposer. Opposer has dgesl, at great effort and expense, exceedingly
valuable goodwill with respect tihe specific marks listed above, asll as for its entire “Mc”
family of marks. Opposer’s “Mc” family of miks is famous and was famous long prior to the

date of filing of Applicant’s subject application.



13. Both the Trademark Trial and Appeal 8d and the Federal Circuit have long
recognized the validityof McDonald’s Corporation’s righ to its famous “Mc” and “Mac”

family of marks. _McDonald’s Corp. v. McClgir87 U.S.P.Q. 2d 1274, 1276 (TTAB 1995)

(stating “The family of [McDonald's] markfas been recognized by this Board and by the

courts”); McDonald's Corp. v. McKinleyl3 U.S.P.Q. 2d 1895, 1899TAB 1989) (stating “In

view of opposer’s extensive igence of use and promotion ofarks having a “Mc” or “Mac”
portion, there can be no doubathopposer has established that its marks comprise a family”);

McDonald’s Corp. v. McBagel's, Inc649 F. Supp. 1268, 1272 (S.D.N.Y. 1986) (showing no

hesitation in finding that McDonald’'s “owna ‘family of marks’ both registered and
unregistered, whose common characteristic isuge of ‘Mc’ or ‘Mac’ as a formative”); J&J

Snack Foods Corp. v. McDonald’s Cqrp32 F.2d 1460, 1463 (Fed. Cir. 1991) (recognizing

“McDonald’s specific family of marks whereindtprefix “Mc” is used with generic food names

to create fanciful words.”)

14.  Despite Opposer’s long-standing priaghris in the name McDONALD’S and its
“Mc” family of marks for restaurant servicef®od products, and a wide variety of other goods
and services, on March 15, 2013, Applit filed its appliciions to register the McFIT Marks in
connection with “printed matter, namely, booksoklets, flyers, magazines, journals, training
and nutrition plans all in the field of physicaitting, mental balance, wellbeing, nutrition, diet
counseling and fitness” in International €4al6, “mineral and aerated waters and other non-
alcoholic beverages, namely, isotonic beverages;alcoholic malt beverages, soft drinks, sport
drinks, energy drinks; fruit beverages anditfrjwices; vegetable juice beverages; syrups,
powders and concentrates used in the preparatf soft drinks, spordrinks, energy drinks,

isotonic drinks and fruit flavored beverageas” International Class 32 (for App. Serial No.



79/129,412 only), “advertising; bussege administration; business management; arranging of

contracts of buying and selling of films, videmd sound recordings for third parties; model
agency services, namely, placement of models advertising orsales promotion” in
International Class 35, “broadcasting almb, audio, sound and video recordings; video
transmission and broadcasting services vialtiternet, local area ngork (LAN), satellites,
optical communications, or other communioas networks via streaming technology and
delayed playback, featuring sporting, culturaldasocial events” in bernational Class 38,
“providing sports facilities; sports studios, mely, providing group eercise instruction,
personal training instruction, egument and facilities, exercisgasses, body sculpting classes,
group fitness classes anthéss and exercise facilities; spoceamps; rental of sports equipment
except vehicles; organization of@png competitions; entertainmienservices in the nature of
cultural, musical and sporting events, nametgusic festivals, concerts, live theatrical
productions, group exercise activities, groums, bicycle competitions, outdoor gymnastic
classes, soccer competitions, baseball competitions, basketball competitions; arranging
conducting of seminars and workshops for educaltipugooses in the fidl of physical fitness,
training, nutrition, health, wellss, mental wellbeing, musi@nguages and popular culture and
distribution of training materiah connection therewith; entertaiemt services in the nature of
development, creation, production and post-pridaocservices of multimedia entertainment
content; film productions; film rental; rental efdeo and sound recordings; instruction in the
fields of gymnastics; music composition servjceamely, composition of music for others” in
International Class 41, and “solarium services; health club servitamely, providing
instruction and equipment in éhfield of physical exercise; akh training, namely, health

counseling, providing health infoation” in International Clss 44, which applications were
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and



assigned Serial Nos. 79/129,412 and 79/129,414. dergin light of Qpposer’s widespread
advertising and promotion of its “Mc” formativaarks, Applicant’s selection of marks, which
incorporate the “Mc” prefix sggests that Applicant intends trade off the goodwill and

recognition associated with Opposer’s “Mc” family of marks.

15. The marks proposed for registration pplicant have as their principal
distinctive element the “Mc” pref. Potential purchasers, upgeeing the dominant formative
“Mc” in Applicant's McFIT Marksare likely to mistakenly believe that such terms and the goods
and services offered thereunder originated wittare connected withpensored or associated
by, or licensed or approved by Opposer. THhbs, registration and use by Applicant of the
MCcFIT Marks in connection with its goods and seegicfor all channels of trade and all types of
prospective purchasers, are likeéty cause confusion, mistakey, deception in violation of 15

U.S.C. § 1052(d).

16. Issuance of registrations to Applicanbwd diminish and dilute the distinctive
quality of McDonald’s rights irits famous “Mc” formative family of marks and could in the
event of any mishaps involving, @oor quality of, the servicesffered by Applicant, tarnish

such distinctiveness, in vaiion of 15 U.S.C. § 1125(c).

14. If registrations are issued to Applitdor the McFIT Marks, the confusion with
Opposer’s marks would result in damage andrynjo Opposer and the public. Registration of
these marks would give Applicant an unqualifieght to wrongfully appropriate Opposer’s
valuable goodwill and reputatiorsgociated with Opposer's marks; to benefit from the likely
confusion among purchasers ledhkelieve that Applicant’'s goodasnd services are related in

some fashion to Opposer; dilute the distinetigss of Opposer's markand harm its goodwill
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and reputation associated with its marks by allowing any fault witth@ction to Applicant’s
goods or services to reflect up@pposer; and to restrict the natligrowth of Opposer’s family
of “Mc” formative marks.

WHEREFORE, Opposer requests that tlRipposition be sustained and Application
Serial Nos. 79/129,412 and 79/129,4B4refused registration.

Opposer requests that the requisite filiag of $3,300.00 and any additional fees related

to this matter be charged to the deposit ant®f Neal, Gerber & Eisenberg, Account No.

502261.
Respectfully submitted,
McDONALD’S CORPORATION
Date: March 28, 2014 By: /John A. Cullis/

Robert E. Browne

John A. Cullis

Lawrence E. James, Jr.
Jessica Rissman Cohen

Neal, Gerber & Eisenberg, LLP
2 N. LaSalle Street, Suite 2200
Chicago, IL 60602
(312)269-8000 Telephone
(312)269-1747 Facsimile
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CERTIFICATE OF TRANSMISSION

| hereby certify that the foregoifQONSOLIDATED NOTICE OF OPPOSITION is
being electronically transmitted via the Electronic System for Trademark Trials and Appeals
(“ESTTA”) at http://estta.usptgov/ on the date noted below:

Date: March 28, 2014 By: _ /John A. Cullis/
One of the Attorneys for Opposer,
McDonald’s Corporation

CERTIFICATE OF SERVICE

| hereby certify that | served a copy of the foregd@@NSOLIDATED NOTICE OF
OPPOSITION upon Applicant’s counsel:

Stacey C. Friends, Esq.
Ruberto, Israel & Weiner, PC
255 State St., 7th Floor
Boston, Massachusetts 02109

by depositing said copy in a properly addexs envelope, First Class postage prepaid, and
depositing same in the United States mail ab Neorth LaSalle StreeChicago, lllinois, on the
date noted below:

Date: March 28, 2014 By: _ /John A. Cullis/
One of the Attorneys for Opposer,
McDonald’s Corporation

NGEDOCS: 2158313.2
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