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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BODY VIBE INTERNATIONAL, LLC

Opposer - Opposition Proceeding
i No. 91215512

V.

DAVID COX £ Serial No. 85966358

Applicant

Re: Trademark Opposition

Serial. No. 85966352

For: DR. VAPE

By: David Cox

For: Class 011. Electric Vaporizers

ANSWER TO FIRST AMENDED OPPOSITION FOR REGISTRATION

COMES NOW, David Cox (“Applicant”), by and through his attorney Mark S.
Hubert, and answers the Notice of Opposition filed by Body Vibe International, LLC
(“Opposer”) in the above-identified proceeding. The numbers of the following first

five paragraphs correspond to the paragraph numbers of the Opposer’s Notice for

Opposition.
1. Admit.
2. Applicant is without knowledge and information sufficient to form a belief as

to the truth of the allegations in Paragraph 2 of Opposer’s Notice of Opposition and
accordingly, denies such allegations. Applicant has been unable to locate any form
of market presence by Opposer. Internet and printed literature (magazine)

searches have not revealed a single mention of Opposer’s offer to tender for sale any



goods or services in conjunction with “electric vaporizers” and “electronic cigarette
liquid (e-liquid) comprised of flavorings in liquid form used to refill electronic
cigarette cartridges, atomizers and vaporizers.”

2. Applicant is without knowledge and information sufficient to form a belief as
to the truth of the allegations in Paragraph 3 of Opposer’s Notice of Opposition and
accordingly, denies such allegations. Opposer claims irreparable damage and injury
if Applicant’s mark is registered, but fails to identify how.

4 Applicant is without knowledge and information sufficient to form a belief as
to the truth of the allegations in Paragraph 4 of Opposer’s Notice of Opposition and
accordingly, denies such allegations. A “likelihood of confusion” cannot exist if
Opposer has no visible goods in commerce. Applicant denies that Opposer is
damaged, is being damaged, and will continue to be damaged by Applicant’s
registration. Applicant admits that Opposer’s goods and those for which Applicant
seeks registration of the mark Dr. Vape are identical.

5 Applicant is without knowledge and information sufficient to form a belief as
to the truth of the allegations in Paragraph 5 of Opposer’s Notice of Opposition and
accordingly, denies such allegations. Product confusion, mistake or deception
cannot occur if Opposer has no visible goods in commerce. Applicant also denies
that Opposer is entitled to have said registration cancelled.

6. Applicant reiterates his responses to Opposer’s allegations in paragraphs 1-5
of his First Amended Notice of Opposition as if set forth fully herein again.

74 Admit the existence of said YouTube video. Deny Applicant’s device is

marketed and sold in interstate commerce primarily for use with cannabis.



8. Admit.
3 Admit.
10.  Deny.
11.  Deny. Opposer’s statements do not support that Applicant’s device is
unlawful for illegal to sell or offer to sell. If so, in light of the fact that Oposer has
plead that his device is “identical” to that of Applicant’s (see allegation 4 of
Opposer’s First Amended Notice of Opposition), Opposer’s goods would also have
to be deemed “drug paraphernalia.”
12.  Deny. Opposer continues to make reference to facts pled in Applicant’s
Answer not Applicant’'s Amended Answer. Facts in Applicant’s original answer but
not incorporated in amended answer are not binding on pleader.
13.  Applicant is without knowledge and information sufficient to form a belief as
to the truth of the allegations in Paragraph 13 of Opposer’s Notice of Opposition and
accordingly, denies such allegations.
14.  Applicant denies that Opposer is damaged, is being damaged, and will
continue to be damaged by Applicant’s registration.
15.  Applicant denies any allegations in the Opposition that have not been
explicitly admitted.
DEFENSES

Applicant asserts that none of the defenses as set forth below (affirmative or

otherwise) are to be taken as an admission that Opposer has utilized the trademark

“Dr. Vape” in conjunction with the sale of electric vaporizers in class 011 at least as

early as January 12, 2013, or with electronic cigarette liquid (e-liquid) comprised of



flavorings in liquid form used to refill electronic cigarette cartridges, atomizers and
vaporizers in class 030. In further answer to the Opposition, Applicant asserts that:

FIRST AFFIRMATIVE DEFENSE

16.  Opposer has unclean hands. Opposer’s claim to a superior mark via an
earlier date of first use in interstate commerce is not based on any significant
commercial sales of Opposer’s claimed goods.

SECOND AFFIRMATIVE DEFENSE

17.  Opposer has falsely marked their goods in an attempt to secure a trademark
for the identical mark that Applicant filed for. The specimen sent into the USPTO is
clearly a cobbled together label, falling below the standard of branding in such
consumer goods, as evidenced by the quality branding used by Applicant on his
goods.

FIRST DEFENSE

18.  Although Opposer purports to have used his mark in commerce before
Applicant’s mark, there is no evidence that it was indeed used beyond a de minimis
amount. This is insufficient to establish common law or other trademark rights.
Applicant has rights in its mark that are superior to those of Opposer.

SECOND DEFENSE

19.  Applicant’s mark, when used in connection with Applicant’s goods, is not
likely to cause confusion, or to cause mistake, or to deceive as to the affiliation,
connection or association of Applicant with Opposer, or as to the origin,

sponsorship, or approval of Applicant’s goods by Opposer, because Applicant is



informed and believes, and, on that basis, alleges that the Opposer is not marketing
and selling goods bearing the trademark in question.

THIRD DEFENSE
20.  Opposer has practiced fraud upon the Trademark Office in that it has alleged
that it has used the mark "Dr. Vape” as a mark in commerce since January 12, 2013 a
mere 139 days before the date of first usage in interstate commerce of the
Applicant’s mark. Opposer’s use of the mark “Dr. Vape” is de minimis and is not

sufficient to qualify as an actual first sale in commerce.

FOURTH DEFENSE

21.  Applicant’s electronic vaporizer for which trademark registration is sought is
its own category of identification under International Classification 011 and can also
be seen trademarked as electronic pipes in International Class 034.

FIFTH DEFENSE
22.  Applicant’s device is also an electric vaporizer, and like all electric
vaporizers, is capable of use with any ignitable organic substance. Once sold,
Applicant has no control over any alleged unlawful usé of his device.

SIXTH DEFENSE

23.  Electric vaporizers are not illegal to sell under 21 U.S.C § 863 (The Controlled
Substances Act) and in fact, an entire industry has grown around them. The Trademark
Office has already approved numerous trademark registrations for electric
vaporizers and retail outlets for electric vaporizers such as O-VAPE (4576033),

Great Lakes Vapes (4508394), Wonder Vape (4521153), and CALI VAPE (4452756)



which is prima facie acknowledgement of these device’s legality when their
primarily intended purpose is for use with non-controlled substances.

SEVENTH DEFENSE

24.  Opposer has not pointed to a single instance wherein Applicant has directly
stated, or marketed his electric vaporizer for use with controlled substances such as
marijuana. All Opposer’s arguments rely on inferences they have drawn based on
Opposer’s interpretation of Youtube video footage and FaceBook/Twitter screen
capture information. Opposer’s argument is based on associations with cannabis
but cites not one scintilla of evidence that the primary intention of Applicant’s
electric vaporizer is for other than use with his E-wax or nicotine fluid.

EIGHTH DEFENSE

25.  Applicant’s electric vaporizer is not drug paraphernalia as established by the

Controlled Substances Act. 21 U.S.C. 863 (d). requires that to be designated as drug

paraphernalia, electric vaporizers must be “primarily intended or designed” for use
with controlled substances. Applicant’s device is not.

INTH DEFENSE

26. 21 U.S.C § 863 (f)(1) allows for the sale or offer to sell “any item that, in the
normal lawful course of business, is imported, exported, transported, or sold
through the mail or by any other means, and traditionally intended for use with
tobacco products, including any pipe, paper, or accessory.” Applicant’s electric

vaporizer fits into this category.



27.  The fact that the Trademark Office has already been allowing registration of
goods, to wit: electric vaporizers and pipes in International Class 011, and the
registration of services, to wit: sales of electric vaporizers and pipes in International
Class 034 is prima facie evidence of their legality

Applicant’s Statements

In addition, Applicant sets forth the following statements in support of its
defenses:
28.  Opposer claims that Applicant’s mark “Dr. Vape” is likely to cause confusion
with Opposer’s purported mark “Dr. Vape” but cites no acts by any consumer that
support this. Applicant, David Cox, has been selling his vaporizer in interstate
commerce at least as early as May 31, 2013. Applicant cannot find any trade
presence of any “Dr. Vape” trademarked electric vaporizer products other than his
own in class 011. This incudes industry searches for marketing, customer surveys
etc. via the internet and trade marketing publications.
29.  There cannot be any likelihood of confusion if there is no such product of the
Opposer in the market.
30.  Opposer’s trademark registrations 86221601 and 86221890 both show
specimens that appear to be “cobbled together.” Applicant believes that Opposer
will not be found to have any substantial sales of his purported goods bearing the
“Dr. Vape” mark in interstate commerce. Most likely, Opposer’s electric vaporizer
specimen was fabricated for the explicit purpose of applying for a federal trademark

and using this as a basis to challenge Applicant’s mark.



31.  Applicant hereby appoints Mark S. Hubert, a member of the Oregon State Bar,
and registered to practice before the United States Patent and Trademark Office, at
the firm of:
Mark S. Hubert P.C.
2300 SW First Avenue - Suite 101
Portland, Oregon 97201
to act as the attorney of record in the matter of the Opposition identified above, to
respond to said petition, to transact all business in the Patent and Trademark Office
or the Trademark Trial and Appeal Board connected with the Opposition to sign his
name to all papers which are hereinafter to be filed in connection therewith, and to
receive all communications relating to the same.

RELiEF REQUESTED

16.  WHEREFORE, Applicant respectfully requests as follows:
(a) this opposition be dismissed with prejudice and order such other relief as it

deems appropriate.

(b) aregistration for the term Dr. Vape be issued to the Applicant.

Respectfully submitted this 17t day of October 2014,
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Mark'S. Hubert, 0SB No. 982564
Mark S. Hubert P.C.
2300 SW First Ave, Suite 101
Portland, OR 97201
Telephone: (503) 234 7711
markhubert@pacifier.com

Attorney for Applicant, David Cox




CERTIFICATE OF FILING

I HEREBY CERTIFY that the foregoing document was filed electronically via
the ESTTA, at the United States Patent and Trademark Office, Trademark Trial and
Appeal Board’s ESTTA electronic filing system, this 17th day of October, 2014.

By: WM

MarK S. Hubert, 0SB No. 982564
Mark S. Hubert P.C.
2300 SW First Ave, Suite 101
Portland, OR 97201
Telephone: (503) 234 7711
markhubert@pacifier.com

Attorney for Applicant, David Cox

CERTIFICATE OF SERVICE

The undersigned does hereby certify that on this 17t day of October 2014, a
true and correct copy of this ANSWER TO FIRST AMENDED OPPOSITION FOR
REGISTRATION in Opposition 91215512 has been served upon the Attorney for
Opposer by mailing the same by U.S. Mail, first-class, postage paid, to the Attorney at
his address of record, as follows:

Thomas P. Philbrick
Allmark Trademark
2089 Avy Ave.
Menlo Park, CA 94025
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MarK S. Hubert, 0SB No. 982564
Mark S. Hubert P.C.
2300 SW First Ave, Suite 101
Portland, OR 97201
Telephone: (503) 234 7711
markhubert@pacifier.com

Attorney for Applicant, David Cox




