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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Marshall Amplification PLC, 
) 
) 

Opposer, 

v. 

Kiaico, Inc. 

Applicant. 

) Opposition No. 91215038 
) 
) 
) Serial No.: 85/904,663 
) Mark: MARSHAL A.R. T. 
) 
) 

------------------------------) 
OPPOSER'S MOTION TO DISMISS FOR FAILURE TO 
TIMELY PLEAD A COMPULSORY COUNTERCLAIM 

I. INTRODUCTION 

Opposer Marshall Amplification PLC ("Opposer") respectfully requests the Board 

dismiss Applicant Kiaico, Inc.' s ("Applicant") Counterclaim to Cancel RN 3940239 for failure 

to comply with Fed. R. Civ. P. 13(a), 37 CFR § 2.106(b) and 37 CFR § 2.114(b)(2). Pursuant to 

these rules, a counterclaim seeking to cancel a registration pled in an opposition is compulsory 

and must be filed with the answer. Here, Applicant answered the Notice of Opposition on March 

25,2014. (Dkt. No.6.) Two weeks later, on April 7, Applicant filed a document titled 

"Counterclaim to Cancel RN 3940239," without stipulation or leave to amend from the Board. 

The pleading sought to cancel a mark asserted by Opposer in its Notice of Opposition: U.S. Reg. 

No. 3,940,239 ("the '239 Registration") for the mark MARSHALL AMPLIFICATION in 

connection with clothing in Class 25. (Dkt. No.7.) This counterclaim is compulsory and it is 

late. It should be dismissed with prejudice and without leave to amend. 

II. PROCEDURAL BACKGROUND 

Opposer filed this Notice of Opposition on February 21, 2014, after months of attempting 

to resolve this dispute with Applicant. (Dkt. No.1.) The opposition seeks to prevent registration 
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of Kiaico's Application Serial No. 85/904,663 for the mark MARSHAL A.R.T. in connection 

with a variety of clothing items in Class 25. (Id.) Opposer pled a likelihood of confusion with 

its '239 Registration for MARSHALL AMPLIFICATION in connection with clothing. (Id. at ｾｾ＠

3, 10.) 

Despite Opposer's reasonable efforts to settle this dispute, on March 25,2014, Applicant 

filed its Answer, denying the salient allegations. The Answer denied Opposer's priority and 

claims of confusion. (Dkt. No.6 at ｾｾ＠ 3, 10.) The Answer also included an Affirmative Defense 

alleging non-use and abandonment of Opposer's '239 Registration. (Id. at Affirmative Defs. ｾ＠

7.) Two weeks later, on April 7, 2014, Applicant filed a counterclaim for cancellation of the 

'239 Registration. 1 (Dkt. No.7.) Applicant did not ask for Opposer's permission or seek leave 

from the Board. 

The counterclaim to cancel the '239 Application has three grounds. First, Applicant 

alleges that its U.S. Reg. No. 3,986,050 for the mark U.S. MARSHAL A.R.T. ("the '050 

Registration") for clothing in International Class 25, filed December 1,2007, predates the June 

11,2010 filing date ofthe '239 Registration, thus making Applicant the senior user. (Dkt. No.7 

at ｾｾ＠ 1-3.) Second, Applicant alleges non-use based on its mistaken belief that Opposer has 

never actively used its mark in connection with the goods identified in the registration. (Id. at ｾ＠

4.) Third, Applicant mistakenly asserts that Opposer has not used the mark in commerce for the 

3 years prior to the date of the counterclaim. (Id. at ｾｾ＠ 4-9.) 

Regardless of the merits of these claims, the facts underlying Applicant's counterclaim 

existed when the Answer was filed, and Applicant was aware of them. Applicant's failure to 

1 The Board entered Kiaico's Counterclaim on May 12,2014. (Dkt. No.9.) This response is 
timely under the Scheduling Order and 37 CFR § 2.106(b)(2)(iii). 
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include its counterclaim in its Answer is nothing more than uninformed, baseless litigation 

strategy, aimed at pressuring Opposer to settle this opposition. 

III. APPLICANT'S COUNTERCLAIM TO CANCEL THE '239 REGISTRATION IS 
LATE AND SHOULD BE DISMISSED WITH PREJUDICE 

The rules provide that cancellation counterclaims must be filed with the answer, unless 

the Applicant can show the grounds did not exist, or were unknown at that time. 37 CFR §§ 

2.106(b)(2)(i) and 2.114(b)(2)(i) state: 

A defense attacking the validity of anyone or more of the registrations pleaded in the 
petition shall be a compulsory counterclaim if grounds for such counterclaim exist at the 
time when the answer is filed. 

Further, TBMP § 313.04 also provides that counterclaims must be brought in the Answer if the 

grounds for that counterclaim are known to the applicant at the time the answer is filed. 

In its belated Counterclaim, Applicant asserts the '239 Registration should be cancelled 

for three reasons: (1) a likelihood of confusion in with Applicant's '050 Registration for U.S. 

Marshall A.R.T., (2) non-use and (3) abandonment. The grounds for this counterclaim existed at 

the time Applicant's Answer was filed two weeks earlier. There is no indication in the 

counterclaim to the contrary. (Dkt. No.7.) The counterclaim should be dismissed under 37 CFR 

§§ 2.1 06(b )(2)(i) and 2.114(b )(2)(i). See also TMBP § 311.02(b) (3d ed. 2011) ("The Board will 

not entertain a defense that attacks the validity of a registration pleaded by a plaintiff unless the 

defendant timely files a counterclaim .... "); Motion Picture Assoc. of Am., Inc. v. Respect 

Sportswear, Inc., Opp. No. 91153141,2005 TTAB LEXIS 223, *6-9 (TTAB May 26,2005) 

(denying motion to amend answer to add a counterclaim and dismissing co-pending cancellation 

proceeding, both as untimely, because facts relating to genericness counterclaim were available 

even prior to opposition based on applicant's statements to opposer); see S & L Acquisition Co. 

v. Helene Arpels, Inc., 9 U.S.P.Q.2d (BNA) 1221, 1223-24 (TTAB 1987) (finding applicant was 
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estopped from asserting counterclaims not brought in conjunction with its answer where 

supporting facts were clearly available at that time). 

This counterclaim should be dismissed with prejudice, without leave to amend, because 

Applicant knew the grounds for this counterclaim months before the April 7 filing date. TBMP 

§ 313.04 (3d ed. 2011). When Applicant filed its Answer on March 24,2014, Applicant knew of 

the '239 Registration. The '239 Registration was asserted in Opposer's February 21, 2014 

Notice of Opposition. (Dkt. No.1 at ｾ＠ 3.) Applicant's Answer denied the priority and relevance 

ofthe '239 Registration. (Dkt. No.6 at ｾ＠ 3.) Applicant also asserted the '239 Registration was 

not used and was abandoned via an affirmative defense. (Dkt. No.6 at Affirmative Def. ｾ＠ 7). 

Applicant reviewed the Notice of Opposition, answered it substantively, and knew ofthe 

grounds for its counterclaim. Applicant has no colorable argument to the contrary. 

The record shows Applicant knew of the grounds for its counterclaim to cancel the '293 

Registration months before the Notice of Opposition in this matter was even filed. On December 

12,2013, Applicant's previous counsel ofrecord2 requested reconsideration of the Board's 

decision to grant Opposer an extension oftime to file its Notice of Opposition under 37 C.F.R. § 

2.102. (Declaration of Heather J. Kliebenstein, Exs. A-B.) In the request, Applicant's counsel 

pointed out Opposer's '239 Registration, its filing date and the goods identified. (Jd., Ex. B at 

3.) Applicant's counsel also noted Applicant's '050 Registration, its filing date and the goods 

identified. (Id., Ex. B at 2.) The facts underlying Applicant's counterclaim were known well 

before Applicant filed its Answer on March 25,2014. 

2 Applicant is currently proceeding pro se in this litigation. This is by Applicant's choice, 
however, as Applicant retained counsel on four separate occasions and in each instance counsel 
withdrew from representation. (Kliebenstein Decl. at ｾ＠ 4.) 
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Applicant did not learn of any new facts between its March 25 Answer and April 7 

Counterclaim. No discovery has been taken in this opposition. Actual use of the '239 

Registration in the marketplace, as well as information about the relatedness of the goods and 

channels of trade, and the sophistication of the consumer, have been available to Applicant since 

at least the time it filed its request for reconsideration of the extension oftime. Applicant's 

Counterclaim to Cancel RN 3940239 Registration should be dismissed, with prejudice and 

without leave to amend, as untimely. 

IV. CONCLUSION 

For the foregoing reasons, all of the grounds for Applicant's Counterclaim to Cancel RN 

3940239 were available to it at the time it filed its Answer. It is therefore untimely and should 

be dismissed, with prejudice and without leave to amend. 

Date: June 9,2014 

Respectfully submitted, 

MERCHANT & GOULD P.C. 

By its attorneys, 

John A. Clifford 
Heather Kliebenstein 
MERCHANT & GOULD P.C. 
P.O. Box 2910 
Minneapolis, MN 55402-0910 
Tel. 612.336.4616 
Fax 612.332.9081 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing Opposer's Motion to 

Dismiss for Failure to Timely Plead Compulsory Counterclaim was served, via first-class mail, 

postage prepaid on this 9th day of June 2014. 

Dan Healy 
CEO, Kiaico, Inc. 
10th Floor 445 Park Avenue 
New York, NY 10022 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Marshall Amplification PLC, 
) 
) 

Opposer, 

v. 

Kiaico, Inc. 

Applicant. 

) Opposition No. 91215038 
) 
) 
) Serial No.: 85/904,663 
) Mark: MARSHAL A.R. T. 
) 
) 

----------------------------) 
DECLARATION OF HEATHER J. KLIEBENSTEIN 

I, Heather J. Kliebenstein, do hereby state as follows: 

1. I am an attorney with the firm of Merchant & Gould, P.C., counsel for Opposer, 

Marshall Amplification PLC ("Opposer"), in the captioned matter, and I submit this declaration 

in conjunction with Opposer's Motion to Dismiss for Failure to Timely Plead a Compulsory 

Counterclaim. 

2. Attached hereto as Exhibit A is a true and correct copy of a true and correct copy 

of the ESTTA filing receipt for the Request for 60-day Extension of Time to Oppose dated 

October 28,2013. 

3. Attached hereto as Exhibit B is a true and correct copy of a letter from Cheryl L. 

Black to the Honorable Gerard F. Rogers dated December 12, 2013. 

4. Applicant has been represented by at least four different lawyers during these 

proceedings. After filing the first extension of time, Applicant was represented Terri Mandel of 

The Law Office of Terri Mandel, P.C., and subsequently by Russell Dize of Grimes, LLC. 

Thereafter, Applicant retained Ms. Cheryl Black from the law firm of Goodman, Allen and 

Filetti. (See, Exhibit B.) On March 10, Mr. Gary Krugman of Sughrue Moin filed a notice with 



the Board regarding his representation of Applicant. (Dkt. No.4.) Mr. Krugman promptly 

withdrew representation on March 12,2014. (Dkt. No.5.) 

The undersigned declares that all statements made of her own knowledge are true to the 

best of her knowledge; and all statements made on information and belief are believed to be true. 

Date ｾ･ｮｾ＠



CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing Declaration of Heather J. 

Kliebenstein was served, via first-class mail, postage prepaid on this 9th day of June 2014. 

Dan Healy 
CEO, Kiaico, Inc. 
10th Floor 445 Park Avenue 
New York, NY 10022 
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA567530
Filing date: 10/28/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant: Kiaico, Inc.
Application Serial Number: 85904663
Application Filing Date: 04/15/2013
Mark: MARSHAL A.R.T.
Date of Publication 08/27/2013

60 Day Request for Extension of Time to Oppose for Good Cause

Pursuant to 37 C.F.R. Section 2.102, Marshall Amplification plc, Denbigh Road, Bletchley, Milton Keynes,
Buckinghamshire, MK1 1DQ, UNITED KINGDOM respectfully requests that he/she/it be granted an additional
60-day extension of time to file a notice of opposition against the above-identified mark for cause shown .
Potential opposer believes that good cause is established for this request by:
- The potential opposer needs additional time to investigate the claim
The time within which to file a notice of opposition is set to expire on 10/26/2013. Marshall Amplification plc
respectfully requests that the time period within which to file an opposition be extended until 12/25/2013.
Respectfully submitted,
/John A. Clifford/
10/28/2013
John A. Clifford
Merchant & Gould P.C.
3200 IDS Center80 S 8th Street
Minneapolis, MN 55402
UNITED STATES
jclifford@merchantgould.com, aavery@merchantgould.com, dockmpls@merchantgould.com
612.336.4616

http://estta.uspto.gov
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