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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
TRADEMARK TRIAL AND APPEAL BOARD  

 
 
NOODLE TIME, INC.,  
Opposer, 
 
v.  
 
BENNY HODGE , 
Applicant. 
 
_____________________________________/ 
 

 
Opposition No.: 91214649 
 
Mark:    BENNY HUNNA  
 
Serial No.: 85/920,599 
Filing date:  May 01, 2013 
Publication Date: October 08, 2013 

 
 

OPPOSER’S MOTION FOR SUMMARY JUDGMENT  

Pursuant to Rule 56 of the Federal Rules of Civil Procedure and Trademark Rules 2.116 

and 2.127, Opposer, Noodle Time, Inc. (“Opposer” or “Benihana”), hereby respectfully moves the 

Board to enter summary judgment sustaining Opposition No. 91214649 on the grounds that (i) the 

mark BENNY HUNNA, subject of U.S. Application Serial No. 85/920,559 (the “Subject 

Application”), filed in the name of Benny Hodge (hereinafter, “Applicant”) is likely to cause 

confusion, mistake, or deception as to source, sponsorship, or affiliation with Opposer’s 

BENIHANA® Marks (as later defined); and (ii) Applicant’s BENNY HUNNA Mark will dilute 

the distinctive quality of Opposer’s BENIHANA® Marks. 

In support of its Motion for Summary Judgment, Opposer relies on the pleadings, the 

records of the USPTO, the Memorandum in Support of Opposer’s Motion for Summary Judgment 

(filed contemporaneously herewith), the declaration of Elizabeth Jean Means, and attached 

exhibits. This Motion for Summary Judgment is being timely filed.  37 C.F.R. § 2. 127(e)(1); 

TMBP § 528.02.   

The undisputed facts and arguments supporting this Motion for Summary Judgment 

(“Motion”) are set forth in the Memorandum in Support of Opposer’s Motion for Summary 

Judgment (“Memorandum”). 
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Dated:  September 2, 2015   Respectfully submitted, 
 
/S/ Janet C. Moreira      
Janet C. Moreira, Esq. 
MAVEN Intellectual Property 
333 S.E. 2nd Avenue, Suite 2000 
Miami, FL 33131 
Tel: 305.967.7450 
Fax: 305.967.7450 
Email:  janet@maveniplaw.com 

trademarks@maveniplaw.com 
assistant@maveniplaw.com  

 
Counsel for Opposer Noodle Time, Inc. 
 

CERTIFICATE OF ELECTRONIC TRANSMISSION  
 
I HEREBY CERTIFY that a true copy of the foregoing OPPOSER’S MOTION FOR 

SUMMARY JUDGMENT is being transmitted electronically through ESTTA pursuant to 37 
C.F.R. § 2.195(a) on September 2, 2015.  

 
 
/S/ Janet C. Moreira     

           Janet C. Moreira 
 

CERTIFICATE OF SERVICE  
 

I HEREBY CERTIFY that a true and accurate copy of the foregoing OPPOSER’S 
MOTION FOR SUMMARY JUDGMENT has been served on all counsel and/or parties of record 
as follows on September 2, 2015:  

 
By Email: bennyhodge25@yahoo.com 
Benny Hodge 
122 Country Club Drive 
Greenwood, MS 38930 

 
Courtesy Copy by Federal Express: 
Benny Hodge  
5260 Catspaw Drive 
Antioch, TN 37013 

/s/ Janet C. Moreira     
           Janet C. Moreira 

mailto:janet@maveniplaw.com
mailto:trademarks@maveniplaw.com
mailto:assistant@maveniplaw.com
mailto:bennyhodge25@yahoo.com


MAVEN  INTELLECTUAL PROPERTY 
333 S.E.2nd Avenue ■ Suite 2000 ■ Miami, FL 33131 ■ Ph: 305.967.7450 ■ Fax: 305.967.7450 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
TRADEMARK TRIAL AND APPEAL BOARD  

NOODLE TIME, INC., 
Opposer, 

v. 

BENNY HODGE , 
Applicant. 

_____________________________________/ 

Opposition No.: 91214649 

Mark:    BENNY HUNNA  

Serial No.: 85/920,599 
Filing date:  May 01, 2013 
Publication Date: October 08, 2013 

OPPOSER’S MEMORANDUM IN SUPPORT OF 
MOTION FOR SUMMARY JUDGMENT  

Dated:  September 2, 2015 Respectfully submitted, 

/S/ Janet C. Moreira 
Janet C. Moreira, Esq. 
MAVEN Intellectual Property 
333 S.E. 2nd Avenue, Suite 2000 
Miami, FL 33131 
Tel: 305.967.7450 
Fax: 305.967.7450 
Email:  janet@maveniplaw.com 

trademarks@maveniplaw.com 
assistant@maveniplaw.com  

Counsel for Opposer Noodle Time, Inc. 

mailto:janet@maveniplaw.com
mailto:trademarks@maveniplaw.com
mailto:assistant@maveniplaw.com


1 

MAVEN  INTELLECTUAL PROPERTY 
333 S.E.2nd Avenue ■ Suite 2000 ■ Miami, FL 33131 ■ Ph: 305.967.7450 ■ Fax: 305.967.7450 

I.  PRELIMINARY STATEMENT  

Almost 50 years from the date of first use of the BENIHANA®  Marks (as defined in the Notice of 

Opposition (filed January 27, 2014) ¶ 8 and the Declaration of Elizabeth Jean Means, dated August 31, 

2015 (“Means Dec.”), ¶ 15)1, decades after the marks were registered with the United States Patent and 

Trademark Office, and long after the BENIHANA®  Marks had acquired fame through extensive use, 

advertising, unsolicited promotion, and billions of dollars in sales, Applicant Benny Hodge (“Applicant”)2, 

an aspiring rapper/musical artist from Greenwood, Mississippi, a small town of about 16,000 people, filed 

a federal trademark application to register BENNY HUNNA on an intent-to-use basis in connection with 

“entertainment services in the nature of live musical performances.” Applicant, while claiming he never 

heard of BENIHANA®  prior to filing his application (which seems unlikely given the pervasiveness of the 

BENIHANA®  Marks for decades and the particular significance the BENIHANA®  Marks have in the 

same genre of music that Applicant intends to perform) reached out to Benihana soon after filing his 

application to request corporate sponsorship based upon the similarities in the marks – BENIHANA®  and 

BENNY HUNNA.   Even Applicant, by his own statements and conduct, recognizes the fame and value of 

associating his BENNY HUNNA mark with the BENIHANA®  Marks.   

As discussed in detail in the following sections, Benihana’s claims warrant summary judgment as 

there are no genuine issues of material fact and there is a likelihood of confusion and dilution as a matter 

of law.   Accordingly, judgment should be granted to Benihana, this Opposition should be sustained, and 

registration of the BENNY HUNNA mark shown in Application Serial No. 85/920,599 should be denied. 

II. STATEMENT OF UNCONTROVERTED FACTS

A. HISTORY OF BENIHANA

1 The Declaration of Elizabeth Jean Means, dated August 31, 2015, has been filed contemporaneously herewith. 
Benihana incorporates by reference the information in the Means Dec. along with all exhibits attached thereto.  

2 See Excerpts of Deposition Transcript of Applicant Benny Hodge (“Hodge Depo.”), and any related deposition 
exhibits, attached hereto as Exhibit A .  References to page and line number shall appear in the following format: 
“Page:Line.” 
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CONFIDENTIAL  

Opposer Noodle Time, Inc. “(Opposer” or “Benihana”) introduced Americans to Japanese food in 

the 1960s.  Means Dec., ¶ 7.   That statement, alone, encapsulates the power, history, strength, and 

magnitude of the BENIHANA®  Marks.  The BENIHANA®  story starts with Rocky Aoki (“Aoki”) , a 

descendant of a Samurai warrior and popular entertainer.  Means Dec., ¶¶1-6.   Aoki moved to the United 

States after high school, and opened America’s first teppanyaki restaurant in New York City in 1964, and 

named it BENIHANA OF TOKYO® after his parents’ Tokyo coffee shop.   Id. at ¶ 6.  The first 

BENIHANA®  restaurant was unlike anything Americans had ever seen, with Japanese food being prepared 

on steel grills right in front of them.   Id. at ¶¶ 6-7.   

The uniqueness of the BENIHANA®  restaurants is not only the food but the highly trained chefs 

who showcase intricate knife work and “tricks” --- slicing, dicing and tossing food in the air --- while 

preparing customer’s meals.  Id. at ¶ 8.   After a rave review in the New York Herald Tribune in 1965, the 

restaurant gained popularity and momentum and Rocky opened additional locations in New York and 

Chicago.  Id. at ¶¶ 9-10.   By 1972, there were six (6) BENIHANA®  locations across the country grossing 

over $12 million per year.  Id. at ¶ 10.  Today, there are more than 75 BENIHANA®  restaurants and 4,900 

employees nationwide.  Id. at ¶¶ 11-12.  

B. DURATION, EXTENT AND GEOGRAPHIC REACH OF ADVERTISING OF THE 
BENIHANA®  MARKS  

Benihana has continuously and exclusively used the BENIHANA®  Marks to identify its unique 

brand of restaurant, entertainment and related services since 1964.  Means Dec., ¶¶ 13-14.  Benihana 

devotes enormous amounts of resources, including millions of dollars on an annual basis, to the advertising, 

marketing, and promotion of its operations, menu items, and dining entertainment.  Id. at ¶¶ 32, 37-38, 40-

47.                                                          REDACTED 

Benihana advertises and promotes its BENIHANA®  Marks in and on television, radio, billboards, 

print media, e-mail marketing programs, and social media, through the issuance of press releases, and by  
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CONFIDENTIAL  

participating in community events. Means Dec., ¶¶ 33-35, 38, 40-44, 46.  Benihana’s television, radio, 

billboard advertising, and participation in community events are targeted to local markets where its 

restaurants are located.  Id. at ¶ 34.  With restaurants located in 24 States across the United States (with 

multiple restaurants in the States of Arizona, California, Colorado, Florida, Georgia, Illinois, Michigan, 

Minnesota, New Jersey, New York, Ohio, Pennsylvania, and Texas), Benihana has extensive geographic 

reach in its television, radio, and billboard advertising.  Id. at ¶ 34.   It regularly issues press releases on 

BENIHANA®  happenings, including without limitation, everything from corporate hiring to Father’s Day 

specials, keeping its customers engaged and informed with not only BENIHANA®  the restaurant, but also 

BENIHANA® , the global business operation. Id. at ¶ 38. 

Benihana engages its customers and fans through extensive online, social media, and e-mail 

marketing and has gained a public and loyal fan base, which includes many celebrities.  Means Dec., ¶¶ 40- 

44, 51-53.             REDACTED 

 Through these programs, Benihana keeps customers up-to-date 

on BENIHANA®  specials and sends its customers birthday gift certificates.  Id. at ¶¶ 41-43.  Benihana 

also stays connected with its customers through Facebook, Twitter, Instagram, Youtube, and Pinterest.  

Id. at ¶ 44.  Customers regularly post pictures of their experiences and celebrations at 

BENIHANA®  restaurants onto Benihana’s social media pages and/or “tag” Benihana, creating a link from 

the customer’s page to the BENIHANA®  page. Id.   

In each of its 70-plus U.S. locations, Benihana  prominently and extensively displays the 

BENIHANA®  Marks on items throughout the restaurant including, without limitation,  employee 

uniforms, marketing monitors, menus, table cards, flyers, take-out and catering menus, carry-out 

chopsticks, take-out carrying bags, receipts, and packaging.  Means Dec., ¶ 45.  The popularity of the 

BENIHANA®  Marks and the BENIHANA®  experience has resulted in a cult-like following and has 

created a secondary market for BENIHANA®  memorabilia.  Id. at ¶ 46.  
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CONFIDENTIAL  

C. AMOUNT, VOLUME AND GEOGRAPHIC EXTENT OF SALES OF BENIHANA®  
SERVICES 

The BENIHANA®  services have been advertised, displayed, and sold across the United States at 

more than 70 restaurant locations.  Means Dec., ¶ 34.  As a result of the geographic extent of its locations 

combined with extensive advertising and promotion, 

 REDACTED 

        Notably, these numbers only account for the last 10 of 

the 50-plus years that the BENIHANA®  Marks have been in use!  Indeed, the number of customers 

served, extensive sales, and geographic locations of the BENIHANA®  services across the United States 

establish fame of the BENIHANA®  Marks.     

D. EXTENT OF ACTUAL RECOGNITION OF THE BENIHANA®  MARKS  

1. THE BENIHANA®  MARKS ARE FAMOUS AND REPRESENT A
CULTURAL PHENOMENON

The social popularity of the BENIHANA®  Marks in connection with restaurants, entertainment, 

and celebrations for both families and foodies is evidence of the fame and tremendous level of consumer 

recognition that the BENIHANA®  Marks enjoy. Benihana’s concerted efforts have garnered the 

BENIHANA ® Marks extensive customer goodwill, recognition, and fame.  

 REDACTED 

The BENIHANA®  Marks are undoubtedly famous; however, it is the unsolicited press, celebrity 

following, media attention, and third party references to BENIHANA®  in film, television, music, 

educational case studies, books, and articles that have taken the BENIHANA®  Marks from famous to 

culturally iconic.  Means Dec., ¶¶ 48-69.  
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The BENIHANA®  Mark have become part of the national fabric appearing in popular television 

programs such as Friends, The Office, Saturday Night Live, Mad Men, and 30 Rock and on the big screen 

in The 40-Year Old Virgin and The Wolf on Wall Street; television shows and movies seen by hundreds of 

millions of people since 1995. (Id. at ¶¶ 54-61).  In addition to these big and small screen references, viewed 

by millions of Americans across the United States, BENIHANA®  is frequently referenced in musical 

works. Whether it is a reference to BENIHANA®  chefs’ knife-throwing tricks or whether alluding to 

affluence and success (see also Hodge Depo, 51:17-24), BENIHANA®  is referred to in hundreds of songs. 

Means Dec., ¶¶ 63-66.  Numerous articles discuss this cultural phenomenon and rap’s infatuation with 

BENIHANA® .  Means Dec., ¶¶ 63-69.   

2. THE BENIHANA®  RESTAURANT SUCCESS STORY IS USED BY
EDUCATIONAL INSTITUTIONS AND  IS THE SUBJECT OF MULTIPLE
BOOKS

The success of BENIHANA® , particularly in terms of restaurant operations, has been the subject 

of several academic papers and studies, including a Harvard Business School case study that is considered 

a benchmark in operations management. Id. at ¶¶ 48-49.  The BENIHANA®  legacy has also been the 

subject of two (2) books available on Amazon.com titled “Making it in America, the Life and Times of 

Rocky Aoki, Benihana’s Pioneer” and “Mr. Benihana: The Rocky Aoki Story.”  Id. at ¶ 50.  

3. THIRD PARTY PRESS AND RECOGNITION OF BENIHANA®

Since 2012, Benihana has been identified as a Top 100 Company by restaurant industry magazine, 

Nation’s Restaurant News.  Means Dec., ¶ 79.  The website Ranker.com identifies BENIHANA®  

restaurants as a top restaurant on several lists including, “The Best Restaurant Chains for Anniversary 

Dinners,” “The Best Restaurant Chains for Kids Birthdays” and “The Best High-End Restaurant Chains.” 

Id. at ¶ 80.  

BENIHANA®  has also been the topic of countless news articles, in top publications from Fortune 

Magazine to The Washington Post.  A limited search for BENIHANA®  in the Lexis Nexis news database 

reveals nearly 4,000 articles. Means Dec., ¶ 81.  Many of these articles make reference to the BENIHANA®  
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Marks as “world famous” or “iconic.”  Id. at ¶ 82.  Given Benihana’s 50-plus years of use of the 

BENIHANA®  mark for restaurants located across the United States, the sales revenue, advertising 

expenses, modern culture, entertainment and educational references, the extensive recognition by third 

parties, and the depth and scope of such use and recognition, the BENIHANA®  mark is famous, well-

known, distinctive, and entitled to great protection.  Id. at ¶ 83. 

E. PROTECTION OF THE BENIHANA®  TRADEMARKS  

Benihana is the owner of multiple United States (and foreign) trademark registrations consisting of 

the BENIHANA®  Marks. Id. at ¶¶ 15-16.3   The registrations for the BENIHANA®  Marks shows that the 

marks are registered on the Principal Register as inherently distinctive marks without resort to Section 2(f) 

or subject to disclaimer of any elements of the marks.  Id. All of the registrations identified in the Notice of 

Opposition were registered long before the filing date of the Subject Application.  Id.    

Most of these registrations are now incontestable under Section 15 of the United States Trademark 

Act, 15 U.S.C. § 1065.  To protect its trademark and intellectual property rights, Benihana has an active 

enforcement program in place to thwart and prevent infringers.  Means Dec., ¶¶ 15-23.  Benihana regularly 

monitors the marketplace, files federal lawsuits, initiates domain name disputes, and sends cease and desist 

letters.  Id. at ¶¶ 18-22.  As a result of the fame of the BENIHANA®  Marks and Benihana’s federal 

registrations, Benihana has not had to take formal legal action against most infringers because most 

infringers agree to cease use immediately upon notification of Benihana’s intellectual property rights. Id. 

Benihana has filed sixteen (16) domain name disputes involving the BENIHANA®  Marks since 2011 and 

has won each one.  Id. at ¶ 19.    In two of those UDRP proceedings, the National Arbitration Forum 

recognized that the BENIHANA®  Marks are “well-known” or “famous.”   Id. at ¶ 20. 

3 Opposer inadvertently omitted Registration No. 940142 for the mark BENIHANA OF TOKYO, from the 
Notice of Opposition and requests the Board’s consideration of the additional federal trademark registration, 
which has a filing date of May 20, 1971, more than 44 years ago.   
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F. HISTORY BETWEEN THE PARTIES  

Benihana learned of BENNY HUNNA when Applicant sent a disturbing email to the company on 

June 21, 2013 through the company website www.benihana.com.  Means Dec. ¶¶ 24-25, Hodge Depo., 

52:14-20, Ex. 3.  In the email, Applicant states that he is the owner of the BENNY HUNNA mark and goes 

on to state: 

By the names BENIHANA and BENNY HUNNA being so similar in pronunciation it will 
be a matter of time before we come together and be a house hold name “everywhere.” 
Music is my profession and I know we can reach a broader audience through music and 
music videos…I would like to start with the BENIHANA in Memphis, Tennessee and go 
to everyone in the world.  After all, I am Benny Hunna and it would only be right.  What I 
am saying is I need a sponser [sic] and corporate knowledge which Benihana has… I know 
with my musical talent and Benihana’s corporate knowledge we can expand broader across 
the globe.   

Hodge Depo. 52:9-53:18, Ex. 3.   Benihana immediately took action.  Means Dec., ¶¶ 25-30.  Benihana is 

concerned with the use of the BENNY HUNNA mark based upon its similarities with the famous 

BENIHANA®  Marks, Applicant’s intent to trade on the goodwill (and “corporate knowledge”) of 

Benihana and the BENIHANA®  Marks, Applicant’s proposed use in the entertainment industry, 

Applicant’s proposed use in connection with musical works in the genre of rap music, Applicant’s proposed 

use to sell/offer its services in BENIHANA®  restaurants, and Applicant’s use of vulgar language and adult 

content in its musical videos which could tarnish the reputation of the BENIHANA®  Marks, known for its 

connection with family celebrations.   Means Dec., ¶¶ 25, 30-31, 70-75; Hodge Depo, 90:16-92:24, Ex. 3. 

These concerns are heightened by the fact that BENIHANA®  is a famous mark.  Applicant has 

even acknowledged this fact in his deposition.  During this deposition, Applicant testifies:   

Q: But do you understand what trademark rights protect? 

A: Yeah. Trademark --- I guess since y’all registered and famous --- famous to a certain 
extent, I guess that y’all got extra protection. 

Hodge Depo., 94:25-95:9. 

Applicant further admits the potential for confusion by not only suggesting that a sponsorship is 

imperative (“it will only be right”) but also forthcoming (“it will be a matter of time”) based upon a 

http://www.benihana.com/
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similarity in the marks.  Means Dec. ¶ 30; Hodge Depo. 52:9-53:11, Ex. 3.  Such a presumption is exactly 

the kind of association, mistake, or deception that Benihana wishes to avoid.   If Applicant were to obtain 

a registration for the mark BENNY HUNNA, his registration and proposed use of the mark would confuse 

customers, devalue the BENIHANA®  brand, and cause significant harm to the BENIHANA®  Marks by 

diluting their distinctiveness and tarnishing the reputation associated therewith.  This is particularly true 

whereas here, after the filing of the Subject Application, Applicant reached out to Benihana to seek 

corporate sponsorship and when rejected, reached out to media sources to exploit the potential connection 

and then posted the resulting press on his social media pages.  Hodge Depo. 85:24-88:10, 146:1-23, Ex. 15. 

III. ARGUMENT

A. SUMMARY JUDGMENT STA NDARD

The purpose of summary judgment is to avoid a “useless” trial. Pure Gold, Inc. v. Syntex (USA)

Inc., 739 F.2d 624, 626, 222 USPQ 741, 743 (Fed. Cir. 1984).  “’Useless’ means that more evidence than 

is already available…cannot be reasonably expected to change the result.”  Id.   Using the mechanism of 

summary judgment in inter partes trademark proceedings is to be encouraged.   

The basic purpose of summary judgment procedure is one of judicial economy --- 
to save the time and expense of a full trial when it is unnecessary because the 
essential facts necessary to decision of the issue can be adequately developed by 
less costly procedures, as contemplated by the FRCP rules here involved, with a 
net benefit to society.  

Pure Gold, Inc., 739 F.2d at 626; Sweats Fashions Inc. v. Pannill Knitting Co. Inc., 833 F.2d 1560, 1565, 

4 USPQ2d 1793, 1797 (Fed. Cir. 1987) (“The uniform precedent of [the Federal Circuit] is that the issue of 

likelihood of confusion is one of law.”).  The Board frequently grants summary judgment to a party 

opposing registration on the basis of either a likelihood of confusion or dilution.  See Sweats Fashions, Inc., 

833 F.2d at 1565; The Kosher Garden, Inc. v. Sioux Falls Grocery I, LLC, 2013 TTAB Lexis 605 (TTAB 

2013) (granting summary judgment on likelihood of confusion); National Pork Board v. Supreme Lobster 

and Seafood Co., 96 USPQ2d 1479, 1495 (TTAB 2010) (granting summary judgment on dilution); 

Hawaiian Moon, Inc. v. Rodney Doo,  2006 TTAB Lexis 163 (TTAB 2006) (granting summary judgment 
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on likelihood of confusion); Slip Guard Systems, Inc. v. Slip Guard Worldwide, Inc., 2001 TTAB Lexis 

361 (TTAB 2001) (granting summary judgment on likelihood of confusion); Turner Entertainment Co. v. 

Nelson, 38 USPQ2d 1942, 1946 (TTAB 1996) (granting summary judgment on likelihood of confusion).   

Summary judgment is appropriate when the movant has established that “’the pleadings, 

depositions, answers to interrogatories, and admissions on file, together with the affidavits, if any, show 

that there is no genuine issue as to any material fact and that the moving party is entitled to judgment as a 

matter of law.’” T.B.M.P §528.01 quoting Rule 56(c), Fed. R. Civ. P; see Celotex Corp. v. Catrett, 477 

U.S. 317 (1986); Anderson v. Liberty Lobby, Inc., 477 U.S. 242 (1986); Malletier v. Hyundai Motor Am., 

2012 U.S. Dist. LEXIS 42795, *10 (S.D. N.Y. 2012).   

As detailed below, there are no genuine issues of material fact in this matter that would preclude 

the entry of summary judgment on the issues of likelihood of confusion and dilution.   

B. BENIHANA HAS STANDING AND PRIORITY  

There is no dispute as to Benihana’s standing or priority.  Applicant’s Answer to Not. Opp. (filed 

March 8, 2014) (“App. Ans.”), ¶¶ 20, 24.  In order to prove standing, opposer must establish that it has a 

“real interest” in this proceeding.  Ritchie v. Simpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cir. 

1999).  Benihana owns several valid, existing, and incontestable registrations for the BENIHANA®  Marks 

that predate the application at issue. Means Decl., ¶ 15.  Benihana has established standing. Cunningham 

v. Laser Golf Corp., 222 F.3d 943, 945, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Chanel, Inc. v. Jerzy

Makarczyk, 2014 TTAB Lexis 217, 110 USPQ2d 2013, *13 (TTAB 2014).   In view of such registrations 

and Applicant’s express concession that Benihana has priority, priority is undisputed. King Candy Co. v. 

King’s Kitchen, Inc., 496 F.2d 1400, 182 USPQ2d 108, 110 (CCPA 1974); App. Ans., ¶¶ 20, 24.  

Accordingly, there is no genuine dispute of material fact regarding Benihana’s standing or priority.   

C. LIKELIHOOD OF CONFUSION BETWEEN BENIHANA®  AND BENNY 
HUNNA 

The next inquiry is whether BENNY HUNNA, if used as a mark with the services listed in the 

application, would create a likelihood of confusion with Benihana’s BENIHANA®  Marks as to affiliation, 



10 

MAVEN  INTELLECTUAL PROPERTY 
333 S.E.2nd Avenue ■ Suite 2000 ■ Miami, FL 33131 ■ Ph: 305.967.7450 ■ Fax: 305.967.7450 

sponsorship, or approval.  15 U.S.C. § 1125(a)(1)(A).  When analyzed pursuant to DuPont, likelihood of 

confusion is inescapable.  In re E.I. DuPont De Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 

1973); Kenner Parker Toys, Inc. v. Rose Art Indus., Inc., 963 F.2d 350, 352, 22 USPQ2d 1453 (Fed. Cir. 

1992).4   Not all DuPont factors need to be considered to reach a finding of likelihood of confusion, and 

any one factor such as fame, may dominate a case. Id. at 1455-1456.  An analysis of the DuPont factors 

below, in view of the undisputed facts, makes it clear that summary judgment on Benihana’s likelihood of 

confusion claim is justified and warranted. 

1. THE BENIHANA®  MARKS ARE STRONG, FAMOUS, AND ENTITLED T O
A BROAD SCOPE OF PROTECTION

The fame and strength of opposer’s mark(s) plays a “dominant role in the process of balancing the 

DuPont factors.”  See Bose Corp. v. QSC Audio Prods., 293 F.3d 1367, 63 USPQ2d 1303, 1305 (Fed. Cir. 

2002) citing Recot, Inc. v. Becton, 214 F.3d 1322, 1327, 54 USPQ2d 1894, (Fed. Cir. 2000).   In determining 

strength, the Board should consider inherent strength based on the nature of the mark and its market 

strength.  Tea Bd. Of India v. Republic of Tea, Inc., 80 USPQ2d 1881, 1898-99 (TTAB 2006) (sustaining 

opposition in large part because of the fame of opposer’s mark).  “A mark that is registered on the Principal 

Register is entitled to all Section 7(b) presumptions including the presumption that the mark is distinctive 

and moreover, in the absence of a Section 2(f) claim… that the mark is inherently distinctive for the goods.” 

Id. at 1899.   

4 The DuPont factors are: (1) the similarity or dissimilarity of the marks in their entireties as to appearance, 
sound, connotation and commercial impression; (2) the similarity or dissimilarity and nature of the goods or 
services as described in an application or registration or in connection with which a prior mark is in use; (3) the 
similarity or dissimilarity of established, likely-to-continue trade channels; (4) the conditions under which and 
buyers to whom sales are made, i.e., ′′impulse′′ vs. careful, sophisticated purchasing; (5) the fame of the prior 
mark (sales, advertising, length of use); (6) the number and nature of similar marks in use on similar goods; (7) 
the nature and extent of any actual confusion; (8) the length of time during and conditions under which there has 
been concurrent use without evidence of actual confusion; (9) the variety of goods on which a mark is or is not 
used (house mark, ′′family′′ mark, product mark); (10) the market interface between applicant and the owner of 
a prior mark; (11) the extent to which applicant has a right to exclude others from use of its mark on its goods; 
(12) the extent of potential confusion, i.e., whether de minimis or substantial; and (13) any other established fact 
probative of the effect of use. See id.  
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In 1964, at the time of its adoption and first use, the BENIHANA®  mark was and continues to be 

clearly and arbitrarily applied to its goods and services, and from the outset was entitled to protection as a 

source indicator. Means Decl, ¶ 14.   The BENIHANA ® Marks are registered on the Principal Register, in 

accordance with Section 7 and 33 of the Lanham Act, and enjoy a presumption of distinctiveness. Means 

Dec., ¶¶ 15-16; Lois Sportswear, U.S., Inc. v. Levi Strauss & Co., 799 F2.d 867, 871 (2d Cir. 1986).   Fame, 

for purposes of likelihood of confusion, involves judging commercial strength, i.e. whether the mark has 

garnered recognition in a “significant portion of the relevant consuming public.”  See UMG Recordings, 

Inc., 2011 TTAB Lexis 286, *43 citing Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Masion Fondee 

en 1772, 396 F.3d 1369, 1375, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005).  First of all, Applicant recognizes 

the fame of the BENIHANA®  Marks.  Hodge Depo., 94:25–95:9.  Second, by considering indirect 

evidence, i.e. volume of sales and advertising expenditures, it is clear that the BENIHANA®  brand has the 

level of sales and advertising (for an extensive period of time) to be considered famous.   See Means Dec., 

¶¶ 32-69; Palm Bay, 396 F.3d at 1375 citing Bose Corp., 293 F.3d at 1376 (finding ACOUSTIC WAVE 

famous based on eleven years of use, total sales over $250 million, total advertising expenses of over $60 

million, and extensive media coverage); Nina Ricci S.A.R.L. v. E.T.F. Enterprises, 889 F.2d 1070, 1075, 12 

USPQ2d 1901, 1904 (Fed. Cir. 1989) (finding NINA RICCI famous for perfume, clothing accessories based 

on over $200 million in sales, more than $37 million in advertising, and more than 27 years of use); 

Kimberly-Clark Corp. v. H. Douglas Enter. Ltd., 774 F.2d 1144, 146-1147, 222 USPQ 541, 542 (Fed. Cir. 

1983) (finding HUGGIES famous for diapers based upon over $300 million in sales over 9 years, $15 

million in advertising in one year); Planters Nut & Chocolate Co. v. Crown Nut Co., 50 CCPA 1120, 305 

F.2d 916, 917-918, 134 USPQ 504, 506 (CCPA 1962) (finding MR. PEANUT DESIGN famous for nuts 

and nut products based upon $350 million in sales, $10 million in advertising over a period of 10 years). 

Certainly, the duration, extent, and geographic extent of advertising, publicity, sales, and third party 

recognition of the BENIHANA®  Marks warrants a finding of fame.  
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CONFIDENTIAL  

BENIHANA®  introduced a new way of dining and a new cuisine to Americans. Means Decl, ¶¶ 

6-9.   Fifty years later, the BENIHANA®  Marks are among the strongest in the U.S. and have become 

culturally significant, famous, and well-known.   Means Decl., ¶¶ 32-69, 76-78.  

     REDACTED 

        Awareness at this level has certainly supported a 

finding of fame.  See e.g. National Pork Board, 96 USPQ2d at 1496 (80-85% of general adult population 

and nearly 70% of correct source recognition supported fame); NASDAQ Stock Market, Inc. v. 

Antarctica, S.r.l., 69 USPQ2d 1718, 1737 (TTAB 1998) (75% recognition among investors sufficient 

for finding of dilution); 7-Eleven, Inc. v. Wechsler, 83 USPQ2d 1715, 1727-1728 (TTAB 2007) 

(fame for dilution purposes with survey showing awareness among 73% of general consumers).  This 

survey, performed long before this litigation arose, is probative evidence of the fact that the 

BENIHANA®  Marks became famous prior to the May 1, 2013 filing date of the Subject Application. 

The BENIHANA®  Marks have been the subject of numerous books, educational studies, and have 

been extensively referenced in films, television programs, and musical works --- with such intense media 

and cultural attention, exposing tens of millions of people, if not hundreds of millions over the last 50 years 

of use, the BENIHANA®  Marks are unquestionably famous.  See, generally, Means Decl., Hodge Depo. 

94:25– 95:9; Chanel, 2014 TTAB Lexis 217, *27.  The third party references and discussions about the 

BENIHANA®  Marks have been pervasive, reflecting the extreme popularity of the mark. Nike, Inc., 100 

USPQ2d at 1023 (most significant of the elements for determining fame for dilution purposes is the extent 

of public recognition).   
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Famous marks enjoy a wide latitude of legal protection.  Indeed, there can be “no excuse for even 

approaching the well-known trademark of a competitor… and that all doubt as to whether confusion, 

mistake, or deception is likely is to be resolved against the newcomer, especially where the established 

mark is one which is famous.”  Nina Ricci S.A.R.L., 889 F.2d at 1074 (quoting Planter’s Nut & Chocolate 

Co., 305 F.2d at 924-925).  Such is the case here.  The BENIHANA®  Mark is famous, inherently strong, 

and commercially strong, and thus, deserves wide latitude of legal protection.  The fame factor weighs in 

favor of Benihana.  

2. SIMILARITY OF THE MA RKS

Applicant admits the BENIHANA®  Marks are famous. (Hodge Depo. 94:24-95:9).   Accordingly, 

there is less tolerance for similarity between competing marks.   See Kenner Parker Toys, 963 F.2d at 353-

354; Recot, Inc., 214 F.3d at 1328-1329; UMG Recordings, 100 USPQ2d at 1885; Nina Ricci S.A.R.L., 889 

F.2d at 1074.  

This DuPont factor looks at the marks’ appearance, sound, connotation, and commercial 

impression.  DuPont, 476 F.2d at 1361; Palm Bay Imports, Inc., 396 F.3d at 1371.  Applicant admits the 

similarity in pronunciation (“[b]y the names BENIHANA and BENNY HUNNA being so similar in 

pronunciation, it will only be a matter of time before we come together”).  Means Decl., ¶ 24; Hodge Depo. 

52:9-53:18, Ex. 3.  Applicant’s statement summarizes the potential for confusion --- that the sound of the 

marks, alone, will confuse customers into believing that Benihana sponsors or approves of Applicant, 

BENNY HUNNA, and/or Applicant’s services.  See In re 1st USA Realty Profs, Inc., 2007 TTAB Lexis 73, 

84 USPQD2d 1581, 1586 (TTAB 2007) (finding that 1ST USA & DESIGN was confusingly similar to 

FIRST USA & DESIGN); In re White Swan, Ltd., 1998 TTAB Lexis 37, 8 USPQ2d 1534, 1535 (TTAB 

1988) (finding SHAKE SCATTER & GROW confusingly similar to SHAKE-N-GROW).   

Aside from the aural similarity, the marks are similar in appearance and commercial impression.  

BENIHANA® and BENNY HUNNA each consist of four syllables, with each of the four syllables 

sounding the same.  As to the connotation of the two marks, Benihana has introduced extensive evidence 
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demonstrating the significance of the BENIHANA®  Marks in film, television, and music and specifically, 

in the genre of rap and hip hop that goes beyond the literal translation of the wording.  Means Decl., ¶¶ 51-

69. The fact that Applicant is attempting to use the mark in connection with entertainment services in the

nature of live musical (rap and hip hop) performances and wants to offer said services in BENIHANA®  

restaurants further highlights the similarities in the commercial impressions of the marks. Means Dec., ¶¶ 

70-75; Hodge Depo. 52:9-53:18, 60:23-61:13, Ex. 3.  

This factor weighs in favor of Benihana. 

3. SIMILARITY OF GOODS AND SERVICES

This DuPont factor of similarity of goods/services focuses on whether the goods/services are so 

related that a consumer may believe that marks indicate that the goods/services come from a single source. 

On-line Careline Inc. v. America Online, Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000); In re 

Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); In re Opus One, 

Inc., 60 USPQ2d 1812 (TTAB 2001).  Overlap is not required for confusion to be likely.  Recot, 214 F.3d 

at 1328-1329; see also Hewlett-Packard v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004 

(Fed. Cir. 2002); American Sugar Refining Co. v. Andreassen, 49 CCPA 782, 296 F.2d 783, 784, 132 USPQ 

10, 11 (CCPA 1961) (DOMINO for sugar confusingly similar to DOMINO for pet food); Hunt Foods & 

Indus. Inc. v. Gerson Stewart Corp., 54 CCPA 751, 367 F.2d 431, 435, 151 USQ 350, 352 (CCPA 1966) 

(holding that HUNT’S for canned food products is confusingly similar to HUNT for cleaning products); 

UMG Recordings, Inc., 100 USPQ2d at 1868 (finding that MOTOWN METAL in connection with toy 

vehicles are sufficiently related to, and reasonably within the scope of, opposer’s MOTOWN-branded 

collateral goods and are likely items in opposer’s MOTOWN-branded retail store and museum gift shop, 

that confusion as to source is likely if identified by substantially similar marks); Tiffany & Co. v. Classic 

Motor Carriages, Inc., 1989 TTAB Lexis 13, 10 USPQ2d 1835, 1843 (TTAB 1989) (TIFFANY for jewelry 

confusingly similar to CLASSIC TIFFANY for cars); RJ Reynolds Tobacco Co. v. R. Seelig & Hille, 201 

USPQ 856, 860 (TTAB 1978) (holding SIR WINSTON & DESIGN for tea confusingly similar to 

https://advance.lexis.com/document/midlinetitle/?pdmfid=1000516&crid=9701039e-7f6a-4da4-b864-d4793765a4ac&pddocfullpath=%2Fshared%2Fdocument%2Fadministrative-materials%2Furn%3AcontentItem%3A4X7Y-9NV0-01KR-B3TJ-00000-00&pdcomponentid=10748&ecomp=_tmk&earg=0&prid=df79ecc7-f94e-4b31-98c7-777ecdcce9da
https://advance.lexis.com/document/midlinetitle/?pdmfid=1000516&crid=9701039e-7f6a-4da4-b864-d4793765a4ac&pddocfullpath=%2Fshared%2Fdocument%2Fadministrative-materials%2Furn%3AcontentItem%3A4X7Y-9NV0-01KR-B3TJ-00000-00&pdcomponentid=10748&ecomp=_tmk&earg=0&prid=df79ecc7-f94e-4b31-98c7-777ecdcce9da
https://advance.lexis.com/document/midlinetitle/?pdmfid=1000516&crid=9701039e-7f6a-4da4-b864-d4793765a4ac&pddocfullpath=%2Fshared%2Fdocument%2Fadministrative-materials%2Furn%3AcontentItem%3A4X7Y-9NV0-01KR-B3TJ-00000-00&pdcomponentid=10748&ecomp=_tmk&earg=0&prid=df79ecc7-f94e-4b31-98c7-777ecdcce9da
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WINSTON for cigarettes).   The Board should accord “full weight to the fame of a famous mark when 

analyzing likelihood of confusion between products that are not closely related.”  Recot, Inc. v. Becton, 214 

F.2d at 1327. 

The USPTO record reflects that there are many live applications and registrations for marks in both 

classes 41 (entertainment services) and 043 (restaurant services).  See Exhibit B .   Further research shows 

that many of these marks are in use in commerce for both entertainment and restaurant services.  Id. 

Therefore, it requires no stretch of the imagination for consumers to believe that the varied goods/services 

to be offered under the BENNY HUNNA mark could be sponsored, approved by, or affiliated with 

Benihana. This is especially true in here when the Subject Application sounds identical and is highly similar 

to a famous mark.  Further, Benihana has introduced its significance in the entertainment industry – further 

closing the gap between Benihana’s services and Applicant’s proposed services. Means Dec., ¶¶ 51-78. 

This factor weighs in favor of Benihana.  

4. SIMILARITY OF TRADE CHANNELS

The third DuPont factor involves how and to whom the goods and services at issue are sold and 

marketed.  Applicant’s description of good/services contains no limitation of trade.  Hodge Depo, 19:17-

20:12, Ex. 1.  Therefore, the same consumers purchasing BENIHANA®  services should be presumed to 

be likely to purchase music or to attend live musical performances. More telling, Applicant has considered 

offering those services in restaurants – which increases the potential for confusion among customers – 

whether said services are offered at BENIHANA®  restaurants or not.  Hodge Depo. 52:9-53:18, Ex. 3.  

This factor weighs in favor of Benihana. 

5. CONDITIONS FOR BUYER S

The fact that the services themselves are different – restaurant services vis a vis entertainment in 

the nature of live musical performances – does not compel a conclusion that consumers may not confuse 

the origin of the services in hasty, economically painless transactions.    Further the potential for confusion 

in these circumstances is accentuated by the significance of a famous mark.  Id. citing Kenner Parker, 963 
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F.2d at 355; Burger Chef Systems, Inc. v. Burger Man, Inc., 492 F.2d 1398, 181 USPQ 168, 169 (CCPA 

1974) (finding a likelihood of confusion based upon, in part, “the circumstances of use of the marks by the 

parties in chain restaurants catering to the motorist trade where many customers are on the move and in a 

hurry and often select their eateries on the basis of casual recollection of what they may have experienced 

in other places at other times…”). 

This factor weighs in favor of Benihana. 

6. THE NUMBER AND NATURE OF SIMILAR MARKS IN USE ON SIMILAR
SERVICES

The record is devoid of any third party applications or registrations for identical marks.  Means 

Decl., ¶ 23, Ex. 8. This factor weighs in favor of Benihana.  

7. THE NATURE AND EXTEN T OF ANY ACTUAL CONFUSION AND
LENGTH OF CONCURRENT  USE WITHOUT EVIDENCE  OF ACTUAL
CONFUSION

Applicant claims to have not yet used the BENNY HUNNA mark in commerce in connection with 

the services recited in the Subject Application; thus, there can be no evidence of actual confusion. Hodge 

Depo. 97:4-98:15, Ex. 1.   This factor is not applicable.   

8. MARKET INTERFACE BETWEEN BENIHANA AND AP PLICANT

Benihana has not: (i) consented or otherwise agreed to Applicant’s use of the BENIHANA®  

Marks; (ii) licensed or assigned to Applicant the right to use the BENIHANA®  Marks; and/or (iii) sat on 

its rights with respect to Applicant.  Benihana has been aggressive (and successful) in policing the 

marketplace to immediately stop infringing third-party uses and took action immediately upon receipt of 

Applicant’s June 24, 2013 e-mail.  Means Decl., ¶¶ 17-31; Hodge Depo. 94:14-24.  

This factor weighs heavily in favor of Benihana. 

9. THE EXTENT TO WHICH APPLICANT HAS  RIGHT  TO EXCLUDE
OTHERS FROM USE OF THEIR MA RK

Applicant admits it has not used the BENNY HUNNA mark in commerce.  Hodge Depo. 97:4-

98:15, Ex. 1.  Therefore, Applicant has no trademark rights and thus, no right to exclude others.  In fact, 
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Applicant indicates he was aware of another user of the BENNY HUNNA mark prior to filing the Subject 

Application. Hodge Depo. 30:8-32:18. This factor weighs heavily in favor of Benihana.  

10. EXTENT OF POTENTIAL CONFUSION

Given the fame of the BENIHANA®  Marks, the exclusive use, the substantial investment in 

advertising and promotion of the same, extensive sales, marketing studies, unsolicited third party press, 

references in televisions, film and music (see, generally, Means Dec.), there is little doubt that if Applicant’s 

mark is permitted to register, consumers will  be confused as the origin, sponsorship or affiliation of any 

services offered by Applicant.  Applicant’s email succinctly characterizes Benihana’s concerns --- that upon 

seeing/hearing the BENNY HUNNA name, consumers will believe that “it was only a matter of time” 

before Benihana went into the entertainment business and that Applicant’s services are sponsored or 

approved by Benihana. Hodge Depo. 52:9-53:18, Ex. 3.   

This factor weighs in favor of Benihana. 

11. APPLICANT’S INTENT

The BENIHANA®  Marks are famous.  It is difficult to believe that given the fame of the 

BENIHANA®  Marks and the extensive use of BENIHANA®  in entertainment, film, and music, that 

Applicant had never heard of the BENIHANA®  Marks prior to the filing of the Subject Application. 

Regardless, it is apparent that Applicant intended to trade on the goodwill of the BENIHANA®  Marks 

since the filing of the Subject Application.  Applicant reached out to Benihana regarding corporate 

sponsorship, believing that an affiliation between Benihana and Applicant was inevitable. Hodge Depo. 

52:9-53:18, Ex. 3.  Once it became clear that Benihana was not interested in sponsoring BENNY HUNNA, 

Applicant then used Benihana’s fame to garner media attention and press.  Applicant admitted to reaching 

out to two (2) different news sources in order to tell them the story of how Benihana was enforcing its 

BENIHANA®  Marks against Applicant. Hodge Depo. 85:24-88:10, 146:1-23, Ex. 15. No news source had 

ever previously or since taken an interest in the BENNY HUNNA mark until it became associated (even 

through this opposition) with the BENIHANA®  Marks.  Id.  
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This factor weighs in favor of Benihana. 

12. ALL DOUBT ABOUT LIKELIHOOD OF CONFUSION TO BE RESOLVED
AGAINST NEWCOMER

In the event of doubts about the likelihood of confusion, the Board should resolve those doubts 

against the newcomer, Kenner Parker Toys, 963 F.2d at 354, especially when the established mark is 

famous. Nina Ricci S.A.R.L., 889 F.2d at 1074.  

This factor weighs in favor of Benihana. 

13. CONCLUSION REGARDING  LIKELIHOOD OF CONFUS ION

As set forth above, the BENIHANA®  Marks are famous and a balancing of the likelihood of 

confusion factors weighs heavily in favor of Benihana.  Accordingly, the Board should grant summary 

judgment on likelihood of confusion in favor of Benihana.  

D. BENNY HUNNA IS LIKELY TO CAUSE DILUTION OF THE BENIHANA®  MARKS  

The Trademark Act provides a cause of action for dilution of famous marks.  15 U.S.C. § 1125(c). 

According to 15 U.S.C. § 1125(c): 

Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently 
or through acquired distinctiveness, shall be entitled to an injunction against another person 
who, at any time after the owner’s mark has become famous, commences use of a mark or 
trade name in commerce that is likely to cause dilution by blurring or dilution by 
tarnishment of the famous mark, regardless of the presence or absence of actual or likely 
confusion, of competition, or of actual economic injury. 

 In addition to causing a likelihood of confusion, the BENNY HUNNA mark is also likely to dilute 

Benihana’s famous BENIHANA®  Marks by whittling away the distinctive character of the marks.  

Dilution by blurring is "association arising from the similarity between a mark or trade name and a famous 

mark that impairs the distinctiveness of the famous mark." 15 U.S.C. § 1125(c)(2)(B).  It diminishes the 

selling power that a distinctive mark has in the mind of the consuming public. Chanel, 2014 TTAB Lexis 

217, *15 (citing Toro Co. v. ToroHead, 61 USPQ2d 1164, 1182 (TTAB 2001)).  When considering dilution 

[by blurring], the following elements are considered: 

(i) Whether the BENIHANA®  Mark is famous; 
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(ii)  Whether the BENIHANA®  Mark became famous prior to Applicant’s filing 
of the application to register the mark BENNY HUNNA;   

(iii)  Whether the BENNY HUNNA mark is likely to blur the distinctiveness of 
Opposer’s BENIHANA®  Mark.5 

Nike, Inc., 100 USPQ2d at 1023 citing National Pork Board, 96 USPQ2d at 1494-1495; UMG Recordings, 

100 USPQ2d at 1886.  In this case, on the undisputed facts in this matter (see Section II.), all of these 

elements favor a finding of dilution by blurring. 

1. THE BENIHANA®  MARKS ARE FAMOUS

A threshold question in a federal dilution claim is whether the plaintiff's mark is "famous." A mark 

is famous for dilution purposes "if it is widely recognized by the general consuming public of the United 

States as a designation of source of the goods or services of the mark's owner." 15 U.S.C. § 43(c)(2)(A).  

There are typically four non-exclusive factors to consider when determining whether a mark is famous: 

(1) The duration, extent, and geographic reach of advertising and publicity of the mark, 
whether advertised or publicized by the owner or third parties. 

(2) The amount, volume, and geographic extent of sales of goods or services offered under 
the mark. 

(3) The extent of actual recognition of the mark. 
(4) Whether the mark was registered under the Act of March 3, 1881, or the Act of February 

20, 1905, or on the principal register. 

15 U.S.C. § 43(c)(2)(A).  In this case, Benihana has established that the BENIHANA®  Marks are famous 

(See Section II.A.-D.) for purposes of likelihood of confusion and dilution.  Benihana incorporates its 

preceding discussion on fame as if fully set forth herein and submits that this factor weighs in favor of 

Benihana. 

2. THE BENIHANA®  MARKS WERE FAMOUS PRIOR TO THE FILING OF
SUBJECT APPLICATION

Having now found that the BENIHANA®  Marks are famous, the Board must determine whether 

the fame attached to the mark prior to any date upon which Applicant may rely.  Since Applicant has not 

used the mark in commerce in connection with the bona fide offering of any goods/services, the earliest 

5 In cases involving intent-to-use applications, the Board has applied a three-prong test, not considering the factor 
of use of the mark in commerce by the applicant. National Pork Board, 96 USPQ2d at 1497. 
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date upon which the Applicant may rely is May 1, 2013, the filing date of the Subject Application.  Hodge 

Depo., 19:17-20:12, 97:1-98:14, Ex. 1; Nike, Inc., 100 USPQ2d at 1018 citing Citigroup, Inc. v. Capital 

City Bank Group, Inc., 94 USPQ2d 1645, 1650, fn 13 (TTAB 2010) aff’d Citigroup, Inc. v. Capital City 

Bank Group, Inc., 637 F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011) (intent-to-use applicant asserting any 

use prior to its filing date is required to plead such use as an affirmative defense to dilution claim).  

As noted in the Means Declaration, and discussed in Section II., the BENIHANA®  Marks entered 

a state of cultural phenomenon and have enjoyed fame long before the filing date of Applicant’s Subject 

Application, or any other date that the Applicant may be able to claim.  Means Decl, ¶¶ 6-23, 32-69, 76-83. 

This factor weights in favor of Benihana. 

3. APPLICANT’S USE OF BENNY HUNNA CONSTITUTES DILUTION BY
BLURRING

Dilution by blurring is an ′′association arising from the similarity between a mark or trade name 

and a famous mark that impairs the distinctiveness of the famous mark,′′ 15 U.S.C. § 1125(c)(2)(B), and 

may be found ′′regardless of the presence or absence of actual or likely confusion, of competition, or of 

actual economic injury,′′ 15 U.S.C. § 1125(c)(1); see also Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 

219 (2d Cir. 1999); Toys “R” Us, Inc. v. Carnarsie Kiddie Shop, Inc., 559 F.Supp. 1189, 1208 (E.D. N.Y. 

1983) (finding blurring of TOYS R US by KIDS R US).   Over time, the gradual whittling away of 

distinctiveness will cause the trademark holder to suffer “death by a thousand cuts.”  National Pork Board., 

96 USPQ2d at 1496 (citing Barton Beebe, “A Defense of the New Federal Trademark Antidilution Law,” 

16 Fordham Intell. Prop. Media & Ent. L.J. 1143, 1163 (2006)).    

Federal law specifies six non-exhaustive factors for the courts to consider in determining whether 

there is dilution by blurring: (1) the degree of similarity between the defendant’s mark and the famous 

mark; (2) the degree of inherent or acquired distinctiveness of the famous mark; (3) the extent to which the 

owner of the famous mark is engaging in substantially exclusive use of the mark; (4) the degree of 

recognition of the famous mark; (5) whether defendant’s mark intended to create an association with the 

famous mark; (6)  any actual association between defendant’s mark or trade name and the famous mark. 15 
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U.S.C.S. § 1125(c)(2)(B)(i)-(vi). 

(a) Degree of Similarity Between the Applicant’s Mark and Famous Mark 

Here, the focus is whether the BENIHANA®  Marks and the BENNY HUNNA mark are 

“sufficiently similar to trigger consumers to conjure up a famous mark when confronted with the second 

mark.”   UMG Recordings, 100 USPQ2d at 1889; National Pork Board, 96 USPQ2d at 1497.   Marks are 

compared under the test for similarity for likelihood of confusion purposes. Nike Inc. v. Maher, 2011 TTAB 

Lexis 234, 100 USPQ2d 1018, 1030 (TTAB 2011).   Given the Applicant’s admission of similarity (Hodge 

Depo. 52:9-53:18, Ex. 3) similarity between the marks, as addressed in the preceding sections (Section II. 

and Section III.C.2), it is clear that Applicant’s mark BENNY HUNNA conjures up Benihana’s 

BENIHANA®  Marks and the parties’ marks are thus highly similar for dilution purposes.     

(b) The BENIHANA®  Marks are Distinctive  

The greater a mark’s distinctiveness, the higher its degree of protection under dilution law. 

Nabisco, Inc., 191 F.3d at 217 abrogated on other grounds, Moseley v. V. Secret Catalogue, Inc., 537 U.S. 

418, 123 S. Ct. 1115, 155 L. Ed. 2d 1 (2003).   The trademark dilution statute is weighted toward a finding 

of dilution when the famous mark in question is commercially strong and inherently distinctive.  National 

Pork Board, *63.  The BENIHANA®  Mark is entitled to a presumption of inherent distinctiveness. Means 

Decl,, ¶ 15; National Pork Board, *63 citing Tea Bd. Of India v. Republic of Tea, Inc., 80 USPQ2d 1881, 

1899 (TTAB 2006). 

Applicant acknowledges that the BENIHANA®  Marks are famous.   Hodge Depo. 94:25-95:9. 

The BENIHANA ® Marks have acquired a cult-like following and have attracted widespread recognition 

and success as an indicator of Benihana’s services. Means Decl., ¶¶ 32-69, 76-83.  This is a coined mark 

and is inherently distinctive, as evidenced by Benihana’s incontestable registrations. Id. at, ¶¶ 6, 13-15.  In 

addition, Benihana is not aware of any other uses of the mark by third parties and no such third parties uses 

have been made of record.  Id. at ¶ 23.  Benihana has established that its mark is so “distinctive that the  
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CONFIDENTIAL  

public would associate the term with the owner of the famous mark even when it encounters the term apart 

from the owner’s goods or services.”   Nike, Inc., 100 USPQ2d at 1028.  

This factor weighs in favor of Benihana. 

(c) Benihana Exercises Exclusive Use of the BENIHANA®  Mark  

The record herein demonstrates that Benihana’s use of the BENIHANA®  Marks is virtually 

exclusive and that Benihana vigilantly enforces its rights in the BENIHANA® Marks.  Means Decl, ¶¶ 15-

23. There is no evidence of any third party use in commerce of the BENIHANA®  Marks. Id.

(d) The BENIHANA®  Mark s Are Famous and Have a High Degree of 
Recognition 

As noted in the Means Declaration, and further discussed in Section II., the BENIHANA®  Marks 

are primarily associated with Benihana even when it is considered outside of the context of the owner’s 

goods/services such that the mark has become part of the vernacular. Means Decl, ¶¶ 48-69, 76-83. The 

mark is extremely well recognized by a broad spectrum of consumers and this degree of recognition among 

the general consuming public supports the conclusion that dilution by blurring is likely upon the 

introduction of Applicant’s BENNY HUNNA mark into the marketplace.  Id. As in the UMG Recordings 

case, the record here establishes extensive third-party and books about its founder and history.  Means 

Decl, ¶¶ 48-69, 76-83; UMG Recordings, 100 USPQ2d at 1889.  

     REDACTED

 Benihana’s continued long use and promotion of the brand have created an extremely well-

recognized mark.  Id.  This factor weighs in favor of Benihana. 

(e) Applicant Intended to Create an Association with Benihana 

The intent to associate with a famous mark weighs in favor of dilution. See e.g. National Pork, 96 

USPQ2d at 1498.  Evidence of an intent to associate with a mark does not require evidence of bad faith. 

There is no evidence that Applicant intended to create an association with Opposer’s famous 

BENIH ANA®  Marks prior to filing the Subject Application, but there is no dispute that Opposer intended 
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to create an association with Opposer after the filing of the Subject Application. Hodge Depo., 52:14-20, 

85:24-88:10, Ex. 3.  This factor weighs in favor of Benihana. 

(f) Any Actual Association Between the BENNY HUNNA Mark and 
BENIHANA®  Marks 

To prove actual association, a plaintiff must establish that defendant’s mark “conjure[s] an 

association with the senior [mark],” thereby “lessen[ing] the distinctiveness of the senior mark.”  Louis 

Vuitton v. Hyundai, 2012 U.S. Dist. LEXIS 42795 *27 citing Nabisco, 191 F.3d at 218.  “In a situation like 

this where applicant has filed an intent-to-use application and has to date not engaged in any actual use of 

the junior mark, it is impossible to present any evidence of actual association between the marks in the 

marketplace.”  National Pork Board, 96 USPQ2d at 1497. 

 The Subject Application is based on a bona fide intention to use the mark in commerce, and no 

allegation of use has been filed. Hodge Depo., 19:17-20:12, Ex. 1, 97:1-98:14.  On its face, there is no 

opportunity for an actual association between Applicant’s Mark and the BENIHANA®  Mark to have 

occurred.  However, there is evidence of record which demonstrates that Applicant has used the mark in 

connection with a limited number of music videos, attempted to create an association or sponsorship with 

Benihana and contacted various local news stations in order to associate BENIHANA®  and BENNY 

HUNNA. Hodge Depo., 52:14-20, 85:24-88:10, Ex. 3.  This factor weighs in favor of Benihana. 

4. CONCLUSION ON ISSUE OF DILUTION BY BLURR ING

As set forth above, the BENIHANA® Marks are famous and Benihana has come forward with 

evidence in support of each statutory factors in support of a finding of dilution by blurring pursuant to 15 

U.S.C. § 1125(c)(2)(B).    

5. THESE FACTS ALSO ESTABLISH  DILUTION  BY TARNISHMENT

Dilution by tarnishment is defined as an association arising from the similarity between a mark or 

trade name and a famous mark that harms the reputation of the famous mark.  15 U.S.C. § 1125(c)(2)(C). 

Applicant proposes to use the BENNY HUNNA marks in BENIHANA®  restaurants, and Applicant admits 

to the use of vulgar language and adult content in his limited uses of musical recordings available for free 
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on the Internet. Means Dec., ¶¶ 25, 30-31, 70-75; Hodge Depo, 90:16-92:24, Ex. 3.  Such use is offensive 

and vulgar because as Applicant concedes, such material is inappropriate for children and directly 

contradicts Benihana’s image as a place for family, children, and celebrations. Id.  

This factor weighs in favor of Benihana. 

IV. CONCLUSION

As fully detailed herein, there are no genuine issues of material fact that would preclude summary

judgment on the following issues: (1) Applicant’s Subject Application for BENNY HUNNA was based 

upon an intent-to-use the mark in commerce (Hodge Depo., 19:17-20:12, Ex. 1); (2) Applicant has never 

provided the services recited in the Subject Application (Hodge Depo. 97:1-98:14); (3) Benihana owns 

several federal registrations for the BENIHANA®  Marks which are famous, strong, distinctive, and entitled 

to a broad scope of protection (Means Decl., ¶¶ 15-16, 32-47); (4) Applicant acknowledges and admits that 

the BENIHANA®  Marks are famous and accordingly are entitled to “extra protection” (Hodge Depo. 

94:25-95:9); (5) given the multiple pop culture references to BENIHANA®  in various entertainment 

media, the use of BENNY HUNNA for entertainment services would likely cause confusion as to the 

source, sponsorship or affiliation of Applicant’s services (Means Decl., ¶¶ 48-69); (6) Applicant expressed 

an interest in offering, promoting and selling his services in the same trade channels as BENIHANA®  

services --- namely, BENIHANA®  restaurants (Hodge Depo. 52:9-53:18, Ex. 3); (7) Applicant admits to 

the similarities in the marks (Id.); (8) the marks are similar in appearance, sound, and overall commercial 

impression; (9) Applicant reached out to Benihana (and only Benihana) to seek corporate sponsorship 

because “it [would] only be right” and the association was likely to happen (“in a matter of time”) (Means 

Decl, ¶¶ 24-31; Hodge Depo. 75:13-15); (10) Applicant’s BENNY HUNNA mark has been associated with 

certain musical videos (not for sale) which are posted online and consist of adult content (sex, drugs, and 

violence) and adult language (Means Decl, ¶¶ 70-75; Hodge Depo. 26:8-19; 92:12-22); (11) Applicant filed 

an application to register the BENNY HUNNA mark long after the BENIHANA®  Marks acquired fame 

(Means Decl. ¶¶ 6-14, 32-69, 76-83; (12) Applicant’s BENNY HUNNA Mark is likely to cause confusion 
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with the BENIHANA®  Marks, shall dilute the distinctiveness of the marks and will tarnish the goodwill 

symbolized by the marks.  

For all the reasons discussed herein, Opposer’s Motion for Summary Judgment should be granted, 

the Opposition should be sustained, and the registration of the BENNY HUNNA mark should be denied on 

the basis of Opposer’s claims of likelihood of confusion and likelihood of dilution.  
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1 Q.        -- correct?

2 A.        Both the -- yes.

3 Q.        Okay.  The opposition is not with regard to

4 just Benny.

5 A.        Right.

6 Q.        Okay.  So you -- you mentioned earlier that

7 you had heard about Benihana in about May of -- what

8 year was that?  Do you recall?

9 A.        It was the same time that I -- the same year

10 that I filed, and I think it was 2012.

11 Q.        Okay.

12 A.        The filing date --

13 Q.        Well, I can --

14 A.        -- was May the 1st.

15 Q.        I can tell you -- and I'll -- I'll introduce

16 this.  Let me go to it.  Give me one second.

17           MS. MOREIRA:  This is going to be Exhibit 1.

18           (Document marked Exhibit No. 1.)

19 BY MS. MOREIRA:

20 Q.        Okay.  I'm going to show you what has been

21 marked as Exhibit 1.  And why don't you take a quick

22 look at that, and tell me if you recognize that

23 document.

24 A.        (Witness complies.)

25           Yes.  I'd say that this would be my
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1 application -- my filing application.

2 Q.        Okay.  So what's marked as Exhibit 1 is an

3 accurate copy of your federal trademark registration

4 application to register the mark Benny Hunna?

5 A.        Yes, from what I'm looking at.

6 Q.        Okay.  And can you tell me where it says --

7 what is the date signed on that if...

8 A.        Date signed, May the 1st, 2013.

9 Q.        Okay.

10 A.        Okay.  So it's 2013.

11 Q.        So 2013?

12 A.        Yes.

13 Q.        In approximately May of 2013 is when you

14 first heard of Benihana, the restaurant?

15 A.        Yes.

16 Q.        Okay.  And prior to that, you had never

17 heard the word "Benihana" in any rap lyric?

18 A.        Not as far as I -- I know, no.

19 Q.        Okay.  You had never seen it as a subject of

20 a show?

21 A.        No.

22 Q.        Or commercial?

23 A.        No.  Never seen a commercial to this day.

24 Q.        Okay.  And can you recall where you were

25 when you first heard it?  You said you were with your
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1 Q.        Do you record at your own home?

2 A.        No.  I just bought me some studio equipment

3 recently and all I need is a mic now, which I'm going

4 to get Friday, and I'm going to start recording

5 myself.

6 Q.        Okay.

7 A.        Yeah.

8 Q.        How many -- now, you mentioned again 20 to

9 30 songs in your -- can I call it a catalog?

10 A.        Yeah.

11 Q.        Okay.  Of those 20 and 30 songs, how many

12 videos do you have of those songs?  Does each song

13 have a video?

14 A.        No.  All my videos are on YouTube.  Y'all

15 have my YouTube, so I guess you can look those up.

16 All the videos are on YouTube.  One, 1738, 15, I got a

17 couple studio sessions -- I'm not sure on the number.

18 I can't give you an accurate number, but it's on

19 YouTube.

20 Q.        Okay.  And when you say "studio sessions,"

21 are you talking about the studio sessions with

22 Mr. West and Mr. Gooch?

23 A.        Mr. West.

24 Q.        Okay.  And where have you recorded your

25 videos?
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1 Q.        Well, let's see.

2 A.        This is the reason for me actually getting

3 my name trademarked because at first, you know, I was

4 on house arrest at the time and I was recording songs,

5 and I was doing little videos here and there.  And I

6 had my Twitter and I had my Facebook, and I was always

7 posting things on there.  And then one day, I just

8 decided to Google my name and --

9 Q.        Let me -- let me stop you.  Under these

10 accounts that you're talking about, what was -- what

11 was the name that you were using?

12 A.        Benny Hunna.

13 Q.        Okay.  And -- okay.  Continue.  I'm sorry.

14 I just wanted to be sure.

15 A.        And when I Googled my name, all -- at first,

16 all I was seeing was me, but then I started -- well,

17 when I Googled my name, it was in, I guess, 2013

18 before I decided to file for it.

19 Q.        Uh-huh.

20 A.        I saw other people with the name Benny

21 Hunna, other rappers, and they had songs on different

22 sites.  And I was thinking to myself -- I was, like,

23 well, I'm Benny Hunna, but if they -- if -- if they

24 get noticed -- if they get signed or anything first,

25 then what's going to make me Benny Hunna and not them
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1 because they're not from Mississippi.  They're from

2 different places.

3           So I was like, okay, well, what's going to

4 separate me from them and I found out -- I looked up

5 the trademarking and, you know, the copyright,

6 trademarking and everything, intellectual property.

7 Q.        Uh-huh.

8 A.        And they said to own names you had to get

9 them trademarked, so that's what I decided to do.  I

10 decided to get my name trademarked to protect myself

11 because I knew that it was others out there saying

12 that they were Benny Hunna.  And if I can get my name

13 trademarked, then that will, you know, give me

14 protection to be who I say I am.

15 Q.        Do you -- do you recall who these other

16 artists were?

17 A.        It was -- I know one of them, at first, his

18 name was Taz Montana.

19 Q.        Taz Montana?

20 A.        Yeah.

21 Q.        T-A-Z, M-O-N-T-A-N-A?

22 A.        Yeah.

23 Q.        Okay.

24 A.        And I think he was from somewhere in

25 Virginia.
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1 Q.        Okay.  And he changed his name to Benny

2 Hunna, spelled the same way --

3 A.        Yes.  Spelled --

4 Q.        -- that you spell it?

5 A.        Spelled the exact same way as mine.

6 Q.        Okay.  And where was he from?

7 A.        I -- somewhere in Virginia.

8 Q.        Okay.

9 A.        And it's another guy, his name was Benny

10 Hunna and --

11 Q.        And spelled the same way that you spell it?

12 A.        Yeah.  Spelled the same way, but I don't

13 know where he was from, but he had a song on a -- he

14 had some songs on a website called Hiphop something.

15 Q.        Okay.  So -- and this was -- these -- these

16 searches you conducted online, these took place in

17 2013 before you filed your trademark application?

18 A.        Yes, yes.

19 Q.        Okay.  When -- when were you on house

20 arrest?  What were the dates?

21 A.        I can't tell you the exact date.

22 Q.        You can't remember when you stopped being on

23 house arrest?

24 A.        When I -- when I stopped, I believe it

25 was -- I believe it was -- it wasn't 2014.  It had to
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1 Q.        Well, have you conducted any research or

2 surveys to ask people whether they knew Benihana?

3 A.        No, I haven't.

4 Q.        Okay.  So this is based on what?  What is

5 your conclusion based on?

6 A.        My conclusion is based on my logical

7 thinking and -- and that there's no Benihana in the

8 state of Mississippi.  That's where I'm from and

9 that's where all this began at.  And, you know, it's

10 even people up here who don't even know what Benihana

11 is because it's not -- it's not all over the place.

12           Y'all probably make money -- a lot of money,

13 but that's because y'all are high end, you know.

14 Y'all don't -- y'all don't have a dollar menu.  It's

15 not -- it's not for the people who don't have money.

16 You've got to have money to go there, you know.

17 Q.        Well, do you think that if Benihana wasn't

18 well known, it would appear in so many songs?

19 A.        It -- I think it appears in -- in songs

20 because rappers like to portray the image of having

21 money.  They like to portray the image of driving

22 Maseratis and Lamborghinis.  Yeah, Lamborghini is well

23 known, but at the same time, everybody's not riding in

24 a Lamborghini, you know.

25 Q.        Well, let's -- let's focus on Benihana.
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1 A.        Okay.  Everybody -- everybody doesn't eat

2 Benihana, doesn't...

3 Q.        You think that that is what -- what makes a

4 brand well known, is whether everybody can have it?

5 A.        No.  It'll be -- well known is -- it would

6 be how many people know about it --

7 Q.        Yes.

8 A.        -- Benihana.

9           MS. MOREIRA:  Okay.  Can I take a 5-minute

10 break?

11           (Recess, 10:35 a.m. to 10:38 a.m.)

12           (Document marked Exhibit No. 3.)

13 BY MS. MOREIRA:

14 Q.        Okay.  So I wanted to show you and mark this

15 as Exhibit 3.  And do you recognize this document?

16 A.        Yes.  It is the document that your sister

17 company sent me that you said has nothing to do with

18 this.

19 Q.        Is that an e-mail that you sent to Benihana?

20 A.        Yes.

21 Q.        Okay.

22 A.        It is -- it's a -- it's a -- I sent it to

23 the website.  I didn't actually e-mail it, but I guess

24 it goes through as an e-mail when you type in whatever

25 you type in.
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1 Q.        How did you -- so you went onto the

2 benihana.com website?

3 A.        Right.

4 Q.        And submitted something through perhaps

5 their contact form?

6 A.        Yeah.  I think that's what it was.

7 Q.        Okay.

8 A.        Something like that.

9 Q.        Okay.  And can you tell me what the date of

10 that e-mail is?

11 A.        June 21st, 2013.

12 Q.        Okay.  And -- and it says, First name:

13 Benny.  Last name:  Hodge.  Address:  122 Country Club

14 Drive.  City:  Greenwood.  State:  Mississippi.  Zip

15 Code:  38930.  Phone number:  662-897-8525.

16           And that's you, correct?

17 A.        Uh-huh.  I didn't know why I put all that

18 information on there.

19 Q.        Okay.  So I'd like you to take a look at it

20 just to kind of refresh your recollection about what

21 you wrote.

22 A.        Uh-huh.

23 Q.        Was this the only time that you wrote to

24 Benihana?

25 A.        Yes, I think so.
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1 is.

2 Q.        Well, certainly famous -- famous enough to

3 be in multiple songs, to be in over 70, 80, 90

4 restaurants across the United States and to be in the

5 movie Wolf of Wall Street?

6 A.        I understand, but --

7 Q.        But that's --

8 A.        -- to my -- look how -- this is how I am:

9 It's 70 -- it's 70 McDonald's in -- in one state.

10 It's 50 states.  It's probably thousands of those

11 around.

12 Q.        Okay.

13 A.        So that's my --

14 Q.        That's your definition.

15 A.        -- idea of fame --

16 Q.        Okay.

17 A.        -- you know.

18 Q.        Well, it says here that you had a good

19 experience at the Memphis, Tennessee location.

20 A.        Oh.

21 Q.        Is that correct?

22 A.        Yeah.

23 Q.        Okay.  And the next sentence, it says, "I

24 would like to start with the Benihana in Memphis,

25 Tennessee and go to everyone in the world.  After all,
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1 I am Benny Hunna and it would only be right."

2 A.        Yeah.

3 Q.        What did you want to start at the Benihana

4 in Memphis?

5 A.        I just wanted to go in there and do a video

6 like I discussed with the manager or who I thought was

7 the quote/unquote boss man.  And as he -- he confirmed

8 that I could do it, so I just figured, like, hey,

9 well, maybe I can go there and do it.  Then once I

10 looked it up -- after a period of time, I looked it up

11 and I saw that y'all are around.  I was, like,

12 maybe -- maybe we can go around doing this thing,

13 but...

14 Q.        Okay.  And "it would only be right," what

15 does that mean?  What would be right?

16 A.        You know, it would be right for -- for -- I

17 suppose I was saying there for lack of good words, I

18 suppose, it would only be right.  I was just saying it

19 would only be right.  But for -- to get it as -- to be

20 a household name, yeah, that seemed like the right way

21 to go about it, if you ask me.

22 Q.        Well, isn't it because Benihana was well

23 known that anyone had any interest in the story in

24 your local news station?

25 A.        No.  Actually, when I -- when I -- when I
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1 A.        No.

2 Q.        Did anyone help you prepare the e-mail that

3 you sent to them on June 1st?

4 A.        No.

5 Q.        Did you tell anybody that you were going to

6 ask Benihana for corporate sponsorship?

7 A.        No.  I didn't say anything about corporate

8 sponsorship.  I never asked about corporate

9 sponsorship, but I did tell my wife I was going to

10 reach out to Benihana when we was at -- when we left

11 the restaurant and, you know, she was there.  She

12 knows everything that was said.

13 Q.        Did you write to any other company seeking

14 corporate sponsorship?

15 A.        Not to my recollection.

16 Q.        So why would you request corporate

17 sponsorship from Benihana?

18 A.        Because I thought -- I thought that -- I

19 thought that was -- I thought it was a good idea.

20 Q.        Because the names were similar, correct?

21 A.        Yeah, when pronounced in a certain way.

22 Q.        Okay.

23 A.        But they're not the same.

24 Q.        Did you send any additional e-mails to

25 Benihana after that date?
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1 A.        Yeah.  I might -- I might feel like El Guapo

2 sometimes when I get to -- I might speak a little

3 Spanish.

4 Q.        Oh, okay.  Are you Spanish?

5 A.        (Spanish spoken.)

6 Q.        I'm with you.

7           Now, between -- we had talked earlier about

8 the civil lawsuit that was filed in the northern

9 district of Mississippi.

10 A.        Yes.

11 Q.        Do you recall us mentioning that earlier?

12 A.        Yes.

13 Q.        Okay.  That was filed -- if I told you it

14 was filed in December of 2014, does that sound

15 accurate to you?

16 A.        Yes.

17 Q.        Now, between December 2014 when the lawsuit

18 was filed and January 2015, were you contacted by any

19 news source to discuss that dispute?

20 A.        Discuss the lawsuit?

21 Q.        Discuss the lawsuit or the dispute with

22 Benihana.

23 A.        Between -- between the filing of the --

24 Q.        Lawsuit.

25 A.        -- of the lawsuit, was I contacted by any --
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1 Q.        Well, let's just say after that to make that

2 easier.

3 A.        Okay.  After.  The only people that I talked

4 to after -- after that was WABG.

5 Q.        And you were the ones who contacted them?

6 A.        Yeah.

7 Q.        Okay.  And so you were not contacted by

8 techdirt.com?

9 A.        No.

10 Q.        Lexology.com?

11 A.        No.

12 Q.        XXLmag.com?

13 A.        No.

14 Q.        Thedailymeal.com?

15 A.        No.

16 Q.        Did you contact any of those sources?

17 A.        I did not contact any of those sources.

18 Q.        TMZ?

19 A.        TMZ?  I -- TMZ actually was before the

20 lawsuit.

21 Q.        Did you contact them or did they contact

22 you?

23 A.        I contacted someone who -- who knew about --

24 who knew or probably worked for TMZ.

25 Q.        Who was that person?
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1 A.        Rachelle -- Rachelle (phonetic) Harper.  I

2 think that's her name.

3 Q.        So at some point -- well, tell me if you can

4 recall when you contacted her.

5 A.        It was probably sometime in December.  It

6 was -- it was before the 22nd because they filed it on

7 the 22nd and they filed it on the 22nd because -- it's

8 kind of funny.  They filed it on the 22nd.  The TMZ

9 story came out on the 21st, so it made me feel like

10 they filed the -- a lawsuit because the TMZ story came

11 out a day before the lawsuit came out.

12 Q.        What did you -- so you contacted Rachelle

13 Harper and what did you say to Rachelle?

14 A.        I told her I got her -- a story about a

15 hiphop artist who was getting -- who is getting

16 opposed from Benihana.  And, you know, my name is

17 Benny Hunna and B-E-N-N-Y, H-U-N-N-A, Benny Hunna.  I

18 spelled it all and I let them know about the -- the

19 story and everything and the opposition.

20 Q.        Okay.  So there were -- sounds like you

21 contacted two different news sources after the

22 opposition was filed, WABG and TMZ.

23 A.        Yeah.

24 Q.        Is that correct?

25 A.        Yeah.
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1 Q.        Did you contact anybody else about the

2 dispute?

3 A.        No.

4 Q.        Did anyone ever contact you about the

5 dispute?

6 A.        No, they didn't.

7 Q.        Did anyone ever contact you prior to the

8 dispute because they wanted to do a story on Benny

9 Hunna, the artist?

10 A.        No.

11 Q.        Do you know whether you received any

12 additional fans to your Facebook page or to your

13 Twitter account or to any other social media as a

14 result of the press you got because of the dispute

15 with Benihana?

16 A.        No.  I -- I don't think so.  I don't think I

17 did.  Not -- you know, you always get new friends on

18 Facebook and Twitter.  It's not no big jump like going

19 from 300 followers to -- even at that, I only have

20 1,000 followers on -- on Twitter.  I -- I had, like,

21 less than 300 followers on Twitter and I still have

22 less than 300 followers on Twitter, even though all of

23 those news sources that you're naming did a -- well,

24 actually, probably took the TMZ story and kind of ran

25 with it, but, no, I ain't got any.
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1 Q.        Where is he located?

2 A.        I have no idea.

3 Q.        You saw him on YouTube?

4 A.        I saw him on YouTube.

5 Q.        And what kind of music?

6 A.        I think he's a rapper.

7 Q.        He's also a rapper.  Okay.  Good to know.

8           Have you heard of anybody else using that

9 name?

10 A.        No.  Besides Young Jeezy made a whole song

11 about Benihana.

12 Q.        Right, but he made a song about Benihana.

13 He's not called Benihana, correct?

14 A.        Yeah, but he kind of tarnished it a little

15 bit.  He was talking about dope and stuff on there.

16 Q.        Well, what do you talk about in your songs?

17 A.        Huh?

18 Q.        What do you talk about in your songs?

19 A.        I talk about -- I talk about -- I tell my

20 story.

21 Q.        What's your story?

22 A.        About a young, black man from Greenwood,

23 Mississippi who grew up in a good home, mom and dad,

24 you know, graduated from high school, real smart.

25 Dabbled in drugs a little bit, went off track for a
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1 little while, started being in the street.  Caught a

2 couple charges, sat back while I was at home on house

3 arrest and realized that, man, either you're going to

4 be legit or you're going to die or go to prison.  And,

5 you know, I chose to be legit.  I'm not messing with

6 anything illegal anymore, so, you know, sky's the

7 limit for me.

8 Q.        What -- do you curse in any of your songs?

9 A.        Yeah.

10 Q.        Do you talk about drugs?

11 A.        Yes.

12 Q.        Do you talk about sex?

13 A.        Yeah.

14 Q.        Do you think that your songs are appropriate

15 for children?

16 A.        Not all of them but, see, this is how I look

17 at it -- you want to know really how I look at it?

18 Q.        No.  I asked you a question.

19 A.        Oh, okay.  I was going to tell you.

20 Q.        Well, tell me.  You want to tell me what?

21 A.        I'm telling you like, see, I don't know if

22 you're a Christian or not, but I believe in God and I

23 think, like, the book of Benny --

24 Q.        Who's -- the book of Benny who?

25 A.        The book of Benny, that's like if I had a
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1 book named Benny, like Matthew, Mark, Luke, John,

2 Acts, if there was a book called Benny --

3 Q.        In the Bible?

4 A.        No.  If there was a book called Benny,

5 period -- yeah.  If it was in the Bible, then that

6 book wouldn't have all good things in it --

7 Q.        Okay.

8 A.        -- because, you know, everybody done stuff

9 that was wrong, you know.  So it wouldn't be all good,

10 but as long as you change and doing things for the

11 better, then that would be a pretty good book.

12 Q.        Okay.  But what I was asking you was about

13 whether there's foul language in it, adult content in

14 your songs.

15 A.        Yeah.  It's -- it's foul language, you know,

16 but it's --

17 Q.        But let's stick with the question.

18 A.        Okay.

19 Q.        Is there adult language in your songs?

20 A.        Oh, yeah.  There's adult language.

21 Q.        Is there adult content in your songs?

22 A.        Yes, it is.

23 Q.        Okay.

24 A.        Yes, it is.

25 Q.        And you mentioned that you knew of one other
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1 Q.        Okay.  Has anyone ever asked you if you are

2 connected with Benihana?

3 A.        No.

4 Q.        Has anyone ever asked you if you're

5 sponsored by Benihana?

6 A.        No.

7 Q.        Upon hearing your name, has anyone ever

8 suggested that because of the similarity to Benihana,

9 that you seek a corporate sponsorship from them?

10 A.        No.

11 Q.        Or that you get permission from them to --

12 to use their name?

13 A.        No.

14 Q.        Has Benihana ever consented to your use of

15 Benny Hunna?

16 A.        Consent to the use of the name that I'm

17 using?

18 Q.        Yes.

19 A.        No.  They -- they have not consented to a

20 name that they don't even own.

21 Q.        But you're not a trademark lawyer, so you

22 don't know what trademark rights they might have; is

23 that correct?

24 A.        To my knowledge, they don't own my name.

25 Q.        But do you understand what trademark rights



Benny Hodge 6/23/2015

Gulfport 1-800-245-3376 New Orleans
Jackson Brooks Court Reporting Meridian

Page 95

1 protect?

2 A.        Yeah.  Trademark -- I guess since y'all

3 registered and famous -- famous to a certain extent, I

4 guess that y'all got extra protection.

5 Q.        Okay.  What do you mean by that?

6 A.        Extra protection like -- not protection as a

7 regular -- a regular trademark would have.  Famous

8 trademarks are getting more protection, to my

9 knowledge.

10 Q.        Okay.

11 A.        Like delusion --

12 Q.        Right.

13 A.        -- like one of the -- one of the --

14 Q.        Claims?

15 A.        -- yeah, claims.

16 Q.        In our opposition?

17 A.        Yes.  Claims in your opposition.

18 Q.        Okay.  Okay.  All right.  We're going to

19 look at -- speaking of notice of opposition, we're

20 going to look at your answer to the opposition.

21           MS. MOREIRA:  So we can mark this as

22 Exhibit 5.

23           (Document marked Exhibit No. 5.)

24 BY MS. MOREIRA:

25 Q.        Can you take a look at this document and
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1 Q.        As of -- well, as of today, you haven't

2 actually performed any live musical performances.

3 A.        No, but I intend to.

4 Q.        Okay.  But -- so the mark -- the name "Benny

5 Hunna" could not have identified you as a stage name

6 when you hadn't actually performed on stage.

7 A.        Right.

8 Q.        Is that true?

9 A.        It couldn't -- it couldn't identify me

10 for -- for the goods and services that -- that this

11 mark is for --

12 Q.        Right.

13 A.        -- at this time because I have not used it

14 in commerce.  I intend to use it.

15 Q.        Well, you haven't used it in connection --

16 forget about --

17 A.        Not yet.

18 Q.        Forget about in commerce for a second.

19 A.        Yeah.  I haven't used it --

20 Q.        You haven't used it in connection with live

21 musical performances at all.

22 A.        Not live musical performance --

23 Q.        Okay.

24 A.        -- at all.

25 Q.        And you haven't sold or performed for any
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1 money at this point?

2 A.        No.

3 Q.        Okay.  You haven't sold any music videos?

4 A.        No, I haven't.

5 Q.        You haven't sold any sound recordings?

6 A.        No, I haven't.

7 Q.        Have you sold any musical compositions?

8 A.        No, I haven't.

9 Q.        Have you offered your services of writing

10 music for other people?

11 A.        No.

12 Q.        Okay.  Okay.  On your Facebook page, you

13 don't have anything suggesting that you were available

14 for live musical performance, do you?

15 A.        No, I don't.

16 Q.        Okay.  Let's go through the discovery.

17           MS. MOREIRA:  Does anybody need to take a

18 break?  No?

19           THE WITNESS:  No.

20           MS. MOREIRA:  You're okay?

21           THE WITNESS:  Yeah.

22           MS. MOREIRA:  All right.  Well, let's

23 look -- we'll look at Exhibit 6.

24           (Document marked Exhibit No. 6.)

25
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1 Q.        Okay.  You posted on here -- it looks like

2 it went through your Twitter feed -- posts about the

3 dispute with Benihana; is that correct?

4 A.        On what day?

5 Q.        On June -- January 1st.  Excuse me.  If you

6 go back to -- it shows page 115 on the bottom.

7 A.        January the 1st.  Yes.  This was from the

8 article from Techdirt.

9 Q.        Uh-huh.

10 A.        And, you know, that came like -- it started

11 on December the 21st when everybody started making

12 articles and everything about this situation.

13 Q.        Well, everyone started making articles

14 because you contacted people, correct?

15 A.        I -- I don't know people's reasons, every --

16 Techdirt's reasons, but I know that they got it from

17 TMZ and I did contact someone who was affiliated with

18 TMZ.

19 Q.        Right.

20 A.        But they did this article and I don't know

21 if this was the date that I saw it or, you know, I was

22 reading it and I just -- I decided to post it.  It

23 said like, share, tweet and I tweeted it.

24 Q.        On January 3rd a couple days later, you post

25 the Young Jeezy video called Benihana featuring Rocko
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