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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DIAGEO BRANDS B.V.,
Opposer,

V. Opposition No. 91214312

MIDWAY TRADING CORP.,

Applicant

RESPONSE IN OPPOSITION TO MOTION TO DISMISS COUNTERCLAIM
Applicant Midway Trading Corp., pursuant3@ CFR 82.107(a), submits this response in
opposition to the Motion To Dismiss Countercldtaor Partial Cancellation For Failure To State

A Claim (“Motion”) filed by Opposer Diageo Brands B.V.

Procedur al Background

Applicant timely filed its Answer Tdotice Of Opposition on February 17, 2014, and
then filed an Amended Answer And Coerdlaim on March 7, 2014, within the time for
amendment as a matter of course under Rule 15(a), F.R.Civ.P. The Counterclaim alleges that:

e Opposer is the owner of redoof Registration No. 3,36110 for the mark TANQUERAY
claiming use on “distilled spts.” Counterclaim § 1.

e Opposer has cited that registration in suppbits claim of likelirood of confusion with
respect to the pending Appditton, which seeks registraii of the mark TANDUAY for
“rum.” 1d. 1 4, 5.

e Opposer uses the markNQUERAY only on gn, uses the TANQBRAY STERLING
mark only on vodkaand does not use any formatafehe TANQUERAYmark on any
other distilled spiritsId. 1 2.

e Opposer has never used the mark TANQUERAY on rian{ 3.



e While Applicant believes there is no likelihood of comasin any event,should it be
determined that there is a likelihood ohtusion based on Opper’'s Registration No.
3,369,110 of TANQUERAYor ‘distilled spirits’including rum, such likelihood of
confusion will be avoided by a restrictiohthe goods claimed in Registration No.
3,369,110 to conform t@pposer’s actual use, namelyj gnd vodka.” Gunterclaim { 6.

On June 4, 2014, the Board ordered Agmiit's Amended Answeknd Counterclaim
approved and entered, finding that the propd@sednterclaim “prowles respondent with
sufficient notice of the claim,” citingurostar Inc. v. “Euro-Star” Reitmoden GmbH & Co. KG
34 USPQ2d 1266, 1271 (TTAB 1994).

Opposer now argues that the Counterclaim should nonetheless be dismissed for failure to
state a claim, because Applicant “has advamcefdctual recitations, teadbare or otherwise,
supporting its claim that a likélood of confusion can be avoidealy the requested relief, citing
Ashcroft v. Igbgl556 U.S. 662 (2009), arigkell Atl. Corp. v. Twombl|y550 U.S. 544 (2007).

Motion at 2-3.

Argument

The Board has explained that tigpal “plausibility” standard, as applied in proceedings
before the Board, “does not requihat a plaintiff set forth detailed factual allegations. Rather, a
plaintiff need only allege ‘enoudlctual matter ... to suggest thatclaim is plausible]’ and
‘raise a right to relief above the speculative levekZ6ba Int'| Corp. v. DVD Format/Logo
Licensing Corp.98 USQP2d 1106 (TTAB 2011quotingTotes-Isotoner Corp. v. U,%94 F.3d
1346 (Fed. Cir. 2010). Opposer citesauphority for its assertion thigbal should be applied to
require the proponent of a claim under Section J@d¢ad not only that the restriction of the
registration will avoid a finding oflielihood of confusion, as required Byrostarand as
Applicant has done, but to plead thetailed evidentiary underpinning$that factual element.

Earlier this year, the Board @ovidien LP v. Masimo Corpl09 U.S.P.Q.2d 1696, 1698



(TTAB 2014), considered a motion to dismaésSection 18 claim under Rule 12(b)(6). The
petition there made no detailed factual altesyes about likelihood of confusion, but simply
alleged that the requested region “would avoid a finding ofikelihood of confusion between
Applicant’s applied-for mark and Respondemégistered mark.” 109 U.S.P.Q.2d at 1698.
After citing Igbal, the Board noted that this allegationsagufficient: “A 8§ 18 claim must allege
that the requested restrictiorowld avoid a likelihood of confusion. Petitioner so alleged here.
(see petition, para. 5.) Accordingly, this issue is not before the Bolatcat 1699 n. 6.

Applicant is not aware of any de@si under Section 18 that has interprdtgzhl to
require detailed factual allegatis underlying the allegation tH#ételihood of confusion would
be avoided by the requested restriction.

After proposing its novel intpretation of Section 18 pleading requirements, Opposer
offers a compendium of cases decided over ttecighty or more years that “have found that
numerous alcoholic beverages are sufficientlyteeldo other beverages, alcoholic or not, to
support a finding of likely confusion.” Motion &t Opposer does not explain why these cases,
all making factual determinations on a sunyrjadgment or trial record, are in any way
pertinent to the pleading question it has put leetbe Board. Logically, such cases could only
be relevant here if they garise to some sort ger serule that Applicant’s allegations are
insufficient as a matter of law, i.e., that diffeces between rum and gin could never be material
to likelihood of confusion mgardless of the circumstanaafsthe specific case.

That proposition has beasnuarely rejected. Im re White Rock Distilleries, Inc92
USPQ2d 1282, 1285 (TTAB 2009), the Board declared:

There is no per se rule that holdatthll alcoholic beverages are related.
See G. H. Mumm & Cie v. Desnoes & Geddes Btdl F.2d 1292, 16

USPQ2d 1635 (Fed. Cir. 1990) [RED STRIPE and design for beer was not
confusingly similar to a design ofrad stripe for wines and sparkling



wines];National Distillers and Chemical Corp. v. William Grant & Sons,

Inc., 505 F.2d 719, 184 USPQ 34 (CCPA 1974) [DUET for prepared

alcoholic cocktails, some of wdh contained brandy, and DUVET for

French brandy and liqueurs not confusingly simil8ge alsoTMEP §

1207.01(a)(iv) [“there can be no rule tleatrtain goods or services are per

se related, such that there mustldikelihood of confusion from the use

of similar marks in relation thereto”].
See also, e.g., E.&J. Gallo Winery v. Mal@pposition No. 91199089, 2012 TTAB LEXIS 368,
*15-16 (TTAB 2012)(nonprecedential)(despite casedifig “a variety of different types of
alcoholic beverages to be relateca significant degree,” nonetlksk there “is no pese rule that
holds that all alcoholic beverages are relatgdgting White Rock Distilleri¢s As the Board
explained inMalek “The result in each case is a matteewifdence, not a legal presumption that

certain goods are or anet always related.’ld. at *16.

CONCLUSION

The question of whether a likelihood afrfusion will be avoided by the requested
restriction pursuant to Section i8a factual one, and Applicantdproperly placed it in issue
under the Board’s established pleagrequirements under Section 18.

Should the Board for some reason accept Opjgoswitation to depart from that
precedent and require pleading to some moreleetstandard, Applicanmespectfully requests
the opportunity toe-plead.See IdeasOne Inc. v. Nationwide Better Health B2.USPQ2d
1952, 1955 (TTAB 2009)(“The Board freely graigave to amend pleadings found, upon

challenge under Fed. R. Civ. P. B¥6), to be insufficient.”).

Dated September 26, 2014 Respectfully submitted,

/RodrickJ. Enns/
RodrickJ.Enns
Julia C. Archer
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