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IN UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  
 
In the matter of Application Serial No.  85/954,555 
Published in the Official Gazette on August 27, 2013 
Mark:  24 7 & Design 

 
 
           
24 Hour Fitness USA, Inc.,                                          
           
   Opposer,       
           
  v.         
           
Workout Anytime Franchising Systems, LLC dba 
Workout Anytime,                             
                                                                                                                             
   Applicant.       
 

 
Opposition No. 91214193 

 
 

24 HOUR FITNESS USA, INC.’S MOTION TO COMPEL  

Pursuant to Rules 26 and 37 of the Federal Rules of Civil Procedure and Rule 2.120 of 

the Trademark Rules of Practice, Opposer 24 Hour Fitness USA, Inc. (“24 Hour Fitness”) 

respectfully moves the Board for an order compelling Applicant Workout Anytime Franchising 

Systems, LLC dba Workout Anytime (“Applicant ”) to serve its Initial Disclosures pursuant to 

Trademark Trial and Appeal Board Manual of Procedure (“TBMP ”) § 401.02.  24 Hour Fitness 

further moves the Board for an order compelling Applicant to respond to 24 Hour Fitness’ First 

Set of Interrogatories (“Rogs”), First Set of Requests for Production of Documents (“RPDs”), 
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and First Set of Requests for Admission (“RFAs”).  (Collectively, 24 Hour Fitness’ Rogs, RPDs, 

and RFAs are referred to herein as the “Discovery Requests.”)  In addition, 24 Hour Fitness 

requests that the Board order Applicant to appear for deposition pursuant to the Opposer’s Notice 

of Deposition Pursuant to Fed. R. Civ. P. 30(b)(6) and TBMP § 404.05 (the “Deposition 

Notice”).  

Such an order is appropriate because Applicant has refused to respond to 24 Hour 

Fitness’ Discovery Requests, without which 24 Hour Fitness cannot adequately prepare and 

present its case.  Counsel for 24 Hour Fitness has made a good faith attempt to resolve the issues 

with Applicant but, to date, such efforts have been unsuccessful. 

I. BACKGROUND  

On December 24, 2013, 24 Hour Fitness filed a Notice of Opposition against Application 

No. 85/954,555 for the 24 7 & Design mark for “health club services, namely, providing 

instruction and equipment in the field of physical exercise” in Class 41.  24 Hour Fitness is the 

owner in the United States of the famous 24 HOUR FITNESS marks, including, without 

limitation, 24 HOUR FITNESS and 24 7 FITNESS for health club services and providing fitness 

and exercise facilities (the “24 HOUR FITNESS Marks”).  24 Hour Fitness has extensively 

used and promoted the 24 HOUR FITNESS Marks in the United States since at least as early as 

1996, well prior to the filing date of Applicant’s application.  (Not. Of Opp. ¶¶ 3, 6–11.)  As 

grounds for opposition, 24 Hour Fitness alleges priority of use and likelihood of confusion under 

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), and dilution under Section 43(c) of the 

Trademark Act, 15 U.S.C. § 1125(c)(2)(A).  (Not. of Opp. ¶¶ 1–20.) 

On December 24, 2013, the Board instituted this proceeding and set discovery to open on 

March 4, 2014, and set April 3, 2014 as the deadline for the parties to exchange Initial 

Disclosures.  On February 3, 2014, Applicant filed an answer denying the essential allegations in 



 - 3 - 

the Notice of Opposition.  On April 4, 2014, 24 Hour Fitness served Applicant with Opposer’s 

Initial Disclosures.  To date, 24 Hour Fitness has not received Applicant’s Initial Disclosures.  

Accordingly, on May 13, 2014, counsel for 24 Hour Fitness sent a letter to Applicant’s attorney 

requesting that Applicant serve a copy of its Initial Disclosures.  A copy of the May 13, 2014 

letter is attached as Exhibit A . 

On May 13, 2014, and in connection with its letter to Applicant’s attorney, 24 Hour 

Fitness timely served Applicant with Opposer’s First Set of Requests for the Production of 

Documents, Opposer’s First Set of Interrogatories, Opposer’s First Set of Requests for 

Admission, and Opposer’s Notice of Deposition Pursuant to Fed. R. Civ. P. 30(b)(6) and TBMP 

§ 404.05.  Copies of 24 Hour Fitness’ Discovery Requests are attached as Exhibit B ; 24 Hour 

Fitness’ Deposition Notice is attached as Exhibit C .  Pursuant to Trademark Rule 2.120(a)(3), 

Applicant’s responses to the Discovery Requests were due on June 12, 2014.  See also Fed. R. 

Civ. P. 33(b)(2), 34(b)(2)(A), and 36(a)(3).  As of the date of this motion, Applicant has not 

served any responses to the Discovery Requests, nor has it served its Initial Disclosures. 

24 Hour Fitness has made a good faith effort to resolve with Applicant the issues 

presented in this motion, pursuant to Trademark Rule 2.120(e) and TBMP §§ 523 and 524.  As 

noted above, 24 Hour Fitness sent a letter to Applicant’s attorney on May 13, 2014 requesting 

that Applicant serve its Initial Disclosures by no later than May 19, 2014.  On June 18, 2014, 24 

Hour Fitness sent another letter to Applicant’s attorney renewing its request that Applicant serve 

its Initial Disclosures, and requesting that Applicant respond to the Discovery Requests and 

provide an alternate date for deposition by no later than June 25, 2014.  A copy of the June 18, 

2014 letter is attached as Exhibit D .  To date, 24 Hour Fitness has not received a response from 

Applicant with respect to either letter. 
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II.  ARGUMENT  

The Board may order an applicant to make mandatory disclosures and to provide 

complete responses to the Discovery Requests.  TBMP §§ 411 and 523; 37 CFR § 1.120(e).  

Accordingly, 24 Hour Fitness respectfully requests that the Board order Applicant to 

immediately serve its Initial Disclosures, and to fully respond to 24 Hour Fitness’s Discovery 

Requests within twenty (20) days from the mailing date of the Board’s order on this motion. 

A. Applicant Should Be Compelled to Serve Mandatory Initial Disclosures 

Pursuant to TBMP § 401.02, “[e]ach party involved in an inter partes proceeding is 

obligated to make initial disclosures to every other party, by the deadline set in the Board’s 

institution order. . . .”  (emphasis added); see 37 C.F.R. § 2.120(a).  Initial Disclosures are 

intended to “prompt routine disclosure of names of potential witnesses and basic information 

about documents and things that a party may use to support a claim or defense,” and are “treated 

like responses to discovery requests insofar as they may be used in support of or in opposition to 

a motion for summary judgment and may, at trial, be introduced by notice of reliance.”  Id. 

(internal quotations omitted).  For that reason, a party failing to make such disclosures may be 

subject to a motion to compel and a motion for discovery sanctions.  Id. 

Here, Applicant did not serve its Initial Disclosures by the April 3, 2014 deadline, and 

has still not served its Initial Disclosures to date, despite being put on notice by counsel for 24 

Hour Fitness that it was entitled to such disclosures.  Accordingly, 24 Hour Fitness requests that 

the Board grant the instant Motion to Compel, and order Applicant to promptly serve its Initial 

Disclosures. 
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B. Applicant  Should Be Compelled to Respond to the Discovery Requests and 
Appear for Deposition 

The parties to inter partes proceedings are required “to cooperate with one another in the 

discovery process. . . .”  TBMP § 408.01.  This duty to cooperate necessarily includes, without 

limitation, an obligation to respond to written discovery, to produce responsive documents, and 

to appear for deposition.  Id.  Accordingly, an order compelling discovery responses is 

appropriate where, as here, a party disregards its discovery obligations.  TBMP § 523.01 (“[A] 

motion to compel is available in the event of a failure to provide required disclosures or 

discovery requested by means of discovery depositions, interrogatories, and requests for 

production of documents and things.”); 37 C.F.R. § 2.120(e). 

Here, Applicant has wholly dispensed with its discovery obligations by failing to respond 

to 24 Hour Fitness’ Discovery Requests.  Applicant has not offered any explanation for its 

discovery failures, nor has it indicated that discovery responses will be produced.  Accordingly, 

24 Hour Fitness requests that the Board grant the instant Motion to Compel, and order Applicant 

to respond fully to the Discovery Requests within twenty (20) days from the mailing date of the 

Board’s ruling on the motion.  24 Hour Fitness further requests that Applicant be ordered to 

appear for deposition within ten (10) days after the responses to the Discovery Requests are 

served. 

C. All Objections to the Discovery Requests Should Be Deemed Forfeited 

In addition to the foregoing, 24 Hour Fitness requests the Board to order that Applicant 

has waived its right to object to the Discovery Requests on their merits.  The TBMP provides 

that “A party which fails to respond to a request for discovery (except for a request for 

admission) during the time allowed therefor, and which is unable to show that its failure was the 

result of excusable neglect, may be found, upon motion to compel filed by the propounding 
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party, to have forfeited its right to object to the discovery request on its merits.”  TBMP § 

527.01(c); see No Fear Inc. v. Rule, 54 U.S.P.Q.2d 1551, 1554 (TTAB 2000) (noting that “In 

practice, when the Board grants a motion to compel that is uncontested, . . . or which is contested 

but the non-movant cannot show that its neglect of discovery obligations was excusable, the 

Board generally will order discovery responses to be provided without objection.”). 

Here, Applicant has not offered any explanation—excusable or not—for its neglect of its 

discovery obligations.  Instead, Applicant simply elected not to respond to the Discovery 

Requests.  Accordingly, 24 Hour Fitness requests that Applicant be ordered to respond to the 

Discovery Requests without objections. 

D. All Requests for Admission Should Be Deemed Admitted 

Finally, 24 Hour Fitness requests the Board to order that all RFAs are deemed admitted.  

Rule 36(a)(3) of the Federal Rules of Civil Procedure provide that “A matter is admitted unless, 

within 30 days after being served, the party to whom the request is directed serves on the 

requesting party a written answer or objection addressed to the matter and signed by the party or 

its attorney.”  See also TBMP § 407.03(a).  Indeed, where “a party on which requests for 

admission have been served fails to timely respond thereto, the requests will stand admitted by 

operation of law . . . .”  TBMP § 407.03(a) (emphasis added) (citing Fram Trak Industs. v. 

Wiretracks LLC, 77 U.S.P.Q.2d 2000, 2005 (TTAB 2006) (requests for admissions deemed 

admitted by respondent’s failure to respond to petitioner’s requests for admissions)).  By virtue 

of Applicant’s failure to respond to the RFAs, the requests are “deemed admitted by operation of 

Fed. R. Civ. P. 36(a).”  TBMP § 407.03.  Accordingly, 24 Hour Fitness requests that the Board 

issue an order in line with the foregoing, indicating that the RFAs are deemed admitted.  
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III.  CONCLUSION 

For the reasons stated above, 24 Hour Fitness respectfully requests that the Board grant 

24 Hour Fitness’ motion to compel and order that:  (1) Applicant must serve its Initial 

Disclosures within ten (10) days from the mailing date of the Board’s ruling on the motion; (2) 

Applicant must respond to 24 Hour Fitness’ Discovery Requests within twenty (20) days from 

the mailing date of the Board’s ruling on the motion; (3) Applicant must appear for deposition 

within ten (10) days after complete responses to Discovery Requests are served; (4) any and all 

objections based on the merits of the Discovery Requests are waived; and (5) all Requests for 

Admission are deemed admitted. 

So that 24 Hour Fitness has an opportunity to fully evaluate the discovery responses, and 

have sufficient opportunity to confer with one or more potential experts regarding the same, 24 

Hour Fitness further requests that the Board extend all deadlines herein including, without 

limitation, the deadline for expert disclosures, by six (6) months.  

 

 
 
 
 
Dated: July 11, 2014 

Respectfully submitted,  
 
 
 
___________________  
Susan E. Hollander 
Sharoni S. Finkelstein 
K&L Gates LLP 
4 Embarcadero, Suite 1200 
San Francisco, CA 94111 
 
Attorneys for Opposer 
24 Hour Fitness USA, Inc. 
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EXHIBIT  C 
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