Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA574650

Filing date: 12/04/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Levi Strauss & Co.
Entity Corporation Citizenship Delaware
Address 1155 Battery Street

San Francisco, CA 94111
UNITED STATES

Attorney Marie Seibel

information Kilpatrick Townsend & Stockton LLP

Two Embarcadero Center, 8th Floor

San Francisco, CA 94111

UNITED STATES

mseibel@kilpatricktownsend.com, choffman@Zkilpatricktownsend.com
Phone:415-576-0200

Applicant Information

Application No 85951810 Publication date 11/05/2013
Opposition Filing 12/04/2013 Opposition 12/05/2013
Date Period Ends

Applicant Sung Shik Kuk

2310 South Union Avenue
Los Angeles, CA 90007
UsXx

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Dresses; Footwear for men and women;
Hats; Men's and women's jackets, coats, trousers, vests; Pants; Shirts; Shoes; Shorts; Sports caps
and hats; T-shirts; Tops; Women's clothing, namely, shirts, dresses, skirts, blouses

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)
False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 250265 Application Date 05/03/1927

No.

Registration Date | 12/04/1928 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark

LEVI'S

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1927/04/14 First Use In Commerce: 1927/04/14
[ OVERALLS ] * JEANS *

U.S. Registration | 581610 Application Date 11/18/1952

No.

Registration Date | 10/27/1953 Foreign Priority NONE
Date

Word Mark LEVI'S

Design Mark .

Description of NONE

Mark

Goods/Services

Class U039 (International Class 010, 025, 026). First use: First Use: 1927/04/15
First Use In Commerce: 1927/04/15

MEN'S, WOMEN'S AND CHILDREN'S OVERALLS,JACKETS, OUTER
SHIRTS,[ COATS], SLACKS,AND PANTS; [ WOMEN'S AND CHILDREN'S
BLOUSES, OUTER SHORTS, PEDAL PUSHERS, VESTS, ] SKIRTS [ AND
CULOTTES; AND WOMEN'S BRAS ]

U.S. Registration | 1124018 Application Date 03/28/1977
No.
Registration Date | 08/14/1979 Foreign Priority NONE

Date
Word Mark LEVI'S
Design Mark

LEVDS

Description of NONE

Mark




Goods/Services

Class 016. First use: First Use: 1975/01/31 First Use In Commerce: 1975/01/31
[ CLIP BOARDS, DENIM SCHOOL BAGS AND LUGGAGE TAGS ]
Class 018. First use: First Use: 1973/09/30 First Use In Commerce: 1973/09/30

PURSES, DENIM SHOPPING BAGS, BACK PACKS, DUFFLE BAGS,
BRIEFCASE PORTFOLIOS, KEYCASES AND WALLETS

Class 025. First use: First Use: 1972/02/29 First Use In Commerce: 1972/02/29
BELTS, HATS, CAPS, VISORS, AND SHOES

U.S. Registration | 1130486 Application Date 07/28/1978

No.

Registration Date | 02/05/1980 Foreign Priority NONE
Date

Word Mark LEVI'S

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1977/10/27 First Use In Commerce: 1977/10/27
SOCKS

U.S. Registration | 1140011 Application Date 04/05/1979

No.

Registration Date | 09/30/1980 Foreign Priority NONE
Date

Word Mark LEVI'S

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1927/04/00 First Use In Commerce: 1927/04/00
Garments-Namely, Pants, Shirts and Shorts

U.S. Registration | 2253693 Application Date 06/01/1998

No.

Registration Date | 06/15/1999 Foreign Priority NONE
Date

Word Mark LEVI'S

Design Mark

Description of NONE

Mark

Goods/Services Class 035. First use: First Use: 1991/07/00 First Use In Commerce: 1991/07/00
RETAIL STORE SERVICES IN THE FIELD OF CLOTHING
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Certificate of Service




The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Marie Seibel/
Name Marie Seibel
Date 12/04/2013




Attorney Docket No.: 89070-885498

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 85-951,810

Filed: June 5, 2013

Published: November 5, 2013, in the Official Gazette
For: LOVIS

LEVI STRAUSS & CO.,

Opposer,

VL NOTICE OF OPPOSITION

SUNG SHIK KUK,

Applicant.

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

Sir or Madam:

Levi Strauss & Co. (“Opposer” or “LS&Co.”) believes it will be damaged by the
registration of the LOVIS mark covered by Application Serial No. 85-951,810, filed on June 5,
2013, by Sung Shik Kuk (hereinafter “Applicant”), and hereby opposes such registration.

LS&Co. is a Delaware corporation with its headquarters and principal place of business
at Levi’s Plaza, 1155 Battery Street, San Francisco, California 94111. Applicant is, upon
information and belief, an individual with a mailing address of 2310 South Union Avenue, Los

Angeles, CA 90007. This Notice of Opposition has been timely filed. As grounds of opposition,

LS&Co. alleges as follows:
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1. As illustrated in the Official Gazette dated November 5, 2013, Applicant seeks to
register the LOVIS mark that is the subject of Application Serial No. 85-951,810 in International
Class 25 for “Dresses; Footwear for men and women; Hats; Men's and women's jackets, coats,
trousers, vests; Pants; Shirts; Shoes; Shorts; Sports caps and hats; T-shirts; Tops; Women's
clothing, namely, shirts, dresses, skirts, blouses.”

2. LS&Co. is the owner of the distinctive and famous LEVI’S® trademark, as
reflected in the following U.S. trademark registrations, among others:

a. No. 250,265 (registered 12/4/1928, first use date 4/14/1927);

b. No. 581,610 (registered 10/27/1953, first use date 4/15/1927);,

c. No. 1,124,018 (registered 8/14/1979, first use date 9/30/1973);

d. No. 1,130,486 (registered 2/5/1980, first use date 10/27/1977);

e. No. 1,140,011 (registered 9/30/1980, first use date 4/00/1927);

f. No. 2,253,693 (registered 6/15/1999, first use date 7/00/1991).

L.S&Co.’s U.S. registrations for its LEVI’S® trademark are in full force and effect, and
are incontestable under 15 U.S.C. § 1065. True and correct copies of these registrations are

attached as Exhibit A.

3. Since at least as early as 1927, LS&Co. continuously has used its LEVI’S®
trademark on a variety of goods. LS&Co.’s dates of adoption and first use of its LEVI’S®

trademark long precede Applicant’s date of first use, if any.

4. Since adoption and first use of LS&Co.’s LEVI’S® trademark, LS&Co.

continuously has marketed and presently is marketing its goods nationwide. LS&Co.’s goods
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are identified as originating from LS&Co. through the display and advertising -- by LS&Co. and
retailers selling its products -- of LS&Co.’s LEVI’S® trademark. LS&Co. has expended and
continues to expend substantial time, money, and effort promoting its LEVI’S® trademark to
identify LS&Co. as the source of the goods displaying the mark. As a result, the public has
come to recognize LS&Co. as the source of goods displaying the LEVI’S® trademark.

5. By virtue of its long use and promotion of the LEVI’S® trademark and the high
quality of its goods, LS&Co. has gained a valuable reputation for its LEVI’S® trademark and
has developed exceedingly valuable goodwill with respect to the mark.

6. Registration of Applicant’s Mark will lead the public to conclude, incorrectly, that
Applicant is or has been, and Applicant’s goods displaying the mark are or have been,
authorized, sponsored, or licensed by LS&Co. Issuance of any registration to Applicant for the
mark at issue is therefore contrary to the provisions of 15 U.S.C. § 1052(a) and will result in
damage to LS&Co. and the public.

7. Applicant’s Mark is deceptively similar to LS&Co.’s LEVI’S® trademark so as to
cause confusion, or to cause mistake or to deceive the public as to the origin of Applicant’s
goods bearing that trademark, to the harm and damage of LS&Co. and the public. Therefore,
registration of Applicant’s mark is prohibited by 15 U.S.C. § 1052(d).

9. LS&Co.’s LEVI’S® trademark is distinctive and famous within the meaning of
15 U.S.C. § 1125(c), and was famous before Applicant filed the Application at issue and before
Applicant began use, if any, of the LOVIS mark. Applicant’s Mark has or is likely to cause

dilution of the distinctive quality of LS&Co.’s LEVI’S® trademark, in violation of 15 U.S.C.
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§ 1125(c), to the harm and damage of LS&Co. and the public. Therefore, registration of
Applicant’s mark may be refused under 15 U.S.C. §§ 1052 and 1063(a).

10.  Registration of Applicant’s Mark would constitute prima facie evidence of the
validity of such registration, Applicant’s ownership of the mark, and Applicant’s exclusive right
to use the mark pursuant to the provisions of 15 U.S.C. § 1057(b). Such registration would be a
source of damage and injury to LS&Co. and the public, and would be contrary to the principles
of registration set out in 15 U.S.C. §§ 1051 ef seq.

WHEREFORE, LS&Co. prays that this Opposition be sustained, and that registration to

Applicant for the LOVIS mark covered by Application Serial No. 85-951,810 be denied.

Please direct all notices, pleadings and process regarding this matter to:

Marie C. Seibel, Esq.
Kilpatrick Townsend & Stockton LLP
Two Embarcadero Center, 8th Floor
San Francisco, CA 94111-3834
Telephone: (415) 576-0200
Facsimile: (415) 576-0300
Email: mseibel@kilpatricktownsend.com
choffman@kilpatricktownsend.com

Respectfully submitted,

KILPATRICK TOWNSEND & STOCKTON LLP

Dated: December 4, 2013 By: W

Marie C. Seibel M
Attorneys for Opposer
Levi Strauss & Co.

Kilpatrick Townsend & Stockton LLP
Two Embarcadero Center, 8th Floor
San Francisco, CA 94111-3834
Telephone:  (415) 576-0200
Facsimile: (415) 576-0300
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CERTIFICATE OF SERVICE

I hereby certify that on December 4, 2013, I served the foregoing NOTICE OF
OPPOSITION on the parties in said action by depositing a true copy thereof with the United
States Postal Service as first class mail, postage prepaid, at San Francisco, California, enclosed in
a sealed envelope addressed as follows:

Sung Shik Kuk

2310 South Union Avenue,
Los Angeles, California, 90007

Dated: December 4, 2013 By: WM‘& %%/L

“Christiana Hoffmaf(~




EXHIBIT A



. RIS R 0

-

UNITED STATES

TR I T e T T

Trade-Mark 250,265

PATENT OFFICE.

LEVI STRAUSS & COMPANY, OF SAN FRANCISCO, CALIFORNIA.

_ACT OF FEBRUARY 20, 1905,

- Application filed May 3,

1927. Serial No. 248,368.

- Levis

STATEMENT.

Commissioner of Patents: .
Levi Strauss & Company, a corporation

“duly organized and existing under the laws

of the State of California, and having its

rincipal place of business at 98 Battery

treet, San Francisco, California, has adopt-
ed and used the trade-mark shown in the
aocompanyinildra,win , for OVERALLS, in
Class 39, Clothing, and presents herewith five
specimens showing the trade-mark as actually
used by applicant upon the goods, and re-
quests that the same be registered in the
United States Patent Office in accordance
with the act of February 20, 1905, as amended.
The trade-mark has been continuously used
and applied to said goodsin a plicant’s busi-
ness since April 14th, 1927. The trade-mark
is applied or affixed to the goods or to the

packages conta.iningbethe same by  placing
thereon a printed label on which the trade-
mark is shown,

The undersigned hereby appoints Miller
& Boyken, a firm composed of John H. Miller
and A. W. Boyken, (register No. 12,147) of
798 Crocker Building, San Francisco, Cali-
fornia, its attorneys to prosecute this appli-
cation for registration, with full powers of
substitution and revocation, to make altera-
tions and amendments therein, to receive the
certificate and to transact all business in the
Patent Office connected therewith. 7

San Francisco, Calif., April 22, 1927.

LEVI STRAUSS & COMPANY,
By SIGMUND STERN,
President,

[r.8.]



Int. CL: 28

Prior US. Cl.: 39
Reg. No, 250,268
United States Patent and Trademark Office Registered Dec. 4, 1928
Remewal OG Date Mar. 14, 1989
TRADEMARK
PRINCIPAL REGISTER
LEVI STRAUSS & CO. (DELAWARE FOR: [ OVERALLS] * JEANS *, IN
CORPORATION) CLASS 39 (INT. CL. 25).

FIRST USE 4-14-192&; IN COMMERCE
4-14-1927.

SER. NO. 248,368, FILED 5-3-1927.

1155 BATTERY STREET
SAN FRANCISCO, CA 94111

In testimony whereof I have hereunto set my hand
and caused the seal of The Patent and Trademark
Office to be affixed on Mar. 14, 1989.

COMMISSIONER OF PATENTS AND TRADEMARKS




Amendment
Registered December 4, 1928 Registration No. 250,265
Levi Strauss & Company

Application to amend having been made by Levi Strauss & Co., owner of
the registration above identified, said registration is hereby amended as follows:

In the statement, column 1, line 8, “overalls” is deleted and jeans is inserted
and the drawing is amended to appear as follows: —

Such amendments have been entered upon the records of the Patent Office

and the said original registration should be read as so amended.
Signed and sealed this 19th day of November 1968.

[sEaL]

EDWIN L. REYNOLDS,
First Assistant Commissioner of Patents.
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