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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

US Trademark Application Serial No. 85/442,829 for X-Gene
Filed: October 8, 2011
Published: July 29, 2013
Spec Research, Inc.,
Opposer,
V.

Opposition No. 91213605

Applied Micro Circuits Corporation
A/K/A APM,

Applicant.
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MOTION OF OUTSIDE COUNSEL TO WITHDRAW AS REPRESENTATIVE
FOR APPLICANT APPLIED MICRO CIRCUITS CORPORATION

The undersigned outside counsel, Belinda J. Scrimenti, and Elisabeth K. O’Neill, and the
firm of Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP hereby respectfully move the
Trademark Trial and Appeal Board for permission to withdraw as the representative for
Applicant Applied Micro Circuits Corporation in the instant proceeding, pursuant to 37 C.F.R.
§§2.19(b), 11.116 (a) and (b) and TBMP §§ 116.05, 513.01.

The Board should note that Applicant’s in-house counsel, Mr. William Caraccio and Mr.
Raj Jaipershad, remain as attorneys of record in this proceeding, so that Applicant is not without
counsel in the action. Further, the proceeding is in early stages of the action, as written
discovery has recently commenced. Each side has propounded written discovery, and Applicant
has provided its written responses to the written discovery of Opposer. Discovery does not close
until July 28, 2014.

The undersigned counsel seek withdrawal on the following permissive grounds as

provided in 37 C.F.R. § 11.116(a) and (b):



J The client has failed substantially to fulfill its obligation to the practitioner
regarding the practitioner’s services (i.e., failure to make payment of outstanding
fees for services invoiced) and has been given reasonable warning that the
practitioner will need to withdraw unless the obligation is fulfilled (37 C.F.R.

§ 11.116(b)(5));

. The representation will result in an unreasonable financial burden on the
practitioner and has been rendered unreasonably difficult by the client (37 C.F.R.
§ 11.116(b)(5)).

Following the undersigned counsel’s expressions to in-house counsel for Applicant of her
concern over unpaid fees, Applicant’s in-house counsel advised the undersigned on May 1, 2014
to halt work on the Opposition effective that date. In response, the undersigned counsel advised
that she would need to address a withdrawal of counsel and grounds for such withdrawal. In
reply, on May 5, 2014, Applicant’s counsel requested that the undersigned withdraw from the
case, provided that in-house counsel remain attorneys of record.

Accordingly, the undersigned counsel also now seeks withdrawal on the following
mandatory grounds:

# The request by the client for the undersign to withdraw constitutes an effective

discharge (37 C.F.R. § 11.116(a)(3)).

The Board is further advised, as set forth above, that practitioner has notified the
Applicant’s in-house counsel of the firm’s desire to withdraw from the employment. Further, to
the undersignéd’s knowledge, all documents to which Applicant is entitled have previously been
provided to the Applicant’s in-house counsel in the normal course of the proceedings. To any

extent the undersigned becomes aware of additional documents to which Applicant is entitled,



they will be turned over. 37 C.F.R. § 11.116( d). There are no unearned fees to be refunded.
Id. As reflected herein, this motion is being served on in-house counsel for Applicant and
counsel for Opposer herein.

The undersigned further request that all further communications following grant of this
Motion be directed to Applicant’s in-house counsel at:

William Caraccio, Esq. and Raj Jaipershad, Esq.
Applied Micro Circuits Corporation

215 Moffett Park Dr.

Sunnyvale, CA 94089

wearaccio@apm.com

rjaipershad@apm.com

(408) 542-8307

Respectfully submitted,

PATTISHALL, McAULIFFE, NEWBURY,
HILLIARD & GERALDSON, LLP

Date: May 7, 2014 By, 2 s srce NS ECzp 8 20
“ Belinda J. Scrimenti

L Elisabeth K. O’ Neill
200 South Wacker Drive, Suite 2900
Chicago, IL 60606
(312) 554-8000
bscrimenti(@pattishall.com
eoneill@pattishall.com

Attorneys for Applicant, Applied Micro Circuits
Corporation



CERTIFICATE OF SERVICE

[ hereby certify that a copy of the foregoing MOTION OF OUTSIDE COUNSEL TO
WITHDRAW AS REPRESENTATIVE FOR APPLICANT APPLIED MICRO CIRCUITS
CORPORATION was served upon Applicant’s In-House Attorney of Record, William
Caraccio and .Raj Jaipershad, Applied Micro Circuits Corporation, 215 Moffett Park Dr.
Sunnyvale, CA 94089, and Opposer’s counsel Thomas T. Chan, Esq., Fox Rothschild LLP, 1055
West 7% Street, Suite 1880, Los Angeles, California 90017 by first class mail, with a courtesy
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copy by e-mail, on this 7th day of May, 2014.
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