Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA571726

Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

11/19/2013

Proceeding 91213091
Party Defendant
Seena International, Inc.
Correspondence MARTIN J. FEINBERG, MARY L. GRIECO, SAFI
Address OLSHAN FROME WOLOSKY LLP
65 E 55TH ST
NEW YORK, NY 10022-3219
mgrieco@olshanlaw.com
Submission Motion to Suspend for Civil Action
Filer's Name Michele P. Schwartz
Filer's e-mail mps@akllp.com, cjamison@akllp.com, luniman@akllp.com,
auchima@akllp.com, nealk@akllp.com, dallasipdocket@akllp.com
Signature /Michele P. Schwartz/
Date 11/19/2013
Attachments Motion to Suspend Opposition.pdf(25770 bytes )

Ex A.pdf(312660 bytes )
Ex B.pdf(959766 bytes )
Ex C.pdf(159908 bytes )
Ex D.pdf(558297 bytes )
Ex E.pdf(722789 bytes )
Ex F.pdf(392680 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/917,605
Published in the Official Gazetter June25,2013
MARK: Ditch Plains

PERINEINTERNATIONAL INC. )
Opposer, ))
V. ) OppositioNo.91213091
SEENA INTERNATIONAL, INC. g
Applicant. ))

APPLICANT'S MOTION TO SUSPEND OPPOSITION

Pursuant to 37 C.F.R. § 2.117(a), Applicaeeisa International, & (“Applicant” or
“Seena”) moves to suspend the abovetioapd opposition proceeding (the “Opposition”)
pending disposition of Civil Action Inde No. 650040/2012, filed by Opposer Perine
International, Inc. (“Opposer” or “Perine”) againsiier alia, Applicant in the Supreme Court of
the State of New York (hereinafter, the “Civil #an”). Perine’s Verified Complaint, Seena’s
and the other defendants’ Amaed Verified Answer with Qunterclaims and Cross-Claims
(“Answer with Counterclaims”) and Perine\¢erified Reply to the Amended Counterclaims
(“Reply to Counterclaim”) filed irthe Civil Action are attached ret0 as Exhibits A, B and C,
respectively. Prior to filing this Motion, Appbnit requested that Opposer consent to suspension

but Opposer has refused.

. RELEVANT BACKGROUND

On October 21, 2013, Perine filed a NotiokE Opposition, opposing registration of
Application No. 85/917,605 for mark DITCH PLAIN&,mark that Seena has used continuously

in U.S. commerce since at least as earlpamwber 31, 2005. (Ex. B, Answer with Countercl.q
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42.) Seena has expended over a half milliollagoin advertisinggestablishing the goodwill
associated with the DITCH PLAINS markld(at 1 43.) In the Notice of Opposition, Opposer
Perine does not allege prior usiethe DITCH PLAINS mark or snilar marks, nor does it allege
likelihood of confusion between the DITCH PLM$ mark and any mark owned by Perine.
Instead, Opposer claims that Seena should nottiikedno register its mark challenging Seena’s
rights to the mark on three grounds: (i) Seenss of the DITCH PLAINSmark is primarily
geographically deceptively misdemative (Not. of Opp’n{ 29); (ii) “issue or claim preclusion”
because the TTAB affirmed an Examining Atteyis refusal to register the DITCH PLAINS
mark back in 2010 based on likelihood @héusion with a thid party registratioh (Not. of
Opp’n 1 39); and (iii) Seena allegedly misrepnésd the date it first used the DITCH PLAINS
mark (Not. of Opp’'n | 13).

Approximately nineteen months earlier, danuary 6, 2012, Opposeerine filed the
Civil Action alleging claims relating to an agment to manufacture Seena’s products featuring
Seena’s DITCH PLAINS mark. On May 22, 208xena filed an Answeasserting contract-
related counterclaims. After filing the Answ&egena learned that Perine had sold unauthorized
and infringing goods bearing Seena’s DITCH PLAIN@&rk, prompting Seena to file a Motion
to amend its Answer and Counterclaim on April 2913, attached hereto as Exhibit D. In the
Amended Answer with Countertins (Ex. B), Seena claimsjter alia, that Perine violated
federal and common law unfair competition laws and infringed Applicant’s valid common law

rights in the DITCH PLANS mark (Ex. B, Answer with @intercl.qf 87-109). In response,

! Opposer asserts in the Notice of Opposition that2®#0 decision by the Board concerning Seena’s prior
application for DITCH PLAINS (Serial No. 76/6948), estops Seena from registering DITCH PLAINS
today. The TTAB decision was based on a finding that there is a likelihood of confusion with a third party
mark that is the subject of Registration No. 3,327,160. Opposer asserts this claim of estoppel, despite that th
owner of said registration and Seena have since entered into a Co-Existence Agreement and Consent to
Register Agreement that was filed with Sesr@airrent application and is of public record.
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Perine filed a Memorandum of Law in OpposititnSeena’s Motion to Amend, setting forth
precisely the same arguments at issue in this Opposition. Perine’s Memorandum of Law in
Opposition to Seena’s Motion for Leave #fanend and Seena’s Reply Memorandum, are
attached hereto as Exhibits and F, respectively. OAugust 21, 2013, the Court granted
Seena’s Motion for Leave to Amend, making thmended Answer and Counterclaim (Ex. B)
the live pleading in the Civil Action.

The key determination underlying Seena’s Qettlaims in the Civil Action is whether
Seena has a protectable trademark right insdr@e DITCH PLAINS mark at issue in this
Opposition. Specifically, the Secof@unterclaim in the Answer witGounterclaims (Ex. B) is
a claim for unfair competition based on Sesr@mmon law rights in the DITCH PLAINS mark
under Section 43 of the Lanham Awathich requires Seena to establish its use and ownership of
a protectable mark. Similarly, the Third, Foughd Fifth Counterclaimg the Answer with
Counterclaims (Ex. B) are claims for commlawv unfair competition, common law trademark
infringement and deceptive acts under a New Yatatute, which also require Seena to prove it
is the valid owner of @rotectable mark. Thealidity of Seena’s rights in the DITCH PLAINS
mark are critical to the outcome of the trademark claims in the Civil Action pending between
Seena and Perine.

Moreover, Perine’s entire Notice of Oppaaiti in this proceedings really just a
recasting of the arguments and authorities fegh in sections I(B) and I(C) of Perine’s
Memorandum of Law in Opposition to Seena’stMpo for Leave to Amend (Ex. E). These
arguments are echoed on page 8 of Opposeps/Re Amended Counterclaims (Ex. C), which

state at paragraphs 4, 7 and 8 as follows:
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The Counterclaims are barred Ky Seena’s unclean hands,
including but not limited to Seena’s fabrication of the date of its
first use of the “DITCH PLAINS” mark.

The Counterclaims are barredchase Seena has no trademark
rights in the “DITCH PLAINS” mark.

The Counterclaims are barred by atdiral estoppel given that the

USPTO denied Seena’s apptliom to register the “DITCH

PLAINS” mark.
Thus, the issues raised in the Opposition are iddrcthe trademark issues raised in the Civil
Action.

. ARGUMENT
“It is standard procedure for the Boarddiay administrative proceedings pending the

outcome of court litigation bewen the same parties involvingated issues.” 6 J. Thomas
McCarthy, McCarthyon Trademarks and Unfair Competiti@82:47 (4th ed. 2013). Section
510.02 of the TBMP provides:

... pursuant to 37 CFR 8§ 2.117(a), the Board may also, in its

discretion, suspend a proceedinggiag the final determination of

another Board proceeding in which the parties are involved

[citation omitted] ... or even artgr proceeding in which only one

of the parties is involved. [citat omitted.] Ordinarily, the Board

will suspend proceedings in the case before it if the final

determination of the other proceeding may have a bearing on the

issues before the Board. [citation omitted.]
See also New Orleans Louisiana Saints Lad@ NFL Props. LLC v. Who Dat?, In®9
SUPQ2d 1550 (TTAB 2011¥eneral Motors Corp. v. Cadillac Club Fashions |2 USPQ2d
1933 (TTAB 1992)Toro Co. v. Hardigg Industries, Incl87 USPQ 689 (TTAB 1975)v'd on
other grounds549 F.2d 785, 193 USPQ 149 (CCPA 191ther Telephone Co. v. Connecticut

Nat'l Telephone C.181 USPQ 125 (TTAB 1974pet. denied181 USPQ 779 (Comm'r 1974);
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Tokaido v. Honda Assocs. Ind79 USPQ 861 (TTAB 1973); and/hopper-Burger, Inc. v.
Burger King Corp, 171 USPQ 805 (TTAB 1971).

The Board’'s authority includes the ability suspend a proceeding pending the final
determination of a civil action pemdj between the parties in a stateirt, like the Civil Action.
See Mother's Rest. Inc. v. Mama's Pizza,, In23 F.2d 1566, 221 USPQ 394 (Fed. Cir. 1983)
(state court infringement actionProf’l Economics Inc. v. Rifl Economic Servs., Inc205
USPQ 368, 376 (TTAB 1979) (decisiar state court, although not binding on the Board, was
considered persuasive on the questiof likelihood of confusion); andArgo & Co. v.
Carpetsheen Mfg., Inc187 USPQ 366 (TTAB 1975) (susmkng proceeding pending state
court action, which wouldetermine ownership of applicant's mark and authority of applicant to
obtain registration)NY-Exotics, Inc. v. Exotics.com, In€anc. No. 92040976, at 7-8 (TTAB
Apr. 29, 2004) (cancellation proceeding ldraging ownership of mark NY-EXOTICS.COM
suspended where “the issuamsvolved in determining omership of the mark NY-
EXOTICS.COM are the subjeof a civil action pendingn [state] Court”) fon-precedential]. It
is not necessary that the claims or issues bdigdénor that the civil action be dispositive of the
Board proceeding to warrant suspension, it ready have a bearing ondhissues presented to
the Board. 37 C.F.R. § 2.117(a).

The pleadings in the Civil Action clearihew that the Civil Ation involves the same
parties and that its adjication has a bearing onl alf the issues presented by Perine in this
Opposition. The disposition of the Civil Actiamll determine whether &na has a protectable
trademark right in the DITCH FAINS mark, a right that is @llenged by Opposer in the Civil
Action. (SeeEx. C, Reply to Countercl. p.8, 7). More spmally, it will determine the merits

of all three allegations that serve as the adithis Opposition: (i) whether Seena’s use of
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“Ditch Plains” is geographically deceptively misdeptive; (ii) whether Seena is precluded
from claiming a protectable trademark rigimt the DITCH PLAINS mark given that the
Trademark Office refused to register the markk008; and (iii) whetheSeena fabricated the
date of its first use of the DITCH PLAINS markSdeEx. C, Reply to Countercl. p. 8, 11 4, 7,
8). Regardless of whether all of Perine’s claimghe Civil Action areproper bases for denying
Seena’s rights to the DITCH PLAINS mark, tdetermination in the Civil Action will have a
bearing on the rights of the parties and theamistOpposition. This conclusion is further
supported by the fact that Seena must estatiishthe DITCH PLAINSmark is a protectable
trademark -i.e.,that the DITCH PLAINS mark iaot geographically misdescriptive, in order to
prevail on its counterclaims for federahch common law unfair competition, common law
trademark infringement and deceptive acts undeNew York statute, as set forth in
Counterclaims 2 through 5 of Seena’s Amehdaswer with Counterclaims (Ex. Bpee, e.g.,
Yarmut-Dion, Inc. v. D’ion Furs, Inc.835 F. 2d 990, USPQ2d 1262 (2d Cir. 198%P
Permanent Make-Up, Inc. v. Lasting Impression 1,,1468 F.3d 596 (9th Cir. 2005).

In other words, “[i]f it is determined in thelvil action that applicant’s interest in the
mark was insufficient to clothe it with the auttiprand right to file theapplication, same will be
declared void ab initio; in which event, tbeposition will be dismissed without prejudice and
registration to applicant will be refusedArgo, 187 USPQ at 368. Thus, the outcome of the

Civil Action will have a direct bearing on the question of Seena’s right of registration.
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. CONCLUSION

For the foregoing reasons, Seena respectfatipests that all furtihgoroceedings in the
instant Opposition be suspended pending disposition of the Civil Action. In the event the Board
does not rule on this Motion prior to Novemi&&, 2013, which is Seena’s current deadline to
answer or otherwise move, Seena respectfutipests that the Board spend all deadlines in

this proceeding pending disposition gb@licant’'s Motion to Suspend Opposition.

Respectfullgubmitted,

ANDREWS KURTH LLP

By: /Michele P. Schwartz/
Michele P. Schwartz
Crystal L. Jamison
1717 Main Street, Ste. 3700
Dallas, Texas 75201
Telephone: 214-659-4400
Facsimile: 214-659-4401

ATTORNEYS FOR APPLICANT
SEENA INTERNATIONAL , INC.
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CERTIFICATE OF SERVICE

| hereby certify that a true copy of the foregoiA§ PLICANT'S MOTION TO
SUSPEND OPPOSITIONhas been served on Opposer hydéeg the same via hand-delivery,

on this the 19th day of November, 2013, to:

Jeffrey Schreiber

Kevin A. Fritz

Susan M. Schlesinger
MEISTER SEELIG & FEIN LLP
140 East 45th Street, 19th Floor
New York, NY 10017

and was filed with the Trademark Trial and A&pp Board on the daiadicated above, through

the ESTTA system of the United StatPatent and Trademark Office.

/Michele P. Schwartz/
Mchele P. Schwartz
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EXHIBIT A

EXHIBITS - APPLICANT’S MOTION TO SUSPEND OPPOSITION



SUPREME COURT OF THE STATE OF NEW YORK

COUNTY OF NEW YORK L
X

PERINE INTERNATIONAL INC.,

: Index No.
Plaintiff,
‘ VERIFIED COMPLAINT

- against -

BEDFORD CLOTHIERS, INC., SEENA
INTERNATIONAL INC., RICKY SINGH,
BROOKLYN XPRESS, and VASU KOTHAPALLY,

Defendants.
X

Plaintiff Perine International Inc. (“Plaintiff” or “Perine International™), by and through
its undersigned counsel, as and for its Verified Complaint against defendants Bedford Ciothiers,
Ing. (“Bedford Clothiers™), Seena International Inc. (“Seena International” and together with
Bedford Clothiers, the “Buyers™), Ricky. Singh, Brooklyn Xpress, and Vasu Kothapally (together
with the Buyers, “Defendants™), alleges as follows:

NATURE OF THIS ACTION

1. This action arises from: (a) Buyers’ fajluif; to pay Plaintiff $482,401.50 for good_s )
sold and accepted and (b) Buyers’ wrongful refusal to accept Plaintiff’s other goods and pay the
full $1,734,351.25 price thereof. Furthermore, defendants Ricky Singh, Brooklyn Xpress, and
Vasu Kothapally fraudulently induced Plaintiff to deliver to Buyers one (1) container of goods
by fabricating a wire confirmation which was intended to, and did, deceive Plaintiff’ into
believing that a payment had actually been _paid when, in reality, it had not.

PARTIES, JURISDICTION AND VENUE

2. Plaintiff is a foreign corporation based in Hong Kong, China.

3. Bedford Clothiers is a domestic business corporation engaged in the textile
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industry with an address of 95 Horse Block Road, Yaphank, NY 11980.

4. Seena International is a domestic business corporation engaged' in the textile
industry with an address of 225 Fulton Avenue, Hempstead, NY 11550

3. Ricky Singh is an individuai residing, upon information and belief, in' New York'
and, upon information and belief, is an owner, officer, and/or diréctor of Buyers.

6. Brooklyn Xpress is an entity engaged in the business of clothing design with an
address of 530 Seventh Avenue, Suite 801, New York, NY 10018. Upon information and belief,
Brooklyanpress.is wholly owned by one of the Buyers.

7. Vasu Kothapally is an individual residing, upon in;fonnation and belief, in New
York and, upon information and belief, is an employee of Buyers and/or Brdoklyn Xpress.

8. Venue is proper pursuant to CPLR § 503.

9. The Court has jurisdiction over Defendants pursuant to CPLR § 301 and/or CPLR

§ 302.
FACTS RELEVANT TO ALL CLAIMS

10.  Plaintiff and Buyers entered into an agreement whereby. Plaintiff égreed to sell to
Buyers, and Buyers agreed to purchase from Plaintiff, textiles. Buyers agreed to pay Plaintiff for
the textiles upon delivery of the same.

T A Plaintiff’s Goods are Sold and Accepted by Buyers

11.  Pursuant fo a Purchase Order from Buyers, Pléintiff manufactured and delivered,
and Buyers accepted, certain textiles. Plaintiff duly delivere;d Invoice Number P239D dated May
31, 2011 to Buyers requesting payment in the amount of $143,510.40 for such textiles.
However, Buyers have failed to pay that amount which is due and-owing.

12, Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and délivered,
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and Buyers accepted, certain textiles. Plaintiff duly delivered Invoice Number P253D dated July
6, 2011 to Buyers requesting payment in the amount of $65,759.40 for such textiles. However,
Buyers have failed to pay that amount which is due and owing.

13.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and delivered,
and Buyers accepted, certain textiles. Plaintiff duly delivered Invoice Number P254D dated June
28, 2011 to Buyers requesting payment in the amount of $50,490.00 for such textiles. However,
Buyers have failed to pay that amount which is due and owing.

14. Pursuant toa Purchase Order from} Buyers, Plaintiff manufactured and delivered,
and Buyers acéepted, certain textiles. Plaintiff duly delivered Invoice Number P258D dated July
11, 2011 to Buyers requesting payment in the amoﬁnt of $39,382.20 for such textiles. However,
Buyers have. failed to pay that amount which is due and owing. _

15.‘ Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and deiivered, _
and Buyers accepted, certain textiles. Plaintiff duly delivered Invoice Number P259D dated July
11, 2011 to Buyers requesting payment in the amount of $39,322.80 for such textiles. However,
Buyers have failed fo pay .that amount which is due and owing.

16.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and delivéred,
and Buyers accepted, ceﬁain textiles. Plaintiff duly delivered Invoice Number P286D dated July
18, 2011 to Buyers requesting payment in the amount of $79,773.30 for such textiles. However,
Buyers have failed to pay that amount which is due and owing.

17. Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and delivered,
and Buyers accepted, certain textiles. Plaintiff duly deiivered Invoice Number P360D dated
September 24, 2011 to Buyérs requesting payment in the amount of $64,163.40 for such textiles.

However, Buyers have failed to pay that amount which is due and owing.
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B. Buyers Wrongfully Refusal to Accept Plaintiff’s Other Goods

18.  Pursuant to a Purchase'Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P288D dated July 29, 2011 to Buyers
requesting payment in the amount of $50,490.00 for such textiles. However, Buyers have failed
to pay that amount which is due and owing,

19.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly ‘delive;'ed Invoice Number P297D dated August 3, 2011 to Buyers
requesting payment in the amount of $63,439.20 for such textiles. Howé:v_er, Buyers have failed
to pay that amount which is due and owing.

20. Pursuaﬁt to a Purchase Order from Buyers,A PIB;;II;t.Lff manufactured and duly
tendered to Defendant certain textiles at the contract price. " Defendant refused td acc!ept such
textiles. - Plaintiff duljf delivered Invoice Number P300D dated August 4, 2011 to Buyers
requesting payment in the amount of $56,073.60 for such textiles. However, Buyers have failed
to pay that amount which is due and owing. | |

21.  Pursuant to a Purchase Order from Buyers, Plajntiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P304D dated July 26, 2011 to Buyers
requesting payment in the amount of $80,009.40 for such textiles. However, Buyers have failed
to pay that amount which is due and owing, -

22.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly

tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
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textiles. Plaintiff duly delivered Invoice Number P306D dated August 16, 2011 to Buyers
requesting payment in the amount of $70,873.20 for such textiles. However, Buyers have failed
to pay that amount which ié due and owing.

23.  Pursuant to a Purchase Order from Buyers, .‘ Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P312D dated August 12, 2011 to Buyers
requesting payment in the amount of $58,257.60 for such textiles. However, Buyers have failed
to pay that amount which is due and owing. |

24. Pursﬁant to a Purchase Order from Buyers, Plaintiff manﬁfacture'd and duly
téndered to Defendant certain textiles at the conﬁact price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P315D dated August 19, 2011 to Buyeré
requesting payment in the amount of $94,478.40 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

25.  Pursuant to a Purchase Or&er from Buyers, Plafntiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to aécept such’
textiles. Plaintiff duly deli';rered Invbice Number P316D dated August 24, 2011 to Buyers
requesting payment in the amount of $73,258.20 for such textiles. However, Buyers have failed |
to pay that amount which is due and owing.

26.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles, Plaintiff duly delivered Invoice Number P317D dated August 27, 2011 to Buyers
requesting payment in the amount of $71,328.60 for such textiles. However, Buyers ixave fz;.iled

to pay that amount which is due and owing,
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27.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly deli{/ered Invoice Number P326D dated August 31, 2011 to Buyers
requesting payment in the amount of $109,630.95 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

28.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to ac‘cept such
textiles. Plaintiff duly delivered Invoice Number P355D dated September 21, 2011 to Buyers
requesting payment in the amount of $75,259.80 for such textiles. However, Buyers.h‘ave failed~
to pay that axhount which is due and owing. |

29, Pursuant to a Purchéée Order from Buyers, ?Iaintiff manufactured and duly
tendered to Defendant certain textiles ;at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P356D dated September 23, 2011 to Buyers
requesting payment in the émount of $111,974.40 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

30. - Pursuant to a Purchase Orderv from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
" textiles. Plaintiff duly delivered Invoice. Number P361D dated October 8, 2011 to Bﬁyers
requeéting payment in the amount of $56,890.80 for such textiles. However, Buyers have failed
to pay that amount which is due and owing. | |

31.  Pursuant to a Purchase Order from Buyers, Plaintiff manﬁfactured and duly
tendere& to Defendant certain textiles at the contract price. Defendant refused to accept such

textiles. Plaintiff duly delivered Invoice Number P364D dated October 8, 2011 to. Buyers
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requesting payment in the amount of $111,168.00 for such textiles. waever, Buyers have failed .
to pay that amount which is due and owing. |
32.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly ‘
tendered to Defendant certain textiles at the contract price. Defendant refused to. accept such
textiles. Plaintiff duly delivered Invoice Number P365D dated October 12, 2011 to Buyers
requesting payment in the amounf of $58,321.20 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.
33,  Pursuant to a Purchase Ordér from Buyers,: Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly deli\'zered Invoice Number P366D dated August 16, 2011 to Buyers
. requesting payment in the amount of $31,425.00 for‘such. textiles. However, Buyers have failed
- to pay that amount which is due and .owing.

34.  DPursuant to a Purchase Order from Buyers, Plaiﬁtiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant. refused to accept such
textiles. Plaiﬁtiff_ duly delivered Invoice Number P367D dated October 5, 2011 to Buyers .
reql.J;esting payment in the amount of $53,295.30 for such textiles. However, Buyers have failed

| to pay that amount which is due and owing,

35.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and dul&
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P370D dated October 13, 2011 to Buyers
requesting payment in the amount of $27,120.QO for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

36.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
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tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P371D dated October 10, 2011 to Buyers
requesting payment in the amount of $49,465.35 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

37. Pursuant to a Purchase Order from Buyers, Plainﬁff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P372D dated October 10, 2011 to Buyers
requesting payment in the amount of $43,589.70 for such textiles. However, Buyers have failed
to pay that amount which is due and oWing,

38.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain 'textil-es at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Nﬁmber P373D dated October '10, 2011 to Buyers
requesting payment in the amount of $46,431.0d for such textiles. However, Buyers have failed
to pay that amountl which is due and owing.

39,  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defend_ant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P374D dated October 21, 2011 to Buyers
requesting payment in the amount of $44,150.40 for such textiles. However, Buyers have failed
to pay that amount which is due and owing. |

40.  Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P375D dated October 26, 2011 to Bﬁyers

requesting payment in the amount of $41,460.90 for such textiles. However, Buyers have failed
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to pay that amount which is 'due and owing.

41. . Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
- tendered to Defendant certain textiles at the conﬁact price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P376D dated October 24, 2011 to Buyers
requesting payment in the amount of $48,875.40 for such textiles. However, Buyers have failed
to pay that amount which is due and owing.

42.. | Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain fextiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P377D dated October 23, 2011 to Buyers
requesting payment in the amount of $49,618.80 for such textiles. However, BuYers have failed
to pay that amount which is due and owing.

43. Pursﬁant to a Purchase Order from Buyers, Plaintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendanf refused to accept such
textiles. Plaintiff duly delivered Invoice Number P378D dated October 10, 2011 to Buyers
requesting payment in the amount of $7,830.00 for such textiles. .However, Buyers have failed
to pay that amount which is due and owing.

44, Pursuant to a Purcflase Order from Buyers, Pléintiff manufactured and duly
tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
textiles. Plaintiff duly delivered Invoice Number P379D dated November 4, 2011 to Buyers
requesting payment in the amount of $66,839.85 for such textiles. Howevef, Buyers have fajled
~ to pay that amount which is due and owing.

45, Pursuant to a Purchase Order from Buyers, Plaintiff manufactured and duly

tendered to Defendant certain textiles at the contract price. Defendant refused to accept such
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textiles. Plaintiff duly delivered Invoice Number P380D dated November 4, 2011 to Buyers
requesting payment in the amount of $57,796.20 for such textiles. However, Buyers have failed
to pay that amount which is due and owing. |

C.  Defendants’ Fraud |

46.  Defendants fraudulently induced Pl:aintiff into delivering at least one (1) container
of textiles that was accepted by Buyers by fabricating a wire transfer confirmation report so as to
make it appear as if funds had been delivered to Plaintiff when, in reality, they had not.

47. In an email delivered on October 31, 2011 to Plaintiff, Vasu Kothapally of
Brooklyﬁ Xpress wrote: “Please find the attached wire‘conﬁrmation, please accept our check for
j'our charges and confirm so that I will send you the check.” A true and correct copy.of the
October 31, 2011 and the “atfached wire conﬁrmation;’ is annexed hereto as Exhibit A and
in(;l()rporated herein.

48.  Inreality, Vasu Kothapally and Ricky Singh, both acting on behaif of Buyérs and
their affiliate Brooklyn Xpress, fabricated the aforementioned wire confirmation so that Plaintiff
would releasé to Buyers a container of approximately $80,000 worth of textiles.

AS AND FOR A FIRST CAUSE OF ACTION
(Breach of Contract for Accepted Goods)

49,  Plaintiff repeats and re-alleges each and every allegation contained in the
preceding paragraphs as if set forth fully herein. |

50.  Plaintiff and Buyers entered into a valid and binding agreement whereby Plaintiff
agreed to sell textiles to Buyers, and Buyers agreed to pay Plaintiff for such textiles.

51. Plgintiff performed all of its obligations under the agreement.

52.  Buyers accepted Plaintiff’s textiles.

53.  In breach of the agreement, Buyers failed to pay Plaintiff the agreed upon price

10
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for the textiles.
54.  Buyers are liable to Plaintiff pursuant to U.C.C. § 2-709(1)(a) for the agreed price
of the textiles in the aggregate amount of $482,401.50, plus interest.

AS AND FOR A SECOND CAUSE OF ACTION
(Breach of Contract for Rejected Goods)

55.  Plaintiff repeats and re-alleges each and every allegation contained in the
preceding parggraphs asif sef forth fully herein.

56.  Plaintiff and Buyers entered into a valid and binding agreement whereby Plaintiff
agreed to sell textiles to Buyers, and Buyers agreed to pay Plaintiff for such textiles.

57.  Plaintiff performed all of its obligations under the agreement.

58 In breach of the agreement, Buyers wrongfully refused to accept Plaintiff’s
textiles or to pay in full for them. Buyers have only paid $25,000 for the‘ gd'éds;hat they refused
to accept. ‘

59.  Pursuant to U.C.C. § 2-708 Buyers are liable to Plaintiff for: (a) an amount to be
dptermined at trial that is the difference between the $1,709,351.25 unpaid contract pricé
($1,734,351.25 minus $25,000) and the market price at th'e time and place of tender of the goods,
plus interest or (b) an amount to be determined at trial that is the profit (including reasbnable
overhead) that Plaintiff would have made from Buyers’ full performance, plu; interest.

60.  As a further result of Buyers” wrongful non-acceptance, Plaintiff is entitled to
incidental damages in amount to be determined at trial, including but not limited to costs of
transportation and storage of the goods.

AS AND FOR A THIRD CAUSE OF ACTION
~ (Account Stated)

61.  Plaintiff repeats and re-alleges each and every allegation contained in the

11
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preceding paragraphs as if set forth fully herein.
62. . Plaintiff duly delivered to Buyers invoices for the goods that Buyers accepted.
63. Buyérs retained such invoices without objecting tothem within a reasonable time.
64.  Plaintiff is entitled to a judgment against Buyers in the aggregate amount of the
undlsputed invoices, $482,401.50, plus interest.

AS AND FOR A FOURTH CAUSE OF ACTION
(Fraud)

65.  Plaintiff repeats and re-alleges each and every allegation contained in the
preceding paragraphs as if set forth fully herein.

66.  When Defendants delivered the wire confirmation to Plaintiff, the representations
therein were false, Defendants knew that they were false, and Defendants made them with the
intent to induce Plaintiff to deliver textlles to Buyers. .

67. Speciﬁcaﬂy, Defendants knew that they had not wiréd any money to Plaintiff.

68.  Defendants failed to disclose to Plaintiff the mnterial fact that Defendants had not,
in fact, wired rnoney to Plaintiff ¢v‘en. though doing so would have affected Plaintiff’s decisién to
deliver textiles to Buyers. |

69.  Plaintiff reasonably believed that the wire confirmation was true and Defendants
gave Plaintiff no reason to believe that it was false.

70.  Plaintiff, in reasonable reliance on Defendants’ representations in the wire
confirmation, delivered approximately $80,000 worth of textiles to Buyers.

71.  If Plaintiff had known the truth,. Plaintiff would not have delivered approximately ‘

$80,000 worth of textiles to Buyers.
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72.  As a result of Defendants® fraudulent conduct, Plaintiff is entitled to a money
judgment against Defendants in an amount to be determined at trial, such sum being at least
$80,000, plus interest.

WHEREFORE, Plaintiff resiaectfully requests judgment as follows:

a) On the First Cause of Action for breach of contract, a money judgment against Buyers in
an amount to be determined at trial, such sum being at least $482,401.50, plus pre and post
judgment interest, attorneys fees and costs of suit;

b) On the Second Cause of Action for breach of contract, a money judgment against Buyers
iﬁ an amount to be determined at trial (together with incidental damages), plus pre and post
judgment interest, attorneys fees and costs of suit;

¢) On the Third Cause of Action for account stated; a money judgmént in the aggregate
amount of the undisputed invoices, $482,401.50, plus pre and pos’; judgment interest, attorneys
fees and costs of suit; |
| d) On thé Fourth Cause of Action, a money judgment against Defendants in an amount to be

' détermined at trial, such sum being at least $80,000, plus interest; and

e) Granting Plaintiff such other and further relief as the Court deems just and proper.

Dated: New York, New York MEISTER SEELIG & FEIN LLP
January 6, 2012 . ’
By:
Jeffrey Schreiber, Esq.
Kevin Fritz, Esq.
2.Grand Central Tower

140 East 45™ Street, 19" Floor
New York, New York 10017
(212) 655-3500

Attorneys for Plaintiff

: 13
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YERIFICATION

STATE OF NEW YORK - )
COUNTY OF NEW YORK ; .
o Kevin Fritz, being duly sworn, deposes and says;

L. I am the attorney for the plaintiff in the above-captioned action.

2. I have read the foregoing Complaint and know the contents thereof, which are
true based upon my review of the files in the possession of my firm, except as to the matters
stated to be alleged upon information and belief, and as to those matters I believe them to b.e true.

3. This verification is made by me instead of the plaintiﬁ" because the plaintiff is not

within the County of New York, which is the county where I maintain my office.

Kevin Fritz

Sworn to before me this

day of January 201 :
N ~ MELISSA EMILY MITCHELL
&1\ W Notary Public, State of New York
]ﬁ-‘ y a I'f‘Ng' 01 l\l}l|161$92k8?:
ualified in New York Coun
/N otary Pub. ( Commission Expires January 12,%0&
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g: "Vasu Kolhapauy" <vasu@brooklynxpress.com>
;Sneve@ Fodlor" cleve@csslé?;kﬂ%ﬁ;n;. ”llul@na ‘?(l,rg:a@nemzalercom
inna@iie wgatot con; * ve <gss@cssbrokers.com>
§ 2011 éx HZIE T 10
New Docl.ipg
RE:P307D, P308D
Hi Linné/Steve,

Pleass find the attached wire confirmation, please actept our chack for your charges and corifirm

sp thal 1 will send you'the check.

Thanks
Vasu

---~-OHglnal Message-2--+

From: Steve Fodor[mialitaisteve@cssbrokers.com]
Sent: Monday, October 31, 2011 7:10 AM

Tos "llinna’; "Vasu Kothapally'

Ge: finna@netvigator.con; 'Steve Fodor

Subjeck: RE:.P3070, F308D

Importance: Hjigh

Well noted Linna.

Vasu, please advise regarding your wire trahsfer payment to our account for the amopunt dua as
noted In my email from Gct. 28 so thera I3 no delay i1 me releasing these shipmants to you.

Thank you.
Best Regards,

Steve Fodor

Customs Services & Solutions Inc

Ph 770-852-6629, ext, 100 Fax 770-852-5879

Direct line 678-428-5930
sleve@cssbrokers.com

www.cssbrokers.com

Malt 11:28 * Come to me all you who are weary and tieavy burdened and I will give
Yyou rest,* .

Vist us on Facebook ____[QK_H_BE

15E WARNING - Tha flexlble anfarcement period on 10+2 ISF filng ha' ended end CBP may bagin lssulnp penatties at any lime
without further notica, Tha ISF npeds to be fled no later then 24 kours prior vessel Jedlng. CBP may Issus luldaled damages of
'$5,000 por violalion for tha submilssion of ag Inaccurale, lnwm‘phlo orunllmw fling. if goods far which ahn } has o) bean filed
arrive In the U.S.. CBP may withheld th'e releasa or transfer of the cargo; CBP may efuse 1o grant a permii to uniada for the
marhandlse; and if such carge ls unladan without permisslon, it may be sujbecl to selzura, Addilonally, noncompilent carga couid
bo subjecl (o “do not loed™ ordars ot orgin or further inspection on arfvel.

For mora duaugd ln!nrm aﬂou abou! the lmponarsacunly Flln g, plaasn vish the CBP wabslta at
o ca ilvics i

nreonla:lour o nharnnlaln
From: liinna [malltn linna@netvigator.com)
Sent: Sunday, Octoker 30, 2011 10:48 PM

‘Tos Vasu Kothapally
Cc: Inna@netvigator,com; steve@cssbrokers.com

‘Subject: P3070, P308D

Dear Vasu,

Re: P307D, P308D
We have informed forwatder CSS - Steve that ence you remitted payment to us,
you email the wire payment proof to us and also copy 1o forwarder, then the forwarder
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Halsib American Bank
Manhattan Branch
49 Madison Avanus, New Yoris, NY 10016
Phones (2312) 532-4444 Fox: {212) 532-7138
out Message Serial 2907626 ¢
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RD. *TSIMSHARSUL EAST KOWLOON HK*
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{5000} ;:0riginatoxr .
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EXHIBIT B

EXHIBITS - APPLICANT’S MOTION TO SUSPEND OPPOSITION



SUPREME COURT OF THE STATE OF NEW YORK

COUNTY OF NEW YORK
PERINE INTERNATIONAL INC.,
Index No. 650040/12
_ ~ Plaintiff, .
- aoainat - Assigned to
against _Hon. Barbara

BEDFORD CLOTHIERS, INC., SEENA R. Kapnick J.S.C.

INTERNATIONAL INC., RICKY SINGH,

BROOKLYN XPRESS, and VASU IAS Part 39
KOTHAPALLY,
| Defendants,
e { AMENDED VERIFIED
i ' ANSWER WITH
- te
e COUNTERCLAIMS AND

REGENT ALLIANCELTD.; ] & COMPANY CROSS-CLAIMS

JEANS LLC, and NA LAM, also known as LINNA or
LLINNA LAM, LINNA TEXTILES MANUFACTURING -
"LTD. and VARIOUS JOHN DOES AND JANE DOES,

* Additional Cross-Claim Defendants,

Defendants Bedford Clothiers, Tnc. (“Bedford”), Seena International Inc. (“Seena”),
Ricky Singh (“Singh”) and Brooklyn Xpress (“Xpress”) (hereinafter collectively refer.red to as
“Defendants”)’, by their attorneys, Olshan Frome Wolosky LLP, as and for their‘Amended
Yeriﬁ ed Answer and Counterclaims, state: . |

ANSWERING THE COMMON ALLEGATIONS

1. Deny each and every allegation set forth in paragraphs 1, 46 and 48 of the

Verified Complaint. ‘

2. Deny knowledge and information sufficient to form a belief as to each and every

allegation set forth in paragraphs 2, 3 and 4 of the Verified Complaint.

! Defendant Vasu Kothapally filed a Voluntary Petition under Chapter 7 of the U.S. Bankruptcy Code in the United
States Bankruptey Court, Eastern District of New York on February 22, 2013. Accordingly, this proceeding is
currently stayed as against Mr. Kothapally pursuantto 11 U.S.C. § 362. '
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3. Deny each and every allegation set forth in paragraphs 8 and 9 of the Verified
Complaint and refer all questions of law to the Court for the time of trial.

4, Deny each and every allegation set forth in paragraphs 6, 10, 11, 12, 13, 14, 15,
16, 17,‘ 18,19, 20,. 21, 22,23, 24,25, 26,27, 28, 29, 30, 31, 32, 33, 34, 35, 36, 37, 38, 39, 40, 41,
42, 43, 44, 45, and 47 of the Verified Complaint, and refer any and all questions concerning any
writing, to said writing, which speaks for itself, subject to rules of construction and admissibility
and other provisions of law.

5. Defendants make the same admissions and denials with respect to paragraph 49 of
thé Verified Complaint as those previcusly pleaded herein.

6. Deny each and every allegation set forth in paragraph 50 of the Verified
Complaint, and refer any and all questions co}ncernivng any writing, to said writing, which speaks
for itself, subject to rules of construction and admissibility and other provisions of law.

| 7. Deny each and every allegation set forth in paragraphs 51, 52, 53 and 54 of the
Verified Complaint.
ANSWERING THE SECOND CAUSE OF ACTION

8. Defendants make the same admissions and denials with respect to paragraph 55 of
the Verified Complaint as those previously pleaded herein.

9. Deﬁy each and every allegation set forth in paragraph 56 of the Verified
Complaint, and refer any and all questions concerning any writipg, to said writing, which speaks
for itself, subject to rules of construction and admissibility and other provisions of law.

10. Deny each and every allegation set forth in paragraphs 57, 58, 59 and 60 of the

Verified Complaint.
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ANSWERING THE THIRD CAUSE OF ACTION

11. Defendants make the same admissions and denials with respect to paragraph 61 of
the Verified Complaint as those previously pleaded herein.

12. Deny each and every allegation set forth in paragraphs 61, 62 and 63 of the
Verified Complaint. A

13. Defendants make the séne admissions and denials with respect to paragraph 65 of
the Verified Complaint as those previously pleaded herein.

14. Deny each and every allegation set forth in paragraphs 66, 67, 68, 69, 70, 71 and
72 of the Verified Complaint.

AS AND FOR A FIRST AFFIRMATIVE DEFENSE

| 15. The Verified Complaint fails to state a claim for relief,

AS AND FOR A SECOND AFFIRMATIVE DEFENSE

16. The Verified CompAlajntAfails to state a claim against Defendants other than
possibly Bedford, as these defendants had 1o contractual relationship with Plaintiff, and in fact
Defendant Xpress is not even a legally cognizable entity, but rather a trademark owned by
Defendant Seena.

AS AND FOR A THIRD AFFIRMATIVE DEFENSE

17. Plaintiff’s claims are barred by Plaintiff’s own ineduitable conduct and unclean

hands.

AS AND FOR A FOURTH AFFIRMATIVE DEFENSE

18. Plaintiff’s claims are barred, as Defendants properly rejected the goods that are
the subject of the Verified Complaint, as such goods were not of merchantable quality, or were

not timely delivered in accordance with the provisions of the individual purchase orders.
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AS AND FOR A FIFTH AFFIRMATIVE DEFENSE

19. Plaiﬁtiff’s claims are barred to the extent of a setoff in the sum of $59,680.01, for
the goods that were accepted but not shippgd as directed in its purchase orders, either because:
(a) they were shipped early causing Defendant Bedford to incur storage and related costs and/or
(b) they were shipped late, resulting in certain reductions as enumerated on the pu:chaée orders.

AS AND FOR A SIXTH AFFIRMATIVE DEFENSE

20. Plaintiff lacks standing to pursue the claims set forth in the Verified Complaint as
it is a foreign corporation doing business in New York, but is not registered as required under
New York’s Business Corporation Law.

AS AND FOR A SEVENTH AFFIRMATIVE DEFENSE

21. Plaintiff’s claims are barred for failure to name Regent Alliance LTD., a

necessary party t;) this action,
COUNTERCLAIMS AND CROSS-CLAIMS

Defendants Bedford and Seena (hereiﬁa.ﬂer .B-edford and Seena‘are sometimes
collectively referred to as “Counterclaim Plaintiffs”), by their attorneys Olshan Frome Wolosky
LLP, for their counterclaims against Plaintiff Perine International Inc. (“Perine”) and their cross-
claims against Defendants Regent Alliance Ltd. (“Regent™), J & Company Jeans LLC (“J &
Co.”), NaLam, also known as Linna or Llinna Lam (“Lam™) Linna Textiles Manufacturing Ltd.
(“Linna ”I;extiles”) and various unknown John and Jane Does (the “Doe Parties”)(collectively,
Perine, Regent, J & Co., Lam, Linna Textiles and the Doe Parties are referred to as the “P érine

Parties”), and allege on knowledge as to their own acts and otherwise on information and belief

as follows:
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INTRODUCTION

22. Seena is engaged in the design, manufacture, distribution and sale of high quality
appérel items, which are sold primarily in mid-tier department stores and discount retailers
throughout the United States, Canada and Europe. Since at least as early as October 31, 2005,
Seena has designed, manufactured and sold apparel products bearing the DITCH PLAINS word
mark; and since at ]east 2010, Seena has alsé designed, manufactured and sold apparel products
bearing the DITCH PLAINS logo. These DITCH PLAINS trademarks are well known to the
consuming public and trade.

23. Bedford, acting as Seena’s design and production arm, is engaged in the design,
manufacture and disu'ibution of the high quality apparel items requested by Seena bearing the
DITCH PLAINS word mark, DITCH PLAINS logo and other tfademarks and designs owned by
Seena. |

24, Defendant Lam and her husband, Moe Cohen, are the principals of Plaintiff
Perine, and Cross-Claim Defendants Regent, J & Co. and Linna Textiles. The Perine Parties
operate companies out of Hong Kong who work with brands in the U.S. to have their apparel
goods made in China.

25. From December 2010 through December 2011, Bedford contracted with the
Perine Parties for the manufacture of Seena’s apparel goods. From the very outset, Bedford
experienced sigrliﬁcént problems with the apparel orders placed with the Perine Parties. Bedford
routinely accepted the goods on a conditional basis, payihg fﬁlly for them with a full reservation

- of rights to charge back Perine due to its failure to abide by the terms of Bedford’s purchase

orders.
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. 26.  The problems with the Perine Parties continued as Bedford placed additional and

. larger:orders. The Perine Parties began a consistent pattern and practice of not complying with

the terms of Bedford’s purchase orders and production specifications, producing goods that
arrived late, and/or were defective, nonconforming, mis-sized, and improperly packaged.
Bedford reluctantly accepted such goods conditionally, upon the granting of certain charge backs
and being able to pay Perine as the goods were sold.

| 27. These ever-growing problems culminated in 01; about November 2011, when the
Perine Parties again failed to comply with Bedford’s purchase orders, product specifications and
shipping sbhedules, forcing Bedford to reject the goods and cancel its orders. In an effort to
miﬁi-mize the financial burden on the Perine Parties and to ailow the Perine Parties to recoup
their costs, Seena and Bedford agreed to permit the Perine Parties to sell off 293,694 pieces of
bspeciﬁc apparel goods, of which 166,923 bore the DITCH PLAINS word mark and DITCH
PLAINS logo, which had been rejected/canceled, but had already been imported into tﬁe United
States. This agreement regarding the Perine Parties’ sale of the rejected/canceled goods was |
memorialized in a letter issued by Seena and Bedford on December 7, 2011 (the “Autﬁorization
Letter”).

28. Approximately one month later, Perine commenced this action seeking to recover,
among other things, in excess of $1.7 million dollars for the goods that Bedford properly rejected
and graciously authorized Perine to sell. Even wo?se, hox&ever, fhe Perine Parties then misused
tﬁe»Authorthion Letter to manufacture over $1.1 million dollars worth of infringing apparel
goods bearing Seena’s DITCH PLAINS trademarks, without Seena’s or Bedford’s authorization.

The Perine Parties then sold the unauthorized and infringing products directly to Seena’s

customers.
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29, Specifically, upon informatioﬁ and belief and as and set forth in greater detail
below, the Perine Parties created a forgery of the Authorization Letter and attempted to sell over
one hundred thousand items bearing the DITCH PLAIN S trademarks to Burlington Coat Factory
through their agents Revi Green and Seven Lions Inc. The Perine Parties thereafter successfully
through their agents Revi Green and Seven Lions Inc., sold unauthorized and ipfringing goods
bearing identical reproductions of Seena’s DITCH PLAINS trademarks to See;1a’s other
customer, Ross Stores, Inc. (“Ross™). As recently as February 2013, Seena also learned t_hat the
Perine Parties had sold unauthorized and infringing goods bearing Seena’s DITCH PLAINS
trademarks to One Step Up Ltd. and its affiliated company Aggressive Apparel Inc.

30.  Bedford and Seena thus seck to recover in this action for damages they have
suffered as a result of the Perine Parties’ unlawful manufacture, advertisement, distribution, offer
for sale and sale of goods bearing unauthorized, and mfnngmg identical reproductions of Seena’s
DITCH PLAINS trademarks, in violation of Section 43(a) of the Lanham Act, 15U.S.C. §
1125(a) and the statutory and common law of the State of New York.

| THE PARTIES AND RELATED BACKGROUND
The Parties

31. Defendant/Counterclaim Plaintiff Bedford is a New York corporation with its
principal place of business at 1140 Motor Parkway, Suite A, Hauppauge, New York 11788.
Bedford is a merchant within the meaning of the Uniform Commercial Code and is regularly
engaged in the business of wholesale distribution of apparel. Bedford has been injured and will
continue to be injured in New York and this judicial district by the Perine Parties’ wrongful acts

alleged herein.
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32. Defendant/Counterclaim Plaintiff Seena is a New York corporation with its
principal place of business at 1140 Motor Parkway, Suite A, Hauppauge, New York 11788,
Seena has been injured and will continue to be injured in New York and this judicial district by
the Perine Parties’ wrongful‘ acts alléged herein.

33. Upon information and belief, Plaintiff/Counterclaim Defendant Perine, is a
foreign corporation and maintains its principgl place of business at Room 908-910, Wing On
Plaza, 62 Mody Road, Tsimshatsui East, Kowloon, Hong Kong, China. Perine (i) has

"distributed, offered for sale and sold the infringing products at issue in fhis case and other
products in New York and this judicial district and/or (ii) expected, intended and directed that the
infringing products at issue would be distributed and/or sold in New York and this judicial
district by its customerts, and had full knowledge that the infringing products at issﬁe were to be
distributed and/or sold in New York and this judicial district or could reasonably be expected to
be distributed and/or sold in New York and this judicial district. |

34, Upon information and belief, Cross-Claim Defeﬁdant Regent is a foreign
corporation and maintains its principal place of business at Rm 908-910, Wing On Plaza, 62
Mody Road, Tsimshatsui, Kowloon, Hong Kong, China. Regent (i) has distributed, offered for
sale and sold the infringing products at issue in this case and other infringing products in New
York and this judicial dis;triét and/or (ii) expected, intended and directed that the infringing
products at issue would be distributed and/or sold in New York and this judicial district by its
customers, and had full knowledge that the infringing products at issue were to be distributed
and/or sold in New York and this judicial district or could reasonably be expected to be

distributed and/or sold in New York and this judicial district.

2025520-2



35 . Upon information and belief, Cross-Claim Defendant J & Co., is a limited

| liability company and maintains its principal place of business at Rm 908-910, Wing On Plaza,
62 Mody Road, Tsimshatsui, Kowloon, Hong Kong, China. J & Co. (i) has distributed, offered
for sale and sold the inﬁ'inging products at issue in this case and other infringing products in
New York and this judicial district and/or (ii) expected, intended and directed that the infringing
products at issue would be distributed and/or sold in New York and this judicial district by its
customers, and had full knowledge that the infringing products at issue were to be distributed
and/or sold in New York and this judicial district or could reasonably be expected to be -
distributed and/or sold in New York and this judicial distﬁct.

36. Upon information and belief, Cross-Claim Defe'ndan?; Linna Textiles, is a limited‘
liability corﬁpany and maintains its principal place of business at Rm 908-910, Wing On Plaza,
62 Mody Road, Tsiméhatsui, .Kowloon, Hong Kong, China. Linna Textiles (i) has distributed,
offered for sale and sold thé infringing products at issue in this case and other infringing products
in New York and this judicial district and/or (ii) expected, iﬁtende_d and directed that the
infringing products at issue would be distributed and/or séld in New York and this judicial
district by its customers, and had full knowledge that the infringing products at issue were to be
distributed and/or sold in New York and this judicial district.or could reasonably be expected to
be distributed and/or sold in New York and this judicial district.

37. Upon informatioh and belief, Cross-Claim Defendant Lam is the moving, active,
dominating and controlling force behind the infringing and other wrongful activities of Perine,
Regent, J & Co. and Linna Textiles, and personally participated in the transactions alleged
herein. Cross-Clairﬁ Defendant Lam is not a resident of the State of New York, but regularly

. conducts business in the State of New York, and in this judicial district.
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38. Upon information and belief, at all times relevant hereto, the Perine Parties, are |
and have been doing business in this judicial district and within New York and are and have
manufactured, exported, imported, purchased, advertised, distributed, offered for sale and/or sold
products bearing infringements of Seena’s trademarks in this district and within New York.

39. Due to the nature of the Perine Parties’ business practi’ces, the identities of the
various John Does and Jane Does are not presently known. The counterclaims and cross-claims
herein will be amended, if appropriate, to include the name of names of said individuals and/or

entities when such information becomes available.

The Seena Trademarks

40. ' Seenais engaged in the design, manufacture, distribution and sale in interstate
commerce of high quality apparel items, which are sold primarily in mid-tier department stores
and discount retailers throughout the United State§, Capada and Europe.

41. Bedford, acting as Seena’é design and production arm, is engaged in the design,
manufacture and distribution of thé high quality apparel items requested.by Seena bearing the
DITCH PLAINS word mark, DITCH PLAINS Logo and other trademarks and désigns owned or
handled by Seena. |

42. Since at least as early as October 31, 2005, Seena has designed, manufactured,
distributed, offered for sale and sold apparel products bearing the DITCH PLAINS word mark
(the “DITCH PLAINS Word Mark”) and since at least as early as 2010, Seena has designed,
manufactured, distribﬁted, offered for sale and sold apparel products bearing the DITCH
PLAINS Logo, a copy of which is attached hereto as Eﬁchibit A (the “DITCH PLAINS Logo”),
throughout the United States, Canada and Europe (hereinafter the DITCH PLAINS Word Mark

and the DITCH PLAINS Logo are collectively referred to as the “DITCH PLAINS
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Trademarks™). The DITCH PLAINS Trademarks have been used on or in connection With these
apparel products through the use of embroideries, appliqués, distinctive neck labels, care content
labels, as well as a distinctive surfer hangtag (the “Surfer Hangtag”) and surfboard hangtag (the
“Surfboard Hangtag™). Copies of the Surfer Hangtag and Surfboard Hangtag are attached hereto
as Exhibits B and C. |

43. Seena has expended over a half million dollars in advertising in establis.hing the
goodwill associated with the DITCH PLAINS Trademarks.

44, As a result of Seena’s extensive use of the DITCH PLAINS Trademarks, these
marks have agquired value and recl)bgnition in the United States. The DITCH PLAINS
Trademarks are well known to the>consuming public and trade as identifying and distinguishing
Seena exclusively and uniquely as the source of origin of the high quality apparel products to
which the DITCH PLAINS Trademarks are applied. |

45. Since as early as 2005, Seena has sold millions of apparel products beariﬁg the
DITCH PLAINS Trademarks to major retailers throughout the United States, Europe and Canada
establishing its valuable common law rights therein. |

46. By virtue of the wide renown acquired by the DITCH PLAINS Trademarks,
coupled with its broad geographic distribution and sale of the DITCH PLAINS apparel products
by Seena, the DITCH PLAINS Trademarks have acquired a secondary meaning, fame, and
significance in the minds of the purchasing public, and apparel products bearing such marks are

immediately identified by the purchasing fyublic with Seena.
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Bedford Retains Perine Parties to Manufacture Good_s

47. . In 2010, Bedford was introduced to Lam and her husband, Moe Cohen (“Cohen™),
both of whom, upon information and belief, are the principals of Perine, Regent, J & Co. and
Linna Textiles.

48, Upon information and belief, Cohen and Lam operated their companies Perine,
Regent, J. & Co. and Linné Textiles out of Hong Kong and worked With brands in the U.S, to
have their apparel goods made in China.

49, Bedford began to use the Perine Parties and their affiliated factor_ies as their
manufacturer for apparel in or around December 2010. |

50. From December 2010 through énd includiﬁg October 2011, Bedford issued
nﬁmerous i:urchase orders to Regent to purchasé apparel products.

51. Pursuant to the purchase ordérs issued by Bedford, the Periné Parties agreed to
follow Bedford;s prOceduies in the approval of its designed producfs, fabric éample submission,
packaging, and shipping.

52. In consideration for the Perine Parties’ adherence to the terms of the Bedford
purchase orders, Bedford agreed to pay to Perine the agreed purchase order price.

53. It was expressly stated and understood by both parties that the goods produced
were to be sold by Seena to the public by way of wholesale distribution.

Perine’s Shipments
Conditionally Accepted Paid Goods

54. Bedford experienced problenis with many of the apparel orders placed with the

Perine Parties, and accepted and paid for the goods conditionally, reserving its right to charge

back Perine for its failure to abide by the terms of Bedford’s.purchase orders.
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55. These charge backs inc;ludgd the additional air freight costs incurred by Bedford
rather than the agreed upon marine freight charges when the Perine Parties shipped goods late.

56. .Thus, as per the terms of Bedford’s purchase orders, Bedford is entitled to credits
by way of set-off of $864,922.70, as explained in detail in Exhibit F hereto, the terms of which
are incorporated by reference hereto. |

Accepted Non-Conforming Goods

57. The problems with the Perine Parties cgntinued to grow as Bedford began to place
additional and larger orders. The Perine Parties began a consistent pattern and practice of not
complying with the terms of Bedford’s purchase orders and production specifications.

58. During 2011, Bedford issued purchase orders for over $6,000,000 to Reggnt.
Some of the goods invoiced on or about and between May 2011 and September 2011 were in
dispute as they arrived‘ late, were defective, nonconforming, mis-sized, improperly packaged and
not of the same qualitf as the samples.previously provided by the Perine Parties to Bedford.

59. Bedford rightly rejected the non-conforming goods; however, the Perine Parties
refused to accept return of the rejected goods. Bedford‘ thus reluctantly agreed to accept the
goods, conditioned upon the granting of certain charge ba;:ks and the ability to pay Perine as the
goods were sold, as many of their customers’ orders had been cancelled due to Perine’s failure to
abide by the terms of the Bedford purchase orders (the “Accepted Non¥Confoﬁning Goods"’).

- 60. Due to the Perine Parties’ nonconformance, Seéna was forced tvo sell these goods
to certain “lower end” stores at a significantly lower price than the stores that originally ordered
the goods. |

61. Although Perine was duly notified, it refused all requests by Bedford to remedy

the dispute and issue the appropriate credits.
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62. Where Seena’s confirmed customer orders were cancelled as a result of the Perine
Parties’ late shipping or otherwise, Seena sought and ebtained the best possible price the market
would offer for the resale of the goods in order to mitigate any damages it might other\.;vise have
incurred, and to pay Perine accordingly.

. Rejected Orders and Sale Authorizatioﬁ

63. The ever-growing problems with the goods supplied by the Perine Parties
culminated in or about No?ember 2011, when Bedford received jts ordered goods, which again
failed to comply with Bedford's purchase orders, product specifications and shipping schedules.
Not only were the goods ndt to product speciﬁcatiéns and untimely, but Perine’s failure to ship
the ordered goods in a timely fashion once again created major difficulties with Seena's
customefs who continued to cancel orders. This drastically effected Seena’s ability to service its
customers and maintain its long-standing reputation in the apparel industry. Given Perine’s
repeated purchase order, producﬁon and shipping failures, Bedford was forced to reject goods
and cancel orders (the “Rejected Goods™).

64. In order to ease the financial burden on the Perine Parties and to allow the Perine
Parties to recoup their costs, Bedford and Seena allowed the Perine Parties to sell off the
Rejected Goods that had been imported into the United States bearing.the DITCH PLAINS
Trademarks, Max’s Quality Dry Goqdé, Brooklyn Xpress, and other trademarks owned or
handled by Seena. This agreement regarding the Perine Parties’ sale qf the Rejected Géods was
memorialized in thé Authorization Letter, issued by Bedford and Seena on December 7, 2011.
The Authorization Letter detailed the total quantity of the Rejected Goods as 293,694 pieces and
identified the types of apparel as shirts, hoodies, jogging pants, jogging sets, henleys and vests
that had been imported. From this total of 293,694, 166,923 pieces consisted of DITCH

14

2025520-2



PLAINS trademarked apparel, of which (i) 153,027 pieces consisted of DITCH PLAINS
trademarked fleece, (il) 11,844 pieces consisted of DITCH PLAINS trademarked hooded
thermals and (iii) 2,052 pieces consisted of DITCH PLAINS trademarked vests. The remaining
126,771 pieces of apparel bore the Max’s Quality D;y Goods, Brooklyn Xpress, and other
trademarks owned or handled by Seena. A copy of the Authorization Letter has been annexed
hereto as Exhibit D.

Perine Parties Attempt to Sell Unauthorized
Infringing Goods by Forging the Authorization Letter

65. Approximately one month after the issuance of the Authorization Letter, Perine
.commenced this action, asserting that it is owed in excess of $480,000 for the Accepted Non-

- Conforming Goods and in excess of $1.7 million f;of the Reje;cted Goods. Incredibly, Perine
neglected to mention in the Verified Complaint that Bedford had rightly rejected and canceled
the Rejected Goods, or that Seena had issued the Authorization Letter permitting Perine to sell
off the Rejected Goods that had been imported into the United States so that Perine could recoup
its losses. Even worse, however, and upon information and belief, the Perine Parties later
misused the Authorization Letter to manufacture and sell over $1.1 million worth of at leést
twenty-five (25) different styles of apparel goods bearing Seena’s DITCH PLAINS Trademarks,
without Seena’s authoriz.ation..

66. Upon information and belief, these u.nauthorizedvand infringing products were
then sold by the Perine Parties through their agents Revi Green '(“Green”), Seven Lions Inc.
(“Seven Lions™) or from their factories fo Seena’s customers.

67. Indeed, in or about October 2012, Seena was notified by Burlington Coat Factory
that 126,218 woven shirts bearing the DITCH PLAINS Trademarks were being offered for sale
by Green and Seven Lions. This oﬁ‘eﬁng included photographs of the DITCH PLAINS woven
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shirts and a “document” which pfofessed to have beén issued by Bedford Clothiers, Inc., Seena
International Inc., Brooklyn Express authorizing the sale of these shirts by the Perine Parties.

68. The “document” that purported to éuthorize the sale of these goods was, upon
information and belief, a forgery of the Authorization Letter, that had been constructed by -
cutting, pasting and altering some of the contents of the genuine Authorization Letter and
included obvious spelling errors (the “Forged Authorizgtion Letter”). A copy of the Forged
Authorization Letter is annexed as Exhibit E.

69. Upon information and belief, the Forged Authorization Letter was a clear and
willful attempt to legitimize the unauthorized Infringing Goods.

Perine Parties Successfully Sell Unauthorized Infringing Goods

70. After being alerted to these initiai attempted unautfxorized and infriﬁging
offerings, Seena learned that Green and Seven Lions, aqting as agents. for the Perine Parties had
successfully sold unaﬁthorized goods bearing identical reproductiéns of Seena’s DITCH
PLAINS Trademarks, identical DITCH PLAINS ﬁeck label, and identical DITCH PLAINS
Surfer Hangtag and/or Surfboard Hané,tag (“the Infringing Goods™) to one of Seena’s customers,
Ross.

71. After making purchases of the shirts from Ross, Seena confirmed that the shirts -
were never authorized for production and bore identical reproductions and infringements of its
DITCH PLAINS Trademarks. Seena then confirmed with Ross that they had purchased
thousands of the Infringing Goods from the Perine Parties through the Perine Parties’ agents,
Green and Seven Lions, and that Ross had been informed that these shirts were also the goods

contained in the Authorization Letter.
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72. " In or about Febfuary 2013, Seena learned that another company, One Step Up .
Ltd., and its affiliated company Aggressive Apparel Inc. (hereinafter collectively “One Step
Up”), was offering for sale to Seena’s customers twenty-five (25) different styles of apparel
including polo shirts, woven shirts, non hooded thermals and henleys, all bearing further
unauthorized reproductions and infringements @f Seena’s DITCH PLAINS Trademarks (the
“One Step Up Infringing Goods™).

73. Upon learning of the One Step Uvanfringing Goods, Seena contacted One Step _
Up and discovered that it had purchased 294,138 pieces of apparel bearing the DITCH PLAINS
Trademarks from the Perine Parties. This was 127,215 more DiTCH PLAINS trademarked
pieces than contained in the Authorization Letter and also consisted of different types of apparel
styles which were not included in the Authorization Letter. This is in addition to the Forged
Authorization Letter and photographs presented by Green and Seven Lions to Burlington that
had offered an additional 126,218,woven DITCH PLAINS trademarked shirts, This establishes
" the offgr for sale and/6r sale of a total _of 420,356 unauthorized and infringing goods bearing the
DITCH PLAINS Tradémarks.

74, Seena, through its counsel, sent cease and desist letters to the Perine Parties®
~ apparel agents, as well as to Ross and One Step Up.

75. Upon information and belief, the Perine Parties, without the consent of Seena,
designed, ménufactured, exported, imported, distributed, advertised, oﬁ‘eréd for sale, and/or sold,
throughout the United States and in this judicial district, apparel products beaﬁng identical
reproductions of the DITCH PLAINS Trademarks, an identical neck label, and identical Surfer
Hangtag and/or the Surfboard Ha.ngtég. Upon information and belief, the Infringing Goods

consist of studied imitations of pre-existing DITCH PLAINS styles and/or patterns or Seena’s
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other trademarked products. As such, upon information and belief, the Infringing Goods are
competitive with, related to, and. are directed and targeted towards the same group of Seena’s
customers and ultimate consumers as Seena’s DITCH PLAINS_’ products.

76. Upon information and belief, the aforementioned acts of the Perine Parties were -
willful, in that Seena’s use of the DITCH PLAINS Trademarks has been open and notorious‘
since at least as early as 2005 and, since 2010, the Perine Parties had been contracted by Bedford
to manufacture their authentic DITCH PLAINS and other trademarked products. As-such, the
Perine Parties knew that their use of the DITCH PLAINS Trademarks, identical neck label, and
identical hangtags on these apparel producfs was unauthorized and would cause confusion in the
marketplace with Seena’s authentic goods.

77. | Upon information and belief, in addition to the DITCH PLAINS Trademarks, the
Infringing Goods contained copies of Seena’s Surfer Hangtag, Surfboard Hangtag, appliqués,
embroideries, distinctive neck labels and care content labels, which fhe Perine Parties hal‘d~
previously manufaétured for Se&:na’s' genuine goods. As such, such infringing acts were a further
willful and deliberate attempt to create confusipn in the marketplace.

: 78._ Upon information and belief, the Perine Parties’ acts were intentionally
undertaken in a deliberate effort to cause confusion and mistake amoﬁg the consuming public as |
to the source, affiliation and/or sponsorship of the Infringing Goods, and to gain for the Perine
Parties the benefit of the enormous goodwill associat_ed with Seena and its DITCH PLAINS

'Trademarks.
- 79. Upon information and belief, the acts of the Perine Parties in designing,
manufacturing, exporting, importing, advertising, distributing,‘ offering for-salé and/or selling in

interstate commerce products bearing the DITCH PLAINS Trademarks, identical neck label, and
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identical hangtags (aj are likely to cause confusion and mistake among the consuming public that
all such products originate with Seena, (b) are likely to cause confusioh and mistake among the
consuming public that there is some affiliation, connection or association of the Perine Parties’
Infringing Products with Seena, and/or (¢) are likely to cause confusion and mistake aniong the

éonsuming public that said products are being offered to the consuming public with the

- sponsorship or approval of Seena,

80. Upon information and belief, the Perine Parties advertised, distributed and/or sold

the Infringing Goods knowing the goods bore infringements of the DITCH PLAINS Trademarks. -

Upon information and belief, the Perine Parties ¢ngaged in a deliberate effort to cause confusion

and mistake among the consuming i)ublic as to the source, affiliation and/or sponsorsh{p of the

Infringing Goods and, to gain to the Périne Parties, the benefit of the enormous goodwill

associated with the DITCH PLAINS Trademarks. ‘ |
FIRST COUNTERCLAIM BY BEDFORD AGAINST

- PERINE AND CROSS-CLAIM AGAINST REGENT AND LAM
(BREACH OF WARRANTY AND BREACH OF CONTRACT)

81. Bedford repeats and realleges the allegations set forth in paragraphs 1 through 80
above as if fully set forth herein

82. Perine expressly warranted to Bedford that the goods would be fit for Bedford’s

- purpose.

83.  The defective and nonconforming nature of certain of the goods sold and
delivered by Perine and its failure to comply with the agréed upon representations set forth by
Lam and the specifications set forth in the purchase orders, constituted a breach contract and of

said warranties.
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34, As a result of the inferior quality of Perine’s workmanship and the lateness of
delivery, Bedford was unable to realize its expectant profits and has additionally incurred

incidental damages.

85. As a result of Perine’s breach of warranty of merchantability, its breach of

implied warranty of fitness and its breach of warranty for a particular purpose and its breach of

contract, Bedford has pa1d and seeks to recover damages as detailed in Exhibit F annexed hereto.

86. Based upon the foregomg, Bedford has been damaged by Perine in the sum of
Eight Hundred Sixty Four Thousand Nine Hundred Twenty Two Dollars and Seventy Cents
($864,922.70) for actual credits due under the purchase orders at issue, damages for lost profits
and consequential damages.in the sum of not less than One Million Dollars ($1,000,000.00) and
demands judgment therefor.
SECO.ND COUNTERCLAIM BY SEENA AGAINST PERINE,

AND CROSS-CLAIM AGAINST REGENT, J & CO., LAM and LINNA TEXTILES
(VIOLATION OF SECTION 43(A) OF THE LANHAM ACT, 15 U.S.C. § 1125(a))

87. Seena repeats and realleges the allegations set forth in paragraphs 1 through 86

above as if fully set forth herein.

88. Seena has valid common law trademark rights in the DITCH PLAINS

. Trademarks and has had those rights prior to the commencement of the Perine Parties’

unauthorized use of the DITCH PLAINS Trademarks.

89. . Upon information and belief, the Perine Parties, without the consent of Seena,
designed, manufactured, exported, imported, distributed, adveftised, offered for sale, and/or sold,
throughout the United States and in this judicial district, the Infringing Goods bearing identical
reproducﬁons of the DITCH PLAINS Trademarks, an identical neck label, care/content label and

identical Surfer Hangtag and/or the Surfboard Hangtag.
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90. . Upon information and belief, the Perine Parties have made use of false
designation of origin, false advertising and/or false or misleading representations' of fact, in
violation of 15 U.S.C. § 1125(a), in connection with the Perine Parties’ unauthorized design,
manufacture, exportation, importation, advertisesment, distribution, offer for sale and/or sale of
the Infringing Goods. Such conduct is likely to cause consuméls to be confused, mistaken or
deceived into believing that the Infringing Goods originated or are affiliated ‘with, or are
sponsored by, Seena. |

ol. Such conduct on the part of the Perine Parties has injured Seen-a in an amount to
be determined at trial and has caused and will continue to cause irreparable injury to Seena, for
which Seena has no adequafe remedy at law, As such, Seena seeks an injunction pursuant to 15
U.S.C. §1116(a), as well as damages, a disgorgement of profits and attorney’s fees and costs,
pursuant to 15 U.S.C. §1117(a).

THIRD COUNTERCLAIM BY SEENA AGAINST PERINE,
AND CROSS-CLAIM AGAINST REGENT, J & CO.,LAM and LINNA TEXTILES

(COMMON LAW TRADEMARK INFRINGEMENT)

.92, Seena repeats and realleges the allegatiohs set forth in paragraphs 1 through 91
above as if fully set forth herein.

93. Seena has valid cdnxmon law trademark rights in the DITCH PLAINS
Trademarks and has had those rights prior to the cbmxﬁencement of the Perine Parties’
unauthorized use of the DITCH PLAINS Trademarks.

94. Upon information and belief, the Perine Parties, without the consent of Seena,
designed, manufactured, exported, imported, advertised, distributed, offered for sale, and/or sold,

throughout the United States and in this judicial district, the Infringing Goods bearing identical
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reproductions of thé DITCH PLAINS Trademarks, an identical neck label, care/content label and
identical Surfer Hangtag and/or the Surfboard Hangtag.

95. The Perine Parties’ design, manufacture, exportation, importation, advertisement,
distribution, offer for sale and/or sale of the Infringing Goods, is likely to cause consumers to be
confused, mistaken or deceived into believing that the Infringing Goods oﬁginéted or are
affiliated with, or are sponsored by Seena.

96, As such, upon information and belief, the Perine Parties’ foregoing actions
con_stitqte willful trademark infringement in violation of the common law of the State of New
York and other states.

97. Upon information and belief, such deceitful conduct and bad faith on the part of
the Perine Parties constitutes gross, wanton, or willful fraud or other morally éulpable conduct to
an extreme degree.

98. Such conduct on the part of the I;en'ne Parties has injured Seena in an amount to
be determined at trial and has caused and will continue to cause irreparable injury to Seena, for
which Seena has no adequate remedy at law. bAs such, Seéna seeks an injunction, damages
and/or a disgorgement of profits.

| FOURTH COUNTERCLAIM BY SEENA AGAINST PERINE,

AND CROSS-CLAIM AGAINST REGENT, J & CO., LAM and LINNA TEXTILES
- (COMMON LAW UNFAIR COMPETITION)

99. ASeena repeats and realleges the allegations set forth in paragraphs 1 through 98
above as if fully set forth herein,

100. Seena has valid common law h'adémark rights in the DITCH PLAINS
Trademarks and has had those rights prior to the commencement of the Perine Parties’

unauthorized use of the DITCH PLAINS Trademarks.
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101.  Upon information and belief, the Perine Parties, without the consent of Seena,
designed, manufactured, exported, imported, distributed, advertised, offered for sale, and/or sold,
throughout the United States and- in' this judicial district, the Infringing Goods bearing identical
reproductions of the DITCH PLAINS Trademarks, an identical neck label, care/content label and
identical Surfer Hangtag and/or the Surfboard Hangtag.

102.  Upon information and belief, the Perine Parties® design, manufacture, exportation,
importation, advertisement, distribution, offer for sale and/or sale of the Infringing Goods, is
likely to cause'consumers to be éonﬁxsed, mistaken.or deceived in.to believing that the Infringing
Goods originated or are .afﬁl'iated with, or are sponsored by Seena.

103.  As such, upon information and belief, the Perine Parties’ foregoing actions

constitute unfair competition in violation of the common law of the State of New York and other

states as the Perine Parties have willfully misappropriated the labors and expenditures of Seena.

104.  Upon information and belief, such deceitful conduct and bad faith on the part of
the Périne Parties constitutes gross, wéntori, or willful fraud or other morallf culpable conduct to
an extreme degree.

105.  Such conduct on the part of the Perine Parties has injured Seena in an amount to
be determined at trial and has caused and will continue to cause irreparable injury .to Seena, for
which Seena has no adequate remedy at law. As such, Seena'seeks an injunction, damages, and
a disgorgement of profits. - |

FIFTH COUNTERCLAIM BY SEENA AGAINST PERINE,
AND CROSS-CLAIM AGAINST REGENT, J & CO., LAM and LINNA TEXTILES

(N.Y. GENERAL BUSINESS LAW § 349)
106.  Secna repeats and realleges the allegations set forth in paragraphs 1 through 105

above as if fully set forth herein

23

2025520-2 -



107.  Upon information and belief, the Perine Parties, without the consent of Seena,

' designed, manufactured, exported, imported, distributed, advertised; offered for sale, and/or sold,

throughout the United States and in this judicial district, the Infringing Goods bearing identical
reproductions of the DITCH PLAINS Trademarks, an identical neck label, care/content label and
identical Surfer Hangtag and/or the Surfboard Hangtag.

108.  The aforementioned acts of the Perine Parties constitute "deceptive acts and
practices, and cause consumer injury. The aforementioned lacts of the Perine Parties not only
harm Seena, but also harm the public interest, all in violation of New York General Business‘
Law § 349. |

109.  Such conduct on the part of the Perine Parties has injured Seena in an amount to
be determined at trial and has caused and will continue to cause irreparable injury to Seena, for

which Seena has no adequate remedy at law. As such, pursiant to New York General Business

Law § 349, Seena seeks an injunction, damages, which are to be increased by the Court up to the

statutory limit due to the Perine Parties’ willful conduct, and Seena’s attorney’s fees.

WHEREFORE, Counterclaim Plaintiffs demand that a judgment be entered granting the
folloning relief’

1. Awarding.Bedford judgment on its breach of contract counterclaim against Perine
in the sum of Eight Hundred Sixty-Four Thousand Niné Hundred Twenty Two Dollars and
Seventy Cents ($864,922.70) for actual credits due under the purchase orders at issue, damages
for lost profits and consequenﬁal damages in the sum to be determined by the Cowt at the time
of trial, but not less than One Million Dollars ($1,000,000.00).

2. Pursuant to 15 US.C. § ~1116(a) and NeW York state law, preliminarily and

permanently enjoining and restraining the Perine Parties and their affiliates, divisions, officers,
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directors, principals, servants, émployees, successors and assigns, and all those in active concert -
or participation with them from:

(a) imitating, copying or making unauthorized use of the DITCH PLAINS
Trademarks;

(b)  designing, manufacturing, importing, exporting, distributing, circu]a?ing,
selling, offering for sale, advertising, promoting or displaying the Infringing Goods or
any other prc;ducts bearing any unauthorized reproduction, copy or colorable imitation of
the DITCH PLAINS Trademarks, either individually or in conjunction with other words,
marks or designs;

(©) using any mark confusingly similar to any of the DITCH PLAINS
Trademarks in connection with the manufacture,. promotion, advertisement, display, gale,

offering for sale, production, import, export, circulation or distribution of any product in
such manner as to relate or connect, or tend to relate or connect, such product in any way
with Seena or to any goods sold, spﬁnsored, approved by, or connected with Seena;

(d) engaging in any other activity constituting unfair competition with Seena,
or cdnstitut.ing an infringement of the DITCH PLAINS Trademarks or of Seena’s rights
in, or its rights to use or exploit such trademarks, or the reputation and the goodwill
associated with the DITCH PLAINS Trademarks;

(&) making any statement or representation whatsoever, with respect to the
Infringing Goods that falsely designates Seena as the origin of the goods, or that is false
or misleading with respect to Seena; and

® engaging in any other activity, including the effectuaition of assignments

or transfers of their interests in marks confusingly similar to the DITCH PLAINS
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Trademarks, the formation of othér corporations, partnerships, associations or other

entities or the utilization of any other devices, for the purpose of circumventing, evading,

avoiding or otherwise violating the prohibitions set forth in subsections 1(a) through 1(e)

above.

3. Directing that the Perine Parties deliver for destruction all products, artwork,
labels, tags, specification sheets, computer assisted designs, technical packages, prints, signs,
backages, dies, plates, molds, matrices or other means of production, wrappers, receptacles and
advertisements in their possession, custody or control bearing resemblance to the DITCH
PLAINS Trademarks and/or any unauthorized reproductions, copies or colorable imitations
thereof.

4. Directing that the Perine Parties refund the entire purchase price of the One Step
Up Infringing Goods to One Step Up, and consent to One Step Up’s surrender of the One Step
Up Infringing Goods to Seena for destruction or donation to a charity designated by
Counterclaim Plaintiffs, at the Perine Pérties’ expense;

5. Directing such other relief as the Court may deem appropriate to prevent the trade
and public from deriving any erroneous impression that ahy products at issu>e in this case that
have been offered for sale, sold or otherwise circulated or promoted by the Perine Parties are
authorized by Seena or are related to or associated in any way with Seena’s pr_odﬁcts.

6. Awarding Seena all démages sustained as a res'u‘lt of the Perine Parties’ wrongful
acts and directing that these damages be trebled pursuant to 15 U.S.C. §1117.

7. Requiring the Perine Parties to account and pay over to Seena all profits realized
by the Perine Parties’ wrongful acts and directing that such profits be enhanced pursuant to 15

U.S.C. § 1117
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8. Awarding Seena punitive damages on its claims under New York law.

9. Awarding Cox;nterclaim Plaintiffs their costs and reasonable attorneys’ -and
investigatory fees, together with pre-judgment interest.

10.  Directing that this Court retain jurisdiction of this action for the purpose of
‘enabling Counterclaim Plaintiffs to apply to the Court at any time for such further orders and
interpretation or execution of any ordef entered in this action for the modification of any such
order, for the enforcement or compliance therewith and for the pﬁnishment of any violations

thereof.

11.  Awarding Counterclaim Plaintiffs such other and further relief as the Court deems
just and proper.

Dated: New York, New York
Aprild?, 2013

OLS FR;/Z
By: :

Lori Marks-Esterman

Martin J. Feinberg ‘

Olshan Frome Wolosky LLP

Park Avenue Tower

65 Bast 55™ Street

New York, New York 10022

(212) 451-2300

(212) 451-2222 (fax)

Attorneys for Bedford Clothiers, Inc.,
Seena International Inc., Ricky Singh, and
Brookiyn Xpress and Vasu Kothapally
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Meister Seelig & Fein LLP

2 Grand Central Tower

140 Bast 45™ Street, 19™ Floor
New York, New York 10017
(212) 655-3500

Attorneys for Plaintiff
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STATE OF NEW YORK )
) ss.
COUNTY OF NEW YORK )

JATINDER SINGH DHALL also known as RICKY SINGH, being duly sworn, deposes

and states:

YERIFICATION

I am a Defendant in the above-captioned cause of action. [ have read Defendants’

AMENDED VERIFIED ANSWER WITH COUNTERCLAIMS AND CROSS-CLAIMS and,

on behalf of all Defendants, declare the same to be true and correct to the best of my knowledge

and belief,

Sworn to before me this
02‘1 day of _Apre/ 2013

Notary Public

e Rt ol Ben B on Bt Gor ook S iliairmaBny s
d LOIS ROTELLA E

Notaty Public - State ul New Yorl
NO, 01R0613148Q
Y,

Qualified in Maw ¥ oy
My Commission Hpires f LA
TR SRR e

2025413-1

/also 1ciiown as RICKY SINGH
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EXHIBIT D




Bedford Clothiers, Inc.
Secna Internatioral Inc,
Brooklyn Xpress

December 7, 2071

To Whom It Mey Concerm:

Bedford Clotlikas T, Sceua Lutw imtivanl Jus, Brouklyn Hypress heruby awthorlze Decine
Intornationa) Ing,, Regent Allianee Lid., J&Compony Jeans, LLC to matket and sell in the United
States and Canadn 293694 picees of the Toliowing categorics:
- Shirts,
Hoodies,
Jogging pants,
Jogging stis,
Henloys, and
~ Vesis
These garmionts are bearing the following trademarks!
- Ditch Plains,
» Brooklyn Xpress, and
- Max's

Sincercly, _ .
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“Bidford Clothiers, Jnc.
Seeita International Ine.
Brooldyn Express

March 18, 2012
To Whare It May Conzeras
m&mmgm;

Mam&“ the kllelay edligory

- Brookiyn Xpreos, znd "
J\'Iu.'.a._ .

r
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Purchase Order No.
9205
8750
8714
8714
8736
8736
8750
9205
9207
8750
8737

8722

Demurrages paid on your account — A.C.L.
Demurrages paid-on j'our account — Steve
Demurrages paid on your account —~ Infinity
8714

8715

8716

8717

8739
8740

2020362-2

B B PPNV WP PR

Invoice No(s).
320D

335D

238D

241D 243D

338D

339D 340D 341D
320D

335D

345D 260D 261D
335D 296D

296D

263D 264D 265D
266D 267D

JDP1010

JDP 1061

JDP1014
MP 1097
JDP1096
MP 1000

Creﬂit Due
$38,630.00
$22,935.00
$9,293.90
$8,160.00
$15,026.00
$13,082.00
$10,883.00

$11,183.00
$ 4,769.50

$68,010.00
$67,004.00
$36,282.50

$6,790.00
$11,844.00
$24,432.00
$9,584.00
$7,739.50
$11,029.50
$67,515.00



Purchase Order No.

8741

8742

8721

Goods late shipped 1-7 days 10% credit
Goods late IShipped 8 or more 25% credit

Total credit due

2020362-2

Invoice No(s).

236D 239D

Credit Due

$ 19,877.00
$72,228.30
$328,624.50
$864,922.70
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EILEL: NEW YORK COUNTY CLERK 03/07/2013) ' INDEX NO. 650040/2012
NYSCEF DOC. NO. 36 RECEIVED NYSCEF: 03/07/2013

SUPREME COURT OF THE STATE OF NEW YORK
COUNTY OF NEW mRK

PERINE INTERNATIONAL, INC,, ‘
y | Index No, 650040/2012.
Plainfiff, _
. TAS. PL3ID
-ggaifist-

(Kapnick, 1

GRD CLOTHIERS; INC., SEENA
ING,, RICKY SINGH,
and VASU

'n

Defendants.

I7 1S BERERY STIFULATED AND AGREED, by aud betwesn tho uadersigasd, that
OLSHAN BRI

AE WOLOSKY LLP, 65 Eagt 555 Sireet, New York, New York 10022, (212)
451-2300, be suibstituted a3 counsel of record for defendants Bedford Clothiers, Inc;, Seena
International; Ine. d{bi&ﬁmuklyn Kpress, and Ricky Singhin the shove-captioned pratter in
placeof Jonazhan A, Stein, B:, 132 Spruce Street, Cedirhistt, New York | 1516-19135, (516)
295-0956. |

Thiis Stipulation nidy be sighed b conriteiparts.

Dated: New York, New Yotk
Maxch7,2003 g

45 W .IONATHANA STEIN, P.C.
F'ark Avem:le Tc» v 132 Spruce Strect

65 East 55" Strect ‘Gedarhurst, New York 11516-1915
New York, New Yoik 10022 Telephions; (516) 295-0856
Telephone: {212) 451-2300

1594372



CONSENTED-TO:

BEDFORD CLOTHIERS, INC.

helshe is: authenzed by sald company to.sign this i
thereto,

Swern to before me this
l day of March 2013

Notagr—i’ubhc

' 10§18 KOTELLA
Notary Pubific ~ $tate of New York
X2 No omommaau ,

1994372-4



CONSENTED TO:

SEENA INTERNATIONAL, INC. d/bla BROOKL YN XPRESS

'whose nameis is subscribed to the vnthm mstmment that he/§he is the 'pr' 2 s m! fj{ ;’- of
Seena International, Inc., the company described in arid which executed the above instrument;
that he/ske is authorized hy said company to sign thisinstrutieiit, and that'he/she-signed his/ter
name thereto.

Sworn to-before:me this
7 day.of March:2013

Bt

i ,
o %m.s KUTELLA 1
Notary Public ~State of Mew York 1

NO. 01RU&13'480 ) £

Quamia 1 New Yo 1

]

Ky Gcmm o

1994372-1



Grrecily sued as Ricky Singh

“ STATE OFNEW YORK )
‘ )ssi
COUNTY OF M Yok y

On. March ”'7 2013 before mey the:undersxgned vpersonally appeared: R1cky Smgh personally

SwJom to before methis
_{_day of March:2013

Notmy Pubhc

LOIS ROTELLA
? Notary Poblic --State ot New York
0

19943721
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(FILED: NEW YORK COUNTY CLERK 08/2272013) ' INDEX NO. 65004072012
NYSCEF DOC. NO. 101 RECEIVED NYSCEF: 08/22/2013

SUPREME COURT OF THE STATE OF NEW YORK — NEW YORK COUNTY

rresen: SARBARAR.KAPNICK SART 50[

Justice

6) EQ\ Ne | NTLER NAT 1O NA’(_, INDEX NO. M&(@Zg\

MOTION DATE

«V -
MOTION SEQ. NO.

REDTORD CLATWLLSL INC.  wonoverno

The following papers, numbered 1 to waere read on this motion to/for

v PAPERS NUMBERED
Notice of Motion/ Order to Show Cause — Affidavits — Exhibits ...

Answering Affidavits — Exhibits

Replying Affidavits

Cross-Motion: 'Yes \4”0 |

Upon the foregoing papers, it is ordered that this motion

MOTION IS DECIDED IN ACCORDANCE WITH
ACCOMPANYING MEMORANDUM DECISION

FOR THE FOLLOWING REASON(S):

Dated: g/’/Z-[ /1-3 ' @%J

BARBARA R. KAPMICK *5
Check one: | FINAL DISPOSITION X NON-FINAL DISP88ITION

Check if appropriate: DO NOT POST

* MOTION/CASE IS RESPECTFULLY REFERRED TO JUSTICE




\
SUPREME COURT OF THE STATE OF NEW YORK

COUNTY OF NEW YORK : - IA PART 39
S e e e ————— e~ X ,
PERINE INTERNATIONAL, INC.,
: - _ DECISION/ORDER
Plaintiff, Index No. 650040/12

Moction Seq. No. 003
- against -

BEDFORD CLOTHIERS, INC., SEENA
INTERNATIONAL INC., RICKY SINGH,
BROOKLYN XPRESS, and VASU
KOTHAPALLY,

Defendants.

BARBARA R. KAPNICK, J.:

This Order to Show Cause by defendants for an order (1)
pursuant to CPLR 3025(b) granting defendants leave to file and
serve an Amended Verified Answer with Counterclaims and Cross-
Claims in the form annexed as Exhibit 1 to the Affirhation of Lori
Marks-Esterman, dated April.29, 2013; {(2) pursuant to CPLR 1003
adding Regent Alliance Ltd., J & Company Jeans LLC, Na Lam, also
known as Linna or Llina Lam and Linna Textiles Manufacturing Ltd.
as cross-claim defendants in this.action; (3) pursuant to CPLR
305(a) granting defendants leave to file and serve a Supplemental
Summons on each of the Prop;sed Parties; and (4) amending the
caption of this action as set forth in the Amended Answer with
Counterclaims and Cross-Claims is granted for the reasons stated on

the record on August 15, 2013.




The caption is amended to read as follows:

SUPREME COURT OF THE STATE OF NEW YORK
. COUNTY OF NEW YORK

. PERINE INTERNATIONAL INC.
Plalntlff Index No. 650040/12

- against -

BEDFORD CLOTHIERS, INC., SEENA

INTERNATIONAL INC., RICKY SINGH,

BROCKLYN XPRESS, and VASU KOTHAPALLY,
Defendants,-

- against -
REGENT'ALLIANCE, LTD., J & COMPANY,
JEANS LLC, and NA LAM, alsoc known as
LINNA or LLINNA LAM, LINNA TEXTILES
MANUFACTURING LTD. and VARIOUS JOHN
DOES AND JANE DOES,

Additional Cross—Claim Defendants.

Defendants are directed to serve the Suppleﬁental Summons and
Amended Verified Answer in the form annexed to the moving papers,
together with a copy of this order with notice of. entry, upon
counsel for plaintiff and wupon the additional cross-claim
defendants Regent Alliance Ltd., J & Company Jeans LLC, Na Lam,
also known as Linna or Llina Lam and Linna Textiles Manufacturing

Ltd. within 30 days.of entry of this order.




Plaintiff and additional cross-claim defendants shall have 20

days from said service to serve their Replies or Answers to the

Amended Verified Answer.

Defendants' counsel is further directed to serve a copy of
this order with notice of entry on the Clerk of the Trial Support
Office and the County Clerk, who shall mark their records to

reflect the amended caption.

This constitutes the decision and order of this Court.

| Dated: Augusf&', 2013 @m ,l

BARBARAR? KAPNICK
J.3.C.

BARBARA R. KAPNICK
J.S.C.

.
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EXHIBITS - APPLICANT’S MOTION TO SUSPEND OPPOSITION



FILED: NEW YORK COUNTY CLERK 11/08/2013) INDEX NO. 650040/2012
NYSCEF DOC. NO. 119 . RECEIVED NYSCEF: 11/08/2013 .

SUPREME COURT OF THE STATE OF NEW YORK

COUNTY OF NEW YORK
X

PERINE INTERNATIONAL INC., :
: Index No. 650040/2012
Plaintiff, _
PLAINTIFF’S
- against - VERIFIED REPLY TO THE

AMENDED COUNTERCLAIMS

BEDFORD CLOTHIERS, INC., SEENA

INTERNATIONAL INC,, RICKY SINGH,

BROOKLYN XPRESS, and VASU KOTHAPALLY,

Defendants,
- against -

REGENT ALLIANCE LTD.,,J. & COMPANY

JEANS LLC, and NA LAM, also known as LINNA

or LLINNA LAM, LINNA TEXTILES

MANUFACTURING LTD. and VARIOUS JOHN
" DOES AND JANE DOES,

Additional
Cross-Claim Defendants.
X

Plaintiff Perine International Inc. (“Plaintiff’ or “Perine”), by and through its undersigned
counsel, as and for its Verified Reply to the Amended Counterclaims dated April 29, 2013 (the
“Counterclaims”) of defendants Bedford Clothiers, Inc. (“Bedford Clothiers”) and Seena
International Inc. (“Seena” and together with Bedford Clothiers, “Defendants”), alleges as
follows:

1. Denies the allegations contained in paragraph 22 of the Counterclaims, except
denies knowledge or information sufficient to form a belief as to whether “Seena is engaged in
the design, manufacture, distribution and sale of high quality apparel items, which are sold in

mid-tier department stores and discount retailers throughout the United States, Canada and

Europe.”

5239-001 Doc# 252 v.0



2. | Denies the allegaﬁons contained in paragraph 23 of the Counterclaims.
3. Denies the allegations contaihed in paragraph 24 of the Counterclaims.
4, Denies the allegations contained in paragraph 25 of the Counterclaiﬁls.
5. Denies the allegations contained in paragraph 26 of the Counterclaims.
6. Denies the allegations contained in paragraph 27 of the Counterclaims and

respectfully refers the Court to the writing referenced therein for a true and accurate recitation of

its contents.
7. Denies the allegations contained in paragraph 28 of the Counterciaims.
8. ‘Denies the allegations contained in paragraph 29 of the Counterclaims.
9. Denies the allegations contained in paragraph 30 of the Counterclaims.

10.  Denies the allegations contained in paragraph 31 of the Counterclaims, except
denies knowledge or information sufficient to form a belief as to whether Bedfqrd is aNew York
corporation with a principal place of business in Hauppauge, and except neither admits nor
denies that Bedford is “a merchant withiﬁ the meaning of the Uniform Commercial Code,”
which is a legal conclusion to which no response is necessary.

.11. Denies the allegations contained in paragraph 32 of the Counterclaims, except
denies knowledge or information sufficient to form a belief as to whether Seena is a New York
corporation with a principal place of business“ in Hauppauge.

12.  Denies the allegations contained in paragraph 33 of the Counterclaims, except
admits that Perine is a foreign corporation and maintains a place of business at Room 908-910,

Wing On Plaza, 62 Mody Road, Tsim Sha Tsui East, Kowloon, Hong Kong.

5239-001 Doc# 252 v.0



13.  Denies the allegations contained in paragraph 34 of the Counterclaims, except
admits that Regent A]]iénce Ltd. is a foreign corporation and maintains a place of business at
Room 908-910, Wing On Plaza, 62 Mody Road, Tsim Sha Tsui East, Kowloon, Hong Kong.

14.  Denies knowledge or information sufficient to form a belief as to the truth of the
allegations contained in paragraph 35 of the Counterclaims.

15.  Denies the allegations contained in paragraph 36 of the Counterclaims, except
admits that Linna Textiles Manufacturing Ltci. is a foreign corporation and maintains a place of
business at Room 908-910, Wing On Plaza, 62 Mody Road, Tsim Sha Tsui East, Kowloon, Hong
Kong.

16.  Denies the allegations contained in paragraph 37 of the Counterclaims.

17.  Denies the allegations contained in paragraph 38 of the Counterclaims.

18.  Denies the allegations contained in paragraph 39 of the Counterclaims.

19.  Denies knowledge or information sufficient to form a belief as to the truth of the
allegations contained in paragraph 40 of the Counterclaims.

20.  Denies the allegations contained in paragraph 41 of the Counterclaims.

21. Deniés the allegations contained m paragraph 42 of the Counterclaims.

22.  Denies knowledge or information sufficient to form a belief as to the truth of the
‘ allegations contained in paragraph 43 of the Counterclaims.
| 23.  Denies the allegations contained in paragraph 44 of the Counterclaims. |
24.  Denies the allegations contained in paragraph 45 of the Cqunterclaims.

25.  Denies the allegations contained in paragraph 46 of the Counterclaims.
26.  Denies the allegations contained in paragraph 47 of the Counterclaims.

27.  .Denies the allegations contained in paragraph 48 of the Counterclaims.

5239-001 Doc# 252 v.0



28. Denies the allegatiohs contained in paragraph 49 of the Counterclaims, except
admits that pursuant to purchase orders from Bedfofd and Seena, Plaintiff delivered certain
apparel to those entities.

29.  Denies the allegations contained in paragraph 50 of the Counterclaims, except
admits that pursuant to purchase orders from Bedford and Seena, Plaintiff delivered certain
apparel to those entities.

30. Denies the allegations contained in paragfaph 51 of the Counterclaims and
respectfully refers the Court to the writing referenced therein for a true and accurate recitation of
its contents.

31.  Denies tha allegations contained in paragraph 52 of the Counterclaims, except
admits that Bedford agreed to pay Perine the agreed purchase order price.

32.  Denies the allegations contained in paragraph 53 of the Counterclaims and
respectfully refers the Court to the writing referenced therein for a true and accurate recitation of
its contents.

33.  Denies the allegations contained in paragraph 54 of the Counterclaims.

34.  Denies the allegations contained in paragraph 55 of the Counterclaims.

35.  Denies the allegations contained in paragraph 56 of the Counterclaims.

36.  Denies the allegations contained in paragraph 57 of the Counterclaims.

37. Denies the allegations contained in paragraph 58 of the Counterclaims.

38.  Denies the allegations contained in paragraph 59 of the Counterclaims.

39.  Denies the allegations contained in paragraph 60 of the Counterclaims.

40.  Denies the allegations contained in pa:ragraph 61 of the Counterclaims.

41.  Denies the allegations contained in paragraph 62 of the Counterclaims.

5239-001 Doc# 252 v.0



42.  Denies the allegations contained in paragraph 63 of the Counterclaims.

43,  Denies the allegations contained in paragraph 64 of the Counterclaims and
respectfully refers the Court to the writing referenced therein for a true and accurate recitation of
its contents.

44,  Denies the allegations contained in paragraph 65 of the Counterclaims, except
admits that this action was commenced in January 2012.

45.  Denies the allegations contained in paragraph 66 of the Counterclaims.

46.  Denies knowledge or information sufficient to form a belief as to the allegations
contained in paragraph 67 of the Counterclaims.

47.  Denies knowledge or information sufficient to form a belief as to the allegations
contained in paragraph 68 of the Counterclaims.

48. Deniés knowledge or information sufficient to form a belief as to the allegations
contained in paragraph 69 of the Counterclaims.

49,  Denies the allegations contained in paragraph 70 of the Counterclaims.

50.  Denies thé allegations contained in paragraph ‘71 of the Counterclaims.

51.  Denies knowledge or information sufficient to form a belief as to the allegations
contained in paragraph 72 of the Counterclaims.

52.  Denies the allegations contained in paragraph 73 of the Counterclaims.

53.. Denies knowledge or information sufficient to form a belief as to the allegations
contained in paragraph 74 of the Counterclaims.

54.  Denies the allegations contained in paragraph 75 of the Counterclaims.

55.  Denies the allegations contained in paragraph 76 of the Counterclaims.

56.  Denies the allegations contained in paragraph 77 of the Counterclaims.

5239-001 Doc# 252 v.0



57.  Denies the allegations contained in parggraph 78 of the Counterclaims.
58.  Denies the allegation_s contained in paragraph 79 of the Counterclaims.
59.  Denies the allegations contained in paragraph 80 of the Counterclaims.
60.  Denies the allegations contained in paragraph 81 of the Counterclaims.
61.  Denies the allegations contained in paragraph 82 of the Counterclaims.
62.  Denies the allegations contained in paragraph 83 of the Counterclaims.
63.  Denies the allegations contained in paragraph 84 of the Counterclaims.
64.  Denies the allegations contained in paragraph 85 of the Counterclaims.
65.  Denies the allegations contained in paragraph 86 of the Counterclaims.
66.  Denies the allegations contained in paragraph 87 of the Counterclaims.
67.  Denies the allegations contained in paragraph 88 of the Counterclaims.
68.  Denies the allegations contained in paragraph 89 of the Counterclaims.
69.  Denies the allegations contained in paragfaph 90 of the Counterclaims.
70.  Denies the allegations contained in paragraph 91 of the Counterclaims.
71.  Denies the allegations contained in paragraph 92 of the Counterclaims.
72.  Denies the allegations contained in paragraph 93 ofthe Counterclaims.
73.  Denies the allegations contained in pafagraph 94 of the Counterclaims.
74.  Denies the allegations contained in paragraph 95 of the Counterclaims.
75.  Denies the allegations contained in paragraph 96 of the Counterclaims.
76.  Denies the allegations contained in paragraph 97 of the Coun;cerclairns.
77.  Denies the allegations contained in paragraph 98 of the Counterclaims.
78.  Denies the allegations contained in p.aragraph 99 of the Counterclaims.

79.  Denies the allegations contained in paragraph 100 of the Counterclaims.
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80.
81.
82.
83.
84.
85.
86.
87.

88.

Denies the allegations contained in paragraph 101 of the Counterclaims.
Denies the allegations contained in paragraph 102 of the Counterclaims.
Dém'es the allegations contained in paraéraph 103 of the Counterclaims,
Denies the allegations contained in paragraph 104 of the Counterclaims.
Denies the allegations contained in paragraph. 105 of the Counterclaims.
Denies the allegations contained in paragraph 106 of the Counterclaims.
Denies the allegations contained in paragraph 107 of the Counterclaims.
Denies the allegations contained in paragraph 108 of the Counterclaims.

Denies the allegationé contained in paragraph 109 of the Counterclaims.,

5239-001 Doc# 252 v.0



AFFIRMATIVE DEFENSES
L The Counterclaims fail to state a cause of action.
2. The Counterclaims are barred because Bedford and Seena breached the alleged
agreement by failing to perform their obligations thereunder.
3. The Counterclaims are barred by the fraudulent acts of Bedford and Seena, as
specified in the Complaint. o
4, The Counterclaims are barred by Bedford and Seena’s unclean hands, including

but not limited to Seena’s fabrication of the date of its first use of the “DITCH PLAINS” mark.

5. The Countcrclaims are barred by promissory estoppel and waiver.

6. The Counterclaims are barred by the statute of frauds.

7. The Counterclaims are barred because Seena has no trademark rights in the
“DITCH PLAINS” mark.

8. The Counterclaims are barred by collateral estoppel given that the USPTO denied
Seena’s application to register the “DITCH PLAINS” mark.
9. The Counterclaims violate CPLR § 3013 in that they fail to specify the precise

conduct charged to each particular counterclaim defendant.

WHEREFORE, Plaintiff respectfdlly requests judgment as follows:
(a) dismissing the Counterclaims in their entirety; and

(b)  granting Plaintiff such other and further relief as the Court shall deem just and

proper.
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Dated: New York, New York MEISTER SEELIG & FEIN LLP
November 8, 2013

By:

J efﬁ'ey Sch:e £q.

Kevin Fritz, ‘ES/E

2 Grand Central Tower

140 East 45 Street, 19 Floor
New York, New York 10017
(212) 655-3500

Attorneys for Plaintiff

5239-001 Doc# 252 v.0



VYERIFICATION

STATEOF NEWYORK )
COUNTY OF NEW YORK )

Kevin Fritz, being duiy sworn, deposes and says:

1. I am the attorney for the plaintiff in the above—captiohed action,

2. I have read the foregoing Reply to Amended Counterclaims and know the
contents thereof, which are true based upon my review of the files in the possession of my firm,
except as to the matters stétcd to be alleged upon information and belief, and as to those matters I
believe them to be true.

3. This verification is made by me instead of the plaintiff because the plaintiff is not

within the County of New York, which is the county where I maintain my office.

(7

Kevin Feitz

Swom to before me this
day of November 2013

WA

ary Publi

H S. GOODWIN
Notg'?mggc. State of New York
No. 02604887 1

319 L
- NO: N estchester Gounty
cri\lEx\gi?es Eebruery 23,20 D

10
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EXHIBIT D

EXHIBITS - APPLICANT’S MOTION TO SUSPEND OPPOSITION



(FILED: NEW YORK COU'NTY CLERK 04/29/2013] . ~ INDEX NO. 650040/2012
, NYSCEF DOC. NO. 64 . ' ! RECEIVED NYSCEF: 04/29/2013

SUPREME COURT OF THE STATE OF NEW YORK

COUNTY OF NEW YORK
PERINE INTERNATIONAL INC.,
Index No. 650040/12
Plaintiff, ;
. Hon. Barbara
- agamst - R. Kapnick J.S.C.
. BEDFORD CLOTHIERS, INC., SEENA IAS Part 39

INTERNATIONAL INC., RICKY SINGH, art
BROOKLYN XPRESS, and VASU
KOTHAPALLY,

Defendants,

MEMORANDUM OF LAW IN SUPPORT OF DEFENDANTS’
MOTION FOR LEAVE TO SERVE AND FILE AN AMENDED VERIFIED ANSWER
WITH CROSS-CLAIMS AND COUNTERCLAIMS

OLSHAN FROME WOLOSKY LLP
Attorneys for Defendants

Park Avenue Tower '

65 East 55™ Street

New York, New York 10022

(212) 451-2300

2063933-1
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Defendants Bedford Clothiers, Inc. (“Bedford”), Seena International Inc. (“Seena”),
Ricky Singh, and Brooklyn Xpress' (collectively, “Defendants”), by their attorneys, Olshan
Frome Wolosky LLP, respectfully submit this Memorandum of Law in support of Defendants’

motion to serve and file an Amended Verified Answer with Counterclaims and Cross-Claims.

Preliminary Statement

Defendants are engaged in the design, manufacture, distribution and sale of high quality
apparel items, which are sold primarily in mid-tier department stores and discount retailers
throughout the United States, Canada and Europe. Since at least as early as October 31, 2005,
Defendants have designed, manufactured, and sold apparel products bearing their DITCH
PLAINS word mark. Additionally, Defendants have designed, manufactured and sold apparel
products bearing their DITCH PLAINS logo since at least 2010.

In or about December 2010, Bedford retained Plaintiff Perine International Inc. and its
affiliates (I_;he “Perine Parties”) to manufacture Defendants’ apparel goods. From the very outset,
Bedford experienced significant problems with the apparel orders, and routinely accepted the
goods on a conditional basis, paying fully for them with a full reservation of rights. These ever-
growing problems culminated in or about November 2011, when the Perine Parties again failed
to comply with Bedford’s purchase orders, product specifications and shipping schedules,
forcing Bedford to reject the goods and cancel its orders. In an effort to minimize the financial
burden on the Perine Parties and to allow the Perine Parties to recoup their costs, Defendants

agreed to permit the Perine Parties to sell off certain pieces of specific apparel goods; this

! On or about March 7, 2013, Defendants filed a Substitution of Counsel, formalizing the retention of Olshan Frome
Wolosky LLP to serve as counsel for Defendants in this matter. Defendants were previously represented in this
action by Jonathan Stein, Esq. Defendant Vasu Kothapally filed a Voluntary Petition under Chapter 7 of the U.S.
Bankruptcy Code in the United States Bankruptcy Court, Eastern District of New York on February 22, 2013,
Accordingly, this proceeding is currently stayed as against Mr. Kothapally pursuant to 11 U.S.C. § 362.
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agreement régarding the Perine Parties’ sale of the rejected/canceled goods was memorialized in
a letter issued by Seena and Bedford on December 7, 2011 (the “Authorization Letter”).

Approximately one month later, in January 2012, Perine commenced this action seeking
to recover, among other things; in excess of $1.7 million dollars for the goods Defendants
properly rejected, cancelled and authorized Perine to sell. |

After this action was commenced, Defendants learned that the Perine Parties took justice
into their own hands, selling over $1.1 million dollars worth of unauthorized and infringing
apparel goods bearing Seena’s DITCH PLAINS trademarks without Defendants’ autﬁorization.
The Perine Parties went so far as to create a forgery of the Authorization Letter to facilitate their
unlawful actions.

Defendants thus seek leave‘ to amend their Answer to recover for the substantial damages
they have suffered as a result of the Perine Parties’ unlawful actions. The proposed Amended
Answer seeks to assert claims for violation of Section 43(a) of the Lanham Act, common law
trademark infringement, unfair competition, and violation of New York General Business Law
§ 349, and seeks to add certain new defendants, all of whom are affiliated with Perine and were
involved in the unlawful ciistribution and sale of the infringing products.

- The standard on a motion for leave to amend is well-established -- leave should be freely
given, and denied only if prejudice or surprise results directly from the delay, or if the proposed
amendment is palpably improper or insufficient as a matter of law. As detailed below‘,
Defendants’ have readily shown that leave to amend should be granted here. First, the proposed
amendments are meritorious. The Perine Parties’ manufacture and sale of goods bearing

unauthorized and infringing identical reproductions of Defendants’ DITCH PLAINS trademarks
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is in violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a) and the statutes and
common law of the State of New York.

Second, there is no prejudice or surprise resulting from the proposed amendment.
. Prejudice, of course, is not shown because a party is exposed to greater liability or has to incﬁ
additibnal time preparing its case. Moreover, the need for additional discovery likewise does not
constitute prejudice sbufﬁcient to justify denial of an amendment. Rather, prejudice occurs when
the party opposing amendment has been hindered in the preparation of his case. The Perine .
Parties cannot demonstrate any such prejudice. Indeed; to the contrary, Defendants’ proposed
claims are inextricably intertwined with Plaintiff’s claims in the Verified Complaint, as Perine
seeks damages for Defendants’ refusal of the very goods that the Perine Parties later sold and
then counterfeited. |

Accordingly, Defendants respectfully request that the Court grant Defendants leave to
serve and file an Amended Answer with Cross-Claims and Counterclaims.

Statement of Facts>
The Parties

Plaintiff Perine International Inc. (“Perine”) is a Hong Kong corporation whose principals
are Na Lam, a/k/a Linna or Llinna Lam, and her husband, Moe Cohen. Perine operates
companies out of Hong Kong who work with brands iﬁ the United States to manufacture apparel
goods in China. Three of Perine’s affiliated companies are proposed Cross-Claim Defendants
Regent Alliance Litd. (“Regent”), J & Company Jeans LLC (“J & Company”), and Linna Textiles

Manufacturing Ltd. (“Linna Textiles”). Lam is also the moving and active force behind each of

2 The facts are taken from the proposed Amended Verified Answer with Counterclaims and Cross-Claims (the
“Amended Pleading” or “Am. PL.” herein), which is attached to the accompanying Affirmation of Lori Marks-
Esterman, dated April 29, 2013 (the “LME Aff.”), as Exhibit 1. A redline comparing the original Verified Answer
to the proposed Amended Pleading is attached to the LME Aff. as Exhibit 2.
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these proposed Cross-Claim Defendants (Perine, Lam, Regent, J & Company, and Linna Textiles
are collectively referred to as the “Perine Parties™). (Am. PL. at 19 33-37)
Defendant Seena International Inc. (“Seena™) is engéged in the design, manufacture,
| distribution, and sale of high quality apparel iteins, which are sold primarily in mid-tier
department stores and discount retailers throughout the United States, Canada, and Europe.
Defendant Bedford Clothiers, Inc. (“Bedford”) is Seena’s design and production arm. (Am. Pl.
at 99 31-32.) |

The DITCH PLAINS Trademarks

Since at least as early as October 31, 2005, Seena has designed, manufactured, and sold
apparel products bearing the DITCH PLAINS word mark. Since at least 2010, Seena has also
designed, manufzictured, and/or sold apparel products bearing the DITCH PLAINS logo
throughout the United States, Canada, and Europe.3 (The DITCH PLAINS word mark and the
DITCH PLAINS Logo are collectively referreci to as the “DITCH PLAINS Trademarks.”)

The DITCH PLAINS Trademarks have been used on or in connection with Seena’s
apparel products through the use of embroideries, appliqués, distinctive neck labels, care content
labels, as well as a distinctive surfer hangtag and surfboard hangtag.* Since the inception of its
brand, Seena has expended over a half-million dollars in advertising in establishing the goodwill
associated wiih the DITCH PLAINS Trademarks. As a result of Seena’s extensive use of the
DITCH PLAINS Trademarks, these marks have acquired value and recognitibn in the United
States and are well known to the consuming public and trade as identifying and distinguishing
Seena exclusively and uniquely as the source of origin of the high-quality apparel products to

which the DITCH PLAINS Trademarks are applied. Since as early as October 2005, Seena has

* A copy of the DITCH PLAINS Logo is attached as Exhibit A to the Amended Pleading.
4 A copy of the DITCH PLAINS Surfer Hangtag and Surfboard Hangtag are attached as Exhibits B and C to the
Amended Pleading.

2063933-1



sold millions of apparel products bearing the DITCH PLAINS Trademarks to major retailers
throughout the United States, Europe, and Canada, and has therefore established valuable

© common Jaw rights therein. (Am. Pl. at 99 40-46.)

Defendants’ Relationship with the Perine Parties

In December 2010, Bedford contracted with Regent, an affiliate of Perine, for the
manufacture of apparel goods bearing the DITCH PLAINS Trademarks. Under the parties’
arrangement, Bédford placed purchase orders with Regent, and was then invoiced by Perine.
(Am. P1. at 99 47-50.)

From the very outset, Bedford experienced significant problems with the apparel orders
placed. Among other things, Regent/Perine rputinely provided late, defective, and
nonconforming goods, forcing Bedford to accept the goods on a conditional basis. Some goods
were paid for fully with a full reservation of rights to charge back Perine due to its failure to
abide by the terms of Bedford’s purchase orders. For certain other goods, Bedford conditionally
acbepted, agfeeing to pay Perine as the goods were sold. (Am. Pl. at Y 54-62.)

The problems with Perine’s performance culminated in November 2011, when Bedford
again received late, defective, and nonconforming goods, forcing Bedford to reject certain goods
(the “Rejected Goods”). In an effort, however, to minimize the financial burden on Perine and to
" allow Perine to recoup its costs, Defendants agreed to permit Perine to sell the Rejected Goods.
This agreement was memorialized in a letter, dated December 7, 201 i, setting forth the specific |
items and quantity of goods that Perine was authorized to sell (the “Authorization Letter”).’

(Am. P1. at ] 63-64.)

3 A copy of the Authorization Letter is annexed as Exhibit D to the Amended Pleading.
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Perine Files Suit and Defendants Counterclaim

‘Perine commenced this action on or about January 6, 2012, iapproximately one month
after receiving the Authorization Letter. In its Verified Complaint, Perine asserts claims for
breach of contract, account stated, and fraud. Perine asserts that it is owed $482,401.50 for
goods sold and accepted by Defendants, aﬁd $1,734,351.25 for the Rejected Goods. The
Verified Complaint neglects to mention, among other things, that Bedford had issued the
Authorization Letter permitting Perine to sell off the Rejected Goods. (Verified Complaint, Ex.
3 to LME Aff) |

Defendants filed their Verified Answer and Counterclaim on May 22, 2012, asserting a
counterclaim for breach of contract and breach of warranty. In the counterclaim, Bedford
asserted it was entitled to approximately $860,000 for late and/or nonconforming goods. |

(Verified Answer, Ex. 4 to LME Aff))

Post-Complaint Events and the Proposed Amended Pleading
Subsequent to the filing of the Verified Answer, Defendants learned that the Perine

Parties had created a forgery of the Authorization Letter (fhe “Forged Authorization.Letter”), and
manufactured and sold counterfeit items bearing mé DITCH PLAINS Trademarks. Specifically,
the Perine Parties manufactured over 400,000 items of infringing apparel goods bearing Seena’s
DITCH PLAINS Trademarks, including an identical neck label, an identical surfer hangtag,
and/or an identical surfboard hangtag, without Seena’s or Bedford’s authorization (the .
“Infringing Goods™). The Perine Parties used the Forged Authorization Letter to attempt to sell
the Infringing Goods to Seena’s customer, Burlington Coat Factory, and thereafter used the
actual Authorization Letter to successfully sell the Infringing Goods to Seena’s other customers.

(Am. P1. at 9 65-80.)
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Accordingly, Defendants have prepared an Amended Verified Answer with
Counterclaims and Cross-Claims (the “Amended Pleading”), which asserts claims for violation
of Section 43(a) of the Lanham Act, common law trademark infringement, unfair competition,
and violation of New York General Business Law § 349, and which seeks both monetary
damages and injunctive relief. Additionally, the proposed amended pleading adds, through
cross-claims, four defendants: Regent Alliance Ltd., J & Company Jeans LLC, Linna Lam and
Linna Textiles Manufacturing Ltd., all of whom are affiliated with Perine and were involved in
the unlawful distribution and sale of the Infringing Goods. (Id.)

Status of this Action

As noted above, this action was commenced on January 6, 2012, and Defendants
answered on May 22, 2012. Certain document discovery has taken place, but has not been
concluded. No depositions have yet been taken. Similarly, the parties have not yet served
demands for expert disclosures, nor identified any experts to be called at trial. Finally, no note of

issue has been filed and no trial date has been set. (LME Aff. at § 5-11.)

Argument
I

LEAVE TO AMEND IS “FREELY GIVEN”

The standard on a motion for leave to amend is well-established. CPLR § 3025(b)
expressly provides that “[1]eave shall be freely given.” The New York Court of Appeals has
similarly instructed that, under this section, “[1Jeave to amend the pleadings ‘shall be freely
given’ absent prejudice or surprise resulting directly from the delay,” or Where the amendment is
not patently lacking in merit. McCaskey, Davies and Associates, Inc. v. New York City Health &
Hospitals Corp., 59 N.Y.2d 755, 757 (1983) (citation omitted); see also Aboujdid v. Singapore

Airlines, Ltd., 67 N.Y.2d 450, 457 n. 6 (1986) (“Leave to amend is to be ‘freely given’ and
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generally does not involve the merits of the amended pleading™); Herrick v. Secorid Cuthouse,
Lid, 64 N.Y.2d 692, 693 (1984) (leave to amend propefly granted where proposed defenses did
not plainly lack merit).
The First Department has upheld this standard recently. In McGhee v. Odell, 96 A.D.3d
449, 450 (1st Dep’t 2012), the First Department reversed the trial court’s denial of a motion to
amend, reiterating the well-settled standard to amend:
Leave to amend pleadings under CPLR 3025(b) should be freely
given, and denied only if there is prejudice or surprise resulting
directly from the delay, or if the proposed amendment is palpably
improper or insufficient as a matter of law. A party opposing leave
to amend must overcome a heavy presumption of validity in favor
of permitting amendment.

(citations omitted).

Nevertheless, in an effort to conserve judicial resources, the First Department has
instructed in certain cases that an “examination of the underlying merit of the. propbsed
amendment is mandated.” Thompson v. Cooper, 24 A.D.3d 203, 205 (1st Dep’t 2005); c.f-
Lucido v. Mancuso, 49 A.D.3d 220, 225 (2d Dep’t 2008) (tracking origin of First Department’s
heightened standard and rejecting it as erroneous).

II

THE PROPOSED AMENDMENTS ARE MERITORIOUS

As noted above, the proposed Amended Pleading seeks to add claims for viblation of
Section 43(a) of the Lanham Act, common law trademark ihfringement, unfair competition, and
violation of New York General Business Law § 349. For the reasons described below, these new

claims are meritorious, and Defendants’ motion to amend should be granted.
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A. Violation of Section 43(a) of the Lanham Act, Common Law
Trademark Infringement, and Unfai; Competition

The Federal Lanham Act provides protection to parties with a valid mark, where
defendant’s use of that mark is likely to cause confusion. See, e.g., I-800-Contacts, Inc. v.
WhenUCom, Inc., 414 F.3d 400, 406-07 (2d Cir. 2005). Section 43(a) of the Lanham Act
provides a private cause of action for unregistered tradem}arks.6

To establish a claim under Section 43(a) of the Lanham Act, a plaintiff must establish
that it has a valid mark that is entitled to protection, and that the defendant used the mark, in
commerce, in connection with the sale or advertising of goods or services, without the plaintiff’s
consent. I-800-Contacts, Inc., 414 F.3d at 406-07. In addition, the plaintiff must show that
“defendant’s use of that mark is likely to cause confusion ... as to the affiliation, connection, or
association of [defendant] with [plaintiff], or as to the origin, sponsorship or approval of [the
defendant’s] goods, services, or commercial activities by [plaintiff].” Id :

" Thus, to state a claim under Section 43(a) of the Laﬁham Act, plaintiff must establish: (1)
the validity of plaintiff’s trademark, and (2) likelihood of confusion. See Merck & Co., Inc. v.
Mediplan Health Consulting, Inc., 425 F. Supp. 2d 402, 411 (S.D.N.Y. 2006); see also ESPN,
Inc. v. Quiksilver, Inc., 586 F. Supp.l 2d 219, 230 (S.D.N.Y. 2008).

A claim for common law trademark infringement requires these same elements. See
Standard & Poor’s Corp. v. Commodity Exchange, Inc., 683 F.2d 704, 708 (2d C1r 1982) (“The
heart of a successful claim based upon ... the Lanham Act, 15 U.S.C. §§ 1114(1) and 1125(;1),

and common law trademark infringement is the showing of likelihood of cohfusion as to the

8 Federal and state courts have concurrent jurisdiction over Lanham Act claims. See, e.g. Dell Publishing Co. v.
Stanley Publications, Inc., 9 N.Y.2d 126, 133 (1961) (state court has jurisdiction over trademark actions); Brown &
Bigelow v. Remembrance Advertising Products, 279 AD. 410, 412-13 (1st Dep’t 1952), aff"d, 304 N.Y. 909 (1953)
(state court can pass upon the validity of federal trademark registration); Wyndham Co. v. Wyndham Hotel Corp.,
261 A.D.2d 242, 243 (Ist Dep’t 1999) (affirming issuance of injunction against trademark violator) .

9
2063933-1



source or sponsorship of defendant's products.”); Nike, Inc. v. Top Brand Co. Ltd., 00 CIV.8179
KMW RLE, 2005 WL 1654859, at *7 (S.D.N.Y. July 13, 2005); see also Adirondack Appliance
| Repair, Inc. v. Adirondack Appliance Parts Inc., 148 A.D.2d 796, 798 (3d Dep’t 1989) (trial
court properly granted injunction where plaintiff showed a likelihood of confusion as to the
origin of defendant’s products).

Similarly, the elements of an unfair cbmpetition claim asserted in conjunction with
claims for trademark infringement also mirror those of the Lanham Act claims. See ESPN, Inc.,
586 F. Supp. 2d at 230, citing Lorillard Tobacco Co. v. Jamelis Grocery, Inc., 378 F. Supp. 2d
448, 456 (S.D.N.Y. 2005). Thus, to state a claim for common law unfair competition premised
on trademark infringement, the party must assert that: (1) it possesses a valid, protectablq mark,
and (2) the result of the defendant’s alleged ‘use is a likelihood of confusion between the marks
of the alleged infringer and the charging party. Chum Ltd. v. Lisowski, No. 98 Civ. 5060
(KMW), 2001 WL 243541, at *7 (§.D.N.Y. March 12, 2001), citing Tri-Star Pictures, Inc. v.
Leisure Time Prrods. B.V., 17 F.3d 38, 43 (2d Cir. 1994), cert. denied, 513 U.S. 987 (1'994);
ESPN, Inc., 586 F. Supp. 2d at 230; Adirondack Appliance Repair, 148 A.D.2d at 798.

Thus, for Defendants’ proposed claims new claims for trademark infringement under
Section 43(a) of the Lanham Act, common law trademark infringement and unfair competition
each require Defendants to allege that: (1) they possess a valid tr'édemark, and (2) the Perine
Parties’ unauthorized use of the marks is likely to cause confusion. Defendants have adequately
alleged facts to support both of these prongs.

L. Seena Has Valid Common Law Rights
in the DITCH PLAINS Trademarks

As set forth in detail in the Amended Pleading, Seena has been using the DITCH

PLAINS word mark in connection with apparel products in interstate commerce continuously
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since at least as early as October 31, 2005; Seena has been using the DITCH PLAINS logo since
at least as early as 2010. The DITCH PLAINS Trademarks have been used on or in connection
with Seena’s apparel products through the use of embroideries, appliqués, distinctive neck labels,
care content labels, as well as a distinctive‘surfer hangtag and surfboard hangtag. Seena has sold
millions of apparel products bearing the DITCH PLAINS Trademarks to major retailers
throughout the United States, Europe, and Canada. As a result of Seena’s extensive use of the
DITCH PLAINS Trademarks, these marks have acquired value and recognition in the United
States and are well knowﬁ to the consuming public and trade as identifying and distinguishing
Seena exclusiveiy and ﬁniquely as the source of origin of the high-quality apparel products to
which the DITCH PLAINS Trademarks are applied.

Seena thus has valuable common law rights in the DITCH PLAINS T;ademarks. Though
the DITCH PLAINS Trademarks are not yet federally registered,’ this has no bearing on the
validity of the mark, or whether the mark is entitled to protection under the Lanham Act or New
York common law. As noted above, Section 43(a) of the Lanham Act expressly provides a
private cause of action for unregistered trademarks, and New York recognizes claims for |
common law trademark infringement and unfair competition based .on unregistered marks. See
15 U.S.C. §1125(a); see also ESPN, 586 F. Supp. 2d at 230 (defendant adequately pled a
counterclaim for violations of 15 U.S.C. § 1125(a) based on its common law trademark rights);
Alexander Ave. Kosher Restaurant Corp. v. Dragoon, 306 A.D.2d 298, 300 (2d Dep’t 2003)
(“To be capable of legal protection, a mark must be shown to be of distinctive quality or one

which has, in the public’s mind acquired a secondary meaning.”).

7 On April 29, 2013, Seena filed an application with the U.S. Patent and Trademark Office to reglster the DITCH
PLAINS word mark. (LME Aff. At ]21.)
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Here, the DITCH PLAINS Trademarks are distinct and have acquired secondary
meaning, and Seena thus has valuable, protected common law rights therein sufficient to set forth
a claim pursuant to Section 43(a) of the Lanham Act, common law trademark infringement and
unfair competition.

2. There is an Undeniable Likelihood of Confusion Arising
From the Perine Parties’ Sale of Identical Infringing Goods

Defendants have also adequately alleged that the Perine Parties’ unauthorized use of the
DITCH PLAINS Trademarks is likely to cause confusion “as to the source or sponsorship of
defendant’s products.” Standard & Poor’s, 683 F.2d at 708.

In determining whether there is a likelihood of confusion, an eight-factor test is typically
applied that requires the court to consider, inter alia, “the strength of plaintiff’s mark, the degree
of similarity between the two marks, the proximity éf the products, the likelihood that the prior
owner will bridge the gap, actual confusion, and the reciprocal of defendant’s good faith in
adopting its own mark, the quality of defendant’s product, and the sopiljstication of the buyers.”
George VRestaufation S.A. v. Little Rest Twelve, Inc., 58 A.D.3d 428, 429 (1st Dep’t 2009),

‘quoting Polaroid Corp. v. Polaroid Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961).

However, “[w]here a second-comer acts in bad faith and intentionally copies a trademark
or trade dress, a presumption arises that the copier héS succeeded in causing confusion.”
Paddington Corp. v. Attiki Importers & Distributors, Iﬁc., 996 F.2d 577, 586 (2d Cir. 1993).
Thus, ‘;[i]t is unnecessary to perform a step-by-step examination of each Pélaroid factor in cases

involving counterfeit marks, because counterfeit marks are inherently confusing.® Nike, 2005

8 A counterfeit mark is defined as “a spurious mark which is identical with, or substantially indistinguishable from, a
registered mark.” 15 U.S.C. § 1127. While Seena has not alleged a claim for counterfeiting (it cannot because it
does not currently have registered federal trademarks), the principles underlying the likelihood of confusion analysis
are equally applicable here, because the Perine Parties manufactured and sold identical goods. Moreover, the lack of
a federally registered mark does not affect Seena’s ability to assert claims for infringement and unfair competition
under both the Lanham Act and/or the common law, as explained above.
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WL 1654859, at n. 4; Gucci Am., Inc. v. Duty Free Apparel, Ltd., 286 F. Supp. 2d 284, 287
(S.D.N.Y. 2003) (“the Court need not undertake a factor-by-factor analysis under Polaroid
because counterfeits, by their very nature, cause confusion.”); Topps Co. Inc. v. Gerrit J.
Verburg Co., 96 CIV. 7302 (RWS), 1996 WL 719381, at *6 (S.D.N.Y. Dec. 13, 1996) (“Where
the marks are identical, and the goods are also identical and directly competitive, the decision
can be made directly without a more formal and complete discussion of all of the Polaroid
factors.”).

Here, the Amended Answer sets forth in detail the Perine Parties’ manufacture and sale
of goods bearing an identical reproduction of the DITCH PLAINS Trademarks. Indeed, this case
goes beyond the typical counterfeiting case because Defendants do not allege that some

unrelated third party created counterfeit goods, but rather that its former manufacturer, using

prior apparel and/or labeling specifications provided by Defendants, created versions of

Defendants’ goods bearing identical replications of the DITCH PLAINS Trademarks. Moreover,

as detailed in the Verified Pleading, upon information and belief, the Infringing Goods were
specifically designed to mimic Seena’s authentic products in order to induce Seena’s customers
to buy those goods, believing that they were authorized by Seena. Indeed, the Perine Parties
went so far as to create a forgery of the Authorization Letter, which they presented to Seena’s
customers as Seena’s purported authorization to sell the Infringing Goods, and thereafter used

- the Authorization Letter to sell the Infringing Goods. The likelihood of confusion in this
situation is clear, as the Perine Pa.rﬁes not only created counterfeits of Seena’s goods, but
intentionally misled Seena’s customers to believe that those goods were authentic and were

authorized for sale by Seena.
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Nevertheless, even if the Court considers each of the Polaroid factors, it is clear that the
relevant factors weigh heavily in Defendants” favor.

a. The strength of the mark. This factor refers to a mark’s “tendency

to identify the goods sold under the mark as emanafing from a particular source. The concept of
strength encompasses both inherent distinctiveness and acquired distinctiveness.” U.S. Polo
Ass'n, Inc. v. PRL USA Holdings, Inc., 800 F. Supp. 2d 515, 527 (S.D.N.Y. 2011) (citations
omitted); see also Fireman's Ass 'n of State of New York v. French Am. Sch. of New York, 41
A.D.3d 925, 928 (3d Dep’t 2007) (a “strong mark” is “one which has a distinctive quality or has
acquired a secondary meaning such that the trade name has become so associated in the public’s
mind with the petitioner that it identifies goods sold by that entity as distinguished from goods
sold by others”) (citations omitted).

“DITCH PLAINS” is inherently distinctive. DITCH PLAINS is not a common name, it
does not describe or suggest anything about the apparel products on which it appears, and it has
no dictionary meaning. It is therefore, falls into the highest category of disﬁnctivenesé, an
arbitrary or fanciﬁﬂ name.

Moreover, the Amended Pleading expressly alleges that Seena has been using the DITCH
PLAINS word mark since at least October 31, 2005, and has been using the DITCH PLAINS
logo since at least 2010. Seena has designed, manufactured, aﬁd sold millions of apparel
products bearing the DITCH PLAINS Trademarks through the United States, Canada, and
Europe. Thus, over the nearly eight years of use, the DITCH PLAINS Trademarks have
acquired distinctiveness in the apparel industry, and are well known to the consuming public and

trade.
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b. The degree of similarity between the two marks. “An assessment

of the similarity of marks examines the sinﬁlaﬁty between them in appearance, sound, and
meaning.... The analysis should consider the products’ sizes, logos, typefaces, and package
designs and colors to determine whether the overall impression in the relevant market context
would lead consumers to believe that the [product] emanates from the same source as products
bearing the senior user’s mark.” U.S. Polo Ass’n, 800 F. Supp. 2d at 528 (citation omitted).
Here, the marks are identical. The Peﬁne Parties acted as the manufacturer for Bedford and thus
had access to the design and other' specifications for Seena’s marks and products. The Perine
Parties used these specifications to manufacture, advertise, and sell versions of Seena’s goods
-bearing identical reproductions of the DITCH PLAINS Trademarks, and did so for the purpose
of misleading Seena’s customers into purchasing those unauthorized goods.

c. The proximity of the products. “This factor concerns whether and
to what extent the two products compete with each other.” Id. at 530 (citation omitted). Here,
both sets of products are coﬁprised of apparel items bearing an identical reproduction of the
DITCH PLAIN S Trademarks. Indeed, as explained above, the Perine Parties intentionally
manufactured replicas of Seena’s goods and sold to Seena’s customers.

d. The likelihood that the prior owner will bridge the gap. “This

factor concerns the likelihood that [a] senior user that is not in direct competition with a junior
user at the time a suit is brought will later expand the scope of its business so as to enter the
junior user’s market.” /d. at 531. However, as in U.S. Polo, “[b]ecause the parties in this case
are already competitively proximate, there is no gap to bridge and so this factor is irrelevant.”

Id.
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€. Actual confusion. “It is black letter law that actual confusion need

not be shown to prevail under the Lanham Act [or under the common law], since actual
confusion is very difficult to prove and the Acf requires only a likelihood of confusion as to
source.” Id. Nevertheless, the proposed Amended Pleading does allege actual confusion,
because the Perine Parties successfully tricked at least two ‘of Seena’s customers into purchasing
the Infringing Goods, beliei'ing that they came from Seena.

f. The Perine Parties’ bad faith in adopting the mark. This element
considers “whether [the Perine Parties] in adopting its mark intended to capitalize on [Seena’s]
good will.” EMI Catalogue P'ship v. Hill, Holliday, Connors, Cosmopulos Inc., 228 F.3d 56, 66
(2d Cir..2000). Under New York law, “a presumption of bad faith attaches to the use of a
counterfeit mark.” Lorillard Te obaccq Co., 378 F. Supp. 2d 448, 456 (S.D.N.Y. 2005).
Moreover, a defendant’s actual or constructive knowledge of the prior user’s mark is a strong
indication of bad faith. See Paddington, 996 F.2d at 587. Here, the Perine Parties had actual ‘
knowledge of the DITCH PLAINS Trademarks because they manufactured goods bearing those
trademarks fof a yéar. The Perine Parties intentionally created versions of goods bearing the
DITCH PLAINS Trademarks and sold those goods to Seena’s customers. Indeed, the Perine
Parties even went so far as to create a forgery of the Authorization Letter to trick Seena’s
customers into believing that the goods were authentic and authorized for sale by Seena.

g The quality of defendant’s product. The purpose of this factor is to

assess “the loss of control over quality.” U.S. Polo Ass’n, 800 F. Supp. 2d at 537. “A senior
user is not required to put its reputation in a junior user’s hands, no matter how capable those
hands may be.” Id. (citation omitted). Here, as explained in the proposed Amended Pleading,

the duration of Bedford’s relationship with the Perine Defendants was marred by production of
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nonconforming and defective goods. There is no reason to believe that the Infringing Goods are
of any better qualitjf than the prior cancelled/rejected goods. The entry of low-quality,
counterfeit goods into the market — indeed, directly to Seena’s customers — has obvioué negative
repercussions on Seena’s goodwill and reputation.

h. The sophistication of the buyers. This last factor recognizes that

“[t]he more sophisticated and careful the average consumer of a product is, the less likely it is
that similarities in trade dress or trade marks will result in confusion concerning the source or
sponsorship of the product.” Id. (citation omitted). This factor is inapplicable where, as here,
the Perine Parties sold goods to Seena’s customers using a forged Authorization Letter ostensibly
authenticating the goods and authorizing the sale. Moreover, because the goods were
manufactured by the same manufacturer that had been producing the goods for the‘year, the
i(ienﬁty of the products was completé. Even the most sophisticated consumer would be unable to
recognize the difference between authentic Seena goods béaring the DITCH PLAINS

Trademarks and counterfeit goods manufactured by the prior manufacturer.

3, The Anvil Registration Has No Bearing on Defendants’ Claims

The Perine Parties may contend that Seena does not have valid trademark rights in the
DITCH PLAINS Trademarks because a third party, Anvil NY LLC (“Anvil”), which operates a
restau.raht entitled Ditch Plains, owns a federal registration for DITCH PLAINS for certain
apparel goods (the “Anvil Registration™). The Anvil Registration No. is 4,305,585, and claims a
first use date of May 31, 2006. |

Such an assertion by the Perine Parties would be misplaced, as Anvil recently amended
the Anvil Registration to be limited to “T-shirts, sweatshirts, hats and beanies . . . to be sold in
promotion of the Ditch Plains restaurant.” Thus, Anvil’s Registration is limiteci to sale of gqods

in connection with the promotion of Anvil’s Ditch Plains restaurant, and does not impair or
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impact Defendants” DITCH PLAINS Trademarks. Indeed, Anvil and Seena have entered into a
coexistence agreement, and Anvil has consented to the registration of the DITCH PLAINS
Trademarks by Seena. (LME Aff. At q21.)
.Further, even if Anvil’s Registration were not limited to restaurant promotional goods,
the purported assertion of Anvil’s rights as a defense to the Perine Parties’ actions, known as a
Jus tertii defense, is not a defense in trademark litigation. General Cigar Co., Inc. v. G.D.M.
| Inc., 988 F. Supp. 647, 661 (S.D.N.Y. 1997); Marshak v. Sheppard, 666 F. Supp. 590, 599
(S.D.N.Y. 1987)(rejecting defense that third party’s rights were superior to plaintiff;, whether
plaintiff acquired valid title from his assignor is irrelevant where plaintiff has rights superior to
defendant). Thus, New York courts routinely reject jus tertii defenses in trademark actions,
holding that “[d]efendant is no less an infringer because it is brought to account by a plaintiff
whose rights may or may not be superior to the whole word.” Bambu Sales, Inc. v. Sultana
Crackers, Inc., 683 F. Supp. 899, 909 (E.D.N.Y. 1988)(rejecting defense that third party’s rights
were superior); see also General Cigar Co., Inc. 988 F. Supp. at 661-62 (third party’s possibly
superior rights cannot be a defense).
Indeed, only if the Perine Parties could prove privity with the third party (Anvil), which

“they cannot, would the Perine Parties be able to claim some entitlement to the priority rights of
Anvil. Diaraﬁza Trading Co., Inc. v. J. Walter Thompson U.S.A., Inc., No. 01-Civ-2950 (DAB)
(DCEF), 2005 WL 2148925, *6 (S.D.N.Y. 2005), aff’d 194 Fed. Appx. 81 (2d Cir. 2006)(“[T]he
Jus tertii defense is severely disfavored by the federal courts, which have only entertained it
where thé defendant invoking it mgkes a showing of privity or successor-in-mterest status with
respect to such [superior trademark] rights”(citations omitted)””). That is not the case here as

there is no relationship between Anvil and the Perine Parties.
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Finally, even if Seena and Anvil had not entered into the co-existence agreement, and
even if the Perine Parties could somehow assert a jus tertii defense, such defense would
nonetheless fail as Seena has superior rights in the DITCH PLAINS Trademarks which are not
erased by the Anvil Registration. Thus, though Anvil’s Registration is evidence of its mark’s
validity, “[i]t is a fundamental principal of trademark law that the right to exclusive use of a
trademark derives from . .. [t]he user who first appropriates the mark . . . .” Patsy’s Italian
Restaurant, Inc. v. Banas, S08 F. Supp. 2d 194, 217 (E.D.N.Y. 2007), citing Hawaii-Pacific
Apparel Group, Inc. v. Cleveland Browns Football Co. LLC, 418 F. Supp. 2d 501, 505-06
(S.D.N.Y. 2006)(citations and quotations onﬁtted)). :

Here, Seena has been using the DITCH PLAINS word mark for apparel since at le;clst
October 2005. (Am. P1. at942.) Anvil, by contrast, claims that its first use was May 2006.
Seena is tilus the senior user and its ﬁghts in the same are superior to those of Anvil. See Patsy’s
Italian Restaurant, Inc., 508 F. Supp. 2d at 217, citing Architemps, Inc. v. Architemps, Ltd., 704
F. Supp. 39, 40 (S.D.N.Y. 1998) (“The prior user of an unregistered mark is entitled to common
law protection for its continued use of the mark in the areas of use-that predate registration.”);
see also 1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition 16:18.50 (4th
ed. 2012) (“Neither application for nor registration of a mark at the federal level wipes out the
prior nonregistered, common law rights of others., The nonregistered rights of a senior user
continue and are not erased by the later federal registration of a junior user;”).

The Anvil Registration is thus of vno issue in this litigation.

B. Violation of New York General Business Law § 349

Defendants’ proposed Amended Pleading also asserts a claim under Section 349 of New
York’s General Business Law. This statute makes unlawful “deceptive acts or practices in the

conduct of any business, trade or commerce or in the furnishing of any service.” To state a claim
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under this section of the GBL, a plaintiff must allege (1) that the defendant engaged in an act or
practice that is deceptive or misleading in a material respect and (ii) that plaintiff suffered injury
as a result thereof. See 0swegb Laborers’ Local 214 Pension Fund v. Marine Midland Bank, 85
N.Y.2d 20, 25 (1995); In re Houbigant Inc., 914 F. Supp. 964, 983-84 (S.D.N.Y. 1995)
(upholding GBL § 349 claim where defendants engaged in a scheme to export and sell
counterfeit items).

Here, as set forth in detail in the Amended Pleading, the Perine Parties’ knowingly
designed, manufactured and sold unauthorized and infringing apparel goods in New York
bearing identical reproductions of the DITCH PLAINS Trademarks. The Perine Parties went
even further by offering to sell and/or selling these Infringing Goods to Defendants’ own
customers. The public is harmed by these actions because they unknowingly purchase
counterfeit DITCH PLAINS products from the retailers who regularly carry authentic products.
Unbeknownst to consumers, they are actually purchasing non—conforming, substandard
Infringing Goods which have not been subj éct to Defendants’ quality control procedures. When
consumers spend their hard eamed money on products they believe to be authentic DITCH
PLAINS apparel goods and actually receive counterfeit products, the harm to the public is great.
Thus, both Defendants and consumers at largé are harmed by the acts of the Perine Parties.

As such, Defenda_nts’ GBL § 349 claim is meritorious and should b¢ allowed. See, e.g.,
Steinway, Inc. v. Ashley, No. 01 Civ. 9703 GEL, 2002 WL 122929, *2 (S.D.N.Y. Jan. 29, 2002)

(allegation that defendants kﬁowingly distributed Steinway piano decals to customers that use
plaintiffs’ marks in commerce, and that such use is likely to deceive or caﬁse confusion as to the

affiliation or association of defendants’ customers with plaintiffs, sufficient to support a claim
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under New York GBL § 349); Microsoft Corp. v. AGA Solutions, Inc., 05 CV 5796 (DRH)
(MLO), 2007 WL 777756, at *7 (E.D.N.Y. March 12, 2007).

C. The Addition of New Parties as Cross-Claim Defendants

Defendants seek to add Lam, Regent, J & Co., and Linna Textiles (the “Proposed
Parties”) as additional cross-claim defendants. As set forth above, each of the Proposed Parties
is affiliated with Plaintiff, and was involved in the unlawful distribution of the Infringing Goods.

CPLR 1003 states that “[p]arties may be added at any stage of the action by leave of
court....” Here, the Proposed Parties are each involved in the activity described in the Proposed
Pleading, as well as the activity described in Plaintiff’s Complaint. For example, Perine asserts

in the Verified Complaint a claim for breach of contract, asserting that it is owed damages for
good sold and accepted by Defendants, or wrongfully refused by Defendants. However, the
basis of Plaintiff’s claims are purchase orders between Defendant Bedford and Proposed Party
Regent. Indged, Plaintiff® s failure to include Regent as a party is fatal to its claim. See CPLR
1001.

By further way of example, the Authorization Letter authorizes Perine and Proposed
Parties Regent and J & Co. to sell a specific quantity of goods bearing the DITCH PLAINS word
mark. The proposed Amended Pleading alleges that Perine, Regent, J & Co., Lam, and Linna
Textiles maﬁufactured over 400,000 éounterfeit items and then sold those Infringing Goods to

Seena’s customers. (Am. PL. at qf 65-80.)
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THE PLAINTIFF AND PROPOSED NEW PARTIES
WILL NOT BE PREJUDICED BY THE AMENDMENTS

Defendants’ motion to amend should also be graﬁted because there is no prejudice to
Plaintiff or the Proposed Parties, all of whom are affiliated with Plaintiff and were involved in
the unlawful distribution and sale of the infringing products.

As explained by the First Department, “prejudice occurs when the party opposing
amendment has been hindered in the preparation of his case or has been prevented from taking
some measure in support of his position.” Jacobson v. McNeil Consumer & Specialty
Pharmaceuticals, 68 A.D.3d 652, 654-55 (1st Dep’t 2009) (citation omitted); see also Abdelnabi
v. N.Y. Transit Auth., 273 A.D.2d 114 (1st Dep’t 2000).

Although the Proposed Pleading adds several new claims and will require additional

~ discovery, “[p]rejudice does not occur simply because a defendant is exposed to greater liability
or because a defendant has to expend additional time preparing its case.” Jacobson, 68 A.D.3d
at 654. “Moreover, the need for additional discovery does not constitute prejudice sufficient to
justify denial of an amendment.” Id. Nor does “[m]ere lateness” or delay constitute “a barrier to
 the amendment. It must be lateness coupled with signiﬁcant prejudfce to the other side.”
Edenwald Contracting Co., Inc. v. City of New York, 60 N.Y.2d 957, 959 (1983).

Here, fact discovery is still ongoing, depositions have not yet occurred, no expert
discovery has taken place, no note of issue has yet been filed, and no trial date has yet been set.
(LME Aff. at 11 9-11.) Thus, permitting the Amended Pleading will not hinder Plaintiff in the
preparation of its case, or prevent Plaintiff from taking any measures in support of its position.

Jacobson, 68 A.D.3d at 654.
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Further, permitting Defendants to amend their pleading will, in fact, minimize any
prejudice that could occur, as the proposed claims arise out of the very same goods that are at
issue in the Verified Complaint. Specifically, the claims in the Verified Complaint and the
Proposed Pleading arise outvof and relate to the Rejected Goods and Jthe Authorization Letter.
Accordingly, much of the discovery related to Plaintiff’s claims will overlap with the discovery
required in connection with the proposed claims.

Conclusion

For the reasons stated above, Defendants respectfully request that the Court enter an
Order granting Defendants’ permission to serve and file an Amended Verified Answer with
Counterclaims and Cross-Claims, together with such other and further relief as the Court deems
Jjust and proper.

Dated: New York, New York
April 29, 2013

OLSHAN FROME WOLOSKY LLP

By: _/s/ Lori Marks-Esterman
Lori Marks-Esterman
Martin J. Feinberg
Olshan Frome Wolosky LLP
Park Avenue Tower
65 East 55™ Street
New York, New York 10022
(212) 451-2300
(212) 451-2222 (fax)
Attorneys for Defendants
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EXHIBIT E

EXHIBITS - APPLICANT’S MOTION TO SUSPEND OPPOSITION



[FILED: NEW YORK COUNTY CLERK 06/06/2013) ) INDEX NO. €50040/2012
. NYSCEF DOC. NO. 66 ¢ _\ ' ' RECEIVED NYSCEF: 06/06/2013

SUPREME COURT OF THE STATE OF NEW YORK

- COUNTY OF NEW YORK
A X
PERINE INTERNATIONAL INC.,
Index No. 650040/12
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Hon. Barbara R. Kapnick
-against-

BEDFORD CLOTHIERS, INC., SEENA -
INTERNATIONAL INC., RICKY SINGH,
BROOKLYN XPRESS and VASU KOTHAPALLY,

Defendants.

PLAINTIFF’S MEMORANDUM OF LAW IN OPPOSITION
TO DEFENDANTS’ MOTION FOR LEAVE TO AMEND

MEISTER SEELIG & FEIN LLP
Jeffrey Schreiber, Esq.

Kevin Fritz, Esq.

2 Grand Central Tower

140 East 45™ Street — 19™ Floor
New York, New York 10017
(212) 655-3500
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Plaintiff Perine International; Inc. (“Plaintiff”) respectfully submits this memorandum of
law in opposition to the motion by defendants Bedford Clothiers, Inc., Seena International Inc.,
Ricky Singh and Brooklyn Xpress (collectively, “Defendants™) seeking: (1) leave to file and
serve an Aﬁended Verified Answer with Counterclaims and Cross-Claims; (2) to add non-
parties Regent Alliance Ltd., J & Company Jeans LLC, “Linna or Llina Lam,” and Linna

Textiles Manufacturing Ltd. as cross-claim defendants; and (3) for related re»lief.1

PRELIMINARY STATEMENT

Defendants’ motion for leave to amend was made long after discovery was supposed to
have been completed in this simple goods sold and dehvered case. The only reason why
discovery has not been completed is because Defendants have engineered one delay after
another. Now, Defendants want to add new pa:tieé and assert trademark infringement claims

even though they have no protectable rights in the mark, “DITCH PLAINS.”

ARGUMENT
L THE MOTION FOR LEAVE TO AMEND SHOULD BE DENIED

A. Standard of Review

Leave to amend a pleading “shall be freely given” absent prejudice or surprise resulting

from the delay. CPLR 3025(b); Davis & Davis, P.C. v. Morson, 286 A.D.2d 584, 585, 730

N.Y.S.2d 293, 294 (1* Dep’t 2001). The First Department, however, “has consistently held that

in order to conserve judicial resources; an examination of the proposed causes of action is

! The proposed Amended Verified Answer with Counterclaims and Cross-Claims is attached as Exhibit 1 to the
Affirmation of Lori Marks-Esterman and citations thereto will be in the form of “Am, Counterclaim.”

1
5239-001 Doc# 156 v.0



warranted and leave to amend will be denied where the proposed pleading fails to state a cause
of action or is palpably insufficient as a matter of law.” 1d. (intenal citations omitted).

Prejudice has been defined as “a special right lost in the interim, a change in position, or
significant trouble or expense that could have been avoided had the original pleading contained
the proposed amendment.” Ward v. City of Schenectady, 204 A.D.2d 779, 781, 611 N.Y.S.2d
932 (3™ Dep’t 1994). “Prejudice” warrants deniall of leave to amend when a party incurs a
change in position or is hindered in the preparation of its case or has been prevented from taking
some measure in support of its positioﬁ, and these problems might have been avoided had the
original pleading contained the proposed amendment. Valdes v. Marbrose Realty, Inc., 289
A.D.2d 28, 734 N.Y.S.2d 24 (1* Dep’t 2001). |

B. Because Seena Has No Trademark Rights in “DITCH PLAINS”,
the Proposed Claims for Trademark Infringement and Unfair

Competition Are Palpably Insufficient

. To establish a claim for trademark infringement under Section 43(a) of the Lanham Act,

a party must establish that it has a valid mark entitled to protection. 1-800-Contacts, Inc. v.

WhenUCom, Inc., 414 F.3d 400, 406-07 (2d Cir. 2005). Here, Seena’s proposed trademark

infringement and unfair competition claims are palpably insufficient because: (1) the U.S.
Trademark Trial and Appeal Boérd (TTAB) already cienied Seena’s application to register the
“DITCH PLAINS” mark, and Seena then becaﬁe estopped from challenging that result when it
appealed to the Federal Circuit and then abandoned its appeal and (2) Seena’s use of “DITCH
PLAINS” is geographically deceptively misdescriptive.

1. Seena is Collaterally Estopped from Claiming That It Possesses a Valid Mark

Non-party Anvil NY LLC has four “DITCH PLAINS™ trademarks registered with the
U.S. Patent and Trademark Office (the “USPTO”). (Fritz Aff., Exh. A). Anvil NY LLC’s most
senior “DITCH PLAINS” trademark (Reg. No. 3,327,160) was registered by the USPTO on

2
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October 30, 2007 for “oyster bar, restaurant and bar servicés,” based upon a first use date of May
10, 2006. (Id.). |
In 2008, Seena filed an application with the USPTO to register “DITCH PLAINS” for
certain men’s and women’s apparel. (Fritz Aff,, Exh. B). The Examining Attorney refused
registration pursuant to Trademark Act Section 2(d), citing a likelihood of confusion bctwee_n
Seena’s mark and Anvil NY LLC’s registered mark “DITCH PLAINS™ (Reg. No. 3,327,160).
(Fritz Aff,, Exh. C). Thereafter, a Final Refusal was issued on the same grounds of likelihood of
confusion with Anvil NY LLC’s registéred mark. (Id.). |
Seena appealed to the Trademark Trial and Appeal Board (the “TTAB*), which afﬁrrhed
the refusal to register. (Fritz Aff., Exh. D). In its Opinion, the TTAB concluded that “in view of
the identical nature of the marks, their contemporaneous use on the related goods and services
‘involved in this case is likely to cause confusion as to the source or sponsorship of such goods or
services.” (Id.). Seena appealed the TTAB’s Opinion to the U.S. Court of Appeals for the
Federal Circuit. (Fritz Aff., Exh. E). The Federal Circuit dismissed the appeal. (Fritz Aff,, Exh.
P).
In the Second Circuit, “[f]or a TTAB ... determination of ‘likelihood of confusion’ to
have collateral estoppel effect in a trademark infringement action, the TTAB ... must have taken

into account, in a meaningful way, the context of the marketplace.” Levy v. Kosher Overseers

Assoc. of America, 104 F.3d 39, 42 (2nd Cir. 1997). Here, the TTAB Opinion demonstrates that
the TTAB meaningfully cénsidered the marketplace context in determining the likelihood of
confusion issue. Specifically, the TTAB considered: the identical nature of Seena’s mark and
Anvil NY LLC’s mark in terms of appearance, sound, connotation and commercial impression,

(Fritz Aff., Exh. D, p. 3); the close relation between Seena and Anvil NY LLC’s respective
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goods and services, (id. p. 3 - 7); the overlapping trade channels, (id. p. 7); and the same targeted
class of purchasers — the general public. (Id.).

The record demonstrates that Seena had a full and fair épportunity to litigate, and in fact
did litigate, the likelihood of confusion issue before the TTAB. (Fritz Aff, Exh. A, B, C, D).
Seena filed briefs with the TTAB and had an opportunity to submit evidence. (Fritz Aff., Exh. D,
p. 2, 7). Faced with an adverse decision by the TTAB, Seena appealed the Opinion to the
Federal Circuit. (Fritz Aff., Exh. E). The appeal was later dismissed, making the TTAB’s
findings and conclusions final and binding upon Seena. (Fritz Aff,, Exh. F).

Given the USPTO’s denial of ‘Seena’s previous application to register “DITCH
PLAINS,” Seena is collaterally estopped from claiming that “DITCH PLAINS” is a valid,
protectable mark. |

2. “DITCH PLAINS” is Geographically

Deceptively Misdescriptive and Thus Not Entitled to Protection

Under trademark law, geographic terms or signs are not entitled to trademark protection
if they are either geographically descriptive or geographically misdescriptive of where the goods
or services originate. |

“Terms that are descriptive of the geographic location or origin of goods and services are
regarded by the law as not being “inherently distinctive’ marks.” J. Thomas McCarthy, McCarthy
on Trademarks § 14.1 (2002).  “Since geographically descriptive terms are not inherently
distinctive, they can be protected as trademarks only upon proof that through usage, they have
become distinctive,” i.e. obtained “secondary meaning.f’ Id. Because a descriptive. geographic
adjective “can be truthﬁﬂly applied to a wide range of goods and services that emanate from or
are connec;ted with a certain geographic region,” a geographically descriptive terﬁ cannot, per

se, function to identify and distinguish the goods of only one seller in that geographical

: 4
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location.” Id. “A parallel rationale states that descriptive geographical terms are in the ‘public
domain’ in the sense that every seller should have the right to inform customers of the
geographic origin of his goods” without the risk of infringement. Id.

Ditch Plains is a generally known geographic location, i.e. a beach in Montauk, New
York that is particularly well-known by surfers. (Fritz Aff., Exh. |, J,‘ K). Even assuming that
Seena’s goods had .a connection to Ditch Plains or Montauk, which they do not, the mark
f‘DITCH PLAINS” is at best geographically descriptive and not entitled to trademark protection.

Seena’s goods have no connection with Ditch Plains or Montauk, (Marks-Esterman Aff,
Exh. 1, 97 32, 47 — 53). Therefore, Seena’s use of “DITCH PLAINS” is geographically
, deceptively misdescripﬁve.‘2 “A geographic designatioh that is used with goods that do not come
from the placé named by the desi gnaﬁon, and which leads consumers to buy under a
misapprehension as to origin, is probably deceptive. This is merely a form of false advertising.”
McCarthy on Trademarks § 14.23.

The Lanham Act sets forth an unclean hands defense “if the mark is used so as to
misrepresent the source of the goods or services in connection with which the mark is used.” Id.
§ 31.56 (citing Lanham Act § 33(b)(3)). “If the deceptive user of a mark sues someone who is
validly using the geographic term, the defense of unclean hands is available.” E § 14.25; see
also Japan Telecom, Inc. v. Japan Telecom Ameﬁéa Inc., 287 F.3d 866, 870 (9“’ Cir. 2002).
Hence, even assuming that Plaintiff was improperly using the “DITCH PLAINS” mark, whicfl it

is not, Plaintiff has an iron-clad unclean hands defense because Seena is using “DITCH

2 The difference between “geographically descriptive” or “geographically deceptively misdescriptive” is whether the
goods or services do or do not come from the place indicated by the geographic term. In re Amerise, 160 US.P.Q.
(BNA) 687, 691 (T.T.A.B. 1969).
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PLAINS” to deceive consumers into believing that the goods originate from Ditch Plains or
Montauk.

Seena goes to great lengths to deceive consumers into believiﬁg that its goods come from
Ditch Plains, which is a well-known surfing beach in Montauk. (Fritz Aff,, Exh. I, J, K). To
begin with, Seena is using the mark “DITCH PLAINS” even though it is ﬁndisputed that Seena’s
goods have no connection to, and do not originate from, Ditch Plains or Montauk. Seena’s
principal plvace of business is in Hauppauge, New York and its goods are made in China. (Marks-
Esterman Aff, Exh. 1, 4 32, 47 — 53). Additionally, the hangtags that Seena attaches to its
apparel are designed deceptively to make a connection to the Ditch Plains beach. One hangtag
prominently displays the words “Ditch Plains” and a surfer on a surfboard. (Fritz Aff.,, Exh. G).
Seena uses another hangtag which is even more deceptive in that it contains the words “Ditch
Plains Surf Co. Since 1970 and “Montauk, New York” on a surfboard design.® (Fritz Aff, Exh.
H). Furthermore, the type of apparel that Seena is selling under the mark “DITCH PLAINS” —
board shorts, swim trunks, tank tops, etc. — is geared towards surfers and other beachgoers. (Fritz
Aff, Exh. B, p. 3).

Because the primary significance of Ditch Plains to the public is the geographic place,
and in view of the renown and reputation of surfing conditions at Ditch Plains, the Court can
infer that at least a substantial portion of consumers who encounter Seena’s mark featuring the
words “Ditch Plains” on Seena’s products are likely be deceived into believing that those
products come from or were designed in Ditch Plains, Montauk, NY.

Thus, Seena’s use of “DITCH PLAINS” is geographically deceptively misdescriptive.

See In_re Miracle Tuesday. LLC, 695 F.3d 1339 (Fed. Cir. 2012)(affirming the T.T.A.B.’s

3 The use of “since 1970” is also deceptive to the extent that consumers will think Seena’s brand has been in
existence since 1970, when, in reality, the date of first use of the mark originally claimed by Seena is July 17, 2007.

6
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refusal to register the JPK PARIS 75 mark as geographically deceptively misdescriptive since
the applicant was neither located in Paris nor were the goods produced in Paris and consumers

would consider the location in the purchasing decision); Jn re Save Venice New York Inc., 259

F.3d 1346, 59 U.S.P.Q.2d 1778 (Fed. Cir. 2001)(THE VENICE COLLECTION and design held
pnmanly geographically deceptively misdescriptive of products that do not originate in Venice,
Italy, where an atlas and a gazetteer showed. that Venice was a well known center for the
manufacture of glass, lace, art objects, jewelry, cotton and silk textiles); Jn re Wada, 194 F.3d
1297, 52 U.S;P.Q.2d 1539 (Fed. Cir. 1999)(NEW YORK WAYS GALLERY held primarily
geographically deceptively misdescriptive where manufacturing listings and Nexis(r) excerpts
showed that New York was well known as a place where leather goods and handbags are
designed and mamifactured); In re Juleigh Jeans Sportswear Inc., 24 U.S.P.Q.2d 1694 (T.T.A.B.
1992) (LONDON LONDON held decepﬁve for clothing having no connection with London,
given the renown of London as a center for contemporary as well as traditional fashions);.I_n'E
Perry Mfg. Co., 12 U.S.P.Q.2d 1751 (T.T.A.B. 1989)(PERRY NEW YORK and design ("NEW
YORK" disclaimed) held deceptive for various items of clothing that originate in North Carolina,
and have no connection with New York, because of the renown of New York in the apparel

industry); In re House of Windsor, Inc., 221 U.S.P.Q. 53 (T.T.A.B. 1983), recon. denied, 223

U.S.P.Q. 191 (T.T.A.B. 1984)(BAHIA held deceptive of cigars that do not originate in tﬁe Bahia
province of Brazil, where the evidence of record was "unequivocal” that tobacco and cigars are
important products in the Bahia region).

.‘ Accordingly,‘ Seené has no protecfable rights in the mark “DITCH PLAINS.” To the
contrary, Seena’s deceptive use of thé geographic term ‘l‘Ditch Plans” constitutes a violation of

New York General Business Law § 350-a (false advertising), section 43(a) of the Lanham Act,
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and Federal Trade Commission regulations. McCarthy on Trademarks § 14.23. In turn, the
proposed amendment is palpably insufficient to state a cause of action and/or is patently devoid

of merit. See Bishop v. Maurer, 83 A.D.3d 483, 485, 921 N.Y.S.2d 224, 225 (1st Dep’t 2011).

C. Seena is Perpetrating a Fraud Upon the Court
In 2008, Seena swore under penalty of perjury that the date of its first use of the mark

was in 2007 ‘(i.e. after Anvil NY LLC’s first use), and not in 2005. In its 2008 application to the
USPTO, Seena declared that its first use of the mark was “as eatly as July 17, 2007.” (Fritz Aff,
Exh. B)(emphasis added). Non-party Anvil NY LLC has used the “DITCH PLAINS” trademark
since 2006. (Fritz Aff, Exh. A). Because non—pa.rt.y‘ Anvil NY LLC’s prior use of the “DITCH
PLAINS” mark renders Seena’s proposed trademark claims meritless, Seena is fabricating (and
constantly changing) the date upon which it purportedly first used the mark.

Specifically, the proposed Amended Counterclaims alleges that. Seena has used the
“DITCH PLAINS” mark for apparel “since at least as early as October 31, 2005....” (Am.
Counterclaim § 42)(emphasis added). Seena is fabricating its date of first use so that it can
claim, as it now does, that it is “the senjbr user” and its rights in the “DITCH PLAINS” mark
“are superior to those of Anvil [NY LLC].” (Defs.” Mem. of Law at 19).

As recently as March 2013, Defendants provided Plaintiff with a proposed “Amended
Verified Answer With Counterclaims and Cross-Claims.” (Fritz Aff., Exh. M). That docmr;ent,
which was verified, affirmed that “[s]ince as early as 2007, Seena has sold million of apparel
products bearing the DITCH PLAINS Trademarks....” (Id. § 43)(emphasis added).

Even worse, in the unsigned “Proposed Veriﬁeci Counterclaims” delivefed by Defendants
to Plaintiff in February 2013, Seena claimed “[s]ince 7996 and conﬁnuing to the present, Seena

has offered for sale and sold throughout the United States an apparel line under the trademark(]
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... “DITCH PLAINTS” [sic] ....” (Fritz Aff,, Exh. L, ¥ 3)(emphasis added). Which one is it —
1970, 1996, 2005, 2007?

In sum, Seena either: (a) filed a false affidavit with the USPTO in 2008, affirming that
the date of first use of the mark is 2007 or (b) attached a false verified pleading to its motion for
leave to amend here, affirming that the date of first use of the mark is 2005. Given Seena’s
unclean hands, it should be denied all relief in connection with “DITCH PLAINS.” See Urecal

Corp. v. Masters, 413 F.Supp. 873 (N.D. IlL. 1976)(entering judgment in defendant’s favor where

plaintiff misused trademark registration symbol); Electrical Info. Public., Inc, v. C-M

Periodicals, Inc., 163 U.S.P.Q. 624, 1969 WL 9623 (N.D. IIl 1969)(attempt1'hg to monopolize

through false registration of generic term held to be unclean hands).

D. Seena’s After-the-Fact Attempt to Register the Mark is Irrelevant
Recognizing that non-party Anvil NY LLC’s use of “DITCH PLAINS” since 2006 bars

Seena’s claim that it has a valid, protectable mark, Seena alleges that it recently entered into a
“co-existence agreement” with Anvil NY LLC “in which Anvil has consented to Seena’s
registration of its DITCH P.LAIN S Trademark.” (Marks-Esterman Aff. § 21). Stated: differently,
after Plaintiff and non-party Seven Lions, Inc. advised Seena that they were aware of Seena’s
infringement upon Anvil NY LLC’s registered trademark, Seena apparently cut a deal with Anvil
NY LLC simply so that Seena could have some basis to assert trademark infringement claims
against Plaintiff. (Talasazan Aff., Exh. A). Tellingly, the “co-existence agreement” is not
attached to the Affirmation of Lori Marks-Esterman.

In any event, the “co-existence agreement” purpdrtedly entered into in April 2013 is
irrelevant to the issue of whether Seena possessed a protectable mark prior to that détc and of

whether Perine infringed upon any such protectable mark prior to that date (even assuming that
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Perine made the sales alleged in the proposed pleading; an allegation that Perine categorically
deﬁies)‘ As noted in its Complaint, Perine sold approximately $1.7 million worth of “DITCH
PLAINS” branded goods pursuant to a release and authorization that Seena executed in Perine’s
favor. The goods covered by the release are the only “DITCH PLAINS” goods that Petine sold.

E. The Evidence Shows That Perine Did Not Engage in Unauthorized Sales

The proposed Amended Counterclaims allege that the “Perine Parties” infringed upon
Seena’s purported trademark in three ways: (1) armed with “a forgery of the Authorization
Leiter,” Perine’s “agents” Revi Green and Seven Lions, Inc. attempted to sell goods bearing the
mark to Burlington ‘Coat Factory;'(Z) Perine’s “agents” Revi Green and Seven Lions, Inc. sold
goods bearing the mark to Ross Stores, Inc.; and (3) “agents” Revi Green and Seven Lions, Inc.
sold goods bearing the mark to One Step Up Ltd. (Am. Counterclaim §§ 29, 65 — 73).

Seena’s allegation that the “Perine Parties” created “a forgery of the Authorization
Letter” is made “upon information and belief,” and the pleading fails to specify what information
forms the basis for that belief. (Id. § 29). The purported forgery of the Authorization Letter is
dated March 15, 2012. (Marks-Esterman Aff,, Exh. E). According to the Affidavit of David
Talasazan, Seven Lions, Inc.’s President, the letter dated March 15, 2012 was obtained by Seven
Lioﬁs, Inc. from non-party Shanzi Zhonjrui Company Ltd., and not Perine. (Talasazan Aff, q14).
Therefore, the documentary evidence shows that Seven Lions, Inc. did rot obtain the purported
forgery from Perine. (Id.).

Moreover, Seven Lions, Inc. affirms fhat it never sold “DITCH PLAINS” goods to
Burlington Coat Factory. (ﬁ_ 9 6). Seven Lions, Inc.‘ also affirmed that the goods that it
eventually sold to Ross Stores, Inc. were purchased by Seven Lions, Inc. from non-party Shanzi

Zhonjrui Company Ltd., and not from Perine. (Id.  5).

10
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Counsel for Seven Lions, Inc. clearly communicated these facts to Seena’s counsel
almost two months ago. (Id. § 7).

F. The Proposed Pleading Tellingly Lacks Any Specifics
Regarding the Proposed Parties’ Alleged Conduct

1. The Proposed Pleading Improperly Lumps Everyone Together as “Perine Parties™

CPLR § 3013 provides: “Statements in a pleading shall be sufficiently particular to give
the court and the parties notice of the transactions, occurrences, or series of transactions or
occurrences, intended to be proved and the material elements of each cause of action or defense.”
(CPLR § 3013). Here, the proposed Amended Counterclaims improperly assigns the same
defined term (the “Perine Parties”) to include Plaintiff, Regent, J & Co., Lam, Linna Textiles,
“and various unknown John and Jane Does,” (Am. Counterclaim, p. 4), and alleges material
allegations against all of them collectively, without differentiating between them.

In Aetna Cas. & Sur. Co. v. Merchants Mut. Ins. Co., 84 A.D.2d 736, 444 N.Y.S.2d 79

(1% Dep’t 1981), the First Department dismissed a complaint wherein “the first four causes of
action are pleaded against all defendants collectively without any specification as to the precise

tortious conduct charged to a particular defendant.” In Mandracchia v. 901 Stewart Partners, -

LLIC, 2009 WL 5078846 (Nassau Co. Dec. 2, 2009), the Supreme Court, Nassau County
dismissed an amended complaint that “lumped all the defendants together ‘without any
specification as to the precise tortious conduct charged’ to each, and without separately
identifying thé legal bases, if any, actually supporting the claims made against” each defendant
and which “collectively attribute[d] wrongdoing and ﬁ:gud to ‘the defendants’ without
particularizing the discrete fraudulent and/or wrongful acts actuaily committed by each

separately named entity.” See also Rand Int’l Leisure Prods.. Inc. v. Bruno, 22 Misc.3d 1111(A),

875 N.Y.8.2d 823, at *3 (Nassau Co. 2009)(dismissing complaint against defendant where
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pleading fajled to particularize what defendant did and simply “lumped” defendant together with

another defendant); Bianco v. AXA Equitable Life Ins. Co., 2009 WL, 3780684 (Nassau Co. Oct.

23, 2009)(dismissing complaint containing “[c]ollective or generic references to the
‘defendants,” in which one defendant is merely lumped together with several others”). |
Again, here, the proposed Amended Counterclaims lumps Plaintiff and the proposed
additional parties together as thé “Perine Parties” and then asserts that‘ they collectively
contracted with Seena and Bedford to sell goods, infringed upon Seena’s mark, and engaged in
unfair competition. (Am. Counterclaim, {1 49 — 80). There are' no specifics as to which party did
what, when or how. “To allow these allegations to stand against all of the ... defendants would
be, in effect, tantamount to reversing the burden of proof in a civil case and requiring each of
these named defendants to prove by a preponderance of the evidence that they»committed no
tortious conduct to these plaintiffs.” Portnoy v. American Tobacco Co., 1997 WL 638800, at *3
(Suffolk Co. Sept. 26, 1997)(dismissiné claims where “plaintiffs fail to distinguish the action of

any one defendant from those of the others™).

2. First Counterclaim for Breach of Warranty and Breach of Contract

The proposed First Counterclaim is for breach of warranty and breach of contract against
Pen'né, Regent and Lam. (Am. Counterclaim ] 81 — 86). However, the First Counterclaim does
not even properly allege, as against Regent and Lam, the basic elements of claims for breach of
warranty and breach of contract.

To state a claim for breach of an express watranty, a plaintiff must allege that it; ¢))]
entered into a contract; (2) cdntaining an express watranty by the defendant with respect to a
material fact; (3) which warranty was part of the basis of the bargain; and (4) the express
warranty was breached by the defendant. CBS. Inc. v. Ziff-Davis Pub. Co., 75 N.Y.2d 496, 501 —

06 (1990).
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Here, the proposed Amended Counterclaims alleges that defendant Bedford entered into a
contract With Perine, and not Regent or Lam. For example, paragraph 52 alleges that “Bedford
agreed to pay to Perine the agreed purchase order price.” (Am. Counterclaim 9 52).
Furthermore, the proposed Amended Counterclaims do not allege that Regent or Lam made any
express warranties. To the contrary, the pleading alleges that “Perine expressly warranted to
Bedford that the goods would be fit for Bedford’s purpose.” (Id. 9 82)(emphasis added). The
proposed Amended Counterclaim also does not allege that Regent or Lam breached any
warranty.  Instead, the proposed Amended Counterclaims alleges “[t}he defective and
nonconforming nature of certain goods sold and delivered by Perine and its failure to comply
with the agreed upon representations by Lam ... constituted a breach of contract and of said
warranties.” (Id. 4 83)(emphasis added). Bedford also refers to “the inferior quality of Perine’s
workmanship....” (Id. | 84)(cmphésis added). All of the allegations pertain to Perine, and not
Regent or Lam. .i

To the extent that Bedford seeks to assert a claim for breach of implied warranty, such
proposed claim fares no better. The proposed Amended Counterclaims alleges that “[a]s a result
of Perine’s breach of warranty of merchantability, its breach of implied warranty of fitness and
its breach of warranty for a particular purpose....” (Id. 9 85)(emphasis added). The pleading
does not allege that Regent or Lam breached anything, -

The proposed breacfl of contract claim is. totally devoid of merit for the same reasons.
The elements of a cause of action for breach of contract are (1_) the existence of a contract

between plaintiff and defendant; (2) performance by the plaintiff; (3) defendant’s failure to

perform; and (4) damages resulting from such failure to perform. Furia v, Furia, 116 A.D.2d 694,

695, 498 N.Y.S.2d 12, 13 (2d Dep’t 1986).

13
5239-001 Doc# 156 v.0



First, and as noted above, the proposed Amended Counterclaims does not allege the
existencé of any contract between Bedford and either Regent or Lam. Second, Bedford does not
allege that it fully performed under its contract with Peﬁne. To the contrary, Bedford’s proposed
pleading admits that Bedford did not fully pay for goods that Perine delivered and that Bedford
accepted.  Specifically, Bedford claims that it “reluctantly agreed to accept the goodé,
conditioned ﬁpon the granting of certain charge backs and the ability o pay Perine as the goods
were sold...”* (Am. Counterclaim 9 59)(emphasis added). Third, the proposed Axﬁended
Counterclaims allege thaf Peﬁne, and not Regent or Lam, breached the contract: “The defective
and nonconforming nature of certain goods sold and delivered by Perine and its failure to
comply with the agreed upon representations by Lam ... constituted a breach of contract....” (Id. .
9 83)(emphasis added). Lastly, Bedford alleges that it was démaged by Perine, and not Regent
or Lam: “Based upon the foregoing, Bedford has been damaged by Perine....” (Id. q
86)(emphasis added).

Because the proposed First Counterclaim does not even properly allcge, as against
Regent and Lam, the basic elements of claims for breach of warranty and breach of contract, that
portion of Defendants’ motion for leave to amend should be denied and the proposed First

Counterclaim does not support the addition of Regent or Lam as parties. See American Theatre

for Performing Arts, Inc. v. Consolidated Credit Corp., 45 A.D.3d 506, 846 N.Y.S.2d 60, 60 (1%

Dep’t 2007)(affirming denial of motion to amend where none of proposed additional parties

were signatories to contract).

* Notably, Bedford has not provided a single contemporanecus document — no emails, letters, faxes, memos, nothing
—to support its naked assertion that it conditioned its acceptance in any way.
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G. The Proposed Claim for Violation

of General Business Law § 349 is Palpably Insufficient

The proposed Fifth Counterclaim alleges that the “Perine Parties” violated Section 349 of
the New York General Business Law. (Am. Counterclaim 99 106 - 109). Section 349 makes
unlawful “[d]eceptive acts or practices in the conduct of any business, trade or commerce or in
the furnishing of any service....” N.Y. Gen. Bus. Law § 349. To state a valid claim for deceptive |
practices under Secfion 349, a party must allege: (1) deceptive acts or practices directed toward
consumers; (2) the acts are misleading in a material way; and (3) the plaintiff has been injured as

a result. Stutman v. Chemical Bank, 95 N.Y.2d 24, 29, 709 N.Y.S.2d 892, 731 N.E.2d 608

(2000); The proposed Fifth Counterclaim claims that the “Perine Parties” alleged infringement -
upon Seena’s trademark “has injured Seena in an amount to be determined at trial and has caused
and will continue to casé irreparably injury to Seena....” (Am. Counterclaim 44 107, 109).

As detailed above, Seena does not have any protectable rights in the mark “DITCH
PLAINS.” Moreover, even assuming that Seena has protectable rights, the evidence shows that
the alleged counterfeit goods were distributed by non-party Shanzi Zhonjrui Company Ltd., and
not Perine or any of the proposed new parties. (Talasazan Aff)).

‘ Additionally, the proposed Fifth Counterclaim fails to sufficiently allege a consumer

injury or harm to the public interest. “Even claims brought by a commercial claimant, not a

consumer, must allege harm to the public interest.” City of New York v. Cyco.Net, Inc., 383
F .Supp.Zd 526, 563-64 (S.D.N.Y. 2005). Nowhere in the proposed pleading does Seena allege
that any consumer purchased ény purported counterfeit product. Instead, Seena alleges that non-
parties Revi Green and Seven Lioms, Inc.: (1) “offered for sale” certain goods and 2)
“successfully sold” certain goods to Ross Stores, Inc., which is not a consumer. (Am.

Counterclaim 9 67, 70).
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Thus, the proposed claim for violation of Section 349 is totally devoid of merit and

palpably insufficient.
H. Plaintiff Will Be Prejudiced by the Amendment
1. Defendants’ Delay Tactics

Defendants’ motion is just the latest, of many, tactics that they have employed to delay
this simple case for goodbs sold and delivered. Now, months after Defendants represented to the
Court months that document discovery was completed, Defendants are attempting to add
mulﬁple parties domiciled in China (which, alone, will add a significant delay while Defendants
attempt to effectuate service on those parties) all in an effort to stAII the day of reckoning, when
judgment must finally be rendered against them.

First, Defendapts moved to dismiss the Complaint because the index number and date of
filing were not listed on the Summons and because the Complaint was allegedly not signed. The
Court summarily denied that motion. (Fritz Aff., Exh. N),

Next, long after document discovery was completed and shortly before scheduled
depositions, Defendants advised the Court during a January 28, 2013 conference call that they
wanted to amend their Counterclaims to assert a claim for trademark infringement. (Fritz Aff,
26). The Court directed Defendants to send Plaintiff their proposed amended Counterclaims (in
the form that it would be attached to a motion for leave to amend) by February 11, 2013. (I1d.).
Defendants sent Plaintiff the aforementioned unsigned “drafi” pleading that contained no
specifics whatsoever. (Fritz Aff,, Exh. L). Tellingly, even though the proposed pleading claims
that Defendants learned of the alléged infringement in October 2012, (Am. Counterclaims ¥ 67),

Defendants did not advise the Court of their desire to amend until the end of January 2013 and

did not file a motion until April 2013. See Estate of Birdshall, 60 A.D.2d 522, 399 N.Y.S.2d 686
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(1st Dep’t 1977) (trial court providently exercised its discretion denying motion for leave to
amend where the factual basis of the proposed amendment was known two years prior).

Thereafter, Defendants refused to conduct long-standing depositions and evén had one
defendant file for bankruptcy in a bad faith attempt to stay this entire case. On February 15,
2013, Defendants confirmed via telephone that they would depose Plaintiff’s representative, Na
Lam (Linna), on February 25, 2013 “as ordered by the Court.” (Fritz Aff. T 27). Then, after
Linna traveled to New York from her home in Hong Kong, Defendants refused to depose her as
scheduled. (Id.). On February 21, 2013, Plaintiff advised Defendants that Plaintiff would be
appearing at the Courthouse on February 25, 2013 to present its motion, by Order to Sho§v
Cause, for injunctive relief. (Id. § 28).. The next day, one of the defendants, Vasu Kothapally,
filed a bankruptcy petition and Defendants frivolously claimed that such ﬁling stayed the entire .
case.’ (Fritz Aff., Exh. Q).

Theﬁ, Defendants failed even to attend the February 25, 2013 hearing on Plaintiff’s
motion. (Fritz Aff., Exh. R).

Still not done wasting time, Defendants resorted to the next trick in the book — changing
counsel. On March 7, 2013, Defendants notified Plaintiff that new counsel was being substituted
in and would need additional time to familiarize themselves with the file. (Fritz Aff,, Exh. S).

2. Document Discovery Was Completed

In an apparent attempt to mischaracterize this case as being in its infancy, Defendants
claim that “[c]ertain document discovery has taken place, but has not been concluded.” (Marks-

Esterman Aff. §9). In truth, document discovery was completed in September 2012. (Fritz Aff.

% It is well settled that 11 U.S.C. § 362(a)(1) does not antomatically stay an action against a non-debtor and that such
action proceeds until the Bankruptcy Court orders otherwise. In re Bidermann Industries U.S.A. Inc., 200 B.R. 799,
782 (S.D.N.Y. 1996). As further proof that the bankmuptcy petition was a ruse to delay depositions, the debtor did
not even bother to attend the creditors’ meeting on March 18, 2013. (Fritz Aff, 129).
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124). In fact, because no document discovery was outstanding, the parties adjourned an October
2012 compliance conference to March 2013 and, due to scheduling conflicts, agreed to conduct
depositions in F eBruary 2013. (Fritz Aff. 1 25 — 26; Fritz Aff., Exh. P).

Now, months after the parties advised the Court that document discovery was complete,
Defendants’ new counsel claimed that Defendants did not seek (but should have sought) certain
discovery regarding Plaintiff’s goods that Defenciants failed to accept. (Fritz Aff. §32). On or
about April 19, 2013, new counsel served Defendants® Second Request for the Prociuction of
Documents (the “Second Document Request”) on consent. Plaintiffs timely responded to the
Second Document Request. (Fritz Aff, Exh. T).
| With respect to Defendants® statement that “no depositions have yet been taken,” (Marks-
Estermaﬁ Aff.‘ 11), the reason why depositions have not been completed is because Defendants
refused to conduct Plaintiff’s deposition and to produce their witnesses, even after Plaintiffs
representz;ﬁve traveled to New York from China for the depositions. (Fritz Aff. 97 25 - 30).
Defendants’ improper conduct in delaying depositions, which resulted in sanctions being
imposed upon them by the Court, should not servé as a basis for finding that Plaintviff is not‘
prejudiced by an amended pleading.

. Defendants alsé note that “the parties have not yet served demands for expert disclosures,
nor identified any experts to be called at trial.” (Marks-Esterman Aff. 1 11). However, the
deadline to demand expert disclosures has long since passed. The Preliminary Conference Order
directed that other discovery, such as expert discovery, be served by December 1, 2012. (Fritz
Aff., Exh; 0).

Finally, Defendants note that “no note of issue has been filed....” (Marks-Esterman Aff. q

11). The Preliminary Conference Order directed that the Note of Issue be filed by December 31,
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2012. (Fritz Aff,, Exh. O). The parties agreed to extend that deadline to April 1, 2013 in order to
conduct depositions in February 2013. (Fritz Aff. § 25; Fritz Aff,, Exh. P). Again, the only
reason why the Note of Issue has not been filed is because Defendants refused to participate in
depositions. That Defendants successfully delayed, in bad faith, the completion of discovery
should not be a reason to grant a motion for leave to amend. Depositions on tﬁe only existing
claim in the case can and should be completed promptly and this case moved ahead towards
judgment. Depositions and the Note of Issue are the only remaining items standing between
Defendants and a summary judgmeht motion.

3. Granting the Motion Will Result in Even More Delay

Of course, granting the motion for leave to amend so that Defendants can assert
trademark infringement claims will significantly delay the adjudication of this case. The
proposed Amended Counterclainﬁs is designed to do just that in several ways;

To begin with, Defendants seck to add certain entities and individuals as additional
defendants. According to the pleading, proposed vadditional defendants Regent Alliance Ltd., J
& Company Jéans LLC, Linna Textiles Manufacturing Ltd., and Na Lam (Linna) all reside in
China, (Am. Counterclaims §{ 34 — 37), and thus it will be difficult for Defendants to properly
serve them.

Furthermore, even assuming tﬁat proposed additional defendants J & Company Jeans
LLC, Linna Textiles Manufacturing Ltd., and Na Lam (Linna) are eventually properly served,
the Court has no personal jurisdiction over them. Thus, the proposed additional defendants will

inevitably move to dismiss the pleading on that basis.

In Konrad v. 136 East 64 Street Corp., 246 A.D.2d 324, 325, 667 N.Y.2d 354, 355 (1Ist

Dep’t 1998), the First Department found that the proposed amended pleading “does considerably
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more than assert an additional cause of action. It asserts novel claims, not merely novel théories,
against persons sought to be named as additional parties to the action. Defendants have made the
requisite assertion of prejudice resulting from the need to prepare a defense on behalf of the
additional pareies.” Id. at 325. Accordingly, the First Depa;tment reversed an Order granting
leave to amend. Id. at 324. That is pfeciseiy the situation here. Defendants do more than assert
an additional cause of action pertaining to Plaintiff’s sale of goods to Seena and Bedford.
Defendants assert novel claims for trademark infringement, unfair competition, and violation of
New York Generai Business Law § 349 against persons sought to be named as parties to this
action — Regent Alliance Ltd., ] & Company Jeans LLC, Linna Textiles Manufgcturing Ltd., and
Na Lam (Linna).

Next, Defendants did not seek to add certain parties that may be necessary for the proper _
adjudication of the infringement claims, Fof example, because Anvil NY LLC’s rights to the
“DITCH PLAINS” trademark are superior to Seena’s rights (assuming Seena has any rights),
Anvil NY LLC should be named as a defendant. Additionally, the proposed pleading alleges
that it was “agents” Revi Green and Seven Lions, Inc. (and not Perine) that purportedly sold
goods bearing the “DITCH PLAINS” mark to Ross Stores, Inc. and One Step Up Ltd. (Am.
Counterclaim 1 29, 65 — 73). Those “agents” may be necessary parties aé well,

4, Defendants Will Not Be Prejudiced by the Denial of the Motion

Moreover, to the extent that the Court denies Defendants® motion, Defendants will not be
prejudiced. If Defendants truly believe that their proposed counterclaims have merit, and really
believe that they have claims against all of the new parties, nothing prevents Defendants from

commencing a separate plenary action against those parties in which they can assert those
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claims. And, by doing so, the unfair and unnecessary delays that they now seek to interpose in

this simple goods sold and delivered case will be avoided.

CONCLUSION

For the reasons set forth above, Defendants® motion should be denied in its entirety.

Dated: New York, New York : MEISTER SEELIG & FEIN LI,
June 5,2013
By: ,
Jeffrey Schrdbr, Esq.
Kevin Fritz, Esq.
2 Grand Central Tower

140 East 45™ Street, 19® Floor
New York, New York 10017
(212) 655-3500

Attorneys for Plaintiff
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Defendants Bedford Clothiers, Inc. (“Bedford”), Seena Interhat_ional Inc. (“Seena”),
Ricky Singh and Brooklyn Xpréss, by and through their attorneys Andrews Kurth LLP, submit
this Reply Memorandum of Law in further support of their motion to amend (the “Motion to
Amend’) and file an Amended Verified Answer with Counterclaims and Cross-Claims (the

“Proposed Pleading™).

Preliminary Statement

Plaintiff failé to raise any viable contention in opposition to the Motion. to Amend.
Plaintiffs’ lead argument, that Defendants héve no protectable interest in their “DITCH
PLAINS” mark, is entirely meritless. Defendants are not “collaterally estopped” from asserting
their rights in the mark by reason of agency determinations concefning the registrability of the
mark. '‘Nor is the ;‘DITCH PLAINS” mark “geographically deceptively misdescriptive.” As for
Plaintiff’s assorted other arguments -~ which involve such issues as Defendants’ érror with
respect to the “first use” date of their mark; the purported lack of involvement of the Perine
Parties in the sale of infringing goods; the specificity of the proposed claims against the Perine
Parties; the sufficiency of the “consumer injury;’ element of the proposed claim under the New
York General Business Law (“GBL”); and the alleged “prejudice” to the Perine Parties if the
Motion to Amend is granted -- are either wrong as a matter of law or distort the liberal standard
applicable to motions under CPLR 3025 by seeking to place upon Defendants the burden of

proving the allegations in the Proposed Pleading,
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ARGUMENT

L.
PLAINTIFEF’S CONTENTION THAT SEENA HAS NO
TRADEMARK RIGHTS IN “DITCH PLAINS” IS MERITLESS

Plaintiff’s arguments that Seena has no trademark rights in “Ditch Plains” because it is
“collaterally estopped” from asserting any rights to the mark and that “Ditch Plains” is not
entitled to protection because it is “geographically deceptively misdescriptive” (Plaintiffs’ Brief |
in Opposition (“Opp. Br.”) at 2-8) are both without merit.

A. No Collateral Estoppel Applies to the TTAB Decision

Plaintiff asserts that Seena is colléterally estopped from claiming possession of a valid
mark in “DITCH PLAINS” because the Trademark Trial and Appeal Board (“TTAB”) affirmed
the refusal by the Patent and Trademark Office (“PTO”) to register the mark in an ex parte
proceeding. (Opp. Br. at 2-4) |

For collateral estoppel to apply, the issues in the earlier proceeding must have been
identical to the issue in the later one. Levy v. Kosher Overseers Ass’n of Am., 104 F.3d 38, 41
(2d Cir. 1997). It is well-established that registration proceedings before the PTO and TTAB
have no collateral estoppel effect in a subsequent trademark infringement action involving the
same mark. E.g., Tonka Corp. v. Rose Art Indus., Inc., 836 F Supp. 200, 214-15 (D.N.J. 1993);
2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition (“McCarthy on
Trademarks™) (4th ed. 2013), §32:84 at 32-202—203, n. 5. This is because the issue df the. '
entitlement to register the mark, which is the issue determined in the registration proceeding, is
different from, and therefore not dispositifze of, the right to use the mark for purposes of an

infringement action. Torka, 836 F. Supp. at 213.!

! As a rule, ex parte determinations by the PTO or the TTAB regarding the registrability of a mark have no

binding or preclusive effect in a subsequent infer partes action involving the mark. See McCarthy on

2
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Thus, denial of registration has absolutely no effect upon the ability to enforce common
law rights to the mark lSee McCarthy on Trademarks, §32:95 at 32-222-223 (“It is clear that an
ex parte refusal to register a mark does not estop tile owner from asserting common law rights in
the mark.”); Volkswagenwerk Aktiengesellschaft v. Wheeler, 814 F.2d 812, 819 (Ist Cir. 1987)
(“A refusal by the PTO to register a mark does not preélude the owner of the mark from his right
to use it. [citation omitted] ... A plaintiff meed not rely on federal registration to establish a
claim for tfademark infrir’xgement.”).2 | |

In the presént case, fherefore, the denial of registration by the PTO/TTAB has no
preclusive effect upon Defendants’ proposed infringement claims, as those determinations did '
not involve or affect Defendants’ right to protect their unregistered mark. Indeed, no identity of .
issues exists between the PTO/TTAB ex parte proceedings and the proposed claims by
Defendants in the present case against Plaintiff and the proposed additional parties, which were
not parties to the PTO/TTAB proceedings. In.denying registration to the “DITCH PLAINS”
mark on the basis of its similarity to the registered mark of Anvil NY LLC (“Anvil”), the
PTO/TTAB neither considered nor determined the key issue underlying Defendants’ Proposed
Pleading, i.e., whether Seena can enforce its rights in “DITCH PLAINS” against Plaintiff. See,
e.g., Levy, 104 F.3d at 42 (collateral estoppel inappropriate where “factual basis for likelihood of
confusion” and issues not the samej. Accordingly, collateral eStoppel is inapplicable. The issue
of whether Seena’s mark is confusingly similar to Anvil’s has nothing whatsoever to do with

Plaintiff’s infringements of Seena’s mark.

Trademarks, §32:94 at 32-218 - 219. See also D.M. Antique Import Corp. v.‘Royal Saxe Corp., 311 F. Supp.
1261, 1274 (S.D.N.Y. 1971) (although the court accords “respectful consideration” to determinations of the
PTO, it is not bound by them).

2 For this reason, Plaintiff’s argument (Opp. Br. at 9-10) that Defendants cannot attempt to claim a “valid,
protectable mark after-the-fact” of the PTO/TTAB determinations must be rejected.
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Accordingly, collateral estoppel is inapplicable and this Court can determine Defendants’
proposed cross-claims and counterclaims.

In any event, the existenqe of Anvil’s registered mark has no bearing on Defendaﬁts’
ability to protect their mark against Plaintiff in the present case. First, the issue is moot because
Anvil’s mark is not in competition with Seena’s. Since the time of the PTO and TTAB
determinations, Anvil has amended the registration for its mark to limit it to the sale of v goods in
connection with the promotion of its Ditch Plains restaurant and has, moreover, consented to the
registration of Seena’s mark and entered into a “Mutual Co-existence Agreement” with Seena.
(Reply Affidavit of Anju Uchima (the “Uchima Aff”), Exh. A; Affidavit of Lori Marks-
Esterman submitted ih support of Defendants’ Motion (the “Marks-Esterman Aff.”), §21)
Under that Agreément, the parties acknowledged that they have each used their respective
“DITCH PLAINS” mark for the last seven years without éctual confusion; the goods and
services and marketing channels associated with the two marks were sufficiently dissimilar to
allow the parties to continue to use the marks without confusion; and neither party would object
to the use and registration of the other’s mark. (Uchima Aff., Exh. A)

Second, Plaintiff does not challenge, and therefore concedes, Defendants’ point (see
Defendants’ Memorandum of Law in Support of Motion (“Def. Mem.”) at 18) that Plaintiff’s
reliance on Anvil’s mark to challenge Seena’s right to protect “DITCH PLAiNS” from the
‘Perine Parties’ infringement amounts to a jus fertii argument that the courts have consistently
rejected as a defense to infringement, holding that a defendant in a trademark infringement
action may not argue that he should not be held liable because some third party has superior

rights to the mark at issue than the plaintiff’s. See, e.g., Marshak v. Sheppard, 666 F. Supp. 590
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(S.D.N.Y. 1987); Bambu Sales, Inc. v. Sultana Crackers, Inc., 683 F. Supp. 899 (E.D.N.Y.
1988); General Cigar Co., Inc. v. G.D.M, Inc., 988 F. Supp. 647 (S.D.N.Y. 1997).
Thus, Plaintiff’s first argument that Defendants are collaterally estopped from enforcing
the “DITCH PLAINS” mark lacks merit. |
B. “DITCH PLAINS” Is Not Geographically Deceptively Misdescriptive

Plaintiff aigues that “DITCH PLAINS” is “geographically deceptively misdescriptive”
and therefore not entitled to trademark protection. (Opp. Br. at 4-8) It contends that, because
Ditch Plains “is a generally known geographic location, i.e., a beach in Montauk, New York that
is particularly well-known by surfers” (id., at 5) and because “Seena’s goods have no connection
with Ditch Plains or Montauk” and do not originate from those places (id.), Seena’s “use of
“DITCH PLAINS” is geographically misdescriptive” because consumeis' “are likely to be
deceived into beliéving that those products come from or were designed in Ditch Plain;,
Montank, NY.”  (Id at 5; 6) Plaintiff’s contention, which betrays a fundémental
misunderstanding of the applicable law, is entirely'unavailing.

A mark that is “primarily geographically deceptively misdescriptive” of the goods on
~ which it is used may not be registered under 15 U.S.C. §1052(e)(3) if: “(1) tiie primary
. significance of the mark is a generally-known geographiéal location, (2) the consuming public is

likely to believe the place identiﬁied by the mark indicates the origin of the goods bearing the
mark, when in fact the goods do not come from that place, and (3) the 'mis.representation would
be a material factor in the consumer’s decision” to purchase the goods. In re Cdlifornia
Innovations, 329 F.3d ‘1334, 1341 (Fed. Cir. 2003).> In the present case, Plaintiff cannot satisfy

 this test.

! The consuming public can be influenced by a mark’s geographical designation if the place is known for the

~ goods. A consumer may prefer geographically-designated products in the belief that they are of higher quality,

5
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As to thé first prong of the test, Plaintiff fails to present any evidence that the “primary
significance” of “DITCH PLAINS” to the relevant conéuming public is indeed a géographical
location. Ditch Plains may be, as Plaintiff alleges, known as a location to some surfers.
However, Defendants’ “DITCH ‘PLAINS” products are marketed widely to the American public
and the mark, to many prospective buyers, likely means nothing in terms of geography. The
relevant inquiry is not whether Ditch Plains is known as a beach to the small segment of the
public familiar with surfing destinations in New York, but rather whether it has any significance
as a geographical place to the far larger group consisting of millions of consumers. of
Defendants’ apparel product_s nationwide. See, e.g., In re Societe Generale des Eaux Minerales
de Vittel, S.A., 824 F.2d 957, 959-60 (Fed. Cir. 1987) (“VITTEL” as a mark for cosmetic
products not “primarily geographiéally descriptive” because, while Vittél may be known as a
French resort with mineral springs to “the unusually well-traveled, aficionados of European
watering places,” it is unknown to “the mill run” of American cosmetic-purchasers to whom the
goods are marketed):

' Plaintiff has fﬁrnished no evidence that pertains to the American consuming public that
purchases “DITCH PLAINS” products. As with “VITTEL,” it may be that “DITCH PLAINS” is
“so obscure or remote thét purchasers would failb to recognize the term as indicating the
geographical source of the goods.” Id. at 959. At the 'very least, there is a question of fact on
this issue that should preclude the type of summary determination Plaintiff seeks in opposition to
this motion.

Under the second prong of the California Innovations test, the consuming public must

“associate the goods in question with the place identified by the mark.” California Innovations,

e.g., Cuban cigars, Russian vodka, French scarves. If such goods do not in fact come from the designa‘ted
place, the consumer can be misled. See McCarthy on Trademarks, §§14:1.50, 14.7.

NYC:251538.2



329 F.3d at 1338. This “goods-place association” requires that the place identified by the mark
be “a known source of the product.” In re Les Halles de Paris J.V., 334 F.3d 1371, 1374 (Fed.
Cir. 2003). In other words, the consumer’s association of the product with the mark’s
geographic location must arise from the fact that the place “is known for producing the product.”
Id. Otherwise, the public can make no goods-place association and would not be deceived if the
goods do not in fact come from the place. In re Nantucket, Inc., 677 F.2d 95,99 (CCPA 1982).
Under the third prong, any “goods-place” .association must be “material to the consumer’s
decision to purchase those goods.” California Innbvations, 329 F.3d at 1340. An inference of
materiality may be raised with evidence “that the place is famous as a source of the goods at
issue.” Les Halles, 334 F.3d at 13744

"In the present case, Ditch Plains is fhe name of a beach in Montauk, New York. As such,
it has no manufacturing industry and is not known as a source of apparel products or, indeed, any
goods. No oné would reasonably believe a piece of clothing with a “DITCH PLAINS” mark was
produced on a beach. See Nantucket, 677 F.2d at 105. (Nies, J., concurring) (noting that “the.
names of places devoid of commercial activity are arbitrary usage” and not geographically
descriptive, citing as examples ANTARCTICA, MOUNT EVEREST and GALAPAGOS for
ordinary commercial products). Seena’s “DITCH PLAINS” mark, in any event, covers apparel .
that extends far beyond items that may reasonably be associated with surfing, such as hoodies,

pants, jackets and coats. (See Esterman-Marks Aff., Exh. 8) Montauk, moreover, is a “hamlet”

% Thus, in In re Save Venice New York Inc., 259 F.3d 1346 (Fed. Cir. 2001), the court affirmed the denial of
registration to the mark “SAVE VENICE” for American-made goods that were either identical or similar to
traditional Venetian products, noting that the public was likely to believe it was purchasing traditional products
from Venice. See also, e.g, In re Spirits Int’l N.V., 86 U.S.P.Q.2d 1078,1080, 2008 WL 375723 (T.T.A.B.
2008), rev’d on other grounds, 563 F.3d 1347 (Fed. Cir. 2009) (“MOSKOVSKAYA” for non-Moscow vodka
held primarily geographically deceptively misdescriptive, as Moscow is known for vodka production); In re
Consol. Speciaity Rest. Co., 2004 WL 1957184 (T.T.A.B. Aug. 25, 2004) (denying registration to mark-
“COLORADO STEAKHOUSE” for non-Colorado steaks in view of fact that Colorado is known for steaks).
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with a population of 3,326, known for beaches, water sports and fishing. (See Uchima Aff., Exh.
B) Plaintiff furnishes no evidence whatsoever that Montauk is a known source of apparel
manufacture. Indeed, Plaintiff is completely silent about any goods industry in Montauk. Under
the circumstances, there can be no goods-place association because consumers -- especially those
- who recognize Ditch Plains and Montauk as geographical locations -- would not associate the .
“DITCH PLAINS” goods with those places.

Where no goods-place association arises because the location at issue is not known to be
a source of the goods carrying the mark, neither the second nor third prongs of the California
Innovations test may be satisfied. In California Innovations, for example, an applicant sought
registration of the mark “CALIFORNIA INNOVATIONS” for thermal insulated bags and wraps.
The court vacated the TTAB’s denial of registration, holding that there was no goods-place
association in that, while .California is famous for its fashion industry, it is not known for the
products. in question. 329 F.3d at 1342-43. Similarly, in In re Glaze Inc., 2005 WL 847417, at
*4 (T.T.A.B. March 17, 2005), the TTAB found, with respect to an application to register the
mark “SWISSCELL” for lighting batteries, that there was no goods-place association between
Switzerlanc! and the product. Thus, it found, prospective purchasers would not be materially
influenced by the term “Swiss” when purchasing batteries for lighting. See also Nantucket, 677
F.2d at 97 (no goods-place association between Nantucket and the product 1n question, men’s
shirts); LaTouraine Coﬁ’ee,lfnc. v. Lorraine Coffee, 157 F.2d 115, 116-17 (2d Cir.), cert. denied,
329 U.S. 771 (1946) (mark “LaTOURAINE” for coffee was “arbitrary” in that Touraine, the
ancient French province, has no actual or professed relation to the source or manufacture of

coffee).
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The goods-place association must be a “material” factor .in the consumer’s decision to
purchase the goods. In other words, the consumer must base his decision to purchase the goods
in material part on the mistaken assumption that the goods come from the place.. California
Innévations, 329 F.3d at 1340. To raise an inference of deception or materiality, there must be
“some heightened association” between the goods and the place. Les Halles, 334 F.3d at 1374.
Inlthe present case, Plaintiff has shown no goods-place association, much less a “heightened”
one, with respect to “DITCH PLAINS” and there is, accordingly, no evidence that a consumer
would care where an item of apparel bearing the “DITCH PLAINS” mark came from.’

Not sﬁrprisingly, the decisions Plaintiff cites in support of its argument (Opp. Br. at 7) are
completely distinguishable from the present case because they each involved extremely well-
known places famous for producing the particular type of goods at issue and, therefore, a étrong
goods-place association. See In re Miracle T uesday, LLC, 695 F.3d 1339 (Fed. Cif. 2012) (Paﬁs
has “renown and reputation” for fashion designs); Save Venfce, 259 F.3d 1346 (Venice is well-
known source of glass, lace, art objects, jewelry, cotton and silk textiles); In re Wada, 194 F.3d
1297 (Fed. Cir. 1999) (New York is famous for design and manufacture of leather goods and
handbags); In re Juleigh Jeans Sportswear Inc., 24 U.S.P.Q.2d 1694 (T.T.A.B. 1992) (London is
renowned for contemporary and traditional fashions); In re Perry Mfg. Co., 12 U.S.P.Q.2d 1751
(T.T.A.B. 1989) (New York is well-known in apparel industry); In re House of Windsor, Inc.,
221 U.S.P.Q. 53 (T.T.A.B. 1983) (Bahia is famous among consumers of tobacco products -- the

relevant market -- as a source of tobacco and cigars).

The similar lack of a goods-place association is undoubtedly why Pepperidge Farm, Inc., a Connecticut
company, for example, holds such registered marks as MONTAUK®, SAUSALITO®, TAHOE® and
SANIBEL®, among others, for its Crispy Chocolate Chunk and Soft Baked Cookies. (See Uchima Aff., Exh.
C) Moreover, Defendants’ consumers are no more likely to care about the origin of a “DITCH PLAINS” piece
of apparel than they are to care about whether the HOLLISTER CALIFORNIA® products of Abercrombie &
Fitch -- an Ohio company -- which bear such names as Laguna Beach, Manhattan Beach and Malibu Beach,
among others (see Uchima Aff., Exh. D), actually come from those beaches or, for that matter, from California.
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Accordingly, Plaintiff’s second argument concerning Defendants’ ability to enforce the
“DITCH PLAINS” mark must also be rejected.®
IL

PLAINTIFF’S OTHER ARGUMENTS ARE UNAVAILING

Plaintiff asserts several other afguments in opposition to the motion, none of which, as
discussed below, suffices to overcome the liberal standard applicable to motions under CPLR
3025.

A. Plaintiff’s Argument Concerning Seena’s “First Use” Date For “DITCH PLAINS”
Has No Bearing On Th1s Motion

Plaintiff seeks unfairly to capitalize on a mistake that was made in 2008 and convert it to
a “fraud on the court,” asserting that Defendants have misrepresented in the Proposed Pleading
that the “first use” date for the mark was October 2005. Plaintiff asserts that Defendants are
doing so in an effort to claim a first use date earlier than Anvil’s May 2006 date. (Opp. Br. at 8-
9) To the contrary, as Defendants’ records clearly reflect, the first use date for the “DITCH
PLAINS” mark was at least as early as October 2005 and the 2007 date that is set forth in its
application for registration was in error. (Uchima Aff., Exh. E)

In any event, as discussed above, the Anvil mark is nothing more than a red herﬁng.
Defendants do not need to establish a first use date earlier than Anvil’s, as the two marks are not
in competition with each other, as evidenced by Anvil’s amendment to the registration of its

mark limiting it to goods used in promoting its restaurant business, its consent to Seena’s

Relying entirely on these meritless arguments, Plaintiff fails entirely to address -- and therefore concedes --
Defendants’ arguments (see Def. Mem. at 12-17) that the Perine Parties’ sale of identical infringing goods is
presumptively likely to cause confusion and that, in any event, the eight-factor test set forth in Polaroid Corp.
v. Polaroid Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961) to determine whether an infringement is likely to
-cause confusion is easily met in the present case.

10
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‘registration 4of its mark and its entering into a co-existence agreement with Seena acknowledging
that the goods, services and marketplace associated with the two marks are sufficiently different |
so as not to cause confusion. (Uchima Aff., Exh A) Defendants’ previous error with respect to |
the 2007 first use date is neither here nor there and furnishes no basis whatsoever for denying the
instant motion. |

B. The Talasazan Affidavit, Far From Establishing That Plaintiff Was Not Involved in
Unauthorized Sales, Raises More Questions Than It Answers

Plaintiff further argues that a key issue of fact -- the involvement of the Perine Parties in
the sales of infringing goods -- should be resolved on this motion entirely on the ‘basis of an
assertion in the Affidavit of David Talasazan (the “Talasazan Aff.”) that Seven Lions, a customer
of Seena, purchased goods pﬁsuant to a March 2012 authorization letter from a mysterious
unidentified entity called “Shanzi Zhonjrui Company Ltd.” and not Perine. That assertion, for
which neither Plaintiff nor Mr. Talasazan provides any documentary corroboration, far from

.disposing of the issue, in fact raises more questions than it answers and fumishes.no basis
whatsoever for denying the presenf motion.

First, no one contests that the March 2012 letter was a forgery of the December 7, 2011
Authorization Letter which Defendants provided to the. Périne Parties. How did “Shanzi
Zhonjrui” obtain such letter if not from those parties? Significantly, Plaintiff does not deny
forging the letter. It does not, moreover, deny that the Perine Parties provided such letter to
“Shanzi Zhonjrui.” Second, the product designs and exact spéciﬂcations which were followed to
the letter in manufacturing the infringing goods came from the Perine Parties, as Defendanfs had
made them available to no one else. Assuming it was “Shanzi Zhonjrui” and such entity was
uhconnected to Perine - and not one or more of the Perine Parties (yet another question left

unresolved by the Talasazan Aff)) -- who produced the infringing goods, how could it possibly

11
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have done so without the Perine Parties’ active involvement? Again, Plaintiff nowhere denies
improperly providing “Shanzi Zhonjrui” with the product designs and specifications Defendants
had entrusted to them or, indeed, having themselves ordered that the infringing goods be made
and sold. Next, what is “Shanzi Zhonjrui”? For all we know, it is a sham entity and alter ego of -
Periﬁe or is affiliated with, or controlled by, one éf the Perine Parties. Plaintiff nowhere alleges
that “Shanzi Zhonjrui” is unrelated to it. Finally, the Talasazan Aff. is silent as to which entity
Seven Lions paid for the infringing goods. Plaintiff nowhere alleges it did not receive paymeﬁt
for those goods.’

These are all. factual issues that are appropriately explored in discovéry. They are not
properly before the Court to resolve on this Motion to Amend. See Curiale v. Stephen Weicholz
& Co., Inc., 192 AD.2d 339, 596 N.Y.S.2d 19, 20 (Ist Dep’t 1993) (resolution of issues
' pertainingv to the merits “not appropriate” on a CPLR 3025 motion to amend); Bast Hatfleld, Inc.
v. Schalmont Central School Dist., 37 A.D.3d 987, 830 N.Y.8.2d 799, 801 (3d Dep’t 2007)
(summary judgment standard. not to be applied on motion to amend); Acker v. Garson, 306
A.D.2d 609, 759 N.Y.S.2d 609, 610 (3d Dep’t 2003) (motion to amgnd is not proper vehicle for -
determination of merits of an issue)."

C.  The Pleading Specificity Issues Plaintiff Identifies Furnish No Basis to Deny the
Motion ' -

Next, Plaintiff contends that the proposed claims lack specificity as to each proposed
additional party’s role with respect to the claims. (Opp. Br. at 11-14) “This argument too
furnishes no basis to deny the present motion. First, it is simply disingenuous. It is undisputed.

that the “Perine Parties” are closely interrelated and were each involved in the manufacture of

7 Plaintiff submits no evidence to rebut the allegation in the Proposed Pleading that One Step Up Ltd. and its

affiliated company Aggressive Apparel Inc. also sold and/or offered for sale infringing goods obtained from
the Perine Parties. (See Proposed Amended Verified Answer, 1972, 73)
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. Defendants’ goods. Regent Alliance Ltd. (“Regent™), indeed, was the entity with which Bedford
contracted in conhection with the manufacture of “DITCH PLAINS” apparel and to which
Bedford issued purchase orders. Regent, in turn, invoiced Bedford. (Proposed Pleading, §747-
50)® Further, there is no question that Na Lam controls Perine and the other Perine Parties. (/d,
1]1]33-37) Nor is there any issue concerning the identity of the parties to which Defendants
: grgnted authorization to sell a designated number of “DITCH PLAINS” goods pursuant to the
Authofization Letter: Perine, Regent and J & Company Jeans, LLC, vthree of thé Perine Parties.
The Forgéd Authorization Letter, moreover, purports to grant authorization to Perine and Regent.

Under the circumstances, there is no doubt that tﬁe Proposed Pleading furnishes sufficient
notice under CPLR 3013 to each of the Perine Parties “of the transactions, occurrences, ot series
of transactions or occurrences, intended to be proved,” as well as the méterial elements of the
claims asserted against them. There is no heightened obligation to plead specific facts under
CPLR 3016 and. it is clear that the Proposed Pleading provides the basic allegations underlying
the proposed cross-claims and counterclaims.

D. Plaintiff’s Contention That Defendants Set Forth No Consumer Injury Or Harm to
the Public Interest to Support Their GBL Claim Is Wholly Meritless

Plaintiff’s contention that the Proposed Fifth Counterclaim for violation of N.Y. General
Business Law §349 is “palpably insufficient” because it does not adequately allege a consumer
injury or harm to ﬂle public interest (Opp. Br. at 15-16) must itself be rejected as wholly
contrary to the.case law, which clearly holds that a defendant’s marketing of infringing goods

identical to those of the plaintiff causes confusion to the plaintiff’s purchasing public and thereby

For this reason, Plaintiff’s argument that no breach of contract counterclaim is stated against Regent (Opp. Br.
at 12-14) is meritless. In addition, it appears from testimony given by Na Lam in another proceeding and the
findings of the court in that proceeding, that Regent may be a shell company and a front used by Na Lam.
(Uchima Aff,, Exh. F at {35) ’
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causes the very type of consumer injury necessary for a claim under GBL §349. See, e.g, GTFM,
Inc. v. Solid Clothing Inc., 215 F. Supp.2d 273, 301-02 (S.D.N.Y. 2002) (applying New York
law); Francis S. Denney, Inc. v. LS. Laboratories, Inc., 737 F. Supp. 247, 250-51 '(S.D.N.Y.
1990) (applying New York law). | | |

E. Plaintiff Fails to Show It Would Be Prejudiced By the Amendment

Finally, Plaintiff contends it would be “prejudiced” by the proposed amendment. (Opp.
Br. at 16-17) It cites “delay,” pointing to events that occurred half a year ago when Defendants
were represented by their former counsel and that have absolutely nothing to do with the is;sues
in the>Proposed Pleading. Those events furnish no basis to deny the motion, which seeks leave
to add cross-claims, counterclaims and parties pursuant to a Proposed Pleading that sets forth a
prima facie case involving issues that are inextricably intertwined with Plaintiff’s claims and
should therefore be resolved with those claims in a single action.’

Plaintiff does not contest that “prejudice” fof purposes of a CPLR 3025 motion means
more than “delay” or having “to expend additional time preparing [one’s] case.” See Jacobson v.
McNeil Consumer and Specialty Pharmaceuticals, 68 A.D.3d 652, 654-55 (1st Dep’t 2009).
Plaintiff can point to no real prejudice. The decision on which it relies, Konrad v. 136 East 64th
~ Street Corp., 246 A.D.2d 325, 667 N.Y.8.2d 354 (1st Dep’t 1998), is entirely distinguishable in
that it involved a prolonged period of unekplained delay -- six years after the filing of the
original p_leading -- in bringing the proposed amendment. In the present case, by contrast,
Defendants were not aware of the facts underlying the Proposed Pleading until earlier this year,

after filing their original Verified Answer, and sought leave to amend promptly upon learning the

" relevant facts.

° Contrary to Plaintiff’s assertion, document discovery is not complete.
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While Plaintiff would not be prejudiced by the granting of this motion, Defendants, on
the other hand, would be prejudiced by the denial of this motion, as the issues in the Proposed
Pleading are inextricably intertwined with those in Plaintiff’s claim, involving the very same
goods, and should be adjudicated in the same case to conserve judicial resources.

Conclusion

For the foregoing reasons, Defendants respectﬁ.tlly request that their Motion to Amend be

granted.

Dated: New York, New York
August 1, 2013

ANDREWS KURTH LLP

By: __ /s/ Anju Uchima
Lynne M. Fischman Uniman
Anju Uchima
450 Lexington Avenue, 15th Floor
New York, NY 10017
(212) 850-2800
(212) 850-2929 (fax)
Attorneys for Defendants
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