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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Travelers Indemnity Company

Granted to Date
of previous
extension

10/02/2013

Address One Tower Square
Hartford, CT 06183
UNITED STATES

Attorney
information

David M. Kelly
Kelly IP, LLP
1330 Connecticut Avenue, N.W.
Washington, DC 20036
UNITED STATES
david.kelly@kelly-ip.com, larry.white@kelly-ip.com, docketing@kelly-ip.com

Applicant Information

Application No 85875750 Publication date 06/04/2013

Opposition Filing
Date

10/02/2013 Opposition
Period Ends

10/02/2013

Applicant totes Isotoner Corporation
9655 International Boulevard
Cincinnati, OH 45246
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 2007/06/01 First Use In Commerce: 2007/06/01
All goods and services in the class are opposed, namely: On-line retail store services featuring
footwear, clothing and clothing accessories

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1161313 Application Date 12/19/1979

Registration Date 07/14/1981 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark



Description of
Mark

The mark consists of of an upright, open umbrella with handle turned to the left.

Goods/Services Class 036. First use: First Use: 1961/00/00 First Use In Commerce: 1961/00/00
Underwriting [ Life, Accident and Health, ] Casualty, Fire, Marine and Inland
Marine Insurance Services; [ and ] Fidelity, Surety and Guaranty Bonding
Services; [ Mutual Funds Services, Variable Annuities Services, ] Agency and
Brokerage Services in Connection with the Preceding Named Services, and
Counseling in Regard to Accident Prevention

U.S. Registration
No.

3417048 Application Date 03/15/2007

Registration Date 04/29/2008 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consist of an upright, open umbrella with handle turned to left.

Goods/Services Class 036. First use: First Use: 1961/00/00 First Use In Commerce: 1961/00/00
Insurance underwriting services [ for all types of insurance, ] * in the fields of
property and casualty, fire, allied lines, farmowners multiple peril, homeowners
multiple peril, commercial multiple peril, ocean marine, inland marine,
earthquake, workers' compensation, other liability, product liability, private
passenger auto liability, commercial auto liability, auto physical damage, fidelity,
surety, burglary and theft, boiler and machinery, life and reinsurance; *
insurance claims services and administration [, ] * ; * insurance claims
processing [, ] insurance claims adjusting [, ] * ; * insurance agency and
brokerage * services * [, ] *, namely, policyholder services and services to
agents and brokers; * providing information in insurance matters [, ]* ; * risk
management and risk management consultation

U.S. Registration
No.

3417049 Application Date 03/15/2007

Registration Date 04/29/2008 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of an upright, open umbrella with handle turned to the left.

Goods/Services Class 036. First use: First Use: 1961/00/00 First Use In Commerce: 1961/00/00
Insurance underwriting services [ for all types of insurance, ] * in the fields of
property and casualty, fire, allied lines, farmowners multiple peril, homeowners
multiple peril, commercial multiple peril, ocean marine, inland marine,
earthquake, workers' compensation, other liability, product liability, private
passenger auto liability, commercial auto liability, auto physical damage, fidelity,
surety, burglary and theft, boiler and machinery, life and reinsurance; *
insurance claims services and administration [, ] * ; * insurance claims
processing [, ] * ; * insurance claims adjusting [, ] * ; * insurance agency and
brokerage * services, namely, policyholder services and services to agents and
brokers; * [, ] providing information in insurance matters[, ] * ; 8 risk management
and risk management consultation

U.S. Registration
No.

3494647 Application Date 04/02/2007

Registration Date 09/02/2008 Foreign Priority NONE



Date

Word Mark TRAVELERS

Design Mark

Description of
Mark

The mark consists of the word "Travelers" with an umbrella at the end of the
word.

Goods/Services Class 035. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Promoting the sale of goods and/or services of others through the development
and distribution of printed material; direct mail marketing services for others in
the field of insurance; business counseling in regard to cost management;
employment rehabilitation services, namely, medical cost control management,
business consultation in the field of workers' compensation, employee benefits
and employment return-to-work placement services
Class 036. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
[ Insurance and financial services, namely, ] insurance underwriting services [
for all types of insurance, ] * in the fields of property and casualty, fire, allied
lines, farmowners multiple peril, homeowners multiple peril, commercial multiple
peril, ocean marine, inland marine, earthquake, workers' compensation, other
liability, product liability, private passenger auto liability, commercial auto liability,
auto physical damage, fidelity, surety, burglary and theft, boiler and machinery,
and reinsurance; *vclaims adjustment in the field of insurance [, ] * ; * insurance
claims processing and administration; risk control and loss prevention
consultation; risk control and loss prevention services, namely, risk
management; electronic processing of insurance claims and payment data;
insurance agency and brokerage services *, namely, policyholder services and
services to agents and brokers * ; providing information in insurance matters;
and medical care coordination, namely, assisting employers and providers in
processing medical claim forms and payment of medical claims
Class 041. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Educational services, namely, providing training programs in the field of
insurance
Class 042. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Providing on-line non-downloadable software in the field of insurance

U.S. Registration
No.

3494648 Application Date 04/02/2007

Registration Date 09/02/2008 Foreign Priority
Date

NONE

Word Mark TRAVELERS

Design Mark

Description of
Mark

The mark consists of the word "Travelers" in black with a red umbrella at the end
of the word.

Goods/Services Class 035. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Promoting the sale of goods and/or services of others through the development
and distribution of printed material; direct mail marketing services for others in
the field of insurance; business counseling in regard to cost management;
employment rehabilitation services, namely, medical cost control management,
business consultation in the field of workers' compensation, employee benefits
and employment return-to-work placement services
Class 036. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
[ Insurance and financial services, namely, ] insurance underwriting services [
for all types of insurance, ] * in the fields of property and casualty, fire, allied
lines, farmowners multiple peril, homeowners multiple peril, commercial multiple
peril, ocean marine, inland marine, earthquake, workers' compensation, other



liability, product liability, private passenger auto liability, commercial auto liability,
auto physical damage, fidelity, surety, burglary and theft, boiler and machinery,
and reinsurance; * claims adjustment in the field of insurance, insurance claims
processing and administration, risk control and loss prevention consultation; risk
control and loss prevention services, namely, risk management; electronic
processing of insurance claims and payment data; insurance agency and
brokerage services *, namely, policyholder services and services to agents and
brokers * ; providing information in insurance matters; and medical care
coordination, namely, assisting employers and providers in processing medical
claim forms and payment of medical claims
Class 041. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Educational services, namely, providing training programs in the field of
insurance
Class 042. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Providing on-line non-downloadable software in the field of insurance

U.S. Registration
No.

3991520 Application Date 07/06/2009

Registration Date 07/12/2011 Foreign Priority
Date

NONE

Word Mark TRAVELERS

Design Mark

Description of
Mark

THE MARK CONSISTS OF THE WORD "TRAVELERS" WITH AN UMBRELLA
AT THE END OF THE WORD.

Goods/Services Class 036. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Insurance underwriting services in the fields of property and casualty,
commercial lines, farm, auto commercial, boiler and machinery, commercial
multi peril, liability, inland marine, fidelity, surety, crime, workers compensation,
property, identity fraud reimbursement, kidnap and ransom, excess and surplus,
personal lines, personal auto, homeowners, high valued homeowners, dwelling
fire, boat/yacht, personal articles floater, wedding insurance, and reinsurance;
insurance claims administration; insurance claims processing; insurance claims
adjusting; insurance agency services; providing information in the field of
insurance; providing a website with information and resources in the field of
insurance; and insurance and insurance-related services in the nature of loss
prevention and risk control management for others

U.S. Registration
No.

3991521 Application Date 07/06/2009

Registration Date 07/12/2011 Foreign Priority
Date

NONE

Word Mark TRAVELERS

Design Mark

Description of
Mark

The mark consists of THE WORD "TRAVELERS" IN BLACK WITH A RED
UMBRELLA AT THE END OF THE WORD.

Goods/Services Class 036. First use: First Use: 2007/02/27 First Use In Commerce: 2007/02/27
Insurance underwriting services in the fields of property and casualty,
commercial lines, farm, auto commercial, boiler and machinery, commercial
multi peril, liability, inland marine, fidelity, surety, crime, workers compensation,
property, identity fraud reimbursement, kidnap and ransom, excess and surplus,
personal lines, personal auto, homeowners, high valued homeowners, dwelling
fire, boat/yacht, personal articles floater, wedding insurance, and reinsurance;
insurance claims administration; insurance claims processing; insurance claims
adjusting; insurance agency services; providing information in the field of



insurance; providing a website with information and resources in the field of
insurance; and insurance and insurance-related services in the nature of loss
prevention and risk control management for others

U.S. Registration
No.

4085573 Application Date 07/06/2009

Registration Date 01/17/2012 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of an upright, open red umbrella with handle turned to left.

Goods/Services Class 036. First use: First Use: 1961/12/31 First Use In Commerce: 1961/12/31
Insurance underwriting services in the fields of property and casualty,
commercial lines, farm, auto commercial, boiler and machinery, commercial
multi peril, liability, inland marine, fidelity, surety, crime, workers compensation,
property, personal lines, personal auto, homeowners, boat/yacht, dwelling fire,
identity fraud reimbursement, kidnap and ransom, excess and surplus, high
valued homeowners, personal articles floater, wedding insurance, and
reinsurance ; insurance claims administration; insurance claims processing;
insurance claims adjusting; insurance agency services; providing information in
the field of insurance; providing a website with information and resources in the
field of insurance; and insurance and insurance-related services in the nature of
loss prevention and risk control management for others

U.S. Registration
No.

4085572 Application Date 07/06/2009

Registration Date 01/17/2012 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of an upright, open umbrella with handle turned to left.

Goods/Services Class 036. First use: First Use: 1961/12/31 First Use In Commerce: 1961/12/31
Insurance underwriting services in the fields of property and casualty,
commercial lines, farm, auto commercial, boiler and machinery, commercial
multi peril, liability, inland marine, fidelity, surety, crime, workers compensation,
property, personal lines, personal auto, homeowners, boat/yacht, dwelling fire,
identity fraud reimbursement, kidnap and ransom, excess and surplus, high
valued homeowners, personal articles floater, wedding insurance, and
reinsurance ; insurance claims administration; insurance claims processing;
insurance claims adjusting; insurance agency services; providing information in
the field of insurance; providing a website with information and resources in the
field of insurance; and insurance and insurance-related services in the nature of
loss prevention and risk control management for others

Attachments Final Notice of Opposition - Totes.pdf(458964 bytes )
Exhibit A - Part 1.PDF(1561677 bytes )
Exhibit A - Part 2.PDF(1939496 bytes )
Exhibit A - Part 3.PDF(1687425 bytes )
Exhibit A - Part 4.PDF(925572 bytes )



Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David M. Kelly/

Name David M. Kelly

Date 10/02/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
THE TRAVELERS INDEMNITY 
COMPANY, 
 

Opposer 
 

v. 
 
TOTES ISOTONER CORPORATION, 
 

Applicant. 
 

  
Opposition No.:   

Mark:   
Serial No. 85875750 
Filed: March 14, 2013 
 

 
NOTICE OF OPPOSITION 

 
 The Travelers Indemnity Company (“Travelers”), a corporation of the State of 

Connecticut, having a principal place of business at One Tower Square, Hartford, 

Connecticut 06183, believes that it is being damaged, and will be damaged, by the 

registration of the mark shown above in Application Serial No. 85875750, and hereby 

opposes the same.  As grounds for opposition, Travelers alleges that, upon actual 

knowledge with respect to Travelers’ own acts, and upon information and belief as to 

other matters:  

Travelers and Its Umbrella Mark 

1. Opposer, The Travelers Indemnity Company, is a corporation of the State 

of Connecticut, having a principal place of business at One Tower Square, Hartford, 

Connecticut 06183. 

2. Travelers, through its predecessors and related companies (collectively 

“Travelers”), has been in the insurance business for 160 years.  It has long been one of 
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the leading providers of a wide variety of insurance and surety products and services to 

businesses, organizations, and individuals in the United States.   

3. Travelers currently uses the umbrella trademark shown below as its 

corporate logo and as a trademark for its insurance, surety, risk management, and other 

financial products and services.  Travelers has used its red umbrella trademark shown 

below or variations thereof (collectively, the “Travelers Umbrella Mark”) in connection 

with its insurance and financial services for decades.  Travelers first used the Travelers 

Umbrella Mark as early as 1960.  

 
 

4. In addition to its insurance, surety, risk management, and other financial 

products and services, since as early as March 2007, Travelers has used the Travelers 

Umbrella Mark in commerce in connection with on-line retail store services featuring a 

wide variety of products.  The Travelers Online Store, currently located at 

http://www.travelersonlinestore.com, offers and sells clothing, headwear, and clothing 

accessories, among numerous other products.  A representative screen shot of the 

Travelers Online Store bearing the Travelers Umbrella Mark is shown below.   
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5. The Travelers Online Store prominently features the Travelers Umbrella 

Mark in various ways.  First, as shown above, the Travelers Umbrella Mark is 

prominently displayed on the top of every page of the website next to the TRAVELERS 

word mark. A larger version of this display is shown below. 

 

The use of the Travelers Umbrella Mark in this context creates a separate commercial 

impression from the TRAVELERS word mark and thus also constitutes use of the 

Travelers Umbrella Mark by itself.  Second, the Travelers Online Store features many 
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pages of dozens and dozens of different products, each of which bears one or both of 

the following marks: 

  

 

The presence of these clearly branded products further enhances the overall 

association of the Travelers Umbrella Mark with the Travelers Online Store.   

6. Shown below are representative examples of products currently offered on 

the Travelers Online Store that bear the Travelers Umbrella Mark.   
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7.  Travelers has for decades sold and/or distributed in commerce a variety 

of clothing, headwear, and clothing accessories bearing the Travelers Umbrella Mark.  

Moreover, since as early as April  2007, Travelers has used the Travelers Umbrella 

Mark in commerce to sell clothing and headwear on the Travelers Online Store 

referenced in Paragraphs 4-6 above, and all such products bore the Travelers Umbrella 

Mark.  The clothing, headwear, and clothing accessory products bearing the Travelers 

Umbrella Mark and currently offered on the Travelers Online Store as shown in 

Paragraph  6 above are representative of the types of clothing, headwear, and clothing 

accessories bearing the Travelers Umbrella Mark that were offered on the Travelers 

Online Store in April 2007.  In addition, since as early as April 2007, Travelers has used 

the Travelers Umbrella Mark in commerce to sell other products on the Travelers Online 

Store—including tote bags, duffle bags, pens, note pads, padfolios, mugs, and water 

bottles (collectively, “Other Products”)—and all such Other Products bore the Travelers 

Umbrella Mark. The Other Products currently offered on the Travelers Online Store as 

shown in Paragraph 6 above are representative of the types of Other Products that 

were offered on the Travelers Online Store as early as April 2007.  
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8. Travelers has established considerable and valuable trademark rights and 

goodwill in the Travelers Umbrella Mark by virtue of its long use of the mark, its 

substantial promotional and marketing efforts, its expenditure of vast sums in 

advertising and promotional activities, the strong sales of services offered in connection 

with the mark, and third-party acclaim and attention. 

9. Revenues generated from products and services offered, sold, and 

advertised in connection with the Travelers Umbrella Mark over the years have been 

immense.  For example, Travelers has earned revenues of many billions of dollars since 

it adopted the Travelers Umbrella Mark, including revenues exceeding $125 billion 

dollars since 2008.  Further, Travelers has expended many millions of dollars over the 

years advertising and promoting its services under the Travelers Umbrella Mark, 

including tens of millions of dollars each year in recent years. 

10. In addition, the Travelers Umbrella Mark has for many years received 

extensive unsolicited media attention nationwide, including but not limited to The New 

York Times, Fortune, The Washington Post, and The Wall Street Journal.  For example, 

in 1997, The New York Times reported that “as corporate logos go, the red Travelers 

umbrella ranks with icons of instant recognition like Prudential’s rock or Disney’s mouse 

ears” (emphasis added).  Representative excerpts from other publications highlighting 

the fame of the Travelers Umbrella Mark are shown below: 

DATE AUTHOR, ARTICLE TITLE, PUBLICATION NAME, EXCERPT 
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DATE AUTHOR, ARTICLE TITLE, PUBLICATION NAME, EXCERPT 

05-24-1997 David Gonzalez, “Criticism Never Rains But It Pours,” The New York 
Times, “As corporate logos go, the red Travelers umbrella ranks with 
icons of instant recognition like Prudential’s rock or Disney’s mouse 
ears.  ‘It’s a beautiful device,’ said Tom De Vito, a retired ad man.  ‘The 
minute you see the red umbrella, you say Travelers.’”  

06-21-2009 Business Wire, “2009 Travelers Championship Swings into Action,” 
“[T]he company’s famous logo, the red umbrella, which is infused 
throughout the branding of the tournament….” 

06-23-2009 M. Anthony, “On The Fly,” Hartford Courant, “Travelers went big and 
bold with is logo this year.  The insurance company’s signature red 
umbrella now floats in the water at the ….” 

12-04-2009 B. Garcia, “Insurers Learn the Art of the Deal,” The Miami Herald, “At the 
Affordable Art Fair in Manhattan, also sponsored by Travelers, the 
insurer runs a packing station so buyers can ship their new artwork 
home, wrapped and sealed with packing tape emblazoned with the 
Travelers’ signature red umbrella logo.” 

07-16-2010 S. McClellan, “100 Mil. Travelers Biz Goes to MediaCom,” Adweek, 
“Travelers, whose iconic red umbrella logo appears in much of its 
advertising….”  

10-12-2011 Business Wire, “Travelers Red Umbrella to be Featured at the National 
Trademark Expo October 14-15,” “Travelers will showcase its iconic 
red umbrella ….”  

11-16-2011 Scott Maxwell, “A school where many people care: Fern Creek,” The 
Orlando Sentinel, “They are big companies such as Macy’s, SeaWorld 
and Travelers Insurance, a company that not only stroked a five-figure 
check, but also donated some of the company’s signature big red 
umbrellas for students to use on rainy days.” 

10-29-2012 Caterina Pontoriero, “Designing Fine Forms: Insurance Headquarters,” 
Property and Casualty 360, “The 525,000-square-foot, 17-story office 
building features a sign with the Travelers name and its signature red 
umbrella—a symbol of the insurer’s mission to anticipate challenges 
and shelter its customers from loss.” 
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11. Travelers owns, among others, the following valid and subsisting United 

States trademark registrations for the Travelers Umbrella Mark.  Printouts from the PTO 

TDSR database, including Assignment information, are attached as Exhibit A. 

Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

 

 

1161313 
07-14-1981 
12-19-1979 

1961 
1961 

Casualty, fire, marine and inland 
marine insurance services, and fidelity, 
surety and guaranty bonding services, 
agency and brokerage services in 
connection with the preceding named 
services, and counseling in regard to 
accident prevention in Class 36 

 

 

3417048 
04-29-2008 
03-15-2007 

1961 
1961 

Insurance underwriting services in the 
fields of property and casualty, fire, 
allied lines, farmowners multiple peril, 
homeowners multiple peril, commercial 
multiple peril, ocean marine, inland 
marine, earthquake, workers' 
compensation, other liability, product 
liability, private passenger auto liability, 
commercial auto liability, auto physical 
damage, fidelity, surety, burglary and 
theft, boiler and machinery, life and 
reinsurance; insurance claims services 
and administration; insurance claims 
processing; insurance claims adjusting; 
insurance agency and brokerage 
services, namely, policyholder services 
and services to agents and brokers; 
providing information in insurance 
matters; risk management and risk 
management consultation in Class 36 

 

 

3417049 
04-29-2008 
03-15-2007 

1961 
1961 

Insurance underwriting services in the 
fields of property and casualty, fire, 
allied lines, farmowners multiple peril, 
homeowners multiple peril, commercial 
multiple peril, ocean marine, inland 
marine, earthquake, workers' 
compensation, other liability, product 
liability, private passenger auto liability, 
commercial auto liability, auto physical 
damage, fidelity, surety, burglary and 
theft, boiler and machinery, life and 
reinsurance; insurance claims services 
and administration; insurance claims 
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Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

processing; insurance claims adjusting; 
insurance agency and brokerage 
services, namely, policyholder services 
and services to agents and brokers; 
providing information in insurance 
matters; risk management and risk 
management consultation in Class 36 

 

 

3494647 
09-02-2008 
04-02-2007 

02-27-2007 
02-27-2007 

Promoting the sale of goods and/or 
services of others through the 
development and distribution of printed 
material; direct mail marketing services 
for others in the field of insurance; 
business counseling in regard to cost 
management; employment 
rehabilitation services, namely, medical 
cost control management, business 
consultation in the field of workers' 
compensation, employee benefits and 
employment return-to-work placement 
services in Class 35  

Insurance underwriting services in the 
fields of property and casualty, fire, 
allied lines, farmowners multiple peril, 
homeowners multiple peril, commercial 
multiple peril, ocean marine, inland 
marine, earthquake, workers' 
compensation, other liability, product 
liability, private passenger auto liability, 
commercial auto liability, auto physical 
damage, fidelity, surety, burglary and 
theft, boiler and machinery, and 
reinsurance; claims adjustment in the 
field of insurance; insurance claims 
processing and administration; risk 
control and loss prevention 
consultation; risk control and loss 
prevention services, namely, risk 
management; electronic processing of 
insurance claims and payment data; 
insurance agency and brokerage 
services, namely, policyholder services 
and services to agents and brokers; 
providing information in insurance 
matters; and medical care coordination, 
namely, assisting employers and 
providers in processing medical claim 
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Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

forms and payment of medical claims 
in Class 36  

Educational services, namely, 
providing training programs in the field 
of insurance in Class 41   

Providing on-line non-downloadable 
software in the field of insurance in 
Class 42 

 

 
 

3494648 
09-02-2008 
04-02-2007 

02-27-2007 
02-27-2007 

Promoting the sale of goods and/or 
services of others through the 
development and distribution of printed 
material; direct mail marketing services 
for others in the field of insurance; 
business counseling in regard to cost 
management; employment 
rehabilitation services, namely, medical 
cost control management, business 
consultation in the field of workers' 
compensation, employee benefits and 
employment return-to-work placement 
services in Class 35  

Insurance underwriting services in the 
fields of property and casualty, fire, 
allied lines, farmowners multiple peril, 
homeowners multiple peril, commercial 
multiple peril, ocean marine, inland 
marine, earthquake, workers' 
compensation, other liability, product 
liability, private passenger auto liability, 
commercial auto liability, auto physical 
damage, fidelity, surety, burglary and 
theft, boiler and machinery, and 
reinsurance; claims adjustment in the 
field of insurance; insurance claims 
processing and administration; risk 
control and loss prevention 
consultation; risk control and loss 
prevention services, namely, risk 
management; electronic processing of 
insurance claims and payment data; 
insurance agency and brokerage 
services, namely, policyholder services 
and services to agents and brokers; 
providing information in insurance 
matters; and medical care coordination, 
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Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

namely, assisting employers and 
providers in processing medical claim 
forms and payment of medical claims 
in Class 36  

Educational services, namely, 
providing training programs in the field 
of insurance in Class 41   

Providing on-line non-downloadable 
software in the field of insurance in 
Class 42 

 

 

3991520 
07-12-2011 
07-06-2009 

02-27-2007 
02-27-2007 

Insurance underwriting services in the 
fields of property and casualty, 
commercial lines, farm, auto 
commercial, boiler and machinery, 
commercial multi peril, liability, inland 
marine, fidelity, surety, crime, workers 
compensation, property, identity fraud 
reimbursement, kidnap and ransom, 
excess and surplus, personal lines, 
personal auto, homeowners, high 
valued homeowners, dwelling fire, 
boat/yacht, personal articles floater, 
wedding insurance, and reinsurance; 
insurance claims administration; 
insurance claims processing; insurance 
claims adjusting; insurance agency 
services; providing information in the 
field of insurance, providing a website 
with information and resources in the 
field of insurance; and insurance and 
insurance-related services in the 
nature of loss prevention and risk 
control management for others in Class 
36 

 

 

3991521 
07-12-2011 
07-06-2009 

02-27-2007 
02-27-2007 

Insurance underwriting services in the 
fields of property and casualty, 
commercial lines, farm, auto 
commercial, boiler and machinery, 
commercial multi peril, liability, inland 
marine, fidelity, surety, crime, workers 
compensation, property, identity fraud 
reimbursement, kidnap and ransom, 
excess and surplus, personal lines, 
personal auto, homeowners, high 
valued homeowners, dwelling fire, 
boat/yacht, personal articles floater, 
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Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

wedding insurance, and reinsurance; 
insurance claims administration; 
insurance claims processing; insurance 
claims adjusting; insurance agency 
services; providing information in the 
field of insurance; providing a website 
with information and resources in the 
field of insurance; and insurance and 
insurance-related services in the 
nature of loss prevention and risk 
control management for others in Class 
36 

 

4085573 
01-17-2012 
07-06-2009 

12-31-1961 
12-31-1961 

Insurance underwriting services in the 
fields of property and casualty, 
commercial lines, farm, auto 
commercial, boiler and machinery, 
commercial multi peril, liability, inland 
marine, fidelity, surety, crime, workers 
compensation, property, personal lines, 
personal auto, homeowners, 
boat/yacht, dwelling fire, identity fraud 
reimbursement, kidnap and ransom, 
excess and surplus, high valued 
homeowners, personal articles floater, 
wedding insurance, and reinsurance; 
insurance claims administration; 
insurance claims processing; insurance 
claims adjusting; insurance agency 
services; providing information in the 
field of insurance; providing a website 
with information and resources in the 
field of insurance; and insurance and 
insurance-related services in the 
nature of loss prevention and risk 
control management for others in Class 
36 

 

4085572 
01-17-2012 
07-06-2009 

12-31-1961 
12-31-1961 

Insurance underwriting services in the 
fields of property and casualty, 
commercial lines, farm, auto 
commercial, boiler and machinery, 
commercial multi peril, liability, inland 
marine, fidelity, surety, crime, workers 
compensation, property, personal lines, 
personal auto, homeowners, 
boat/yacht, dwelling fire, identity fraud 
reimbursement, kidnap and ransom, 
excess and surplus, high valued 
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Mark 
 

Reg. No. 
Reg. Date 
App. Date 

First Use 
First Use in 
Commerce 

Services 

homeowners, personal articles floater, 
wedding insurance, and reinsurance; 
insurance claims administration; 
insurance claims processing; insurance 
claims adjusting; insurance agency 
services; providing information in the 
field of insurance; providing a website 
with information and resources in the 
field of insurance; and insurance and 
insurance-related services in the 
nature of loss prevention and risk 
control management for others in Class 
36 

 

12. The foregoing registrations in Paragraph 11 are valid and subsisting.  

These registrations constitute prima facie evidence and conclusive proof of Travelers’ 

ownership of and exclusive rights to use the Travelers Umbrella Mark in connection with 

the services recited in the registrations. 

13. As a result of the long and extensive use of the Travelers Umbrella Mark, 

and significant sales, promotion, advertising, third-party acclaim, and commercial 

success, the Travelers Umbrella Mark has achieved such widespread public exposure 

and recognition that it possesses a high degree of distinctiveness and has been well-

known and famous in the United States for many years, including well prior to the 

Applicant’s filing date and any dates of first use that Applicant can prove.   

Applicant and its Mark 

14. Applicant, totes Isotoner Corporation (“Applicant”), is a corporation of the 

state of Ohio with an address of 9655 International Boulevard, Cincinnati, Ohio 45246. 
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15. Applicant is the listed owner of Application Serial No. 85875750, filed on 

March 14, 2013, for the red Umbrella Design mark shown below (“Applicant’s Mark”).  

The application covers “on-line retail store services featuring footwear, clothing and 

clothing accessories” in Class 35 (“Applicant’s Services”).  Applicant claims:  “[t]he 

color(s) red is/are claimed as a feature of the mark. The mark consists of a red umbrella 

opened up in a vertical position with the handle coming straight down in a "j" shape.” 

 

COUNT I:  LIKELIHOOD OF CONFUSION 

16. Travelers repeats and realleges each and every allegation set forth in 

Paragraphs 1 through 15 above. 

17. Travelers has priority based on its pleaded valid and subsisting prior-

issued registrations for the Travelers Umbrella Mark.  Moreover, the Travelers Umbrella 

Mark has been in continuous use in commerce since before the filing date of Applicant’s 

Application Serial No. 85875750, and before any dates of first use that may be proven 

by Applicant.     

18. Applicant’s Services covered by Application Serial No. 85875750 are 

identical or highly related to the goods and services offered and sold by Travelers in 

connection with its Travelers Umbrella Mark. 
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19. Applicant’s Mark so resembles Travelers’ prior used and registered 

Travelers Umbrella Mark in shape, proportion, and overall design, as to be likely, when 

used in connection with Applicant’s Services, to cause confusion, or to cause mistake, 

or to deceive under Section 2(d) of the Lanham Act, as amended, 15 U.S.C. § 1052(d).  

The fact that Applicant’s Mark is displayed in the identical or virtually identical red color 

as the Travelers Umbrella Mark increases this existing likelihood of confusion. 

COUNT II:  DILUTION 
 

20. Travelers repeats and realleges each and every allegation set forth in 

Paragraphs 1-19 above. 

21. Travelers has engaged in extensive, nationwide advertising, promotion, 

and use of the Travelers Umbrella Mark.  Further, Travelers has had massive sales and 

advertising of its goods and services under the Travelers Umbrella Mark nationwide for 

many years. 

22. The Travelers Umbrella Mark became famous before the filing date of 

Application Serial No. 8587570, and any date of first use that may be proven by 

Applicant. 

23. In view of the similarities of the parties’ marks and the fame of the 

Travelers Umbrella Mark, Applicant’s Mark so closely resemble Travelers’ famous 

Travelers Umbrella Mark that it is likely to dilute the distinctive quality of the Travelers 

Umbrella Mark in violation of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 
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WHEREFORE, Travelers believes that it will be damaged by the registration of 

the mark shown in Application Serial No. 85875750, and requests that this opposition 

be sustained, and that registration to Applicant be refused. 

A filing fee has been submitted electronically.  If the filing fee is found to be 

insufficient for any reason, please charge such deficiency to our Deposit Account 

No. 506154. 

 

      Respectfully Submitted, 

Dated:  October 2, 2013 By: /David M. Kelly/_____________________ 
David M. Kelly 
Linda K. McLeod 
Lindsay B. Coleman 
KELLY IP, LLP 
1330 Connecticut Avenue, NW, Suite 300 
Washington, D.C.  20036 
Telephone:   (202) 808-3570 
Facsimile:     (202) 354-5232 

Attorneys for Opposer 
The Travelers Indemnity Company 
 



 

 
CERTIFICATE OF SERVICE 

 
I certify that a true and accurate copy of the foregoing NOTICE OF OPPOSITION 

was served by first-class mail, postage prepaid on this 2nd day of October, 2013, upon 

Applicant at the following address of record: 

 
Karlyn A. Schnapp 
Frost Brown Todd LLC 
3300 Great American TWR 301 E 4th St. 
Cincinnati, OH 45202 

 

  /Larry White/____________________ 
  Larry White 
  Litigation Case Manager 
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