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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTS It Is Not The Same, GmbH,
Opposer, Serial No. 85/836,544
V. Opposition No. 91212768
Disidual Clothing, LLC, Mark: DISIDUAL
Applicant.

DISIDUAL CLOTHING’S BRIEF IN OPPOSITION TO OPPOSER’S MOTION FOR
SUMMARY JUDGMENT AND IN SUPPORT OF DISIDUAL CLOTHING’S
CROSS-MOTION FOR SUMMARY JUDGMENT

Pursuant to Rule 56 of the Federal Rules of Civil Procedure and Trademark Trial and
Appeal Board Manual of Procedure (“TBMP”) § 528, Applicant Disidual Clothing, LLC
(“Disidual) hereby submits its brief in opposition to Opposer INTS It Is Not The Same,
GmbH’s (“Opposer”’) Motion for Summary Judgment filed on November 11, 2015 (“Motion”),
and in support of Disidual’s Cross-Motion for Summary Judgment (“Cross Motion”). Disidual
submits that as a matter of law and fact, there is no likelihood of confusion between Disidual’s
applied-for DISIDUAL mark and Opposer’s DE2IGUAL marks.'

I. INTRODUCTION

On January 30, 2013, Disidual filed its application for the mark DISIDUAL for various
apparel items in Class 25. The Patent and Trademark Office did not cite any prior registrations
or applications against Disidual’s application, and it was allowed for publication. On October 2,

2013, Opposer filed its Notice of Opposition against Disidual’s DISIDUAL mark on the grounds

of an alleged likelihood of confusion with Opposer’s DEZIGUAL marks.

" When used in commerce, Opposer’s DERQIGUAL marks are presented with an inverted “S,” and Disidual adheres
to that presentation. In its brief, Opposer refers to its marks as the DESIGUAL Marks or Opposer’s Marks.



As set forth in detail below, Disidual coined the term DISIDUAL as a combination of
“distinct” and “individual.” In doing so, Disidual sought to conjure up the idea of a distinct,
individual lifestyle characterized by a person who seeks adventure and outdoor pursuits. On the
other hand, the term “desigual” in Opposer’s DECZIGUAL marks is a common Spanish word
meaning unequal or uneven. In considering the overall appearance, sound, and meaning of the
parties’ marks, it becomes apparent that the DISIDUAL mark imparts a completely separate and
distinct commercial impression from Opposer’s DECIGUAL marks. Thus, consumers are not
likely to believe that products offered under the parties’ marks emanate from the same source.

Moreover, Opposer opposes registration of the DISIDUAL mark despite the coexistence
of the parties’ marks in the marketplace for more than five years without a single instance of
actual confusion. The total absence of actual confusion strongly indicates that the parties’ marks
are not confusingly similar. Also, the fact that the parties’ products are marketed towards
different types of consumers reduces any potential consumer confusion, though after five years
without any actual confusion the potential for confusion appears to be nil. Finally, Opposer’s
evidence of record does not establish that its DECZIGUAL marks are well known.

Disidual therefore respectfully requests that the Trademark Trial and Appeal Board (the
“Board”) deny Opposer’s Motion and grant Disidual’s Cross-Motion for Summary Judgment.

II. STATEMENT OF FACTS
a. Disidual and its DISIDUAL mark.

Disidual is a small apparel company located in Bellingham, Washington. Declaration of
Brendan Pape (hereinafter “Pape Decl.”), Annex 1, § 2. The company was founded in April
2010, and it started using the DISIDUAL mark in connection with various apparel products on or

about June 1, 2010. Id. at 99 2, 4; U.S. Serial No. 85/836,544. Disidual caters to the “distinct



individual” that gets outside and enjoys the outdoors. Id. at q 5; Declaration of Craig A. Beaker
(hereinafter “Beaker Decl.”), Annex 2, Exhibit A: Disidual’s Facebook page. In particular,
Disidual’s customers include recreational outdoor and extreme sports enthusiasts,
adventure-seeking individuals, and people interested in outdoor physical fitness. See Beaker
Decl. Exhibit B, Interrogatory No. 5: Disidual Clothing’s Responses and Objections to
Opposer’s First Set of Interrogatories to Applicant; Pape Decl. 9 6.

The DISIDUAL mark was created by the owners of Disidual, Brendan Pape and
Christian Harkson. Beaker Decl. Exhibit B, Interrogatory No. 2; Pape Decl. § 3. A coined term
with no commonly-understood meaning, DISIDUAL is a combination of “distinct” and
“individual.” Id. Through the promotion of the DISIDUAL mark, Disidual sought to “spread
the idea of the ‘distinct individual’ lifestyle.” See Beaker Decl. Exhibit A. Disidual defines the
“distinct individual” as:

[T]he type of person who follows their own path. It is the type of person who

lives in their camper van for months at a time in order to seek their passion for

adventure, the individual who hikes in the snow all day for one epic run down the

mountain, it is even the guy who rides his razor scooter around town in his cut off

capri sweats not giving a damn what other people think.
1d.

On January 30, 2013, Disidual filed U.S. Serial No. 85/836,544 for the mark DISIDUAL
for “Apparel, namely, t-shirts, tank-tops, shorts, hats, jackets, sweatshirts, hooded sweatshirts,
beanies, socks, pants, dresses, swimsuits, knit face masks, gloves, belts” in Class 25, alleging a
first use date of June 1, 2010 (hereinafter, the “DISIDUAL Mark™). The application was

approved for publication by the U.S. Patent and Trademark Office, and it published for

opposition on August 27, 2013.



b. Opposer and its DEZIGUAL marks.

Opposer is a fashion company based in Barcelona, Spain. See Beaker Decl. Exhibit C,
Request for Production No. 1: Documents submitted with Opposer’s Answers to Applicant’s
First Set of Requests for Production. The company sells apparel, accessories, and other products
that feature vibrant patterns, graffiti art, contrasting textures, and colorful pieces in stark contrast
to Disidual. See Beaker Decl. Exhibit D: Articles describing Opposer’s apparel products.
Opposer’s products are sold through its stores, as well as department stores, franchises,
participating retailers, and Opposer’s website at www.desigual.com. See Beaker Decl. Exhibit
C, Request for Production No. 1. Opposer purports to be known for its “atypical marketing,”
which includes color runs, underwear parties, kiss tours, and other similar unconventional
marketing campaigns. See id.; Beaker Decl. Exhibit E: Articles describing Opposer’s marketing
campaigns.

Opposer owns federal registrations for marks incorporating DE2ZIGUAL for apparel,
jewelry, eyewear, and other related fashion products and home goods. See U.S. Registration
Nos. 2,088,319; 3,737,499; 3,982,329; 4,113,640; 4,269,396 (collectively, “Opposer’s Marks”).2
An important characteristic of Opposer’s Marks is the inverted “S” in DECIGUAL, as shown

below:

Opposer’s Marks
vl L
»>

DESICUA
DEZ2ICN

Dezigual

Some of Opposer’s registrations also incorporate a brightly-colored abstract splatter design or

two naked figures that appear side by side.

2 Opposer’s federal registrations were made of record in Opposer’s Notice of Opposition. See TBMP § 528.05(d).
4



Disidual had no knowledge of Opposer or any of its marks until after Opposer filed its
Notice of Opposition in this proceeding. Beaker Decl. Exhibit B, Interrogatory No. 10; Pape
Decl. 9 7.

III. ARGUMENT
a. Summary judgment standard.

Summary judgment is appropriate when the movant establishes that there are no genuine
issues of material fact in dispute, such that the case can be resolved as a matter of law. Fed. R.
Civ. P. 56(c). The Federal Circuit has consistently held that the issue of likelihood of confusion
is one of law, and therefore, the Board may resolve the issues in this case on summary judgment.
See Keebler Co. v. Murray Bakery Prods., Inc., 866 F.2d 1386, 9 U.S.P.Q.2d 1736 (Fed. Cir.
1989); Sweat Fashions Inc. v. Pannill Knitting Co., Inc., 833 F.2d 1560, 1565, 4 U.S.P.Q.2d
1793 (Fed. Cir. 1987).

Where the movant’s motion is supported by sufficient evidence to demonstrate that there
is no genuine issue of material fact, the burden shifts to the non-movant to demonstrate what
specific evidence could be offered at trial that shows there is a genuine issue of material fact to
be tried. Id. at 1562-63; Hachette Filipacchi Presse v. Elle Belle LLC, 85 U.S.P.Q.2d 1090,
2007 WL 1144946, *3 (TTAB 2007). The non-movant cannot rest on denials or conclusory
assertions, but rather must provide specific evidence showing the existence of a genuine issue of
material fact. Hachette Filipacchi Presse, 85 U.S.P.Q.2d 1090, 2007 WL 1144946 at *3. As
shown below, there are no genuine issues of material fact in this case and the uncontested facts
show that confusion is not likely to occur if the DISIDUAL Mark is allowed registration.

Accordingly, summary judgment in favor of Disidual, instead of Opposer, is appropriate.



b. There can be no likelihood of confusion between the DISIDUAL Mark and
Opposer’s Marks.

In determining likelihood of confusion between the DISIDUAL Mark and Opposer’s
Marks, the Board must consider the factors laid out in /n re E.I. DuPont DeNemours & Co., 476
F.2d 1357, 1361, 177 U.S.P.Q. 563 (CCPA 1973). The Board may conclude that there is no
likelihood of confusion based on a determination of one or two of the DuPont factors. See
Champagne Louis Roederer, S.A. v. Delicato Vineyards, 148 ¥.3d 1373, 1374-75, 47 U.S.P.Q.2d
1459 (Fed. Cir. 1998) (affirming dismissal of opposition and concluding that the dissimilarity of
the marks alone precluded any reasonable likelihood of confusion); Kellogg Co. v. Pack’em
Enters., Inc., 951 F.2d 330, 21 U.S.P.Q.2d 1142 (Fed. Cir. 1991) (affirming finding of no
likelihood of confusion based on dissimilarity of the marks FROOT LOOPS and FROOTEE ICE
& Design). As set forth below, the first DuPont factor — “[t]he similarity or dissimilarity of the
marks in their entireties as to appearance, sound, connotation and commercial impression” — by
itself is dispositive of this case. In re E.I. DuPont DeNemours & Co., 476 F.2d at 1361. Adding
to that, the following factors strongly support a finding of no likelihood of confusion: the
coexistence of the parties” marks without any instances of actual confusion for more than five
years, the different consumers of the parties’ products, and the lack of evidence to support the
claim that Opposer’s Marks are well known.

1. The DISIDUAL Mark and Opposer’s Marks are dissimilar in appearance,
sound, and meaning.

The first and most significant factor to be considered in determining likelihood of
confusion is the examination of the “similarity or dissimilarity of the marks in their entireties as
to appearance, sound, connotation, and commercial impression.” Id. Opposer claims that “the

marks are highly similar, because Applicant’s Mark bears a strong resemblance to Opposer’s



Marks in terms of appearance, sound, and commercial impression.” Opposer’s Motion, p. 8. In
light of the dissimilarities in the appearance, sound, and meaning of the parties’ marks, as set
forth below, Disidual respectfully disagrees with Opposer’s argument which, when closely
considered, actually demonstrates that there is no likelihood of confusion arising from use of the
parties’ respective marks.

1. Appearance.

The parties’ marks are patently dissimilar in appearance. Indeed, no common words are
shared between the parties’ marks. Disidual’s mark consists of the coined term DISIDUAL
whereas Opposer’s Marks incorporate DEZIGUAL in a bolded or thick font with an inverted “S”
and, in some instances, displayed vertically next to a mirror image of DECIGUAL and two naked
figures or a brightly-colored paint splatter design. As shown below, a side-by-side comparison

underscores the differences in appearance between the parties’ marks.

Disidual’s Mark Opposer’s Marks
DISIDUAL Dezigual

DESICUAL
DEZ2ICNVT

Despite the fact that both parties’ marks share the same —UAL ending and the same
number of letters, the beginning and middle portions of the marks are completely different in
appearance. The inverted “S” in DE2ZIGUAL and the accompanying design elements, including
a depiction of a naked man and woman and an abstract splatter paint design, create a distinct
commercial impression. The difference between the first syllables “DIS” versus “DEZ” also is
vital to the likelihood of confusion analysis because the letters placed at the beginning of a mark
are more prominent, have a greater impact, and are more likely to be impressed in the minds of
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the consumers. See Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 U.S.P.Q.2d 1895, 1988 WL
252340, *3 (TTAB 1988) (“[I]t is often the first part of a mark which is most likely to be
impressed upon the mind of a purchaser and remembered”).

For example, in Autozone, Inc. v. Tandy Corp., the court concluded that the marks
AUTOZONE and POWERZONE were sufficiently dissimilar to make confusion unlikely. 373
F.3d 786, 796-97, 71 U.S.P.Q.2d 1385 (6th Cir. 2004); see also The Wet Seal Inc. v. FD
Management Inc., 82 U.S.P.Q.2d 1629, 2007 WL 458529, *9 (TTAB 2007) (stating the first
word purchasers will see is more likely to have a greater impact on purchasers and be
remembered by them). The court’s “similarity of the marks” analysis in the Autozone case is
applicable here. Like AUTO- and POWER-, the dissimilar portions of the parties’ marks in this
case appear at the beginning and in the middle (i.e., DISID vs. DE2IG). It is this portion of the
parties’ marks that is most likely to be impressed on the mind of the consumer.

In addition, although both parties’ marks end in -UAL, this ending is commonly found in
brand names in the apparel industry and on registered marks in Class 25 on the U.S. Patent and
Trademark Office Principal Register. See Beaker Decl. Exhibit F: Chart and registration
certificates and status pages for representative marks ending in -UAL. Some examples of
registered marks in Class 25 include: SIDUAL (Reg. No. 3,986,499); V/SUAL (Reg. No.
4,430,048); UNEQUAL (Reg. No. 4,162,517); AQUADUAL & Design (Reg. No. 3,648,696);
NDIVIDUAL (Reg. No. 3,623,362); and MANNUAL (Reg. No. 3,066,728). The number and
nature of similar marks in use on identical or similar goods indicates that consumers are used to
seeing marks ending in -UAL used in connection with apparel. Consequently, consumers are
more likely to focus on the beginning and middle portions of the parties’ marks, as opposed to

the end, when determining whether the parties’ marks originate from the same source. See



Missiontrek Ltd. Co. v. Onfolio, Inc., 80 U.S.P.Q.2d 1381, 2005 WL 3395187 (TTAB 2005)
(granting defendant’s motion for summary judgment based on dissimilarity of the marks
ONFOLIO (stylized) and CARTAGIO for computer software).

Finally, Opposer’s contention that Google search results returning references relating to
Opposer’s Marks when DISIDUAL is typed into the search engine constitutes strong evidence of
the similarity of the marks is baseless and wholly without merit. Opposer’s Motion, p. 9.
Opposer ignores the fact that the search results that appear when searching “disidual” in the
Google search engine are all related to Disidual, and Disidual objects to the admissibility of this
evidence for the purposes of supporting Opposer’s contention. See Opposer’s Motion,
Declaration of Kevin S. Wilson, Exhibit K; TBMP § 517. The fact that Google provides a list of
“Searches related to disidual” does not provide any indication as to consumer perception of the
similarities of the parties” marks. The “Searches related to disidual” also included other search

9 <6

strings wholly unrelated to Opposer, such as “disidual meaning,” “casual industrees,” “decidiual
definition,” and “disidual instagram.” Id. The Board has routinely held that printouts of Google
search results are of little probative value because they fail to show the context in which the term
or phrase is used on the listed web pages. See, e.g., Hale v. Go Pro Workouts, LLC, Opposition
No. 91211810, 2014 WL 7172042, *7 (TTAB Nov. 18, 2014) (“Generally, search result
summaries generated by Internet search engines have limited probative value...”).

In sum, the immediately apparent differences in appearance between the DISIDUAL

Mark and Opposer’s Marks support the conclusion that the marks are dissimilar.

2. Sound.



The pronunciation of Opposer’s Marks by Opposer and the relevant consumers and
media also underscores the differences between the parties’ marks, which generate different
sounds and are phonetically distinct.

The DISIDUAL Mark is pronounced de-SI-jew-ul. Normal pronunciation puts the
emphasis in the DISIDUAL mark on the second syllable.

Opposer’s DEZIGUAL mark, on the other hand, is pronounced by Opposer in its
advertising and marketing materials as DES-ee-GWAL, as it would be in the Spanish language.
See Beaker Decl. Exhibit G, Request for Production No. 11: Opposer’s Answers to Applicant’s
First Set of Requests for Production & Exhibit H: Opposer’s YouTube videos. Consumers and
the relevant media pronounce the mark as DES-ee-GWAL as well. See Beaker Decl. Exhibit I:
Third-party websites describing the pronunciation of Opposer’s Marks.

In contrast to the DISIDUAL Mark, the emphasis in Opposer’s Marks is on the first
syllable with a secondary emphasis on the third and final syllable. Moreover, when the parties’
marks are pronounced, the pronunciation of jew-ul in the DISIDUAL mark creates a markedly
different acoustic sound than ee-gwal in Opposer’s Marks. See, e.g., Signetics Corp. v. Sigona,
212 U.S.P.Q. 318, 1981 WL 40454, *2 (TTAB 1981) (“Normal pronunciation puts the emphasis
in each mark on the second or middle syllables ‘NET’ and “TRON’ and these syllables are easily
distinguishable.”).

Accordingly, the parties’ marks are acoustically different and the DISIDUAL Mark does
not sound the same as Opposer’s Marks.

3. Meaning.
Opposer contends that the parties’ marks impart similar commercial impressions because

each fails to convey a specific meaning to consumers. Opposer’s Motion, p. 9. However,
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Opposer ignores the fact that the term “desigual” in Opposer’s Marks has a commonly

3

understood meaning. In fact, Opposer admits that the term “desigual” means “unequal” in
Spanish. 1d.; see also Mark information set forth in Registration Nos. 2,088,319; 3,737,499;
3,982,329; and 4,113,640; Beaker Decl. Exhibit J, Interrogatory No. 3: Opposer’s Answers to
Applicant’s Second Set of Interrogatories. The DISIDUAL Mark, on the other hand, is a coined
term that includes a combination of the words “distinct” and “individual.” See Beaker Decl.
Exhibit B, Interrogatory No. 2; Pape Decl. § 3.

In determining the meaning and connotation of the marks at issue, foreign words from
common languages are typically translated into English under the doctrine of foreign
equivalents. Palm Bay Imports Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396
F.3d 1369, 1377, 73 U.S.P.Q.2d 1689 (Fed. Cir. 2005). “The doctrine should be applied only
when it is likely that the ordinary American purchaser would ‘stop and translate [the term] into
its English equivalent.”” Id. (quoting In re Pan Tex Hotel Corp., 190 U.S.P.Q. 109, 110 (TTAB
1976)). The “ordinary American purchaser” includes “all American purchasers, including those
proficient in a non-English language who would ordinarily be expected to translate words into
English.” In re Spirits Int’l N.V., 563 F.3d 1347, 1351-52, 90 U.S.P.Q.2d 1489 (Fed. Cir. 2009).
Further, the Board “presume[s] that a word in one of the common, modern languages of the
world will be spoken or understood by an appreciable number of U.S. consumers for the goods at
issue.” In re La Peregrina Ltd., 86 U.S.P.Q.2d 1645, 2008 WL 695794, *4 (TTAB 2008).

Here, Opposer argues that “the term ‘DESIGUAL’ is not likely to be recognized by most
U.S. consumers as a Spanish word that translates into English as ‘unequal,”” but Opposer
provides no support whatsoever for its argument. Opposer’s Motion, p. 9. Contrary to

Opposer’s position, the Board routinely finds that Spanish is a common, modern language. See
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In re Eisner, U.S. Serial No. 85/593,854 (TTAB Oct. 2, 2015) (applying doctrine of foreign
equivalents and translating “su abogado”); In re La Peregrina Ltd., 86 U.S.P.Q.2d 1645, 2008
WL 695794 at *4 (“[T]here is no question that Spanish is a common, modern language.”); In re
Amer. Safety Razor Co., 2 U.S.P.Q.2d 1459, 1987 WL 123818, *2 (TTAB 1987) (concluding
that relevant consumers would be likely to translate BUENOS DIAS into its English equivalent,
GOOD MORNING). As a result, the relevant consumers would stop and translate “desigual”
into its English equivalent because the terms have the same meaning (i.e., desigual stands for
unequal) and there is no evidence to suggest that “desigual” is an obscure term. See In re La
Peregrina Ltd., 86 U.S.P.Q.2d 1645, 2008 WL 695794 at *4 (stating that “la peregrina” would
be translated into its English equivalent based, in part, on the fact that there is an exact
translation of the word in English and it is not an obscure term); Mark information set forth in
Registration Nos. 2,088,319; 3,737,499; 3,982,329; and 4,113,640; Beaker Decl. Exhibit J,
Interrogatory No. 3 & Exhibit K: Third-party websites providing dictionary translations of
“desigual.” Moreover, because Opposer is a Spanish company, there is no doubt that its use of
the term “desigual” in Opposer’s Marks refers to the term’s meaning in the Spanish language.
When the term “desigual” in Opposer’s Marks is translated into its English equivalent, it is clear
that the parties’ marks have different meanings. The term “desigual” means unequal or uneven
whereas the DISIDUAL Mark is a coined term that combines the words “distinct” and
“individual,” and Disidual’s marketing makes it clear that the term was created to convey the
idea of the distinct individual. See id.; Beaker Decl. Exhibit B, Interrogatory No. 2; Pape Decl.
3.

As an additional matter, when consumers are confronted with familiar and unfamiliar

words, consumers tend to distinguish between the two words. See Jacobs v. Int'l Multifoods
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Corp., 668 F.2d 1234, 1236, 212 U.S.P.Q. 641 (CCPA 1982) (holding that the familiar BOSTON
TEA PARTY mark was distinguishable from the unfamiliar BOSTON SEA PARTY mark);
Nat’l Distillers & Chem. Corp. v. William Grant & Sons, Inc., 505 F.2d 719, 721, 184 U.S.P.Q.
34 (CCPA 1974) (“...the familiar is readily distinguishable from the unfamiliar. DUET is a
familiar word. DUVET is not.”). It follows that consumers will distinguish between the familiar
term “desigual” in Opposer’s Marks and the unfamiliar DISIDUAL Mark.

Disidual agrees with Opposer’s statement that “no further analysis is required” in this
case, as the foregoing arguments and evidence demonstrates that the parties’ marks are
sufficiently dissimilar in sight, sound, and meaning such that they impart different overall
commercial impressions.

1i. There is no actual confusion between the parties’ marks.

The DISIDUAL Mark and Opposer’s Marks have coexisted in the marketplace without
any instances of actual confusion since at least as early as June 2010 when Disidual first started
using the DISIDUAL Mark. Opposer admits that it is not aware of any instances of actual
confusion among the relevant consumers. See Beaker Decl. Exhibit L, Interrogatory No. 7:
Opposer’s Answers to Applicant’s First Set of Interrogatories (“Opposer responds that it is not
aware of any instances of actual confusion.”).

There was also ample opportunity for confusion to occur. See Citigroup Inc. v. Capital
City Bank Group, Inc., 94 U.S.P.Q.2d 1645, 2010 WL 595586, *17 (TTAB 2010), aff’d, 637
F.3d 1344, 98 U.S.P.Q.2d 1253 (Fed. Cir. 2011) (“[F]or the absence of actual confusion to be
probative, there must have been a reasonable opportunity for confusion to have occurred.”).
Although Opposer and Disidual target distinct market segments, the parties do operate in the

same general industry (i.e., apparel), they sell products to retailers and consumers in the same
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geographic areas, and Opposer operates a DECQIGUAL-branded store in the same geographic
area as that in which Disidual sells its goods. See Pape Decl. § 8; Beaker Decl. Exhibit C,
Request for Production No. 3; Exhibit M: Printouts from Opposer’s website at
www.desigual.com; & Exhibit N, Request for Production No. 4: Documents submitted with
Disidual Clothing’s Responses and Objections to Opposer’s First Set of Requests for Production
of Documents to Applicant. Of note, the parties’ invoices demonstrate that both Disidual and
Opposer sell to consumers or retailers in many of the same cities, including, for example: San
Francisco, California; Los Angeles, California; Truckee, California; Portland, Oregon; and
Seattle, Washington. See Beaker Decl. Exhibit C, Request for Production No. 3 & Exhibit N,
Request for Production No. 4; Pape Decl. § 8, Exhibit A.

Disidual recognizes that evidence of actual confusion is not necessary to establish a
likelihood of confusion. That said, the concurrent use of the parties’ marks for more than five
years in cities with large populations without any reported instances of confusion is a powerful
indication that confusion is not likely. See Citigroup Inc., 94 U.S.P.Q.2d 1645, 2010 WL
595586 at *17 (“...the concurrent use of applicant’s logo marks and opposer’s CITIBANK
marks has presented a reasonable opportunity for confusion to have occurred.”); Elvis Presley
Enters., Inc. v. Capece, 141 F.3d 188, 204, 46 U.S.P.Q.2d 1737 (5th Cir. 1998) (“An absence of,
or minimal, actual confusion, however, over an extended period of time of concurrent sales
weighs against a likelihood of confusion.”); Oreck Corp. v. U.S. Floor Systems, Inc., 803 F.2d
166, 173, 231 U.S.P.Q. 634 (5th Cir. 1986) (lack of actual confusion was “highly significant”
where parties” marks concurrently used for 17 months).

As aresult, this factor weighs in Disidual’s favor.

iii. Consumers encountering the parties’ marks are not likely to believe that
they emanate from the same source.

14



The relevant consumers are not likely to believe that the parties’ products emanate from
the same source because the products are marketed to different consumers. The parties’ claims
and marketing demonstrate that each party has a distinct consumer that it targets. Disidual’s
products are marketed towards recreational outdoor and extreme sports enthusiasts,
adventure-seeking individuals, and people interested in outdoor physical fitness. See Beaker
Decl. Exhibit B, Interrogatory No. 5; Pape Decl. § 6. In contrast, Opposer’s products include
vibrant patterns, graffiti art, contrasting textures, and colorful pieces, and they are featured in
fashion shows and cater to fashion-conscious consumers. See Beaker Decl. Exhibit E. Because
the parties’ products are marketed to different consumers and reflect a completely different
fashion and lifestyle, the parties operate in different specific trade channels. Thus, this factor
weighs against any potential consumer confusion. See Elec. Design & Sales, Inc. v. Elec. Data
Sys. Corp., 954 F.2d 713, 717, 21 U.S.P.Q.2d 1388 (Fed. Cir. 1992) (stating that where the
parties’ purchasers are different, their channels of trade and advertising are likely to be different).

1v. Opposer’s Marks are not well known.

The evidence of record does not support Opposer’s contention that its marks are well
known to consumers. See Opposer’s Motion, p. 13. The fifth DuPont factor relates to the fame
or strength of the prior mark. See In re E.I. DuPont DeNemours & Co., 476 F.2d at 1361. In
order to establish that Opposer’s Marks are well known or strong, Opposer must present clear
and definitive evidence. See, e.g., L’'Oreal S.A. & L ’Oreal USA, Inc. v. Marcon, 102 U.S.P.Q.2d
1434, 2012 WL 1267956, *3 (TTAB 2012) (“...it is the duty of the party asserting fame to
clearly prove it.”). Leading Jewelers Guild, Inc. v. LJOW Holdings, LLC, 82 U.S.P.Q.2d 1901,
2007 WL 749713, *5 (TTAB 2007) (“It is the duty of a party asserting that its mark is famous to

clearly prove it.”).
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Here, Opposer asserts that Opposer’s Marks are well known because it has used the
marks in the U.S. for 20 years, it sells its products in retail stores located in five U.S. cities, and
in 2010, its annual turnover was 450 million Euros and it sold over 15,000,000 garments in 72
countries. Opposer’s Motion, p. 13. Opposer’s figures regarding its annual turnover and product
sales in 2010 are misleading. They do not provide any indication as to what fraction of those
sales occurred in the U.S. According to Ana Cabanas, a marketing manager for Opposer,
approximately 90 percent of Opposer’s business is based in Europe. See Beaker Decl. Exhibit O:
Article from Retail & Leisure International describing Opposer’s brand. Opposer also only
provides sales information for a single year, and “[s]uch figures for a single year are not
meaningful.” Leading Jewelers Guild, Inc., 82 U.S.P.Q.2d 1901, 2007 WL 749713 at *5. In
addition, Opposer does not provide any evidence of market share or product-category leadership
position, consumer survey evidence, advertising expenditures directed to the U.S., marketing or
promotional efforts, or any other evidence that would indicate consumer awareness of Opposer’s
Marks in the U.S.

The Federal Circuit has previously stated, “[r]aw numbers of product sales and
advertising expenses may have sufficed in the past to prove fame of a mark, but raw numbers
alone in today’s world may be misleading...Consequently, some context in which to place raw
statistics is reasonable.” Bose Corp. v. OSC Audio Prods., 293 F.3d 1367, 1375, 63 U.S.P.Q.2d
1303 (Fed. Cir. 2002). Moreover, use of Opposer’s Marks in the U.S. for 20 years and in five
U.S. cities does not meet the threshold necessary to establish that Opposer’s Marks are well
known. See, e.g., Shen Mfg. Co., Inc. v. Ritz Hotel, Ltd., 393 F.3d 1238, 1241, 73 U.S.P.Q.2d
1350 (Fed. Cir. 2004) (evidence of use since 1892, $5 million in annual sales, and hundreds of

thousands of dollars in advertising did not establish fame of RITZ mark).
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In light of the foregoing, Opposer cannot establish that Opposer’s Marks are well known,
and this factor is at most neutral.
IV. CONCLUSION

There is no genuine issue of material fact that requires this case to proceed to trial.
Simply put, there is no likelihood of confusion between the DISIDUAL Mark and Opposer’s
Marks in view of the significant dissimilarities between the parties’ marks, the lack of any actual
confusion during the five-year period over which the parties’ marks have coexisted in the
marketplace, and the fact that the parties’ products are marketed to different consumers.
Accordingly, Disidual respectfully requests that the Board deny Opposer’s Motion, grant
Disidual’s Cross-Motion, dismiss Opposer’s Notice of Opposition, and grant such further relief
as this Honorable Board deems appropriate.

Respectfully submitted,

Dated: December 15, 2015 /Craig A. Beaker/
Gregory J. Chinlund
Craig A. Beaker
MARSHALL, GERSTEIN & BORUN LLP
6300 Willis Tower
233 South Wacker Drive
Chicago, Illinois 60606
(312) 474-6300

Attorneys for
DISIDUAL CLOTHING, LLC
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CERTIFICATE OF SERVICE
The undersigned affirms that DISIDUAL CLOTHING’S BRIEF IN OPPOSITION TO
OPPOSER’S MOTION FOR SUMMARY JUDGMENT AND IN SUPPORT OF DISIDUAL
CLOTHING’S CROSS-MOTION FOR SUMMARY JUDGMENT was served by first class
mail, postage prepaid, on the date set forth below upon the following:
John S. Egbert
Egbert Law Offices, PLLC

1314 Texas, 21st Floor
Houston, TX 77002

Dated: December 15, 2015 /Craig A. Beaker/
Craig A. Beaker
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ANNEX 1



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTS It Is Not The Same, GmbH,
Opposer, Serial No. 85/836,544
V. Opposition No. 91212768
Disidual Clothing, LLC, Mark: DISIDUAL
Applicant.

DECLARATION OF BRENDAN PAPE

The undersigned, Brendan Pape, hereby declares and makes the following statersepport of
Applicant Disidual Clothing, LLC’s (“Disidual”) Brief in Opposition to OppossrMotion for
Summary Judgment and in Support of Disidual’'s Cross-Motion for Summary Judgment.

1.

My name is Brendan Pape. | am an owner of Disidual, which is located at 4208ideri
Street, Bellingham, Washington 982261 have personal knowledge of the matters
contained in this declaration, and if called upon to testify, |1 could and woestify
competently thereto.

Disidual is a small apparel company founded in April 2010 in Bellingham Hidgson, and
the company is currently located there.

The mark DISIDUAL is a coined term that is a combination of “distincttl @mdividual.”
The term was created by me and Christian Harkson, the owners of Disidual.

Disidual first started offering apparel products under the DISIDUAL mark onbauga
June 1, 2010.

Disidual and its DISIDUAL products cater to the “distinct individual hiah is a person that
gets outside and enjoys the outdoors.

Disidual’'s customers generally include recreational outdoor and extremes spdinusiasts,
adventure-seeking individuals, and people interested in outdoor physicakfitne

Disidual did not become aware of Opposer INTS It Is Not The Same, GmbH (“Ogipose
its DEQIGUAL marks until after Opposer filed its Notice of Opposition on October 2, 2013.

Disidual’'s apparel products are sold in Washington, Oregon, California, and thrdugbou
Pacific Northwest. Disidual has sold its apparel products in numerows @it the Pacific
Northwest, including, but not limited to: San Francisco, California; Los Ang&eadifornia;
Truckee, California; Portland, Oregon; and Seattle, Washington. Attachietbles Exhibit
A are true copies of order details to customers in the aforementioned cities
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| declare under the penalty of perjury under the laws of the United States of America, and under 18

.« 2 ; de on
U.S.C. § 1001, that all statements made of my own knowledge are true and all statements ma
information or beliet are believed to be true.

\ﬁnﬂé K/:"" .

Brendan Pape
Name

e P ——

/4 [2ens -

Date
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ANNEX 2



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTS It Is Not The Same, GmbH,
Opposer, Serial No. 85/836,544
Y. Opposition No, 91212768
Disidual Clothing, LLC, Mark: DISIDUAL
Applicant.

DECLARATION OF CRAIG A. BEAKER

The undersigned, Craig A. Beaker, hereby declares and makes the following statements in
support of Applicant Disidual Clothing, LLC’s (“Disidual”) Brief in Opposition to Opposer’s
Motion for Summary Judgment and in Support of Disidual’s Cross-Motion for Summary
Judgment.

1.

My name is Craig Beaker. [ am an attorney with the office of Marshall, Gerstein and
Borun LLP, attorneys for Disidual, in the matter of INTS It Is Not The Same GMBH v.
Disidual Clothing, LLC, assigned Opposition No. 91212768. 1 have personal knowledge
of the matters contained in this declaration, and if called upon to testify, I could and
would testify competently thereto.

Attached hereto as Exhibit A are true and cortect copies of printouts from Disidual’s
Facebook page at www.facebook.com/disidual.

Attached hereto as Exhibit B is a true and correct copy of Disidual’s Responses and
Objections to Opposer’s First Set of Interrogatories to Applicant dated August 11, 2015.

Attached hereto as Exhibit C are frue and correct copies of documents submitted with
Opposer INTS It Is Not The Same, GmbH’s (“Opposer”) Answers to Applicant’s First
Set of Requests for Production dated June 26, 2015.

Attached hereto as Exhibit D are true and correct copies of printouts from third-party
websites describing Opposer’s apparel products,

Attached hereto as Exhibit E are true and correct copies of printouts from third-party
websites describing Opposer’s marketing campaigns.

Attached hereto as Exhibit F is a chart containing third-party registrations for marks
ending in “UAL along with true and correct copies of the United States Patent and
Trademark Office (“USPTO”) registration certificates issued for the third-party
registrations and true and correct copies of printouts from the USPTO’s Trademark Status
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10.

11.

12.

13.

14.

15.

16.

and Document Retrieval website showing the relevant information and status of the
third-party registrations.

Attached hereto as Exhibit G is a true and correct copy of Opposer’s Answers to
Applicant’s First Set of Requests for Production dated June 26, 2015.

Attached hereto as Exhibit H are true and correct copies of printouts from the website at
www.youtube.com showing videos produced by or for Opposer. Opposer’s videos are
also available at the following links:

www.youtube.com/watch?v=WtWClqQgbrg;

https://www.youtube.com/watch?v=aBgprtWL 9Q; and

www.voutube.com/watch?v=C69dCS5wv2rA.

Attached hereto as Exhibit 1 are true and correct copies of printouts from third-party
websites pronouncing DESIGUAL. These videos are also available at the following
links:
hitp://blog.zalora.com/news/desigual -coming-zalora/#f. VKDwWxtKrTRY;
hitp://myemail.constantcontact.com/Difficult-to-pronounce--easy-to-wear-
html?s0id=1102498794556&aid=a_1MVI3d-io; and
http://observer.com/2014/02/the-complete-n-y-fashion-week-pronunciation-guide.

Attached hereto as Exhibit J is a true and correct copy of Opposer’s Answers to
Applicant’s Second Set of Interrogatories dated October 15, 2015.

Attached hereto as Exhibit K are true and correct copies of third-party websites showing
dictionary translations of the term “desigual.”

Attached hereto as Exhibit L is a true and correct copy of Opposer’s Answers to
Applicant’s First Set of Interrogatories dated June 26, 2015.

Attached hereto as Exhibit M are true and correct copies of printouts from Opposer’s
website at www.desigual.com.

Attached hereto as Exhibit N are true and correct copies of documents submitted with
Disidual Clothing’s Responses and Objections to Opposer’s First Set of Requests for
Production of Documents to Applicant dated July 28, 2015.

Attached hereto as Exhibit O is a true and correct copy of a printout from the website at
www.rli.uk.com describing the DESIGUAL brand.
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[ declare under the penalty of perjury under the laws of the United States of America, and under
18 U.S.C. § 1001, that all statements made of my own knowledge are true and all statements
made on information or belief are believed to be true.

L =

E‘»Tgnaturc"’

Craig A. Beaker
Name

12. /15 /2005

Date
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EXHIBIT A



11/10/2015

DISIDUAL

Timeline About Photos
About DISIDUAL CLOTHING
Page Info PAGE INFO
Start Date

Short Description

(7) DISIDUAL CLOTHING

Shop Now | Like | ’ Message

Likes More ~

Founded in April 2010

Creating quality clothing and accessories tailored for your
next outdoor adventure.

[

J (z0v ul

1 from Matt

https://www .facebook.com/disidual/info/?tab=page_info

Disidual was created by two broke college students in the
spring of 2010. After making a few "risky" craigslist
investments on some small scale printing equipment, they
began their company in a small bedro