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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Blucora, Inc.

Granted to Date
of previous
extension

10/30/2013

Address 10900 NE 8th StreetSuite 800
Bellevue, WA 98004
UNITED STATES

Attorney
information

Jeffrey A. Nelson
Perkins Coie LLP
1201 Third AvenueSuite 4900
Seattle, WA 98101
UNITED STATES
jnelson@perkinscoie.com, pctrademarks@perkinscoie.com
Phone:206-359-8000

Applicant Information

Application No 85773509 Publication date 07/02/2013

Opposition Filing
Date

10/01/2013 Opposition
Period Ends

10/30/2013

Applicant Taxproact Accounting Inc
Suite 102 16 E Schaumburg Road
Schaumburg, IL 60194
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 2012/04/01 First Use In Commerce: 2012/04/01
All goods and services in the class are opposed, namely: Accounting services; Payroll administration
and management services; Tax preparation

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2394116 Application Date 10/14/1998

Registration Date 10/10/2000 Foreign Priority
Date

NONE

Word Mark TAXACT

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1998/04/12 First Use In Commerce: 1998/08/15
software for use in federal tax preparation and planning

U.S. Registration
No.

3138631 Application Date 08/18/2005

Registration Date 09/05/2006 Foreign Priority
Date

NONE

Word Mark TAXACT ONLINE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2000/10/01 First Use In Commerce: 2000/10/01
Providing online non-downloadable software for preparing tax returns

U.S. Registration
No.

3764671 Application Date 11/11/2008

Registration Date 03/23/2010 Foreign Priority
Date

NONE

Word Mark TAXACT TAXPAYER SUPPORT

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/01/08 First Use In Commerce: 2007/01/08
HELP DESK SUPPORT SERVICES, BOTH ONLINE AND VIA TELEPHONE,
TO ASSIST WITH THE PREPARATION OF TAX RETURNS

U.S. Registration
No.

3141614 Application Date 08/18/2005

Registration Date 09/12/2006 Foreign Priority
Date

NONE

Word Mark TAXACT

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1998/08/01 First Use In Commerce: 1998/08/01
Providing online non-downloadable software for preparing tax returns
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jeffrey A. Nelson/



Name Jeffrey A. Nelson

Date 10/01/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Blucora, Inc., and TaxACT, Inc. 

  Opposers, 

 v. 

Taxproact Accounting Inc.  

  Applicant. 

Opposition No.: _________ 

NOTICE OF OPPOSITION 

Application Serial No.:  85/773509 

 

 

 Blucora, Inc., and its wholly-owned subsidiary, TaxACT, Inc., (“Opposers”), oppose 

registration of the mark TAXPROACT ACCOUNTING (the "Applicant's Mark") as applied for 

in application serial No. 85/773509 (the "Application"), owned by Taxproact Accounting, Inc. 

(“Applicant”), and hereby opposes the Application in Class 35 on the following basis. 

The Parties 

1. Blucora is a Delaware corporation with its principal place of business at 10900 NE 

8th Street, Suite 800, Bellevue, Washington 98004. TaxACT is an Iowa corporation with its 

principal place of business at 1425 60th Street NE, Suite 300, Cedar Rapids, Iowa 52402. 

2. On information and belief, Applicant is an Illinois corporation with an address of 

16 E Schaumburg Road, Suite 102, Schaumburg, Illinois 60194. 

Opposers’ Marks 

3. Opposers are in the business of, among other things, providing online tax return 

preparation and filing services and software for use in association with tax planning, calculation 

and tax return preparation and filing (“Opposers’ Services”). 
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4. TaxACT owns the trademarks TAXACT, TAXACT ONLINE, and TAXACT 

TAXPAYER SUPPORT, (collectively, “Opposers’ Marks”) which are the subjects of U.S. 

Registrations No. 2394116, 3138631, 3141614, and 3764671 (“Opposers’ Registrations”). Soft 

copies of these registrations, in the form of printouts of the corresponding TSDR records, are 

attached as Exhibit 1. 

5. Opposers, or TaxACT’s predecessor-in-interest, have been in the business of 

offering Opposers’ Services for over 15 years in association with the mark TAXACT. 

The Application 

6. Applicant is the record owner of the Application, which covers accounting 

services, payroll administration and management services, and tax preparation services in Class 

35 ("Applicant’s Services"). 

7. The Application was filed on November 7, 2012, based on alleged use of the 

TAXPROACT ACCOUNTING mark in commerce in association with Applicant’s Services 

since at least as early as April 1, 2012. 

8. The Application published for opposition on July 2, 2013. Blucora obtained an 

extension of time to oppose until October 30, 2013 and thus, this Opposition is timely filed. 

Claim 

A. Priority and Likelihood of Confusion 

9. Opposers’ Marks are distinctive for Opposers’ Services. 

10. In 2000, the TAXACT mark was first registered by TaxACT’s predecessor-in-

interest for software for tax preparation and planning. 

11. Opposers’ Registrations issued prior to the filing date of the Application or any 

date upon which Applicant can rely for priority purposes and are valid and subsisting. 

Registrations No. 2394116, 3138631, and 3141614 are incontestable. 
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12. Through use and advertising of Opposers’ Marks in association with tax 

preparation, planning, and filing, Opposers have established valuable goodwill in connection 

with Opposers' Services under these marks. 

13. Use of Opposers’ Marks in commerce in the United States in association with 

Opposers’ Services began at least as early as 1998, or more than 13 years before the filing date 

of the Application and alleged first use of Applicant’s Mark for Applicant’s Services, and such 

use of Opposers’ Marks has been continuous since at least as early as 1998. 

14. Two of Opposers’ Registrations consist of the mark TAXACT alone in standard 

characters. The other two of Opposers’ Registration’s include the TAXACT mark, also in 

standard characters. 

15. Applicant’s Mark shares “TAX” and “ACT” with each of Opposers’ Marks. 

16. Opposers’ Registrations cover, among other things, tax preparation and planning 

software.  Opposers, either directly or by TaxACT’s predecessor-in-interest, have used the 

TAXACT mark in association with providing tax preparation and tax planning services online 

since prior to the Application filing date or any date upon which Applicant can rely for priority 

purposes. 

17. Opposers’ Services are identical and closely related to Applicant’s Services. 

18. Applicant’s Mark is confusingly similar to Opposers’ Marks such that its use and 

registration by Applicant with Applicant's Services is likely to cause confusion, mistake, or to 

deceive as to the origin, sponsorship and approval of Applicant's Services, and is likely to 

suggest an affiliation, connection or association of Applicant and Applicant's Services with 

Opposers and Opposers' Services, with consequent injury to Opposers, the trade and to the 

public. 

19. The registration of Applicant's Mark would prevent Opposers from exercising 

exclusive control over the goodwill and reputation associated with Opposers’ Marks.  Therefore, 

the registration of Applicant's Mark would damage and injure Opposers. 
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20. Opposers will also be damaged by the registration of Applicant's Mark because 

such registration will support statutory rights for Applicant in violation and derogation of 

Opposers’ prior, superior and exclusive rights in Opposers’ Marks. 

Prayer for Relief 

 
WHEREFORE, Opposers believes that it will be damaged by registration of Applicant's Mark as 

reflected in the Application, serial No. 85/773509, and respectfully requests that the Application 

be refused and registration of Applicant's Mark denied.  This Notice of Opposition is filed 

according to the rules governing electronic submissions to the Trademark Trial and Appeal 

Board, including payment of the requisite $300 fee. 

 

DATED:  October 1, 2013. 

CERTIFICATE OF SERVICE 

I hereby certify that this NOTICE OF 
OPPOSITION is being deposited with the United 
States Postal Service with sufficient postage as 
first class mail on October 1, 2013, in an envelope 
addressed to the listed correspondent for the 
Application: 

Pratik Raval 
Taxproact Accounting Inc. 
16 E Schaumburg Road, Suite 102 
Schaumburg, Illinois 60194 

Signature:      
Printed Name:  Jeffrey A Nelson 
 

Respectfully submitted, 
 
PERKINS COIE LLP 

 

     James L. Vana 
     Jeffrey A. Nelson 
Attorneys for Opposers 
1201 Third Avenue, Suite 4900 
Seattle, Washington  98101-3099 
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