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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE HOUSE OF TERENCE PTY. LTD,

Opposer, Opposition No. 91212703

Mark: INSTANT ROCKSTAR
Serial No.: 85/794800

V.

CRAIG ANDREW DELMO, as trustee for
The IRS Holdings Unit Trust and
MARGARET MIRSALINA CLAYTON, as
trustee for The IRS Holdings Unit Trust,

Applicant.

ANSWER AND AFFIRMATIVE DEFENSES TO NOTICE OF OPPOSITION

Craig Andrew Delmo, as trustee for The IRS Holdings Unit Trust, and Margaret
Mirsalina Clayton, as trustee for The IRS Holdings Unit Trust, (collectively “Applicant”), hereby
submit their answer and affirmative defenses to the Notice of Opposition filed by The House of
Terence Pty. Ltd. (“Opposer”). To the extent any allegation in the Notice of Opposition is not
expressly admitted, it is denied.

1. Applicant is without information or knowledge sufficient to form a belief about
the truth of the allegations set forth in Paragraph 1, and therefore denies the same and demands
strict proof thereof.

2. Admitted. Further answering, Applicant states that the current address of Craig
Andrew Delmo is 1/100 Barkly St. St Kilda, VIC 3182, Australia.

3. Applicant has diligently investigated the allegations set forth in Paragraph 3 and
cannot locate any evidence supporting the contention that “Opposer has used the trademark

INSTANT ROCK STAR in the United States in connection with hair products.” In fact,



Opposer’s web page, located at <terencerenati.com>, includes “testimonials” in which purported
consumers complain about not being able to locate Opposer’s products in the United States. (See
Exhibit A, hereto.) Accordingly, Applicant denies the allegations in Paragraph 3.

4. Admitted.  Further answering, Applicant states that it has been using its
INSTANT ROCKSTAR mark in the United States for a number of years in connection with a

variety of hair care products.

5. Denied.
6. Denied.
7. Denied.
8. Applicant denies that it needs the consent or permission of Opposer to use the

trademark INSTANT ROCKSTAR in the United States and denies that Opposer has superior
rights in the United States with respect to this mark. Consistent with the foregoing, Opposer
admits that it has not sought Opposer’s consent or permission to use the trademark INSTANT
ROCKSTAR in the United States because no such consent or permission is required.

Affirmative Defenses

1. Opposer’s Notice of Opposition fails and/or is barred because, on information and
belief, Opposer has either not used the mark INSTANT ROCK STAR in the United States or any
such use does not constitute bona fide use of the mark in the ordinary course of trade.

2. Opposer’s Notice of Opposition fails and/or is barred because, to the extent
Opposer established any use of the mark INSTANT ROCK STAR in the United States, any
continuing use of the INSTANT ROCK STAR mark is mere token use that does not satisfy the

requirements of continuing use in interstate commerce.



3. Opposer’s Notice of Opposition fails and/or is barred by the doctrine of unclean
hands. Specifically, Opposer falsely states that Opposer (a) has used the INSTANT ROCK
STAR mark “in the United States in connection with hair products in commerce, validly,
continuously, and exclusively, without abandonment, for a number of years in connection hair
care products” and that such use is “widespread,” (b) has “developed goodwill” in the United
States in connection with the mark, and (c¢) has engaged in “advertising [and] promotion”
directed to the “consuming public” in the United States. See Notice of Opposition, {{ 5-6. After
conducting a diligent investigation, however, Applicant cannot locate any evidence supporting
any of the foregoing allegations. In fact, Opposer’s web page, located a <terencerenati.com>,
includes “testimonials” in which purported consumers complain about not being able to locate
Opposer’s products in the United States. (See Exhibit A hereto). Opposer’s false statements in
this regard were undertaken for the sole purpose of attempting to prevent Applicant from
obtaining U.S. trademark registration for its internationally well-known INSTANT ROCKSTAR
hair care products. Moreover, Applicant and Opposer are both from Australia and it was
Applicant that developed and used the INSTANT ROCKSTAR mark in Australia. In contrast,
Opposer branded its hair care products under the separate and distinct RENATI mark. Opposer,
however, has recently promoted a product called RENATI ROCK HARD IRS INSTANT ROCKSTAR,

depicted below.
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On information and belief, the words “Instant Rock Star” were added solely as a potential means

to exclude Applicant’s well-known INSTANT ROCKSTAR mark from certain markets, such as



the European Union. Accordingly, for all the foregoing reasons, the Notice of Opposition fails
and/or is barred by the doctrine of unclean hands.
WHEREFORE, Applicant respectfully requests that the Board dismiss this notice of
opposition proceeding in its entirety.
Respectfully submitted,
December 5, 2013 /s David L. Ter Molen

Andrew L. Goldstein
David L. Ter Molen

Attorneys for Applicants Craig Andrew Delmo,
as trustee for The IRS Holdings Unit Trust,

and Margaret Mirsalina Clayton, as trustee for
The IRS Holdings Unit Trust

FREEBORN AND PETERS LLP
311 S. Wacker Dr., Suite 3000
Chicago, Illinois 60606

(312) 360-6000



CERTIFICATE OF SERVICE

I hereby certify that on December 5, 2013, a true and complete copy of the foregoing
ANSWER AND AFFIRMATIVE DEFENSES TO PETITION TO CANCEL has been

served on:

Dean R. Karau

Cynthia A. Moyer

FREDRIKSON & BYRON, P.A., Suite 4000

200 South Sixth Street

Minneapolis, Minnesota 55402-1425

E-mail: ip@fredlaw.com, dkarau@fredlaw.com, cmoyer@fredlaw.com

by electronic mail and by U.S. First Class Mail, postage prepaid.

/s David L. Ter Molen
David L. Ter Molen
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-5 ONIALS

Terence thanks atl you faithfut toyal patrons! Keep using Wax and keep me updated on how my Wax has changed your Ufef Coms on. Make My Day!

'm a Norweglan student, currently living In Hawall, US,

Life as a graduate student in Hawali Is great, but there is one thing missing in

my life.

Ever since a friend Introduced me to your great Strong Hold hair wax many years
ago. it's been with ine everywhere. My problemisthatimall out.of wax.
andlcant gethold of any miore here in the US, I've tried several products from
different brands, but none Is able to replace your great wax, by far,

Therefore | was wondering if you could please send me some of your Renati
Strong Hold wax?

This would definitely ease my sveryday life, and | can focus 100% on my schoot
work.

it would be a perfect gift for Christmas, and | promise | will continue tobe a toyat
customer for the rest of my life!

- Andreas H.

I've been using renati for years now and I'm super happy with 1! i just fell in tove
with your producl after trying it some yeats ago. and never stopped using it since,
{ don't know if you receive this kind of mail very often, but {just wanted to say
thanks! | cant remember having a bad halr day since | started with it ) Keep on
working, and improving your product!

- Chtls

{ was recently in Swden & whilst having my hair cut there. | was introduced to your
products. { purchased the ‘Rock Hard' hair wax & hiow that | have run out, | cannot
seem to find any in Adelalde. The guy that cut my halr in Sweden was also
surprised that | hadnt heard of your products up till then!

Could you please teil me how | can purchase replacements?? Have you
considared setting up an ‘online store’ to sell your products?

i was impressed with the wax & would like lo get some more!

Thanks

- Darren M,

Hiny naivie is Esperi P a'bori Norwegian o 15 currertly tving inthe US: Az a
bigyfan of yotir products | maide my mom ship Gver some cans of Soft Hold:
However | was wondering how | should store those cans and is it any. “use by
that date’ on them, Or is the products as good if you use them a year later
assuming that the cap Is stillon?

- Espen P,

 really tike your product, and have no problemm finding it in my horme country
Norway. However, | am now tiving in Barcelona and cannot find your product. Is
there any reason to continue looking? You do not happen to know where?

- Anders G,

My name Is Christlan L. fim an exchange student from Narway who cutrently
lives in North Carolina, USA,

| have been using your halr products since | can remember, My mom has always
given me the opportunity to try the new products since she Is a Hairdresser and
a big fan of your products, I'm currently using your Renati Shampoo and Renati
Strong Hotd hair wax, and | LOVE THEM!

But) have a little problen; | can't find your products dowr here i the'US, And
my friends down here are literally crazy after it. They are always asking for my
wax and asking me if my mom can send some to them. it has worked out pretty

http./ wWww. terencerenati.com/terence-renati-testimonials.html 11/8/2013
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good so far, but it gets kind of expensive when she has to pay for the waxes for
me and alt my friends. So | just wondered if it's possible to buy your products
anywhere in the US? Or if it's possible to order some?

- Christian L.

Does the below screen print tell me that your products are not sold herein the
us? .

| have been:looking for your products everywhereand fam not happy with the
products I nave tried as substitutes over hisre. as they do not live up to my
expectations;If 1 amwrong and you do sell your products inthe Us please direct
meto asource,

- Alf K,

Achieved with Rock
stant Rock S8

1 lived in Stockhotm some months and i started using your Waxes "Strong Hold'. |
love the effect and i can't find any betier, Now i'm back in Lisbon (Portugal) and i
couldnt find it anywhere. | found your website and saw that you don't have a
Renati Distributor in Portugal. is there any possibility to purchase your products
and send it to my address?

Looking forward to an answer.

Regards,

- Frederico C.

o wish Paste

Bpesvecdw th Sir
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Terence thanks all you faithful loyal pations! Keep using Wax and keep me updated on how my Wax has changed your life! Come on, Make My Day!

{ recently moved from Norway to the US and have been a user of SoftHold, |
thought | would easily find Renati In the States, unfortunately not. Any advice on
how | can get some Soft Hold?

- Hunter F

HELLO HEY#

SKICKA UPP HARLIGASTE "ROCK HARD' OCH "PASTE -PROVERNA TiLL
SKONASTE NORRBOTTEN SA HAR NI LULEAS GLADASTE KILLE HARY
Could you plese send up Rock Hard and Paste samples to Luled, Norrbotten?
‘That would make me the happiest guy in the world!

Lots of love,

~ Jonas .B

Hi Terence, | hope you: still remember me, We have training with you in Singapore

hefore.| understand from Lenz that he is no longer distributing Renati products
but we are still interested to cany them. Have you got a distributor in Singapore
already?

~-Seng W.T

We would like to express our interest in represerting and distributing the
Terence Renati products in the Dominican Republic, Med-Tec, S.A was
Incorporated in 1991 as a wholesale distributor of professional beauty and
consumer products. At the present time we represent and distribute several lines
of Constumer, Professlonal Beauty, and Hair Care products from the United States
and Europe, We have distribution channets nationwide and are supported by an
excellent staff of salos people, Servicing: Salons, Spas, Supermarkets
Pharmacies, Retallers, wholesalers, and Hotels,

We would tike to expand and include among the lines that we represent.
Terence Renati. We believe, in the Dominican Republic there is a great potential
market for your products!

1 took forward to receiving as much information as possible for us to begin this
project and please do not hesitate in contacting us if you need further
information. A complete list of the products and pricing would be a great start.

~ Raquel .B

Our distribulion compantes in GR & CY sole business is distributing professlonal

halr care to salons within our territory's. We have heard very positive comments

about your products and brand and we are keen to commence dialog regarding
the possibitity of representing you within our teritory's,

- Athos ,

{ have a salon in Adelaide SA and would like to try your wax. One of my clients
wants me to get him some,

- Antonio

Hi My name is Helen from Allegria hair and beauly and | have a few clients who
tove your strong hold Glaze and | was wondering if there is anyone in Adelaide
who sells It or can you tell me whom | can get it from anyway. lve been selling it
now for over a year and the old supplier says they dont stock it anymore and just
wanted o sell me thelr brand. im sick of trying to replace one product with
another and would ke to keep stocking your product, Thank you

- Helen

http://www terencerenati.com/terence-renati-testimonials2.html
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Hi Renalt, | lived in Norway for g years. When { was living there | was using the
Renati Rock Hard hair wax. About 5 years ago i moved back te my home country
Iceland. What Im trying to say is that for the past 5 years i have fryed out too
many different hair-waxes, and i cannot find any wax as good as the Renati Rock
Hard.

My best friend is a hardresser and he is very interessed fo try the Renali products.
No one in [celand is seiling this (that i know of)

S0 i need to know what i can do to be able to get this exeflent products here in
fceland.

-AndiD P.

Hi, | wonder if Renati products are sold in USA? Do you have an internet addregs?
| have moved from Norway to Las Vegas and | need itJ

- Andreas H,

Aok w
Uinstant Rock 5t

The reason for our emafl is that we would tike you to consider our company {o
Represent your enterprise in the Honduran Market. Fragancias Is well know

For solidarity with companies all over the world our company distributes
Professional halr Care, salon products to the local market, and we are currently
looking to expand our distributions. We are pioneers introducing the concept of
professional care products to the Honduran market with experience since 1986.
We would love to hear from your international department,

- Crlss R

)

ed wath tnstant Rock Star

hioved with Identity

Achiveext wth Ot

Actueved with Hook Hard s
nctant Rock
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Terence thanks all you falthful loyal patrons! Keep using Wax and keep me updated on how my Wax has changed your life! Come on, Make My Day!

Hithere

im a Norwegian student, studying on the coast. | have locked everywhere for
Renati, but | cant find it anywhere. is it possible to buy it online, for then shipping it
to here?

- MartinR

Dear Mr Renatl, Let me tall u a story... two months ago | went to a barbery shop to
cut my hairs.After finish cutting my halrs the barber man started forming my hairs
and he used a wax that It formed my halrs very well When | asked the brand of
that wax he told me it Is Renatil had never used any halr waxas befor that..then
decided to buy one but unfortunatly 1 coudnot find it anywhere..therefor | called
the barber and asked him where did you buy that wax and he answered | myself
bought it when | was In a trip in Denmark,

Let me Inform u that | work as a sales manager in a trading company called
bagheri trading.Our main felld in this company ls machinary of food industry and
we are exclusive agent of more than 10 famous european

companies in iran.

| have studied your site and | am interested o know more about your company
and products. dont know if you have any Informiation about fran or not. but IRAN Is
a very very young country and our people pay attention about their halrs and faces
and pay lots of money to have a hetter loak This is a fact and you can ask if you
know some frantan people.

Therefore | think there is a good market for your products especlally your waxes in
fran and now if you are interested to work with iran and have a good and honest
partner we can start.

- Hamid

My name is Tore P, a former professional soccer player.

[ now work as an footballagent and one of our players is Morten Gamst Pedersen.

1 gel all my Renati products in Norway , but | ive in Germany and { just wondered If
you can get the products there?

If not | would maybe be interessted in taking the products there,

Hope to hear from you soon. Love your products,

-Tore P

i am from the Netherlands and | have a customers who are interested In your kind
. of quality products. | have several kind of companles and also in this market, My
question [s if there are possibilities to buy your products

-JeanV, W

Hitam currently living inArtington Virginia USAand cant seem tofind a
shop7saton that has your product If there is one could you let me know where? Or
if | can order online.

- Victor G.

Hello, can you please tell me where In Oslo or Bergen, Norway or In
Copenhagen, Denmark | can buy your products Shaving cream and after
shave Balm, i cannot find it anywhere In the hairdressers I've been looking for it.
Looking forward hearing from you, Thanks,

- Gunnar M.

Hil'd like to know ifi can get your products in Albania.And which quanlity t have to
buy to get thern direct from you?

http://www.terencerenati.com/terence-renati-testimonials3.html 11/8/2013
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- Artur X.

Hey, Hust moved to Barcelona, Spain. Where can | buy my Renati products? Its the
product that works best for my halr, Hope to hear from you soon.
Best Regards from a loyal Renatl user!

-André T.

* Achigved with Ro
{rekant Rock Star

a4 with Rock Hard IRS
tant §ock Star

ok Hard IRS

roved with Rock Harg 525

R
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