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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE HOUSE OF TERENCE PTY. LTD,

Opposer,

v.

CRAIG ANDREW DELMO, as trustee for
The IRS Holdings Unit Trust and
MARGARET MIRSALINA CLAYTON, as
trustee for The IRS Holdings Unit Trust,

Applicant.

Opposition No. 91212703

Mark: INSTANT ROCKSTAR
Serial No.: 85/794800

ANSWER AND AFFIRMATIVE DEFENSES TO NOTICE OF OPPOSITION

Craig Andrew Delmo, as trustee for The IRS Holdings Unit Trust, and Margaret

Mirsalina Clayton, as trustee for The IRS Holdings Unit Trust, (collectively "Applicant "), hereby

submit their answer and affirmative defenses to the Notice of Opposition fled by The House of

Terence Pty. Ltd. ("Opposer "). To the extent any allegation in the Notice of Opposition is not

expressly admitted, it is denied.

1. Applicant is without information or knowledge sufficient to form a belief about

the truth of the allegations set forth in Paragraph 1, and therefore denies the same and demands

strict proof thereof.

2. Admitted. Further answering, Applicant states that the current address of Craig

Andrew Delmo is 1/100 Barkly St. St Kilda, VIC 3182, Australia.

3. Applicant has diligently investigated the allegations set forth in Paragraph 3 and

cannot locate any evidence supporting the contention that "Opposer has used the trademark

INSTANT ROCK STAR in the United States in connection with hair products." In fact,



Opposer's web page, located at <terencerenati.com >, includes "testimonials" in which purported

consumers complain about not being able to locate Opposer's products in the United States. (See

Exhibit A, hereto.) Accordingly, Applicant denies the allegations in Paragraph 3.

4. Admitted. Further answering, Applicant states that it has been using its

INSTANT ROCKSTAR mark in the United States for a number of years in connection with a

variety of hair care products.

5. Denied.

6. Denied.

7. Denied.

8. Applicant denies that it needs the consent or permission of Opposer to use the

trademark INSTANT ROCKSTAR in the United States and denies that Opposer has superior

rights in the United States with respect to this mark. Consistent with the foregoing, Opposer

admits that it has not sought Opposer's consent or permission to use the trademark INSTANT

ROCKSTAR in the United States because no such consent or permission is required.

Affirmative Defenses

1. Opposer's Notice of Opposition fails and/or is barred because, on information and

belief, Opposer has either not used the mark INSTANT ROCK STAR in the United States or any

such use does not constitute bona fide use of the mark in the ordinary course of trade.

2. Opposer's Notice of Opposition fails and/or is barred because, to the extent

Opposer established any use of the mark INSTANT ROCK STAR in the United States, any

continuing use of the INSTANT ROCK STAR mark is mere token use that does not satisfy the

requirements of continuing use in interstate commerce.
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3. Opposer's Notice of Opposition fails and/or is barred by the doctrine of unclean

hands. Specifically, Opposer falsely states that Opposer (a) has used the INSTANT ROCK

STAR mark "in the United States in connection with hair products in commerce, validly,

continuously, and exclusively, without abandonment, for a number of years in connection hair

care products" and that such use is "widespread," (b) has "developed goodwill" in the United

States in connection with the mark, and (c) has engaged in "advertising [and] promotion"

directed to the "consuming public" in the United States. See Notice of Opposition, ¶¶ 5-6. After

conducting a diligent investigation, however, Applicant cannot locate any evidence supporting

any of the foregoing allegations. In fact, Opposer's web page, located a <terencerenati.com >,

includes "testimonials" in which purported consumers complain about not being able to locate

Opposer's products in the United States. (See Exhibit A hereto). Opposer's false statements in

this regard were undertaken for the sole purpose of attempting to prevent Applicant from

obtaining U.S. trademark registration for its internationally well -known INSTANT ROCKSTAR

hair care products. Moreover, Applicant and Opposer are both from Australia and it was

Applicant that developed and used the INSTANT ROCKSTAR mark in Australia. In contrast,

Opposer branded its hair care products under the separate and distinct RENATI mark. Opposer,

however, has recently promoted a product called RENATI RoCx HARD SRS iNSTa,rrT xocxsTnx,

depicted below.
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On information and belief, the words "Instant Rock Star" were added solely as a potential means

to exclude Applicant's well -known INSTANT ROCKSTAR mark from certain markets, such as
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the European Union. Accordingly, for all the foregoing reasons, the Notice of Opposition fails

and/or is barred by the doctrine of unclean hands.

WHEREFORE, Applicant respectfully requests that the Board dismiss this notice of

opposition proceeding in its entirety.

Respectfully submitted,

December 5, 2013 /s David L. Ter Molen
Andrew L. Goldstein
David L. Ter Molen

Attorneys for Applicants Craig Andrew Delmo,
as trustee for The IRS Holdings Unit Trust,
and Margaret Mirsalina Clayton, as trustee for
The IRS Holdings Unit Trust

FREEBORN AND PETERS LLP
311 S. Wacker Dr., Suite 3000
Chicago, Illinois 60606
(312) 360-6000



CERTIFICATE OF SERVICE

I hereby certify that on December 5, 2013, a true and complete copy of the foregoing

ANSWER AND AFFIRMATIVE DEFENSES TO PETITION TO CANCEL has been

served on:

Dean R. Karau
Cynthia A. Moyer
FREDRIKSON & BYRON, P.A., Suite 4000
200 South Sixth Street
Minneapolis, Minnesota 55402-1425
E-mail: ipnfredlaw.com, dkarau(c~fredlaw.com, cmovernfredlaw.com

by electronic mail and by U.S. First Class Mail, postage prepaid.

/s David L. Ter Molen
David L. Ter Molen
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Paf)~'~~S €UN Ai. HAIR PRppUCTS
~ Home About Vs Products The Collection Opportunities Testimonials Media Contact Us

Terence thanks all you faithful loyal patrons! Keep using Wax and keep me updated on ho w my Wax has changed yaur Ufe! Come on. Meke My Day!

I'm a Norwegian student currently Uving In Hawall, US.
Life as a graduate student in Hawalf Is great, but there is one thing missing in

my life.
Ever since a friend introduced me to your great Strong Hotd hair wax many years

ago. It's been with me everywhere. My problem is #6ati'ro aU tlut;of WaX

antl 9 can't get hold of arty mote Here in the US IVe tried several products from

different brands, but none ;sable to replace your great wax, by far.

Thereto~e I was wondering If you could please send me soma of your Renati

Strong Hotd wax?
7h(s would definitely ease my everyday life, and I can focus zoo%on my school

work,
I[ would be a perfect gift for Christmas, and I promise I will continue to be a loyal

customer fa the rest of my life!

Andreas li.

I've been using renaU for years now and I'm super happy with Ike I just fell In love

With your product after trying it some years ago. and never stopped using It since.

f don't knouv if you receive this kind oP mail very often, but I just wanted to say

thanks! I cant rememUer having a bad hair day since I stacked with ik :) Keep on

vuorking, and Improving your product!

-Chris

i was recently in Svuden &whilst having my h~+lr cut there. I was introduced to your

products. I purchased the'Rock Bard' hair wax &now that I have run out, I cannot

seem to f nd any in Adelaide. The pug that cut my hair In Sweden was also

surprised that I hadnt heard of your products up till then!

Could you please tell me how I can purchase replacements77 Have you

considered setting up an'onllne store to salt your products?
was impressed with the wax &would like to get some more!

Thanks

- Darren M.

Himy name is Espen P, a born Norvieyiari who i~ cuhently ;r~dngin the US A5 a

big:fan of your products I made my niom ship over some cans aFS6ft Hotd:

However (was wondering how I should store those cans and is it any: "use by

that date' on them, qr is the ~~roducts as good if you use them a year later

assuming that the cap is stilt on?

- Espen P.

really like your product, and have no probtein finding It in my home country

Norway. However, I am now Uving in Barcelona and cannot find your product. Is

there any reason to continue looking? You do not happen to know vrhere7

- Anders G.

My Hama fs Christian L I'm an exchange student From Nonway who currently

lives In North Carolina, USA.
have been using your hair products since I can remember. My mom has always

given me the opportunity to try the now products since she is a Hairdresser and

a big fan of your products, I'm currently using your Renati Shampoo and Renati

Strong Hold hair wax, and I DOVE THEM!

But! have a 6ttte pinbtem; l cant 8nd yourrproducts down here in the U5. And

my friends down here are literalty crazy after it. They are always asking for my

wax and asking mo if my mom can send some to them. It has worked out pretty

http:/I www.terencerenati. comlterence- renati- testimonials.html 11/8/2013
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good so far. bul it gets kind of expanalve when she has to pay for the waxes for
me and all my friends. 501 just wondered if ik's possible io buy your products

anywhere in the US? Or if it's posslbie to order some?

- Christian L.

Does the bebw screen print teU me that your products are not sold here in the

U5~
have been looking for your prodwcis everywhere and 1 amnot happy with the

products I have tried as substitutes overhere, as they ~o not iWe up tp my

expectations. If 7 am wrong and you do sell your products In the US please direct

me ro a source.

- Alf K.

lived in Stockholm some months and i started using your Waxes'Strong Hold'.

lovo the effect and i can't find any better. Now i m back in Lisbon (portugaU and i

could~i t find it anywhere. I found your vrebsite and saw that you don't have a

Renati Distributor in Portugal Is there any possibility to purchase your products

and send It to my address?
Looki~ig forvuard to an answer.
Regards,

- Frederico C.

Page 2 of 3
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~ Homo About Us Products The Collection Opportunities Testimonials Media Coniact Us
PRC~FESS!ONAI HAiR PRODUCTS

Terence thanks all you faithful loyal patrons! Koep using Wax and keep me updated on how my Wax has chanced your Ufe! Come on. Make My Day!

recently movetl from Norway to the USand have been a user of SofE Hold.
thought I would easiry'flnd RenaU In the States,unfortunatety not Any advice on
how I can get somo Soft Mold?

- Hunter .F

HELLO HEY!I
SKICKA UPP FIARLIGASTG "ROCK HARD' OCI- I'PASTE'- PRQV6RNA TILL
SKONASTE NORR807TEN SA HAR NI LULEA5 GLADA5TE KILLS M,4R!!
Could you plese send up Rock Mard and Paste samples to LuleA, Norrbottan?
That would make me the happiest guy In the World!
I..ots of love,

-Jonas ,B

Mi Tarence. I hope you s8ll remember me. We have train(nc~ vuRh you in Singapore

before. I understand from Lenz that he Is no longer distributing Renati products
Uut wc~ are still interested to carry them, Have you got a distributor In S(nyapore
already?

-Seng .W.T

We would like to express our interest in representing and distnbutlng the
Terence Renati products in the Dominican RepuUlic, Med-Tec, S,A, was
Incorporated in igg~ as a wholesale distributor of professional beauty and
consumer products. Al the present time we represent and distribute several tines
of Consumer. Professional Beauty, and Hair Caro products from the United States
and Europe. We have distribution channels nationwide and are supporked by an
excellent staff of sales people. Sorvicinc~: Salons, Spas. Supermarkets
Pharmacies. Retalters,vrholesaters, and Notets,
Wo ~wotald like to expand and include amonfl the !Ines that we represent,
Terence Renati. We beUeve, in the Oominlcen Republic there is a great potential
market for your products!
look forward to receiving as much Information as possible for us to beyin this

project and please do not hesitate in contacting us if you need further
information. A complete list of the products and pricing would be a great start.

- Raquel .B

Our distribution companies In GR & CY sole business is dlsGibuting professional
hair care to salons within our territory's. We have heard very positive comments
about your products and Urand and ewe are keen to commence dialog regarding
the possibility of representing you within our territory's,

• Athos ,

have a salon in Adelaide ,A and would like to try your wax. One of my clients
wants ine to get him soma,

- Antonio

Mi My name is Helen from Allegria hair and beauty and 1 have a feW clients who
love your strong hold Glaze and I was wondering if there is anyone in Adelaide
who setts It or can you tell me ~whorn I can yet it from anyway, Ive been selling it
no w for over a year and ilie old supplier says they dant stock (t anymore andjust

wanted to sell me their brand. Im sick of trying to replace one product with
another and vrould like to keep stocking yaur product Thank you

-Helen

http:// www.terencerenati. comlterence- renati- testimonials2.httnl 11 /8/2013
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Hi Renatl, I lived In Norway for g years. When I 'vas Ilving there i was using tha
Renati Rock Hard hair wax. About 5 Years ago i moved back to my home country

Iceland. What Im trying to say is That for the past ~ years i have tryed aut too
many dltFerenthair- vroxes, and i cannot find any wax as good as the Renali Rock
Nard.
My best friend is a hardresser and he is very interessed to try the Renati products.

No one in Iceland is selling this (that i know o~
5o i need to know what i can clo to be able to gat this exellent products here In
Iceland.

- Andri D P

Hi. I wonder iF Renati products are sold in USA7 Do you have an Internet addrass7
have moved from Norvray to Las Vegas and I need it J

- Andreas H, 

- — - - - - --- -- - --- - --- - - - ..

The reason for our omali is that wo would like you to considor our company to
Represent your enterprise in the Honduran Market. Frayancias Is well know
For solidaYity With companies all over the ~wortd our company distributes
Professional hair Care, salon products to the local market, and we are currently
looking to expand our dlslrlbutlons. We are pioneers Introducing the concept of
professional care products to the Wonduran market with experience since ig86.

We would love to hear from your international department.

-Criss R

Page 2 of 3
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PRUFESSIONAL HAlfi paC)l7UC:TS
~ Home About Us Products The Collection Opportunities Testimonials Media Contact Us

Terence thanks all you falihfut loyal patrons! Keep using Wax and i <eep me updated on hqw my Wax has changed your life! Come on, Make My gayl

Hi there
Im a Norvuegian student, studying on the coast. I have looked everywhere for

ftenati, but I cant find It anywhere. is it possible to buy it online, for then shipping it

to here?

-Martin R

Dear Mr Renatl, let me tell u a story.... two months ago I went to a barbery shop to

cut my hairs.After Flnish cutting my hairs the borber man started forming my hairs

and he used a vrau that It formed my hairs very well, When I asked the brand of

that uvax he told me it Is Renati.l had never used any hair waxes befor that...then i

decided to buy one but unfortunatly I coudnot find it anyvrhera...therefor I called

the barber and asked him where did you buy that wax and ha answered I myself

bought it when I was In a trip in Denmark.
Let me Inform u that I work as a sales manager in a trading company called

bagheri trading.0ur main feltd In this company Is machinary of food Industry and

we are exclusive agent of mare than io famous european
companies In Iran.

have studied your site and 1 am interested to know more afaout your company

and products.? dont know if you have any Information about Iran or not, but IRAN Is

a very very young country and our people pay attention about their hairs and faces

and pay tots of money to have a better look7his is a fact and you can ask if you

know some Iranian people.
Therefore i think there is a good market for your products especially your waxes In

Iran and now if you are interested to work vrith Iran and have a good and honest

partner we can start

Hamid

My name is Tora P, a former professional soccer player.
pour uvork as an footballagen[ and one of our players is Morten Gemst Pedersen.

get all my Renati products in Norway ,but 1 live In Germany and i just uvondered if

you can get the products there?
If not I would maybe be Interested in taking the products there.
Hope to hear from you soon. Love your products.

- Tora P

am from the Netherlands and I Y~ave a customers vrho are interested In your kind

of quality products. I have several kind of companies and also in this market. My

question Is if there are possibilities to buy your products

-Jean V, W

Hi 1 am currer~tty living in ArU6gton Virginia USA and cant semi to end a

shop /salon that has your ~rodUC If there is one could you let me know where? Or

if I can order online.

- Victor G.

Hello, can you please tell me where In Oslo or Bergen. Norwray or In
Copenhagen, Denmark I can buy your products Shaving cream and after

shavo Bator i canngt find it anywhere In the hairdressers I've been looking for ii.

Looking forward hearing from you, Thanks,

- Gunnar M.

Hi.l'd like to know if i can get your products in AlbaniaAnd which quantity i have to

buy to get them direct from you?

http: / /www.terencerenati. com/terence- renati- testimonials3.htm1 11 /8/2013
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Arfur X.

Hey, i )ust moved to Barcelona, Spain. Where can I buy my Ranati products Its the

product that works Vest for my holr. Hope to hear from you soon.
Best Regards from a loyal RenaU user!

Andre T.

'~ ~.~
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