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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Micronel AG

Granted to Date 10/05/2013

of previous

extension

Address Zurcherstrasse 51
Tagelswangen, CH-8317
SWITZERLAND

Attorney Mark I. Peroff

information Manatt Phelps & Phillips, LLP

Seven Times Square - 22nd Floor

New York, NY 10036

UNITED STATES

jbernard@manatt.com, trademarksny@manatt.com Phone:212-790-4601

Applicant Information

Application No 85611497 Publication date 08/06/2013
Opposition Filing 09/26/2013 Opposition 10/05/2013
Date Period Ends
Applicant KUNSHAN M.U.S. INTERNATIONAL CO., LTD.

757 Beimen Road, Yushan Town

Kunshan,

CHINA

Goods/Services Affected by Opposition

Class 007. First Use: 2011/09/19 First Use In Commerce: 2011/11/03

All goods and services in the class are opposed, namely: Small electro-mechanical devices, namely,
miniature electric motors not for land vehicles, electric blowers; Ventilation fan accessories, namely,
integrated temperature and speed sensors sold as parts of motors or engines

Class 009. First Use: 2011/09/19 First Use In Commerce: 2011/11/03

All goods and services in the class are opposed, namely: Electrical apparatus, namely, electrical
controllers for small electro-mechanical devices, namely, motors, fans and blowers, and air
movement devices

Class 010. First Use: 2011/09/19 First Use In Commerce: 2011/11/03

All goods and services in the class are opposed, namely: Electric fans and blowers for medical
purposes, namely, fans and blowers for medical machines and apparatus in the nature of sleep
apnea treatment apparatus, anesthesia apparatus, transportation apparatus incorporating a fan as an
integral component thereof, medical ventilator apparatus, and breathing aid apparatus

Class 011. First Use: 2011/09/19 First Use In Commerce: 2011/11/03

All goods and services in the class are opposed, namely: Small electro-mechanical devices, namely,
electric fans, blowers; Ventilation fan accessories, namely, adapters, grids, and filters; Ventilation fan
accessories, namely, integrated temperature and speed sensors sold as an integral component fans



http://estta.uspto.gov

| and blowers

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)
False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 1192451 Application Date 09/12/1979

No.

Registration Date | 03/23/1982 Foreign Priority NONE
Date

Word Mark MICRONEL

Design Mark

Description of NONE

Mark

Goods/Services Class 009. First use: First Use: 1970/07/01 First Use In Commerce: 1970/07/01

Electric, Electronic and Optical Component Parts-Namely, Reed Relays,
Miniature Fans, Glass Fiber Optic Transmitters and Receivers for Picture
Transmission, Miniature Electric Motors, Electronic Testing Units for Cycling
Reed Relays, Electronic Testing Units for Operational Testing of Miniature Fans
and Predetermined Counter Switches

Attachments Micornel AG vs Micronel Intl Co. Ltd -OPPOSITION - (MUS).pdf(86929 bytes ) |

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature IMark 1. Peroff/

Name Mark |. Peroff
Date 09/26/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No. 85/611497 MUS
MICRONEL AG

Opposer
Opposition No.

V.

MICRONEL INTERNATIONAL CO., LTD.:
Assignee of Kunshan M.U.S. Inter-
national Co., Ltd.

Applicant
NOTICE OF OPPOSITION

Opposer Micronel AG (hereinafter “Micronel”) believes that it will be damaged by the
registration of the above identified mark and hereby opposes the same under the provision of
Section 13 of the Trademark Act of 1946, 15 U.S.C. § 1063.

1. Opposer has been engaged in the development, manufacture and sale of innovative
ultra-small fans and blowers (hereinafter “Products”)which have been made in Switzerland and
sold to OEM customers through a network of authorized distributors that are located in various
countries throughout the world for the past 43 years.

2. Opposer is globally recognized as a leading manufacturer of Products that are
integrated into equipment used in the field of medical, automotive, aerospace, and personal
protection technology. Opposer’s Products are also renowned for being produced under the
highest Swiss standards and quality.

3. Opposer’s Products have been sold and advertised under the trademark MICRONEL
in the United States continuously since 1970, long prior the date of first use alleged in the
application opposed herein..

4. Because of said advertising, publicity, and use, the MICRONEL trademark has
become strong, famous, and entitled to a broad scope of protection.

5. The MICRONEL trademark is displayed on the Products, packaging, printed
materials and on its web site featuring the Products.

6. Opposer is the owner of U.S. Trademark Registration No. 1,192,451 for MICRONEL
on the Principal Register of the United States Patent & Trademark Office which is in full force
and has become incontestable pursuant to 15 U.S.C. § 1065. A copy of the registration certificate



- and Trademark Status & Document Retreival (TSDR) status printout of Oppoer’s
aforementioned registration is attached to this Notice of Opposition, and Opposer hereby gives
notice that it will rely on said registration as evidence in this proceeding in accordance wih
Trademark Rule 2.122(d). A copy of this registration is attached as Exhibit “A”.

7. Since long prior to the date of first use in commerce alleged in the application opposed
herein, Opposer and its authorized distributor of the Products in the United States have used the
term MUS as a acronym for “MICRONEL US” to identify the Products sold to customers in the
United States. The term MUS is often displayed in printed materials, such as invoices,
correspondence, and promotional materials in conjunction with the MICRONEL trademark.
Purchasers and potential purchasers associate the abbreviation MUS with Opposer and the
Products that are sold in the U.S. As a result of Opposer’s long and continuous use of MUS, the
term has become well known in the U.S. as referring to Opposer and its Products.

8. Upon information and belief, Applicant was aware of Opposer’s MICRONEL
trademark and its use of the term MUS in connection with the sale of the Products in the U.S.
when it adopted and applied to register MUS as a trademark for the goods set forth in the
application opposed herein.

9. Notwithstanding Opposer’s prior established rights in the trademark MICRONEL and
the designation MUS, upon information and belief, Applicant has adopted and is seeking
registration of MUS for products that are identical or virtually identical to Opposer’s Products in
order to divert sales from and to unfairly compete with Opposer.

Likelihood of Confusion- § 2(d)

10. The mark that Applicant seeks to register so closely resembles Opposer’s trademark
MICRONEL and the designation MUS that use and registration of MUS is likely to cause,
mistake, and deception as to source of origin of Applicant’s goods, and will injure and damage
Opposer and the goodwill and reputation symbolized by Opposer’s trademark and product
designation..

11. The goods of Applicant sold under the designation MUS are identical or so closely
related to Opposer Products sold under the MICRONEL trademark and associated with the
MUS acronym that purchasers are likely to be confused, to be deceived, and to assume
erroneously that Applicant’s goods are those of Opposer, or that Applicant has been licensed to
use MUS by Opposer, or that Applicant is in some way connected with, sponsored by, or
affiliated with Opposer.

12. Likelihood of confusion may be presumed in this case in light of the fact that
Applicant intentionally adopted an imitation of Opposer’s trademark with prior knowledge of
Opposer’s trademark and the designation MUS with an intent to cause confusion and to
capitalize on the popularity of and goodwill in Opposer’s trademarks.



Deception- False Suggestion Of Connection- 2(A)

13. Applicant’s alleged mark so closely resembles Opposer’s MICRONEL trademark
and the designation MUS that it’s use by Applicant is likely to cause deception in violation of
Section 2(a) of the Trademark Act, in that the mark falsely describes the nature or origin of the
goods. Purchasers are likely to believe that the mis-description actually describes the nature and
origin of Opposer’s Products, and thus is likely to materially alter purchasers’ decision to buy
Applicant’s goods.

14. Applicant’s alleged mark so closely resembles Opposer’s MICRONEL trademark
and the MUS designation that it falsely suggest a connection with Opposer in violation of
Section 2(a) of the Trademark Act, because Applicant’s alleged mark points uniquely to
Opposer, and purchasers will assume that the goods sold under Applicant’s mark are connected
with Opposer.

15. When Applicant’s alleged mark is used on goods of the type described in its
Application, Applicant’s alleged mark will cause purchasers to mistakenly assume that Opposer
is endorsing, attempting to promote, or encourage the sale of Applicant’s goods by permitting the
alleged mark to be used on such goods.

16. Applicant’s alleged mark is deceptive in that it falsely suggests a connection with or
approval by Opposer.

17. Use and registration of the Applicant’s alleged mark will deprive Opposer of the
ability to protect its reputation, persona, and goodwill.

18. Likelihood of damage to Opposer’s goodwill is enhanced by the fact that prospective
customers who encountered the quality of Applicant’s goods will attribute those defects to
Opposer and this will injure Opposer’s reputation.

19. By reason of the foregoing, Opposer will be damaged by the registration of
Applicant’s alleged mark and registration should be refused.

WHEREFORE, Opposer prays that this opposition be sustained and that registration be
denied.

MICRONEL AG

By

Mark 1. Peroff

Manatt, Phelps & Phillips LLP
7 Times Square

New York, New York 10036
(212) 790-4601

Attorney for Opposer



Int.Cl: 9
Prior U.S. Cls.: 21 and 26

Reg. No. 1,192,451

United States'.Pétent and Trademark Office Registered Mar. 23, 1982
TRADEMARK
Principal Register
MICRONEL

Micronel AG Electronic 4+ Automation (Switzerland
corporation) )
Tagelswangen, Zurich, Switzerland CH-8307

For: ELECTRIC, ELECTRONIC AND OPTI-
CAL COMPONENT PARTS—NAMELY, REED
RELAYS, MINIATURE. FANS, GLASS FIBER
OPTIC TRANSMITTERS AND RECEIVERS
FOR PICTURE TRANSMISSION, MINIATURE
ELECTRIC MOTORS, ELECTRONIC TESTING
UNITS FOR CYCLING REED RELAYS, ELEC-
TRONIC TESTING UNITS FOR OPERATIONAL

- TESTING OF MINIATURE FANS AND PREDE-

TERMINED COUNTER SWITCHES, in CLASS 9

- (U.S. Cls. 21 and 26). :

First use Jul. 1, 1970; in commerce Jul. 1, 1970,
Ser. No. 230,992, filed Sep, 12, 1979.
SIDNEY I. MOSKOWITZ, Primary Examiner
JEFFREY QUINN, Examiner
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Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

Status:

Status Date:

Publication Date:

MICRONEL

Application Filing Date: Sep. 12, 1979
Registration Date: Mar. 23, 1982

73230992

1192451

Principal

Trademark

The registration has been renewed.
Aug. 23, 2012

Dec. 29, 1981

Mark Information

Mark Literal Elements:
Standard Character Claim:

Mark Drawing Type:

MICRONEL
No
1-TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/fowner has amended the goods/services:

@ Brackets{.] indicate deleted goods/sérvices;
s Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
& Asterisks *..” identify additional (new) wording in the goods/services.

For:

International Class(es):

Electric, Electronic and Optical Component Parts-Namely, Reed Relays, Miniature Fans, Glass Fiber Optic Transmitters and Receivers
for Picture Transmission, Miniature Electric Motors, Electronic Testing Units for Cycling Reed Relays, Electronic Testing Units for
Operational Testing of Miniature Fans and Predetermined Counter Switches

0089 - Primary Class U.S Class(es): 021, 026

Class Status: ACTIVE
Basis: 1(a)
First Use: Jul. 01, 1970 Use in Commerce: Jul. 01, 1970
Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

Micronel AG Electronic + Automation

Tagelswangen, Zurich CH-8307
SWITZERLAND

CORPORATION State or Country Where SWITZERLAND

Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney of Record
DOUGLAS H. PAULEY



Correspondent

Correspondent DOUGLAS H. PAULEY -
Name/Address: PAULEY PETERSEN & ERICKSON
2800 WEST HIGGINS ROAD
SUITE 365
HOFFMAN ESTATES, ILLINOIS 60169
UNITED STATES

Phone: 8474901400 Fax: 8474901403
Domestic Representative - Not Found

Prosecution History

Date Description :L‘ﬁf,ﬁfing
Aug. 23, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - MAILED
Aug. 23, 2012 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 64591
Aug. 23, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591
Aug. 08, 2012 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FIiLED 64591
Aug. 08, 2012 FAX RECEIVED
Mar. 13, 2012 POST REGISTRATION ACTION MAILED - SEC. 8 &9 64591

Mar. 09, 2012 TEAS SECTION 8 & 9 RECEIVED

Mar. 20, 2008 CASE FILE IN TICRS

May 09, 2002 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
May 09, 2002 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Mar. 08, 2002 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
Mar. 08, 2002 PAPER RECEIVED

Jun. 20, 1988 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Dec. 28, 1987 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Mar. 23, 1982 REGISTERED-PRINCIPAL REGISTER

Dec. 29, 1981 PUBLISHED FOR OPPOSITION

Maintenance Filings or Post Registration Information

Affidavit of Continued Section 8 - Accepted
Use:

Affidavit of Section 15 - Accepted
Incontestability:

Renewal Date: Mar. 23, 2012

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: Not Found Date in Location: Aug. 23, 2012



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of NOTICE OF
OPPOSITION is being served on all counsel of record via first class mail this 26th day of
September, 2013 as follows:

Raj Abhyanker, Esq.

Raj abhyanker, P.C.

1580 W El Camino Real

Suite 8

Mountain View, California 94040-2462

Vst Llesf &
Y/

MARK L. PEROFF

202195782.1



