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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THETRADEMARK TRIAL AND APPEAL BOARD

x
NAUTICA APPAREL, INC., : OppositionNo.: 91212653

Opposer,
V.

MAJESTIQUECORPORATION,
Mark:

Applicant.
Ser.No. 85883577

x

MOTION TO STRIKE AFFIRMATIVE DEFENSESNOS. 1,2,3,6,8& 10

NAUTICA APPAREL, INC. (“Opposer”)herebymovesto strikeAffirmative

DefensesNos. 1, 2, 3,6, 8 & 10 of MAJESTIQUECORPORATION(“Applicant”) as

pleadin its Answerto Notice of Opposition.

This motion is timely madewithin the time prescribedin Fed. R. Civ. P. 12(c).

Insofaras the motion falls underFed. R. Civ. P. 12(f), the Boardhasdiscretionto hear

sameat this time. And, to the extentthe motion requiresthe Boardto look beyondthe

pleadings,themotionmaybe considereda motion for partial summaryjudgment

pursuantto Fed.R. Civ. P. 56(c).

Grantingthis motionwill behelpful in narrowingandlimiting issuesin this

proceeding,therebyalsoservingas a guidein conductingdiscovery. As statedin A

MooresFederalPracticeparagraph12.21[3]:

Although courts are reluctant to grant motions to strike,
where a defenseis legally insufficient, the motion should
be granted in order to save the parties unnecessary
expenditurein time andmoneyin preparingfor trial.
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AFFIRMATIVE DEFENSES1,2,3,6,8& 10 SHouLDBE STRICKEN

Affirmative DefenseNo. 1: Applicant statesthat “Opposerincorporates
hereinby referenceall denialsandaverments containedin thepreceding
answersto the Oppositionandmadethempart of theseaffirmative
defenses”(emphasisadded).

This is not an affirmative defense.Applicantmaynot incorporateby referenceall

denialsandaverrnentson behalfof anotherparty that is not itself (i.e. on behalfof the

Opposer). Furthermore, Applicantmaynot pleadon behalfof Opposerin anyotherway.

The affirmative defenseshould be stricken.

Affirmative DefenseNo. 2: Applicant asserts theOppositionfails to
statea claim upon whichrelief canbe grantedagainstApplicant.

A motionto strike the defenseof failure to statea claim uponwhich relief canbe

grantedmaybeusedby theplaintiff to testthe sufficiencyof its pleading.RooibosLimited

v. ForeverYoung (Pty) Limited andVirginia Burke-Watkins,2003 TTAB LEXIS 65, 11-

12 (TrademarkTrial & App. Bd. Feb. 13, 2003). Accordingly, in determiningwhetherto

strike affirmative defenses,it will benecessaryto look at the sufficiencyof petitioner’s

pleading.Id.

At thepleadingstage,Opposermustallege factsin its Notice of Opposition

demonstratingits real interestin theproceeding. Thosefactsmust thereafterbeprovenby

Opposeraspart of its case.Ritchie v. Simpson,170 F.3d 1092, 50 USPQ2d1023, 1025

(Fed. Cir. 1999).

To pleada real interesta plaintiff mustallegea “direct andpersonalstake” in the

outcomeof theproceeding.Id. at 1026. The allegationsin supportof theplaintiffs
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beliefof damage musthavea reasonablebasis“in fact.” Id. at 1927 (citing UniversalOil

Products.V RexallDrug & ChemicalCo., 463 F.2d 1122, 174 USPQ458-459-60(CCPA

1972) Thebeliefof damage allegedby plaintiff mustbemorethana subjectivebelief).

Applicant’s asserteddefensethereforequestionsthe sufficiencyof Opposer’s

pleading. Thisis quite similar to a motionto dismissfor failing to pleada causeof action

underRule 12(b). As such,Rule 12(b) permitsan applicantto assert thisdefenseand“it

necessarilyfollows that a plaintiff mayutilize this assertionto testthe sufficiencyof the

defensein advanceof trial by moving. . . to strike the‘defense’ from the defendant’s

answer.”OrderofSonsofItaly in Americav. Profiumi FratelliNostraAG, 36 USPQ2d

1221,at 1222-1223(TTAB 1995),citing S.C. Johnson& SonInc. v. GAF Corporation,

177 USPQ720 (TTAB 1973).

The following factorsset forth in OrderofSonsofItaly governa motion to strike

a defenseof failure to statea claim upon whichreliefmaybe granted.

1. To withstanda motion to dismissfor failure to statea claim upon
which relief canbe granted,an Opposerneedonly allegesuchfacts
aswould, if proved, establish that(1) Opposerhas standingto
maintaintheproceeding,and (2) a valid groundexistsfor opposing
registration.

2. For purposesof determininga motion to dismissfor failure to state
a claim upon whichrelief canbe granted,all of Opposer’swell-
pleadedallegationsmustbe acceptedas true, andtheNotice of
Oppositionmustbe construedin the light mostfavorableto
Opposer.

3. Dismissalfor insufficiencyis appropriate onlyif it appearscertain
that Opposeris entitledto no reliefunderany setof factswhich
couldbeprovedin supportof its claim.

4. The standingquestionis an initial inquiry directedsolely to
establishingthe personal interestof theplaintiff. An Opposerneed
only show“a personalinterestin the outcomeof thecasebeyond
that of the generalpublic.”
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Opposer,in its Notice of Opposition,establishedits standing,and thus the

sufficiencyof its pleading,andhasallegedseveral causesof action, inter alia, the

following:

• Opposeris now and for manyyearsprior to any datewhich maybe

claimedby Applicant, engagedin the useof Opposer’sMarks for Opposer’sGoodsand

Services(NoticeofOppositionat ¶ 9);

• Opposer’sMarks andApplicant’s Mark areconfusinglysimilar when

appliedto the goodsof theparties(NoticeofOppositionat ¶14);

• Theregistrationof Applicant’s Mark to Applicant will causetherelevant

purchasingpublic to erroneouslyassumeandthusbe confused,misled,or deceived,that

Applicant’s Goodsaremadeby, licensedby, controlledby, sponsoredby, or in someway

connected,relatedor associatedwith Opposer,in violation of Section2(d) of the Lanham

Act, 15 U.S.C. § 1052(d),all to Opposer’sirreparabledamage(Notice ofOppositionat ¶
18).

The forgoing allegationsarespecificallysetforth in Opposer’spleadingand, if

proven,Opposerestablishesstandingandshowsentitlementto relief. Applicant’s first

defenseis insupportableas a matterof law, andthusshouldbe stricken.

Affirmative DefenseNo. 3: Applicant assertsthat Opposerhas failed to
join an indispensableparty.

This is not an appropriate affirmativedefenseto the instantopposition. The

oppositionhasnamedthe applicant. Therehasbeenno assignmentrecordedwith United

States PatentandTrademarkOffice. Therefore,it is unclearwhat additionalpartyshould

benamedin this proceeding. Applicant fails to identify any indispensableparty andor

providefair noticeotherwise. Theaffirmativedefenseshouldbe stricken.Seefor e.g.,

Fair Indigo LLC v. Style Conscience,85 USPQ2d1536, 1538 (TTAB 2007) (elementsof

eachclaim shouldinclude enoughdetail to give fair noticeof claim).
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Affirmative DefenseNo. 6: Applicant assertsthat thereis no similarity
betweenthe “marketingmethodsandchannelsof distributionusedfor the
respectivegoods”

The instantapplicationis for “adult noveltygagclothing item, namely,socks;

athleticapparel,namely,shirts,pants,jackets,footwear,hatsand caps,athleticuniforms;

athleticfootwear;belts;belts for clothing; bottoms;clothing shields, namely,pads

appliedto the underarmsof shirts,blousesand sweaters;footwear; footwearfor menand

women;footwearnot for sports;headbandsfor clothing;jackets;leatherbelts; short sets;

ties; tops; travel clothing containedin a packagecomprisingreversiblejackets,pants,

skirts, topsand a belt or scarf;wearablegarmentsand clothing, namely,shirts; women’s

clothing, namely,shirts, dresses,skirts, blouses. The descriptionof goodsandservicesis

not limited in any fashionandon thatbasisit is presumedthat Applicant’s goodstravel or

may travel in all channelsof distribution and may be marketedto all people. Likewise,

Opposer’sMarkshaveno limitation and on that basis,the channelsof distributionand

marketingarethe deemedsameor similar. The affirmative defenseshouldbe stricken.

Affirmative DefenseNo. 8: Applicant asserts“there is no likelihood of
confusionbetweenbothbrandnamesNauticaand Sailor andbetween
Applicant’s mark and Opposer’smark.”

This is not an affirmative defenseand, if anything,confuses theissues. First,

Applicant’s allegedbrandname“Sailor” doesnot appearin themarkbeingchallenged.

TheNAUTICA mark is not allegedin this proceeding.The “defense”mustbe stricken

becauseit is impertinent,immaterialandor hasno bearingupon theissuesin the case.

SeeFed. R. Civ. P. 12(f); HarscoCorp. v. ElectricalSciencesInc., 9 USPQ2d1570
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(TTAB 1988)(matterwill be strickenif it clearlyhasno bearinguponthe issuesin the

case).

Affirmative DefenseNo. 10: Applicant asserts “thereis no similarity in
thepronunciationof thedesignations”.

The defenseis nonsensicalandshould bestrickenbecausethe marksat issuedo

not havea pronunciationas neither compriseswords.However,to the extentthat the

doctrineof legal equivalentsapplies,Applicant’s mark and Opposer’s markboth consist

of sails,amongother things,and onthatbasistheyareboth pronouncedin the same

fashion. See,e.g., In re Ro/fNilssonAB, 230 USPQ 141 (TTAB 1986) (design

comprisingthe silhouetteof the headof a lion andthe letter “L” for shoesheld likely to

be confusedwith LION for shoes);Purna-Sportschuhfabriken RudolfDasslerKG v.

Garan,Inc., 224 USPQ 1064 (TTAB 1984) (designsof mountainlion, for shirts and tops,

held confusinglysimilar to PUMA, for itemsof clothing; the designof a puma,for items

of sportinggoodsandclothing; andPUMA anddesign,for T-shirts).
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CONCLUSION

WHEREFORE,Opposerrespectfullymoves that its motion to strike the above

enumeratedaffirniative defensesin Applicant’sAnswerbe grantedin all respects.

Dated:November8, 2013 Respectfullysubmittedfor Opposer,

eil B. Fi
BAKER & RANNELLS, P.A.
575 Route28, Suite 102
Raritan,NJ 08869
(908) 722-5640
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CERTIFICATE OF SERVICE

I herebycertify that a copyof the foregoingMOTION TO STRIKE was sentto

attorneysfor Applicant this 8” dayof Novembervia first classmail, postageprepaid,to

the following:

GINO NEGRETTI LAW OFFICES
670 PONCEDE LEON AVE.

CARIBBEAN TOWERS,STE. 17
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