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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Application Serial No. 79115344
for the mark BIGINSIGHTS;
Published in the Official Gazette on August 27, 2013

PROSPER BUSINESS DEVELOPMENT

CORPORATION
Opposer,
V. :
: Opposition No. 91212472
INTERNATIONAL BUSINESS :
MACHINES, CORPORATION :
Applicant.

SECOND MOTION TO AMEND NOTICE OF OPPOSITION

Now comes Opposer Prosper Business Development Corporation (“Prosper”) and moves
the Trademark Trial and Appeal Board pursuant to Fed. R. Civ. P. 15(a) and 37 C.F.R. §2.107(a)
to amend its previously filed Notice of Opposition in these proceedings for the sole purpose of
revising its claimed priority date. The grounds for this Motion are set forth more fully in the
accompanying Memorandum in Support attached hereto and incorporated herein and submitted

as required by 37 C.F.R. § 2.127(a).

s/ _Maribeth Meluch Deavers

Maribeth Meluch Deavers

Email: mmeluch@isaacwiles.com

Robert C. Perryman

Email: rperryman@jisaacwiles.com

IsAAC WILES BURKHOLDER & TEETOR, LLC
Two Miranova Place, Suite 700

Columbus, Ohio 46215

Attorneys for Opposer

Prosper Business Development Corporation
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MEMORANDUM IN SUPPORT

The above-referenced proceeding concerns Prosper’s registered mark BIGINSIGHT and
its application to register BIG INSIGHT and Design. The mark BIGINSIGHT was registered
with the United States Patent and Trademark Office on April 16, 2013, in International Class 35.
Prosper filed its application to register BIG INSIGHT and Design for the essentially identical
International Class 35 services and for complementary services in International Class 41 on
December 19, 2012. The application was published for opposition on November 26, 2013.

IBM filed an application to register the mark BIGINSIGHTS claiming a priority date of
January 2012. Prosper filed its Notice of Opposition.

In its application for registration of the mark BIGINSIGHT, Prosper claimed a first use
date of April 5, 2011, based on the launch of its website www.biginsight.com. However, in
preparing for the discovery conference and the Initial Disclosures in the Consolidated Opposition
91215572 and Cancellation 92059154, Prosper has uncovered archived documents indicating a
priority date of September 16, 2010. Attached is a photo copy of The BIG Consumer Blog
featuring a posting by BIGinsight on September 16, 2010relating to consumer purchasing
behavior.

Pursuant to Fed.R.Civ.P. 15(a), leave to amend a party's pleadings shall be freely given
when justice so requires. In accordance, the Board liberally grants leave to amend pleadings
when the opposing party will not be prejudiced. Carolina Exports Intern., Inc. v. Bulgari, S,p.A.
108 F.3d 1394, *3 (Fed. Cir. 1997) citing Flaldey v. Trump, 11 USPQ2d 1284, 1286
(TTAB 1989). Whether a party may be prejudiced by an amendment is generally dependent upon
the timing of the motion to amend. Id. citing Charles Greiner & Co. v. Mari-Med Mfg., Inc., 962

F.2d 1031, 1038, 22 USPQ2d 1526, 1531 (Fed.Cir. 1992); Richardson Greenshields Sec., Inc. v.
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Lau, 825 F.2d 647, 653 n. 6 (2d Cir. 1987). See also Commodore Electronics Ltd. v. CBM
Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993).

In Carolina the Court found that the TTAB’s grant of a motion to amend a notice of
opposition to allege an additional claim was not prejudicial when filed in the pretrial phase.
Likewise, this proposed amendment is not prejudicial to opposing party or this Board. This
matter has yet not entered the discovery phase and a prior motion to amend the Notice of
Opposition on other grounds is pending before the Board.

Opposer respectfully requests leave to file the foregoing amendment. A signed Amended
Notice of Opposition is attached hereto. The amendments are in italics.

Date: August 1, 2014
Respectfully Submitted,
s Maribeth Meluch Deavers
Maribeth Meluch Deavers
Email: mmeluch@jisaacwiles.com
Robert C. Perryman
Email: rperryman@isaacwiles.com
Isaac Wiles Burkholder & Teetor LLC
2 Miranova Place, Suite 700
Columbus, Ohio 43215

Attorneys for Opposer Prosper
Business Development Corp.

Certificate of Service
I hereby certify that a true copy of the foregoing Motion to Amend was served upon Barbara
A. Solomon, Fross Zelnick Lehrman & Zissu, 866 United Nations Plaza, New York, NY 10017

on August 1, 2014 via U.S. Mail, postage prepaid and through the United States Patent and
Trademark Office via the Electronic System for Trademark Trials and Appeals (ESTTA).

Respectfully submitted,

/s! Maribeth Meluch Deavers

Maribeth Meluch Deavers
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Application Serial No. 79115344
for the mark BIGINSIGHTS;
Published in the Official Gazette on August 27, 2013

PROSPER BUSINESS DEVELOPMENT

CORPORATION
Opposer,
\2
Opposition No. 91212472
INTERNATIONAL BUSINESS :
MACHINES CORPORATION :
Applicant,

THIRD AMENDED NOTICE OF OPPOSITION

PROSPER BUSINESS DEVELOPMENT CORPORATION, a corporation organized
under the laws of the State of Ohio, believes that it will be damaged by the registration of the
mark BIGINSIGHTS (U.S. Ser. No. 79115344) (the “Application™) to International Business
Machines Corporation (“IBM”, also referred to as the “Applicant™) and hereby opposes the
same.

As grounds for opposition, it is alleged that:

1. Opposer is an international business acceleration company providing consulting
services to businesses, namely advising on marketing strategies, developing innovations to
increase market leadership, providing consumer insights and analysis and publishing real time
consumer behavior studies.

2. Opposer has been providing these various consulting and marketing services for
over 20 years and Opposer and its services are recognized worldwide. Opposer provides

information about its marketing and consulting services on its websites www.goprosper.com,
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www.bigresearch.com, and www.biginsight.com among others. Websites of third parties also

include information about the Opposer’s goods and services.

3. Opposer began providing certain consulting services in commerce to the general
public under the trademark “BIGINSIGHT” as early as September 16, 2010.

4. Opposer owns the trademark registration for BIGINSGHT which registered on
April 16,2013, U.S. Reg. No. 4320032 (“Opposer’s Mark”) (See Exhibit A attached).

5. Opposer’s Mark has been used in connection with “providing news, information
and analysis compiled from multiple global sources in the field of current events related to
marketing strategies and consumer behavior for businesses” as early as September 10, 2010 (See
Exhibit A). Such mark is currently in use with respect to such services.

6. Opposer also owns the trademark application for the design mark BIGinsights,
Application Serial No. 85/806210, filed December 19, 2012.

7. Opposer has invested significant sums of money marketing and promoting its
services under the BIGINSIGHT mark. As a result of these investments and its worldwide use,
Opposer’s Mark has acquired valuable goodwill and distinction and is a very strong mark in the
field of marketing and business consulting services.

8. Applicant filed a section 66(a) trademark application pursuant to 35 U.S.C. §
1141f which was assigned Application Serial No. 79/115344 with an International Registration
Date of May 21, 2012, for the purpose of extending protection of an international trademark
registration to the United States and with an intent to use the mark BIGINSIGHTS in commerce.
Applicants claimed Paris Priority date is January 11, 2012. (See Exhibit B attached).

9. IBM’s Application was published for opposition in the Official Gazette on August

27,2013.
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10.  Applicant’s mark is used in connection with “advice on company management
and business advice; business development services; conducting marketing studies;
implementing and conducting commercial exhibitions in the field of computers, computing
services, information technology and electronic business transactions via global computer
networks” in Class 35. It is also used for goods and services in Class 009 (“...computer software
for providing an analytics platform for storing, managing and analyzing massive volumes of
structured, semi-structured and unstructured data in their native formats;...performing complex
large scale analytics on data...”) and 042 (“...computer services, namely, providing search
platforms to allow users to store, manage, search and analyze massive volumes of structured,
semi-structured and unstructured data in their native formats;... managing and analyzing massive
volumes of structured, semi-structured and unstructured data in their native formats...).” (See
Exhibit B).

11.  Applicant’s mark is identical to Opposer’s Mark in appearance, sound,
connotation and commercial impression.

12.  Applicant’s proposed services are overlapping and/or legally identical to services
provided by Opposer under Opposer’s Mark, particularly business development services,
conducting marketing services, and implementing and conducting commercial exhibitions in the
field of computers in International Class 035. (See Exhibit B). Opposer further opposes the use
of the mark for the goods described in Class 009 and 042 as such use further contributes to the
likelihood of confusion because the described goods and services are attendant to the goods and
services described in Class 35. Consumers of the services described in Class 35 are often the

same targeted consumers of the goods described in Class 009 and 042 and it is highly likely they
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will confuse the source of the goods described in Class 35 with the source of those goods
described in Class 009 and 042.

13.  Applicant and Opposer operate in substantially similar trade channels and their
goods and services are viewed by the same customers. Purchasers familiar with Opposer’s
services are likely to mistakenly believe that Applicant’s services are sponsored, authorized,
endorsed, affiliated with or otherwise approved by the Opposer because the IBM mark sought to
be registered and used by Applicant is identical to or confusingly similar to the Opposer’s Mark.

14.  Opposer’s Mark has been in continuous use in commerce in the United States
prior to IBM’s use of the applied for mark and has already acquired significant distinctiveness
and good will.

15.  Because of the substantial similarities of Applicant’s mark to Opposer’s Mark
there is a substantial likelihood of confusion to the public.

16.  For the aforementioned reasons, the registration sought by Applicant is contrary
to the provisions of Section 2 of the Lanham Act and Opposer believes it would be damaged
thereby.

17.  Applicant’s mark should be refused from registration under the Lanham Act for
all International Classes set forth in its Application.

18.  As the owner of Opposer’s Mark, Opposer has a present and prospective right to
use the mark BIGINSIGHT. This right would be impaired by registration of Applicant’s mark.

WHEREFORE, Opposer believes that it has a real interest in this proceeding and will be
irreparably damaged by the registration of Applicant’s mark, and respectfully requests that the
Board sustain this Opposition and refuse the registration of the Applicant’s mark.

DATED: August 1, 2014
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Respectfully submitted,

/st Maribeth Meluch Deavers

Maribeth Meluch Deavers (Ohio #0055903)
mmeluchf@isaacwiles.com

Robert C. Perryman (Chio #0088797)
rperrymanéidisaacwiles.com

Isaac, WILES, BURKHOLDER & TEETOR LLC
Two Miranova Place, Suite 700

Columbus, Ohio 43215

(614) 221-2121 Phone

(859) 365-9516 Fax

Attorneys for Opposer Prosper Business
Development Corporation

CERTIFICATE OF SERVICE

A copy of the foregoing Third Amended Notice of Opposition has been filed electronically
through the ESTTA and served via First Class mail, postage prepaid, on August 1, 2014, to the

following counsel of record:

Barbara Solomon
Fross, Zelnick, Lehrman & Zissu, P.C.

866 United Nations Plaza at First Avenue & 48th Street

New York, N.Y. 10017
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/s’ Maribeth Meluch Deavers

Maribeth Meluch Deavers



The BIG Consumer Blog

MONTHLY ARCHIVES: SEPTEMBER 2010

Five Facts You Should Know
About Consumers Heading Into
the Holidays

Posted on September 17, 2010 by BlGinsight

Check out this month’s BIG Call!

Complimentary On-Demand Insights]

Click the link below to register for free and view the webcast to find out what
consumers plan to do this holiday season.

View NOW>>

Share this: Share Tweet 0 g+ Share

Posted in Consumer Behavior & Trends | Tagged Behavior, Consumer, Holiday, Insight,
Shopping, Spending. webcast | Leave a reply

Welcome!

Posted on September 16, 2010 by BIGinsight

Keep checking back to our blog for updates on consumer shopping trends, media usage and
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much more!

Share this: Share Tweet O g+ o Share

Posted in General | Leave a reply
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BIGINSIGHTS

Word Mark BIGINSIGHTS

Goodsand IC 009. US 021 023 026 036 038. G & S: Computer pragrams for use in data analytics, namely,

Services computer software for providing an analytics platform for stering, managing and analyzing massive
wlumes of structured, semi-structured and unstructured data in their native formats; computer programs
for use in data analytics, namely, computer software for performing advanced analysis and modeling of
diverse multi-structured data, building big data software applications, performing complex large scale
analytics on data, and providing administrative, discovery, development, provisioning, and security
features; computing equipment, namely, computers, computer servers and computer storage apparatus,
namely, high-speed storage subsystems for storage and backup of electronic data either locally or via a
telecommunications network; computer programs for connecting to networks and computers systems,
servers and apparatus for storage of different kinds; operating system software; computer programs for
connecting computers to each other and for allowing computer activities across a global computer
network; computer programs for managing systems, software and processes in an information
technology environment, all of the foregoing sold with instruction manuals as a unit

IC 035. US 100 101 102. G & S: Advice on company management and business advice; business
development senices; conducting marketing studies; implementing and conducting commercial
exhibitions in the field of computers, computing senices, information technology and electronic business
transactions via global computer networks

IC 042. US 100 101. G & S: Computer system integration senices; computer consultation senvices;
consulting senices in the field of design, selection, implementation and use of computer hardware and
software systems for others; technical support senices, namely, troubleshooting in the nature of
diagnosing computer hardware, computer servers and computer programs; computer system design
senices for others; computer system analysis; interconnecting computers and computer programs,
namely, integrating computer systems and computer networks; testing computer pragrams and
computer equipment, namely, computer, sener and software testing; installation, updating and
maintenance of computer programs; computer programming senvices for others; computer senices,
namely, cloud hosting provider senices; computer senices, namely, providing search platforms to allow
users to store, manage, search and analyze massive wumes of structured, semi-structured and
unstructured data in their native formats; computer senices, namely, remote and on-site management of



the information technology (IT) systems of others, namely, the management of computer software and
hardware utilized for storing, managing and analyzing massive wlumes of structured, semi-structured
and unstructured data in their native formats; computer senices, namely, remote and on-site
management of the information technology (IT) systems of others, namely, the management of computer
software and hardware utilized to perform advanced analysis and modeling of diverse multi-structured
data, building of big data applications, perform complex large scale analytics on data, and provide
administrative, discovery, dewelopment, provisioning, and security feature functions
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