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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Prosper Business Development Corporation
Entity Corporation Citizenship Ohio
Address 400 West Wilson Bridge Road Ste 200

Columbus, OH 43085
UNITED STATES

Attorney Maribeth Deavers

information Isaac Wiles Burkholder & Teetor LLC

2 Miranova Place Ste 700

Columbus, OH 43215

UNITED STATES

mdeavers@isaacwiles.com Phone:614-221-2121

Applicant Information

Application No 79115344 Publication date 08/27/2013
Opposition Filing 09/11/2013 Opposition 09/26/2013
Date Period Ends

International 1122540 International 05/21/2012
Registration No. Registration Date

Applicant International Business Machines; Corporation

New Orchard Road Armonk, New York 10504

UNITED STATES

Goods/Services Affected by Opposition

Class 009.

All goods and services in the class are opposed, namely: Computer programs for use in data
analytics, namely, computer software for providing an analytics platform for storing, managing and
analyzing massive volumes of structured, semi-structured and unstructured data in their native
formats; computer programs for use in data analytics, namely, computer software for performing
advanced analysis and modeling of diverse multi-structured data, building big data software
applications, performing complex large scale analytics on data, and providing administrative,
discovery, development, provisioning, and security features; computing equipment, namely,
computers, computer servers and computer storage apparatus, namely, high-speed storage
subsystems for storage and backup of electronic data either locally or via a telecommunications
network; computer programs for connecting to networks and computers systems, servers and
apparatus for storage of different kinds; operating system software; computer programs for
connecting computers to each other and for allowing computer activities across a global computer
network; computer programs for managing systems, software and processes in an information
technology environment, all of the foregoing sold with instruction manuals as a unit

Class 035.
All goods and services in the class are opposed, namely: Advice on company management and




business advice; business development services; conducting marketing studies; implementing and
conducting commercial exhibitions in the field of computers, computing services, information
technology and electronic business transactions via global computer networks

Class 042.

All goods and services in the class are opposed, namely: Computer system integration services;
computer consultation services; consulting services in the field of design, selection, implementation
and use of computer hardware and software systems for others; technical support services, namely,
troubleshooting in the nature of diagnosing computer hardware, computer servers and computer
programs; computer system design services for others; computer system analysis; interconnecting
computers and computer programs, namely, integrating computer systems and computer networks;
testing computer programs and computer equipment, namely, computer, server and software testing;
installation, updating and maintenance of computer programs; computer programming services for
others; computer services, namely, cloud hosting provider services; computer services, namely,
providing search platforms to allow users to store, manage, search and analyze massive volumes of
structured, semi-structured and unstructured data in their native formats; computer services, namely,
remote and on-site management of the information technology (IT) systems of others, namely, the
management of computer software and hardware utilized for storing, managing and analyzing
massive volumes of structured, semi-structured and unstructured data in their native formats;
computer services, namely, remote and on-site management of the information technology (IT)
systems of others, namely, the management of computer software and hardware utilized to perform
advanced analysis and modeling of diverse multi-structured data, building of big data applications,
perform complex large scale analytics on data, and provide administrative, discovery, development,
provisioning, and security feature functions

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4320032 Application Date 05/09/2012

No.

Registration Date | 04/16/2013 Foreign Priority NONE
Date

Word Mark BIGINSIGHT

Design Mark

Description of NONE

Mark

Goods/Services Class 035. First use: First Use: 2011/04/05 First Use In Commerce: 2011/04/05

Providing news, information and analysis compiled from multiple global sources
in the field of current events related to marketing strategies and consumer
behavior for businesses

U.S. Application 85806210 Application Date 12/19/2012
No.
Registration Date | NONE Foreign Priority NONE
Date
Word Mark BIG INSIGHT
Design Mark
Description of The mark consists of the word 'big’ in blue capital letters with the word 'insight' in
Mark green small letters situated below and to the right of the word 'big" with the

second 'i' in 'insight' dotted with a blue gradient circle comprised of a multitude of
pie like partitions separated with a white background and a boomerang like arc
in green emanating from the right of the circle and traveling overhead and to the




left and cutting across the upper portion of the letters in the word 'big'.
Goods/Services Class 035. First use: First Use: 2012/02/07 First Use In Commerce: 2012/02/07

Providing news, information and analysis compiled from multiple global sources
in the field of current events related to marketing strategies and consumer
behavior for businesses through survey results, blogs, commentaries, news
stories and other means

Attachments Notice of Opposition.pdf(48976 bytes )
Registration Certificate.pdf(100045 bytes )
IBM Application.pdf(24185 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Maribeth Deavers/

Name Maribeth Deavers
Date 09/11/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF Trademark Application Serial No. 79115344
for the mark BIGINSIGHTS;
Published in the Official Gazette on August 27, 2013

PROSPER BUSINESS DEVELOPMENT
CORPORATION

Opposer,
V.
Opposition No.

INTERNATIONAL BUSINESS
MACHINES, CORPORATION

Applicant.

NOTICE OF OPPOSITION

PROSPER BUSINESS DEVELOPMENT CORPORATION, a corporation organized
under the laws of the State of Ohio, believes that it will be damaged by the registration of the
mark BIGINSIGHTS (U.S. Ser. No. 79115344) (the “Application”) to International Business
Machines Corporation (“IBM”, also referred to as the “Applicant”) and hereby opposes the
same.

As grounds for opposition, it is alleged that:

1. Opposer is an international business acceleration company providing consulting
services to businesses, namely advising on marketing strategies, developing innovations to
increase market leadership, providing consumer insights and analysis and publishing real time
consumer behavior studies.

2. Opposer has been providing these various consulting and marketing services for
over 20 years and Opposer and its services are recognized worldwide. Opposer provides

information about its marketing and consulting services on its websites www.goprosper.com,

2328483.1:05176 00001



www.bigresearch.com, and www.biginsight.com among others. Websites of third parties also

include information about the Opposer’s goods and services.

3. Opposer began providing certain consulting services in commerce to the general
public under the trademark “BIGINSIGHT” on April 5, 2011.

4, Opposer owns the trademark registration for BIGINSGHT which registered on
April 16, 2013, U.S. Reg. No. 4320032 (“Opposer’s Mark”) (See Exhibit A attached).

5. Opposer’s Mark has been used in connection with “providing news, information
and analysis compiled from multiple global sources in the field of current events related to
marketing strategies and consumer behavior for businesses” as early as April 5, 2011 (See
Exhibit A). Such mark is currently in use with respect to such services.

6. Opposer also owns the trademark application for the design mark BlGinsights,
Application Serial No. 85/806210, filed December 19, 2012.

7. Opposer has invested significant sums of money marketing and promoting its
services under the BIGINSIGHT mark. As a result of these investments and its worldwide use,
Opposer’s Mark has acquired valuable goodwill and distinction and is a very strong mark in the
field of marketing and business consulting services.

8. Applicant filed a section 66(a) trademark application pursuant to 35 U.S.C. §
1141f which was assigned Application Serial No. 79/115344 with an International Registration
Date of May 21, 2012, for the purpose of extending protection of an international trademark
registration to the United States and with an intent to use the mark BIGINSIGHTS in commerce.
Applicants claimed Paris Priority date is January 11, 2012. (See Exhibit B attached).

0. IBM’s Application was published for opposition in the Official Gazette on August

27, 2013.
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10. Applicant’s mark is used in connection with “advice on company management
and business advice; business development services; conducting marketing studies;
implementing and conduction commercial exhibitions in the field of computers, computing
services, information technology and electronic business transactions via global computer
networks”. (See Exhibit B).

11.  Applicant’s mark is identical to Opposer’s Mark in appearance, sound,
connotation and commercial impression.

12.  Applicant’s proposed services are overlapping and/or legally identical to services
provided by Opposer under Opposer’s Mark, particularly business development services,
conducting marketing services, and implementing and conducting commercial exhibitions in the
field of computers in International Class 035. (See Exhibit B).

13. Applicant and Opposer operate in substantially similar trade channels and their
goods and services are viewed by the same customers. Purchasers familiar with Opposer’s
services are likely to mistakenly believe that Applicant’s services are sponsored, authorized,
endorsed, affiliated with or otherwise approved by the Opposer because the IBM mark sought to
be registered and used by Applicant is identical to or confusingly similar to the Opposer’s Mark.

14.  Opposer’s Mark has been in continuous use in commerce in the United States
prior to IBM’s use of the applied for mark and has already acquired significant distinctiveness
and good will.

15. Because of the substantial similarities of Applicant’s mark to Opposer’s Mark

there is a substantial likelihood of confusion to the public.
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16. For the aforementioned reasons, the registration sought by Applicant is contrary
to the provisions of Section 2 of the Lanham Act and Opposer believes it would be damaged
thereby.

17. Opposer also opposes Applicant’s Application and use of its mark for goods and
services in International Class 009 and 042 based on dilution. Opposer’s Mark is famous and
became famous before Applicant’s use of its mark and Applicant’s use of its mark causes
dilution of the distinctive quality of Opposer’s Mark under Section 43(c) of the Lanham Act.

18.  Applicant’s mark should be refused from registration under the Lanham Act for
all International Classes set forth in its Application.

19.  As the owner of Opposer’s Mark, Opposer has a present and prospective right to
use the mark BIGINSIGHT. This right would be impaired by registration of Applicant’s mark.

WHEREFORE, Opposer believes that it has a real interest in this proceeding and will be
irreparably damaged by the registration of Applicant’s mark, and respectfully requests that the
Board sustain this Opposition and refuse the registration of the Applicant’s mark.

DATED: September 11, 2013

Respectfully submitted,

/s/ Maribeth Deavers

Maribeth Deavers (0055903)
mdeavers@isaacwiles.com
Robert C. Perryman (0088797)

rperryman@isaacwiles.com

IsAAC, WILES, BURKHOLDER & TEETOR LLC
Two Miranova Place, Suite 700

Columbus, Ohio 43215

(614) 221-2121 Phone

(859) 365-9516 Fax

2328483.1:05176 00001



CERTIFICATE OF SERVICE

A copy of the foregoing Notice of Opposition has been filed electronically throught the
ESTTA and served via First Class mail, postage prepaid, on September 11, 2013, to the following
counsel of record:

Leonora Hoicka

International Business Machines Corp.
Intellectual Property — Trademarks
New Orchard Road

Armonk, New York 10504

/s/ Maribeth Deavers
Maribeth Deavers (0055903)
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B nited

States of Amepy,,

Anited States Patent and Trademark Office (?

BIGINSIGHT

Reg. No. 4,320,032
Registered Apr. 16, 2013

Int. Cl.: 35

SERVICE MARK
PRINCIPAL REGISTER

Acting Director of the United States Patent and Trademark Office

PROSPER BUSINESS DEVELOPMENT CORPORATION (OHIO CORPORATION)
400 WEST WILSON BRIDGE ROAD

STE 200

WORTHINGTON, OH 43085

FOR: PROVIDING NEWS, INFORMATION AND ANALYSIS COMPILED FROM MULTIPLE
GLOBAL SOURCES IN THE FIELD OF CURRENT EVENTS RELATED TO MARKETING
STRATEGIES AND CONSUMER BEHAVIOR FOR BUSINESSES, IN CLASS 35 (U.S. CLS.
100, 101 AND 102).

FIRST USE 4-5-2011; IN COMMERCE 4-5-2011.

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY PAR-
TICULAR FONT, STYLE, SIZE, OR COLOR.

SER. NO. 85-620,362, FILED 5-9-2012.

MATTHEW GALAN, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http:/www.uspto.gov.

Page: 2 /RN # 4,320,032



REQUEST FOR EXTENSION OF PROTECTION
SERIAL NUMBER: 79115344
FILING DATE: 05/21/2012

Thetable below presentsthe data as entered.

Input Field Entered

MARK SECTION

IMAGE \TICRS\EEXPORT16\|MAGEOUT16\791\153\79115344\xml 1\A PP0002.JPG
COLLECTIVE,
CERTIFICATE OR NO
GUARANTEE MARK

MARK IN STANDARD YES
CHARACTERS

MARK IN COLOR NO
THREE

DIMENSIONAL NO
MARK

SOUND MARK NO

TM IMAGE: COLOR  NO
IMAGE FILE NAME \TICRS\EXPORT16\IMAGEOUT16\791\153\79115344\xml 1\A PP0002.JPG
TYPE (IMAGETYPE) JPG

TEXTUAL ELEMENTS
OF MARK BIGINSIGHTS

HOLDER DETAILS
CLIENT IDENTIFIER 348649

NOTECATION  erencr
NAME International Business Machines
Corporation
ADDRESS New Orchard Road
Armonk, New Y ork 10504
COUNTRY United States of America
ENTITLEMENT E

ESTABLISHMENT



ENTITLEMENT
ADDRESS

ENTITLEMENT
COUNTRY

LEGAL NATURE

LEGAL NATURE:
PLACE
INCORPORATED

CORRESPONDENCE

INDICATOR

IBM France

17 avenue de I'Europe

Bois-Colombes Cedex
France

Corporation

Corporation constituée et régie par leslois de I'Etat de New York, USA

YES

LIMITATION DETAILS

DESIGNATED
CONTRACTING
PARTY CODE

GOODS AND
SERVICESLIMITED
TO

GOODSAND
SERVICESLIMITED
TO

GOODSAND
SERVICESLIMITED
TO

GOODS AND
SERVICESLIMITED
TO

GOODS AND
SERVICES LIMITED
TO

United States of America

09

Computing equipment and computer programs; computing equipment,
namely, computers, servers and storage apparatus; ; computer programs for
connecting to networks and computers systems, servers and apparatus for
storage of different kinds ; operating system software; computer programs for
connecting computers to each other and for allowing computer activities
across aglobal computer network; computer programs for manageing
systems, software and processes in an information technology environment,
instruction manuals sold with the products above in this class.

35

Advice on company management and business advice; business development
services, marketing studies; and computer services,; implementing and
conducting commercial exhibitionsin the field of computers, computing
services, information technology and electronic business transactions via
global computer networksin thisclass.

42

Computer services, computer System integration services; computer
consultation services; consulting servicesin the field of design, selection,
implementation and use of computer hardware and software systems for



GOODSAND
SERVICESLIMITED
TO

others; technical support services, namely troubleshooting computers, servers
and computer programs (computer services); computer system design services
for others; computer system analysis; interconnecting computers and
computer programs, namely, integrating computer systems and computer
networks; testing computer programs and compute equipment, namely,
computer, server and software testing; installation, updating and maintenance
of computer programs; computer programming services for othersin this
class; and computer services.

BASIC GOODSAND SERVICES

VERSION OF NICE
CLASSIFICATION
USED

NICE
CLASSIFICATION

GOODS AND
SERVICES

10

09

Computers; computing equipment, namely magnetic tape units (for
computers), magnetic tapes, printed circuits, integrated circuits, computer
keyboards, compact disks (audio-video), optical disks, couplers (for
computers), floppy disks, magnetic data media, video screens, scanners,
printers for use with computers, interfaces (for computers), readers (for
computers), computer software (recorded programs), microprocessors,
modems, monitors (computer hardware), computers, computer memories,
computer peripheral devices, recorded computer programs and software;
adapters for computers; computer components; data processing equipment;
semiconductors; electronic data mediathat can be processed by machine;
magnetic disks; hard disk drives; tape recorders; cal culating machines; cash
registers; facsimile machines; video recorders; videotapes; all kinds of
batteries; computer chips; boards for integrated circuits; computer
accessories, namely communication servers; carrying cases for computers;
interface cards for computers; computer cables and computer cable parts; fax
modem cards for computers; computer accessories, namely, screen filters,
computer mouse pads, electric converters, namely, digital-to-analogue,
analogue-to-digital and step-by-step voltage switches, pagers, computer
controllers, computer mice; electronic publications, namely books, magazines
and handbooks contai ning information in connection with computer
technology; integrated circuit cards (smart cards) and smart cards, adaptors
for integrated circuits and adaptors for smart cards; adaptors for integrated
circuits and adaptors for smart cards; microcomputers; power supply systems,
projectors; remote controllers for computer; inverters, surge protectors and
devices for uninterruptible power supply; point of sale terminals, computer
operating system software; computer software for access to a global computer
network; computer database management software; computer document
management software; software for locating, recovering and receiving text,
electronic documents, graphic illustrations and audiovisual information via
company-scale internal computing networks and on local, wide-area and
global computer networks; computer software for devel oping and computer
software for designing websites and user manuals, in electronic format, sold
as a set; documentation and instruction manuals recorded on electronic data



NICE
CLASSIFICATION

GOODSAND
SERVICES

NICE
CLASSIFICATION

GOODSAND
SERVICES

mediathat can be operated by machine and relating to computers or computer
programs.

35

Advertising; promotion activity; business management and consultancy;
business information; distribution of flyers; distribution of samples; arranging
newspaper subscriptions for others; book-keeping; document reproduction;
data management processing; arrangement of exhibitions for commercial or
advertising purposes.

42

Computer programming; computer software design, updating and
maintenance; computer software and hardware design for third parties, and
support services concerning computers provided by computer specialists,
computing services, namely the creation, design and maintenance of web sites
for third parties; analysis of computer systems, integration of computer
systems and networks, computer programming services for others, all relating
to commercial interactions via global computer networks; technical support
services, namely the repair of operating systems and computer programmes
by computer technicians; interconnecting of computers and computer
software; computer and computer software testing services; technical project
studiesin the field of computer hardware and computer software; computer
consulting in connection with computer hardware, namely consulting in
computer research and development; computer system analysis, computer
advice and assistance concerning Internet use; rental of computers and
computer software; scientific and industrial research, namely research and
development of new products, biological research, bacteriological research,
chemical research, cosmetic research, mechanical research, geological
research, technical research, pharmaceutical research, scientific research for
medical purposes.

PARISPRIORITY DETAILS

PARISPRIORITY
CODE:

PARISPRIORITY
APPLICATION
NUMBER

PARIS PRIORITY

APPLICATION DATE

France

12/3888066

01/11/2012

BASE REGISTRATION DETAILS

BASE APPLICATION

NUMBER

BASE APPLICATION

DATE

12/3888066

01/11/2012



REPRESENTATIVE DETAILS
CLIENT IDENTIFIER 748141

NAME MARTIN Sylvie,
IBM France
ADDRESS C.E.R. LaGaude -
Dept. de Propriété Intellectuelle
F-06610 La Gaude
COUNTRY France
INTENT TO USE GROUP
ggs;—%ggg G United States of America
DESIGNATIONS
DESIGNATIONS
UNDER THE United States of America

PROTOCOL

INTERNATIONAL REGISTRATION DETAILS

INTERNATIONAL
REGISTRATION 1122540
NUMBER

INTERNATIONAL
REGISTRATION 05/21/2012
DATE OF MARK

INTERNATIONAL
REGISTRATION 05/21/2022
EXPIRY DATE

EFFECTIVE DATE OF
MODIFICATION

NOTIFICATION DATE 08/09/2012

DATE OF RECORDAL
IN INTERNATIONAL  07/23/2012
REGISTER

IB DOCUMENT ID 671953701

OFFICE OF ORIGIN
CODE

OFFICE REFERENCE 79115344

TRANSACTION TYPE
VALUES

05/21/2012

France

Initial Designation



ORIGINAL
LANGUAGE

INSTRUMENT UNDER

WHICH

CONTRACTING Protocol
PARTY IS

DESIGNATED

HOLDER REFERENCE BIGINSIGHTS

DURATION OF MARK
(YEARS)

FRENCH



BIGINSIGHTS



