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IN THE UNITED STATE PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
BARBARA LOUISE MORTON D/B/A § 
TIMARRON COLLEGE PREP § 
 § 

Opposer, § Opposition No.: 91212131
 § 
v. § Mark: TIMARRON
 § 
TIMARRON OWNERS § In re Trademark No.: 85516680
ASSOCIATION, INC. § 

 § 
Applicant. § 

 
 

APPLICANT’S ORIGINAL ANSWER 
 
 

COMES NOW Applicant TIMARRON OWNERS ASSOCIATION, INC. 

(“TIMARRON”) which files this Original Answer (the “Answer”) to Opposer BARBARA 

LOUISE MORTON D/B/A TIMARRON COLLEGE PREP’s Notice of Opposition (the 

“Opposition”) and, in support of said Answer, would show the Board the following: 

1. Applicant admits the allegations contained in paragraph 1 of the first section of 

the Opposition. 

2. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 2 of the first section of the 

Opposition; accordingly, such allegations are denied. 

3. Applicant admits the allegations contained in paragraph 3 of the first section of 

the Opposition. 

As grounds of the opposition, it is alleged that: 

1. Applicant admits the allegations contained in paragraph 1 of the second section of 
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the Opposition.1 

2. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 2 of the second section of the 

Opposition; accordingly, such allegations are denied. 

a. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph a. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

b. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph b. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

c. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph c. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

d. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph d. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

e. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph e. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

f. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph f. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

                                                           
1 N.B. It should be noted that the Opposition contains a numerical error as to its paragraphs, having multiple 
paragraphs with the same numbering.  For the sake of clarity, Applicant herein follows Opposer’s numbering 
conventions in the Opposition. 
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g. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph g. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

h. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph h. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

i. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph i. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

j. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph j. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

k. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph k. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

l. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph l. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

m. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph m. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

n. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph n. of paragraph 2 of 
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the second section of the Opposition; accordingly, such allegations are denied. 

o. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph o. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

p. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph p. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

q. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph q. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

r. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph r. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

s. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph s. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

t. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph t. of paragraph 2 of 

the second section of the Opposition; accordingly, such allegations are denied. 

3. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 3 of the second section of the 

Opposition; accordingly, such allegations are denied. 

a. Applicant denies the allegations contained in subparagraph a. of paragraph 3 of the 
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second section of the Opposition. 

b. Applicant admits the allegations contained in subparagraph b. of paragraph 3 of the 

second section of the Opposition.2 

c. Applicant is without knowledge or information sufficient to form a belief about the 

truth or accuracy of the allegations contained in subparagraph c. of paragraph 3 of 

the second section of the Opposition; accordingly, such allegations are denied. 

Laches 

4. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 4 of the second section of the 

Opposition; accordingly such allegations are denied. 

5. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 5 of the second section of the 

Opposition; accordingly such allegations are denied. 

6. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 6 of the second section of the 

Opposition; accordingly such allegations are denied. 

Affirmative Defense of Dilution 

7. Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the allegations contained in paragraph 7 of the second section of the 

Opposition; accordingly such allegations are denied. 

                                                           
2 N.B. In the interest of clarity, it should be noted that Applicant non-suited its claims without prejudice in the matter 
of Timarron Owners Association, Inc. v. Barbara Louise Morton d/b/a Timarron College Prep; Cause No. 096-
260449-12, before the 96th Judicial District Court of Tarrant County, due, in part, to Opposer bring her opposition 
and in favor of resolving the disputes between Opposer and Applicant before a federal venue.  Such voluntary non-
suit at Plaintiff’s discretion in no way constituted an acknowledgement or suggestion by Applicant that its claims 
raised against Opposer in such state lawsuit were without merit or untenable, and Applicant explicitly denies such a 
possibility. 
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8. Applicant denies the allegations contained in paragraph 8 of the second section of 

the Opposition. 

9. Applicant admits the allegation that it is known by the name “TIMARRON 

OWNER’S ASSOCIATION” contained in paragraph 9 of the second section of the Opposition; 

all other allegations contained in paragraph 9 of the second section of the Opposition are denied. 

Applicant’s mark is not valid. 

10. Applicant admits the allegation that the State of Texas has given a registration to 

Applicant for “TIMARRON” contained in paragraph 10 of the second section of the Opposition; 

Applicant denies the allegation that Applicant has challenged such registration in the 96th 

Tarrant County; Applicant is without knowledge or information sufficient to form a belief about 

the truth or accuracy of the remaining allegations contained in paragraph 10 of the second 

section of the Opposition; accordingly, such allegations are denied. 

Prayer 

11. Applicant denies that Opposer is entitled to the relief requested in the prayer of 

the Opposition. 

APPLICANT’S AFFIRMATIVE DEFENSES 

12. Applicant affirmatively pleads the defense of judicial estoppel and alleges that 

Opposer is estopped from claiming that registration of Applicant’s trademark will create a false 

suggestion of a connection in that Opposer has previously affirmatively pled that Applicant and 

Opposer’s concurrent use of the term “Timarron” does not create a false suggestion of a 

connection between Applicant and Opposer.  Specifically, in Defendant Morton’s Traditional 

and No Evidence Motion for Summary Judgment (the “Prior Summary Judgment Motion”), filed 

under Cause No. 096-260449-12 before the 96th Judicial District of Tarrant County, Texas (the 
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“State Litigation”), Opposer affirmatively pled that “[t]here is no reason to believe that 

consumers will confuse TIMARRON OWNER’S ASSOCIATION with TIMARRON 

COLLEGE PREP” and that consumers “would not see yet another business in the area using the 

word TIMARRON as connected to Plaintiff [TIMARRON].”  Prior Summary Judgment Motion, 

p. 4, ¶ 13.  A true and correct copy of said Prior Summary Judgment Motion filed in the State 

Litigation is attached hereto as “Exhibit A” and is incorporated by reference as if fully set forth 

herein.  Further, Opposer is currently seeking a federal trademark registration in which 

application for registration Opposer has disclaimed all elements except for the term “Timarron,” 

as required by the trademark examiner.  Specifically, as part of the proceedings of Federal 

Trademark Application No. 85516680 for the phrase “Timarron College Prep” (“Opposer’s 

Trademark Application”), the trademark examining attorney issued an Office Action to Opposer 

(the “Office Action to Opposer”), requiring, inter alia, that Opposer “disclaim the descriptive 

wording ‘college prep’ apart from the mark shown because it merely describes an ingredient, 

quality, characteristic, function, feature, purpose or use of [Opposer’s] goods and/or services.”  

Office Action to Opposer, p. 3-4, § Disclaimer.  A true and correct copy of said Office Action to 

Opposer in Opposer’s Trademark Application is attached hereto as “Exhibit B” and is 

incorporated by reference as if fully set forth herein.  In response to said Office Action to 

Opposer, Opposer filed her Response to Office Action, wherein Opposer specifically disclaimed 

the phrase “college prep” as part of her trademark application, stating that “[n]o claim is made to 

the exclusive right to use college prep apart from the mark shown.”  Response to Office Action, 

p. 2, § Disclaimer.  A true and correct copy of said Response to Office Action in Opposer’s 

Trademark Application is attached hereto as “Exhibit C” and is incorporated by reference as if 

fully set forth herein.  Accordingly, Opposer is and should be judicially estopped from claiming 
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that registration of Applicant’s trademark will create a false suggestion of a connection. 

13. Applicant affirmatively pleads the defense of priority and alleges that its date of 

first use of the term “Timarron” in commerce predates Opposer’s date of first use. 

14. Applicant affirmatively pleads the defense of judicial estoppel and alleges that 

Opposer is estopped from claiming that registration of Applicant’s trademark will lead to a 

likelihood of confusion in that Opposer has previously affirmatively pled that there is no 

likelihood of confusion arising from Applicant.  Specifically, in the Prior Summary Judgment 

Motion, Opposer affirmatively pled that “[t]here is no reason to believe that consumers will 

confuse TIMARRON OWNER’S ASSOCIATION with TIMARRON COLLEGE PREP” and 

that consumers “would not see yet another business in the area using the word TIMARRON as 

connected to Plaintiff [TIMARRON].”  Prior Summary Judgment Motion, p. 4, ¶ 13.  Further, 

Opposer is currently seeking a federal trademark registration in which application for registration 

Opposer has disclaimed all elements except for the term “Timarron,” as required by the 

trademark examiner.  Specifically, as part of the proceedings of Opposer’s Trademark 

Application, the trademark examining attorney issued the Office Action to Opposer, requiring, 

inter alia, that Opposer “disclaim the descriptive wording ‘college prep’ apart from the mark 

shown because it merely describes an ingredient, quality, characteristic, function, feature, 

purpose or use of [Opposer’s] goods and/or services.”  Office Action to Opposer, p. 3-4, § 

Disclaimer.  In response to said Office Action to Opposer, Opposer filed her Response to Office 

Action, wherein Opposer specifically disclaimed the phrase “college prep” as part of her 

trademark application, stating that “[n]o claim is made to the exclusive right to use college prep 

apart from the mark shown.”  Response to Office Action, p. 2, § Disclaimer.  Accordingly, 

Opposer is and should be judicially estopped from claiming that registration of Applicant’s 



 

APPLICANT’S ORIGINAL ANSWER  PAGE 9 

trademark will lead to a likelihood of confusion. 

15. Applicant affirmatively pleads the defense of judicial estoppel and alleges that 

Opposer is estopped from claiming that the term “Timarron” is primarily geographical such that 

it cannot be a registered trademark in that Opposer is currently seeking federal trademark 

registration for the phrase “Timarron College Prep” but has not disclaimed the term “Timarron” 

as merely geographical as part of such application.  See Federal Trademark Application No. 

85516680.  Accordingly, because Opposer currently affirmatively seeks a federal trademark 

registration including the term “Timarron” but has not disclaimed such term as being merely 

geographic, Opposer is and should be judicially estopped from claiming as part of her opposition 

to Applicant’s trademark that the term “Timarron” is merely geographic. 

16. Applicant affirmatively pleads the defense of judicial estoppel and alleges that 

Opposer is estopped from claiming that the term “Timarron” is diluted such that it cannot be a 

registered trademark in that Opposer is currently seeking a federal trademark registration in 

which application for registration Opposer has disclaimed all elements except for the term 

“Timarron,” as required by the trademark examiner.  Specifically, as part of the proceedings of 

Opposer’s Trademark Application, the trademark examining attorney issued the Office Action to 

Opposer, requiring, inter alia, that Opposer “disclaim the descriptive wording ‘college prep’ 

apart from the mark shown because it merely describes an ingredient, quality, characteristic, 

function, feature, purpose or use of [Opposer’s] goods and/or services.”  Office Action to 

Opposer, p. 3-4, § Disclaimer.  In response to said Office Action to Opposer, Opposer filed her 

Response to Office Action, wherein Opposer specifically disclaimed the phrase “college prep” as 

part of her trademark application, stating that “[n]o claim is made to the exclusive right to use 

college prep apart from the mark shown.”  Response to Office Action, p. 2, § Disclaimer.  
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Accordingly, Opposer is and should be judicially estopped from claiming that the term 

“Timarron” is diluted such that it cannot be a registered trademark. 

17. Applicant affirmatively pleads the defense of judicial estoppel and alleges that 

Opposer is estopped from claiming that the term “Timarron” is so generic such that it cannot be a 

registered trademark in that Opposer is currently seeking a federal trademark registration in 

which application for registration Opposer has disclaimed all elements except for the term 

“Timarron,” as required by the trademark examiner.  Specifically, as part of the proceedings of 

Opposer’s Trademark Application, the trademark examining attorney issued the Office Action to 

Opposer, requiring, inter alia, that Opposer “disclaim the descriptive wording ‘college prep’ 

apart from the mark shown because it merely describes an ingredient, quality, characteristic, 

function, feature, purpose or use of [Opposer’s] goods and/or services.”  Office Action to 

Opposer, p. 3-4, § Disclaimer.  In response to said Office Action to Opposer, Opposer filed her 

Response to Office Action, wherein Opposer specifically disclaimed the phrase “college prep” as 

part of her trademark application, stating that “[n]o claim is made to the exclusive right to use 

college prep apart from the mark shown.”  Response to Office Action, p. 2, § Disclaimer.  

Accordingly, Opposer is and should be judicially estopped from claiming that the term 

“Timarron” is so genereic that it cannot be a registered trademark. 

18. Applicant affirmatively pleads the defense of waiver and alleges that Opposer is 

barred from disputing the validity of Applicant’s State Trademark for the term “Timarron” in 

that Opposer has previously affirmatively waived such claims.  Specifically, in the Prior 

Summary Judgment Motion, Opposer affirmatively stated, “Defendant waives all causes of 

action and relief not requested in this motion.”  Prior Summary Judgment Motion, p. 6, ¶ 22.  

Despite having affirmatively sought to invalidate Applicant’s State Trademark in her Original 
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Answer and Counterclaim in the State Litigation, Opposer did not seek such invalidation of 

Applicant’s State Trademark as part of her Prior Summary Judgment Motion and, accordingly, 

waived such relief and cause of action.  See Prior Summary Judgment Motion, pp. 1-6.  As such, 

Opposer has waived her ability to contest the validity of Applicant’s State Trademark and is and 

should be barred from seeking such relief herein. 

PRAYER 

WHEREFORE, PREMISES CONSIDERED, Applicant TIMARRON OWNERS 

ASSOCIATION, INC. respectfully prays that this Board deny Opposer BARBARA LOUISE 

MORTON D/B/A TIMARRON COLLEGE PREP’s Opposition in its entirety and for such 

further relief, at law or in equity, to which Applicant may show itself entitled. 

DATED:  September 30, 2013 
 

 

Respectfully submitted, 
WILSON LEGAL GROUP P.C. 

 
 

By: /s/John T. Wilson    
John T. Wilson 
State Bar No. 24008284 
Kandace D. Walter 
State Bar No. 24047068 
16610 Dallas Parkway, Suite 1000 
Dallas, Texas 75248 
Telephone:  (972) 248-8080  
Facsimile:  (972) 248-8088 
 

ATTORNEYS FOR APPLICANT 
TIMARRON OWNERS ASSOCIATION, 
INC. 
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CERTIFICATE OF SERVICE 
 

The undersigned hereby certifies that, on September 30, 2013, a true and correct copy of 

the foregoing was served on Warren V. Norred of The Law Office of Warren V. Norred, located 

at 200 E. Abram St., Ste. 300, Arlington, Texas 76010; facsimile no.: (817) 549-0161 in 

accordance with the Federal Rules of Civil Procedure. 

 
  /s/John T. Wilson   

John T. Wilson 
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.-\ 
::c. ~ -· 

Cause No. 096-260449-12 0 ~ ~ ~. 

TIMARRON OWNERS ASSOC., INC. § IN THE DISTRICT C~~T ;?~p 
Plaintiff, § ~ J:' (") rr1 

v. 

§ <"">' ,.. oO 

§ 96TH JUDICIAL DIS~ ~ ~ 
§ ~\ .. ; 

BARBARA LOUISE MORTON D/B/A/ 
TIMARRON COLLEGE PREP 

c::J .z:- -· ... 
§ c~ .. \ ()l 

§ TARRANTCOUNTY,TEXAS 
Defendant. § 

DEFENDANT MORTON'S 
TRADITIONAL AND NO EVIDENCE MOTION FOR SUMMARY JUDGMENT 

Defendant Morton asks the court to sign a final summary judgment against Plaintiff on all claims 

under the traditional and no-evidence standards, and in favor of Defendant's Counter-Claims. 

A. Introduction 

I. Plaintiff sued Defendant Morton for: 
a. trademark infringement, 
b. unjust enrichment, 
c. tortious interference with prospective business relations, and 
d. unfair competition. 

2. Defendant answered the suit with counterclaims for: 
a. declaratory judgment, 
b. disclaimer or cancellation of Plaintiffs Texas-registered mark, 
c. tortious interference with business relations, 
d. motion to transfer the case to Travis County, and 
e. attorney fees. 

3. Discovery in this suit is governed by a Level2 discovery control plan. 

B. Defendant moves for a No-Evidence Summary Judgment against Plaintifrs Claims 

4. Trademark Infringement - Plaintiff can show no evidence that Defendant used Plaintiffs 

registered mark in connection with the selling and offering for sale of goods that is likely to 

deceive or cause confusion or mistake as to the source or origin of said good, which is 

required to constitute infringement under TEX. Bus. & COMM. CODE § 16.26, because 
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Plaintiffs mark represents only insurance & financial products found in International 

Trademark Class 36 (see Plaintiffs Original Petition, Exhibit A), and Defendant uses the 

mark only to advertise tutoring services that no reasonable person could associate with 

Plaintiffs mark. Without evidence oflikely confusion, the infringement claim must fail. 

5. Unjust Enrichment - Generally, to sustain an action for unjust enrichment, there must be 

some basis for the law to infer a promise on the part of the defendant to the plaintiff to pay 

for the benefit or property, as discussed in Berger Engineering Co. v. Village Casuals, Inc., 

576 S. W.2d 649, 652 (Tex. Civ. App.--Beaumont 1978, no writ) ("there must exist between 

the parties an implication that the party performing the services would be paid by the party 

accepting and benefiting by them"). The absence of such a relationship between a coventurer 

and the other coventurer's father, for example, defeated a coventurer's claim of unjust 

enrichment against the father, even though the father took depreciation and operating losses 

stemming from the joint venture as deductions in his personal federal income tax return in 

Shwiff v. Priest, 650 S.W.2d 894, 902 (Tex. App.--San Antonio 1983, writ refd n.r.e.). 

Plaintiff can show no relationship between the Parties that will sustain a claim for unjust 

enrichment, so its claim must fail. 

6. Tortious Interference With Prospective Business Relations - Plaintiffs claim must fail 

because Plaintiff can provide no evidence on any of its elements, as listed in Faucette v. 

Chantos, 322 S.W.3d 901,914 (Tex. App.--Houston [14th Dist.] 2010, no pet. h.): 

a. There must be a "reasonable probability" that the plaintiff would have entered into the 

prospective relations. This must be a specific relationship. 

b. The defendant's conduct must have been independently tortious or wrongful. 

c. The defendant's interference must have resulted in actual harm or damage. 
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d. The defendant's acts of interference must have been the proximate cause of the plaintiffs 

damages. 

e. When the interference is with prospective business relations that are the subject of 

competition, the plaintiff must show defendant's actions violated antitrust laws or caused 

third persons to refuse to deal with the plaintiff. Caller-Times Pub. Co. v. Triad 

Communications, 855 S.W.2d 18,22 (Tex. App.--Corpus Christi 1993, no writ). 

7. Unfair Competition- Among other elements, Plaintiff must prove that Defendant's use of the 

trade mark would be likely to confuse the public. Thompson v. Thompson Air Conditioning & 

Heating, Inc., 884 S.W.2d 555, 558 (Tex. App.--Texarkana 1994, no writ). As the Parties 

provide very different services that have no relation, Defendant's use of the mark would not 

be likely to confuse the public. 

8. Defendant attaches affidavits to this motion as Exhibit A to establish facts in support of this 

motion and incorporates the affidavits by reference. 

C. Argument & Authorities Supporting Defendant's No-Evidence Motion 

9. A court may grant a no-evidence motion for summary judgment if the movant can show that 

adequate time for discovery has passed and the nonmovant has no evidence to support one or 

more essential elements of its claim or defense. TEX. R. Civ. P. 166a(i). 

I 0. An adequate time for discovery has passed. 

II. Defendant is entitled to summary judgment because Plaintiff cannot, by any admissible 

evidence, demonstrate there is any evidence to support the specific elements as discussed 

supra, causing all five of Plaintiffs substantive claims to fail. 

96-260449-12, Defendant's Traditional and No Evidence MSJ Page3 



D. Defendant also moves for a Traditional Summarv Judgment against Plaintiffs Claims 

12. To prevail on summary judgment, a movant must conclusively establish all elements of its 

cause of action as a matter oflaw, TEX. R. Civ. P. 166a(c); Defendant herein incorporates the 

prior factual discussion in previous paragraphs, and adds the additional facts and argument in 

support of a traditional summary judgment as follows. 

13. Facts - There is no reason to believe that consumers will confuse TIMARRON OWNER'S 

ASSOCIATION with TIMARRON COLLEGE PREP, as consumers are already aware of 

these two businesses and others in operation in the Southlake and surrounding area, along 

with many others, and would not see yet another business in the area using the word 

TIMARRON as connected to Plaintiff. As discussed in Exhibit A, the following commercial 

enterprises exist near Plaintiff: 

a. "The Courtyard at Timarron" is a current business in Southlake, TX. 
b. "The Villages at Timarron" is a current business in Southlake, TX. 
c. "Timarron Family Medicine, PA" is a current business in Southlake, TX. 
d. "Timarron at Creekside Park" is a current business in Southlake, TX. 
e. "Timarron Financial Services, LLC" is a current business in Southlake, TX. 
f. "Timarron Partners, Inc." is a current business in Grapevine, TX. 
g. "Timmaron LLC" is a current business in Richardson, TX. 
h. "Timarron Capital Inc" is a current business in Irving, TX. 
i. "Timarron Custom Homes, Inc." is a current business in Keller, TX. 
j. "Timarron Venture, Ltd." is a current business in Dallas, TX. 
k. "Timarron Venture One, L.C." is a current business in Dallas, TX. 
I. "Timarron Shopping Center, L.P." is a current business in Dallas, TX. 
m. "Timarron Mortgage Group Inc." is a current business in Dallas, TX. 
n. "Timarron Land Corporation" is a current business in Mesquite, TX. 
o. "Timarron Skin & Laser" is a current business in Southlake, TX. 
p. "Timarron Professional Eye" is a current business in Southlake, TX. 
q. "Timarron Golf Club Maintenance" is a current business in Southlake, TX. 
r. "Timarron Family Medicine" is a current business in Southlake, TX. 
s. "Village at Timarron 4120" is a current business in Southlake, TX. 
t. "Timarron Tiger Sharks" is a current business in Southlake, TX. 
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14. No similarity of Goods - Plaintiffs claims requires at least a reasonable possibility that 

consumer confusion might result from Defendant's use of the word "Timarron", but the 

services provided by TIMARRON OWNER'S ASSOCIATION is not remotely connected to 

the educational tutoring services provided by Defendant. 

15. No Confusion - After recognizing that the services offered by the Plaintiff and Defendant are 

so different, and there are so many other commercial enterprises using the word "Timarron", 

no reasonable person could be confused as to think that one organization is responsible for all 

of the enterprises. 

16. Affirmative Defense of Laches- Applicant has been using TIMARRON as part of her mark 

for years, along with many other entities in the area. Timarron home owners have employed 

Defendant's mentoring services for years. The delay in filing suit was not reasonable or 

excusable. Though the Lanham Act has no Statute of Limitations, federal courts often look to 

state law and apply the doctrine of laches accordingly; the Texas Deceptive Trade Practices 

Act has a statute of limitations of two years, which supports a finding oflaches in this case. 

Plaintiff cannot lie in wait while Defendant builds her business and then try to force a 

business name change. 

17. Affirmative Defense of Dilution - The word "TIMARRON" is used by many businesses in 

the Southlake, TX area. In the minds of consumers, the word "TIMARRON" is not attached 

to one particular business. The word "TIMARRON" is diluted; no single entity can claim 

exclusive rights to the word. 

18. No Colorable Claim for Common Law Trademark Confusion - Plaintiffs claim to a common 

law trademark is limited to its full name "TIMARRON OWNER'S ASSOCIATION", by 

which it is known. Defendant does not use Plaintiffs common law mark. 
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19. Summary of Motion for Traditional Summary Judgment - Based on the above facts, 

Defendant asks the Court for a declaration that Defendant is not infringing Plaintiffs 

registered mark, and award fees in accordance with TEX. CIV. PRAC. & REM. CODE§ 37, in 

accordance with the following paragraph. 

E. Attorney Fees 

20. Defendant is entitled, under the authority of TEX. Clv. PRAC. & REM. CODE § 37, to 

reasonable and necessary attorney fees that were incurred in the prosecution of this suit and 

contingent attorney fees in case of unsuccessful appeal, as supported by Exhibit B, including: 

a. Defendant is entitled to attorney fees incurred in the amount of$7515.00. 

b. If this case is unsuccessfully appealed to the court of appeals, Defendant is entitled to an 

additional $15,000; if to the Texas Supreme Court, an additional amount of$15,000. 

F. Praver 

21. Defendant asks for summary judgment against Plaintiff with regard to all of its claims, and 

summary judgment on her claim for declaratory judgment and associated attorney fees, 

including pre- and post-judgment interest. 

22. Defendant waives all causes of action and relief not requested in this motion. 

Respect 

By:~~~~~~~~~~~~----
Warren V. Norred, Texas Bar . 2 4 
200 E. Abram, Suite 300, Arlington, TX 76010 
Tel. (817) 704-3984, Fax. (817) 549-0161 

CERTIFICATE OF SERVICE- I certify that on July \f).. , 2013, a true and correct copy of 
Defendant's MSJ was served by fax to John Wilson a 97 48.8080. 

~ 
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Cause No. 096-260449-12 

TIMARRON OWNERS ASSOC., INC. 
Plaintiff, 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

IN THE DISTRICT COURT 

v. 96TH JUDICIAL DISTRICT 

BARBARA LOUISE MORTON D/B/A/ 
TIMARRON COLLEGE PREP 
Defendant. 

TARRANT COUNTY, TEXAS 

EXHIBIT A 
AFFIDAVIT OF DEFENDANT BARBARA MORTON 

BEFORE ME, the undersigned authority, on this day personally appeared Barbara Morton, who 

swore on oath that the following facts are true: 

"My name is Barbara Louis Morton. I am over 18 years of age, of sound mind, and fully 

competent to make this affidavit. I have personal knowledge of the facts stated herein and they 

are all true and correct." 

I. "I did not intentionally use 'TIMARRON' in the name of my tutoring service in order to 

take advantage of Plaintiff's name, or any of the many businesses using the same word. 

2. "The use of "TIMARRON" by itself cannot be used as a trademark because it is used by so 

many other people that it provides no identification of the provider of any good or service. 

3. "I am familiar with the commercial enterprises in and around the Dallas-Fort Worth area. I 

have personally seen more than a dozen entities using the name "TIMARRON" in their 

title, and a search on the Internet revealed the following commercial entities in north Texas. 

a. The Courtyard at Timarron is a current business in Southlake, TX. 
b. The Villages at Timarron is a current business in Southlake, TX. 
c. Timarron Family Medicine, PA is a current business in Southlake, TX. 
d. Timarron at Creekside Park is a current business in Southlake, TX. 
e. Timarron Financial Services, LLC is a current business in Southlake, TX. 
f. Timarron Partners, Inc. is a current business in Grapevine, TX. 
g. Timmaron LLC is a current business in Richardson, TX. 

96·260449-12, Defendant's Traditional and No Evidence MSJ Page 7 



h. Timarron Capital Inc is a current business in Irving, TX. 
1. Timarron Custom Homes, Inc. is a current business in Keller, TX. 
j. Timarron Venture, Ltd. is a current business in Dallas, TX. 
k. Timarron Venture One, L.C. is a current business in Dallas, TX. 
I. Timarron Shopping Center, L.P. is a current business in Dallas, TX. 
m. Timarron Mortgage Group Inc. is a current business in Dallas, TX. 
n. Timarron Land Corporation is a current business in Mesquite, TX. 
o. Timarron Skin & Laser is a current business in Southlake, TX. 
p. Timarron Professional Eye is a current business in Southlake, TX. 
q. Timarron Golf Club Maintenance is a current business in Southlake, TX. 
r. Timarron Family Medicine is a current business in Southlake, TX. 
s. Village at Timarron 4120 is a current business in Southlake, TX. 
t. Timarron Tiger Sharks is a current business in Southlake, TX." 

4. "The number of businesses using the word "TIMARRON" in the geographic area indicates 

that even if the word "TIMARRON" was at one time a valid trademark, it is too diluted to 

be protectable as a mark today." 

5. "Besides the commercial enterprises listed above, I have seen that the USPTO provided a 

Notice of Allowance for "TIMARRON CAPITAL, INC." as a standard character mark in 

2006 for commercial loan services. Though that mark was eventually abandoned for lack of 

use, the USPTO did not see any conflict between "TIMARRON CAPITAL, INC" and 

"TIMARRON OWNERS ASSOC., INC." 

6. No reasonable person would see all of the businesses with the name "TIMARRON" in 

them and think that they were all owned by the same organization. It's just a common name 

used commercially in this geographic area. IfTIMARRON OWNERS ASSOC., INC. was 

the first organization to use "TIMARRON" and everyone else has used it in response, then 

it would be unfair to wait more than 20 years of use by two dozen other entities before 

reacting. None of the businesses using "TIMARRON" have hidden that fact. 

7. "There is no likelihood of confusion between my tutoring service and TIMARRON 

OWNERS ASSOC., INC." 
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8. "There is no similarity of goods between TIMARRON OWNERS ASSOC., INC., which is 

a home owner association. and my organization, which provides tutoring services." 

9. '1 have performed tutoring services since 1999 with the word "TTMARRON" in my entity 

name; I have been doing business specifically as "TIMARRON COLLEGE PREP" since at 

least as far back as May 2008. 

10. "When I was naming my company, I learned that TIMARRON' meant 'child of promise' in 

the Hopi language. I do not recall where or how I learned that, and I do not contend that I 

am some sort of expert on the Hopi language. But when I learned it, I chose to use the word 

in my company's name on that basis." 

11. "I had to hire Warren Norred to defend me in this suit I am paying him $300 per hour, and 

have accumulated legal fees as detailed in Exhibit B." 

Barbara L. Morton 

SUBSCRIBED AND SWORN TO BEFORE ME by J(.(.(~ fl 

W£NDY A ICNliTSON 
My Commission &pim 

Mm8,2016 
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Cause No. 096-260449-12 

TIMARRON OWNERS ASSOC., INC. 
Plaintiff, 

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

IN THE DISTRICT COURT 

v. 96TH JUDICIAL DISTRICT 

BARBARA LOUISE MORTON D/B/A/ 
TIMARRON COLLEGE PREP 
Defendant. 

TARRANT COUNTY, TEXAS 

EXHIBITB 
AFFIDAVIT OF WARREN NORRED IN SUPPORT OF ATTORNEY FEES 

BEFORE ME, the undersigned authority, on this day personally appeared Warren V. Norred, 

who swore on oath that the following facts are true: 

"My name is Warren V. Norred. I am over 18 years of age, of sound mind, and fully 

competent to make this affidavit. I have personal knowledge of the facts stated herein and they 

are all true and correct." 

"Movant Barbara Louis Morton employed Norred Law, PLLC in connection with the 

matter on which this suit is based. Movant is entitled to recover the reasonable attorney's fees 

requested herein pursuant to the Declaratory Judgment Act, TEX. CIV. PRAC. & REM. CODE§ 37. 

It is my opinion that these fees are reasonable attorney's fees based upon the following factors: 

I. The novelty and difficulty of the issue involved, the skill required to provide the 

legal services properly, and my experience, reputation, and expertise in 

performing the services; 

2. The time and labor involved to perform the legal services properly; and, 

3. The fee customarily charged in the community for similar services." 

"I charge $300 per hour for attorney time on this case. The estimated fees in this case are, 

to date, $6615.00, which includes the fees for the initial consult, writing of the answer, amended 
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answer, handling discovery issues, preparation and service of the Motion for Summary Judgment 

to which this affidavit is attached. I anticipate another three hours to participate in the hearing on 

this motion and post-hearing issues, totaling $7515.00. 

"In support ofthis accounting, I have attached a pre-bill to this affidavit as Attachment I, 

reflecting a true and correct accounting of the tasks that my office has performed for this case." 

"It is my opinion that attorney's fees in the amount of $5,000.00 would be a reasonable 

fee for the services required to perform post-judgment discovery and to satisfy the judgment by 

writ of execution and other procedures, $10,000.00 if appealed to the Court of Appeals, and 

$15,000.00 to the Supreme Court." 

Wlfrren V. Norred 

SUBSCRIBED AND SWORN TO BEFORE ME by Warren V. Norred on July / :)_, 2013. 

~ .... ";_~~~~~~~~'; L. EllEN FLINT 
b?.:x·_:;;-;, Notary Public. State oflexas 
; : .. 1'i".' ~ My commission ExpiTeS 
~;.;;~····~~-...~~ May 22 2017 

''''ltj?j~\1'\'' I 

/M~ ,;?d#/t-7-
Notary Public, State of Texas 
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PRE-BILL 
Norred Law, PLLC 
Bobbie Morton 
476 Cherokee Ct. S 
Keller, TX 76248 

Client: 
Matter: 

Matter Type: 
Comments: 

File Open Date: 
Billing Mode: 

Billing Frequency : 
Remarks: 

ACCOU!'(T 
AGI:\'G 

Fees Billed to Date: 

Ticket 

ATTACHMENT 1 

Bobbie Morton 

Date: 
Time: 
Page: 

7/12/2013 
9:32AM 

I of2 

12-439 
12-439 Timarron v. Bobbie Morton - Trademark 
LIT Litigation 

7/26/2012 
Hourly 

Monthly 

Current 

$ 0.00 

$0.00 

Bill Date: 7/12/2013 
Start Date: 1/1/1900 

Last Bill: 

30-59 Davs 

$ 0.00 

Costs Billed to Date: 

Fees 

Originating Timekeeper: WVN 
Responsible Timekeeper: 

Billing Format Code: 
Fees/Costs Cut Date: 
Payments Cut Date: 

Type of Bill: 

WVN 
GEN 
7/12/2013 
7/12/2013 

Regular 

60-89 Davs 
$0.00 

90 Davs and Over 
$0.00 

$0.00 

Number Date Timekee!)er Description Hours Amount 

17 1/25/2012 WVN Initial disc with BM re HOA dispute. 0.33 $99.00 BL 

10 4/4/2012 WVN Email exchange with BM; decided not to send letter. 0.33 $99.00 BL 

19 4/14/2012 WVN Email with BM on decision not to get an agreement with 0.10 $30.00 BL 
HOA. 

18 5/29/2012 WVN Email disc with BM about new lease at Courtyard at 0.17 $51.00 BL 
Timarron. 

II 8/22/2012 WVN Rec'd petition. 0.50 $150.00 BL 

8/23/2012 WVN Rec'd rest of Pet. 0.17 $51.00 BL 

2 8/24/2012 WVN Rec'd evidence from BM, number of emails with examples 0.50 $150.00 BL 
of other Timarron companies. 

3 8/25/2012 WVN Rec'd additional evidence ofTimarron used. 0.17 $51.00 BL 

4 8/31/2012 WVN Begin drafting answer. 0.50 $150.00 BL 

5 9/6/2012 WVN Complete Answer. Added counter-claims of tortious 3.50 $1,050.00 BL 
interference. 

6 917/2012 WVN File and serve answer 1.00 $300.00 BL 

7 9/8/2012 WVN Write Rule II for email and email to JW. Examined 0.50 $150.00 BL 
national trademark. 

8 10/12/2012 WVN Rec'd Timarron's answer. 0.50 $150.00 BL 

20 11/27/2012 WVN Wrote and filed response to Notice of Opposition. 2.00 $600.00 BL 

21 12/15/2012 WVN Sent discovery to Wilson via email. 0.25 $75.00 BL 

9 1/11/2013 WVN Wrote & served Discovery to HOA. 2.00 $600.00 BL 

12 5/15/2013 WVN Rec'd discovery requests from HOA. 0.25 $75.00 BL 

Continued On Next Page 



PRE-BILL 
Norred Law, PLLC 
Client: 12-439 

Matter: 12-439 

13 5116/2013 WVN 

14 5/16/2013 WVN 

15 5/17/2013 WVN 

16 5117/2013 WVN 

23 5/22/2013 EF 

26 5/30/2013 EF 

24 5/31/2013 EF 

25 5/31/2013 WVN 

28 6/3/2013 EF 

27 6/4/2013 EF 

32 6117/2013 WVN 

30 7/3/2013 WVN 

29 7/5/2013 WVN 

Bobbie Morton 
Timarron v. Bobbie Morton- Trademark 

Status to client. Discussion of opposition to HOA's marks. 0.25 

Email disc re: deposition of BM, set for July 15. 0.25 

Disc re: trademark case, opposition case. 0.75 

BM sent out req. discovery on 12/17, followed with phone 0.83 
discussion. 

Emailed Admissions to Bobbie. Awaiting responses. 0.00 

Prepared Admissions Responses. 1.25 

Drafted Interrogatory answers. 1.75 

Instruct and draft discovery. 0.75 

Drafted Production responses/emailed Bobbie!LM on 0.75 
Bobbie's cell. 

Served Discovery Responses (lnt, Adm, & Prod). 0.25 

Rec'd Motion to Compel. No hrg set yet. 0.25 

Draft MSJ. 3.00 

Finalize, file, serve MSJ. 2.00 

Totalllours: 24.85 
Billable Hours: 24.85 

Timekeeper Summary 

Timekeeper EF worked 4.00 hours at $90.00 per hour, totaling $360.00. 
Timekeeper WVN worked 20.85 hours at $300.00 per hour, totaling $6,255.00. 

Prior Balance: 
Payments Received: 

Current Fees: 

Sales Tax on Fees: 
Advanced Costs: 

Sales Tax on Costs: 
Administrative Cost: 

Late Charges: 
Additional Retainer Due: 

TOTAL AMOUNT DUE: 

$0.00 
$0.00 

$6,615.00 

$0.00 
$0.00 
$0.00 
$0.00 
$0.00 
$0.00 
$0.00 

$6,615.00 

Date: 
Time: 
Page: 

$75.00 

$75.00 

$225.00 

$249.00 

$0.00 

$112.50 

$157.50 

$225.00 

$67.50 

$22.50 

$75.00 

$900.00 

$600.00 

$6,615.00 

Fees and Costs ( Fees Only [ Costs Only [ Don't Bill [ 

7/12/2013 
9:32AM 

2of2 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 

BL 
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To: Morton, Barbara (docket@iplaw.pro)

Subject: U.S. TRADEMARK APPLICATION NO. 85516680 - TIMARRON
COLLEGE PREP - BMRT-28480TM

Sent: 4/21/2012 11:14:47 AM

Sent As: ECOM116@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.       85516680
 
    MARK: TIMARRON COLLEGE PREP     
 

 
        

*85516680*
    CORRESPONDENT ADDRESS:
          MARK W HANDLEY  
          HANDLEY LAW FIRM, PLLC
          PO BOX 97
          GRAPEVINE, TX 76099-0097   
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT:           Morton, Barbara         
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          BMRT-28480TM        
    CORRESPONDENT E-MAIL ADDRESS: 
           docket@iplaw.pro

 

mailto:docket@iplaw.pro
../OOA0002.JPG
../OOA0003.JPG
../OOA0004.JPG
../OOA0005.JPG
../OOA0006.JPG
../OOA0007.JPG
../OOA0008.JPG
../OOA0009.JPG
../OOA0010.JPG
../OOA0011.jpg
../OOA0012.jpg
../OOA0013.jpg
../OOA0014.jpg
../OOA0015.jpg
../OOA0016.jpg
../OOA0017.jpg
http://www.uspto.gov/trademarks/teas/response_forms.jsp


 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 4/21/2012
 
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
Search Results
 
The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d).  TMEP
§704.02; see 15 U.S.C. §1052(d).
 
Identification of Goods
 
The identification of goods is indefinite and must be clarified because it includes the open-ended wording
“ including.”   See TMEP §§1402.01, 1402.03(a).  The identification must be specific and all-inclusive. 
Therefore, this wording should be deleted and replaced with “ namely.”   This applies to each instance
where “including” appears in the identification.
 
Applicant may amend the identification to list only those items that are within the scope of the goods set
forth in the application or within the scope of a previously accepted amendment to the identification.  See
37 C.F.R. §2.71(a); TMEP §§1402.06 et seq., 1402.07.  
 
Disclaimer
 
Applicant must disclaim the descriptive wording “college prep” apart from the mark as shown because it
merely describes an ingredient, quality, characteristic, function, feature, purpose or use of applicant’s



goods and/or services.  See 15 U.S.C. §§1052(e)(1), 1056(a); In re Steelbuilding.com, 415 F.3d 1293,
1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009,
1010 (Fed. Cir. 1987); TMEP §§1213, 1213.03(a). 
 
Specifically, the attached evidence shows that “college prep” describes a school that helps to prepare
students for college.  The applicant’s identification of services and specimen show that the applicant
operates such a school.  Thus, “college prep” is descriptive of the services.   As additional evidence,
copies of registrations for similar services that have disclaimed this wording are attached.
 
A “disclaimer” is a statement that applicant does not claim exclusive rights to an unregistrable component
of a mark; it does not affect the appearance of the mark.  TMEP §1213.  An unregistrable component of a
mark includes wording and designs that are merely descriptive or generic of the services, and is wording
or an illustration that others would need to use to describe or show their services in the marketplace.  15
U.S.C. §1052(e); see TMEP §§1209.03(f), 1213.03 et seq.
 
Applicant may submit the following standardized format for a disclaimer:
                       

No claim is made to the exclusive right to use “college prep” apart from the mark as shown.
 
TMEP §1213.08(a)(i); see In re Owatonna Tool Co., 231 USPQ 493 (Comm’r Pats. 1983).
 
 
 
 
 
 

/Doritt Carroll/
Trademark Examining Attorney
Law Office 116
Phone:  (571) 272-9138
doritt.carroll@uspto.gov
www.uspto.gov/teas/index.html

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/


copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
 
 
 
 
 

http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/teas/eTEASpageE.htm


































To: Morton, Barbara (docket@iplaw.pro)

Subject: U.S. TRADEMARK APPLICATION NO. 85516680 - TIMARRON
COLLEGE PREP - BMRT-28480TM

Sent: 4/21/2012 11:14:49 AM

Sent As: ECOM116@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 4/21/2012 FOR

SERIAL NO. 85516680
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to
http://portal.uspto.gov/external/portal/tow and enter the application serial number to access the
Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to
respond; and (2) the applicable response time period. Your response deadline will be calculated from
4/21/2012 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System Response Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office
action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in the
ABANDONMENT of your application.
 
 
 

mailto:docket@iplaw.pro
http://tdr.uspto.gov/view.action?sn=85516680&type=OOA&date=20120421#tdrlink
http://portal.uspto.gov/external/portal/tow
http://www.uspto.gov/ebc/trademark/access.htm
http://www.uspto.gov/ebc/trademark/responsetime.htm
http://www.uspto.gov/teas/eTEASpageD.htm
mailto:TDR@uspto.gov
http://www.uspto.gov/ebc/trademark/abandonment.htm


 

 

 

 

 

 

 

 

“EXHIBIT C” 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85516680

LAW OFFICE ASSIGNED LAW OFFICE 116

MARK SECTION (no change)

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 041

DESCRIPTION

Conducting after school tutoring programs; Education services, namely, providing tutoring in the field
of mathematics, sciences, social studies, language arts and foreign languages; Education services,
namely providing tutoring in the fields of curriculum for all educational levels, including primary and
secondary grades, and college level, including undergraduate, graduate and post-graduate levels;
Education services, namely providing tutoring in the fields of taking academic entrance examinations
and standardized tests; Providing courses of instruction at the primary and secondary levels, and college
levels, including undergraduate, graduate and post-graduate level; Teaching in the field of mathematics,
sciences, social studies, language arts and foreign languages

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 05/31/2008

        FIRST USE IN COMMERCE DATE At least as early as 05/31/2008

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 041

TRACKED TEXT DESCRIPTION

Conducting after school tutoring programs; Education services, namely, providing tutoring in the field
of mathematics, sciences, social studies, language arts and foreign languages; Education services,
namely providing tutoring in the fields of curriculum for all educational levels, including primary and
secondary grades, and college level, including undergraduate, graduate and post-graduate levels;
Education services, namely providing tutoring in the fields of curriculum for all educational levels,
namely primary and secondary grades, and college level, namely undergraduate, graduate and post-
graduate levels; Education services, namely providing tutoring in the fields of taking academic entrance
examinations and standardized tests; Providing courses of instruction at the primary and secondary
levels, and college levels, including undergraduate, graduate and post-graduate level; Providing courses
of instruction at the primary and secondary levels, and college levels, namely undergraduate, graduate
and post-graduate level; Teaching in the field of mathematics, sciences, social studies, language arts and



foreign languages

FINAL DESCRIPTION

Conducting after school tutoring programs; Education services, namely, providing tutoring in the field
of mathematics, sciences, social studies, language arts and foreign languages; Education services,
namely providing tutoring in the fields of curriculum for all educational levels, namely primary and
secondary grades, and college level, namely undergraduate, graduate and post-graduate levels;
Education services, namely providing tutoring in the fields of taking academic entrance examinations
and standardized tests; Providing courses of instruction at the primary and secondary levels, and college
levels, namely undergraduate, graduate and post-graduate level; Teaching in the field of mathematics,
sciences, social studies, language arts and foreign languages

FILING BASIS Section 1(a)

       FIRST USE ANYWHERE DATE At least as early as 05/31/2008

       FIRST USE IN COMMERCE DATE At least as early as 05/31/2008

ADDITIONAL STATEMENTS SECTION

DISCLAIMER
No claim is made to the exclusive right to use college prep
apart from the mark as shown.

SIGNATURE SECTION

RESPONSE SIGNATURE /Mark Handley/

SIGNATORY'S NAME Mark W Handley, Esq.

SIGNATORY'S POSITION Attorney of Record, Member State Bar of Texas

SIGNATORY'S PHONE NUMBER 972-518-1713

DATE SIGNED 08/27/2012

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Mon Aug 27 09:47:15 EDT 2012

TEAS STAMP

USPTO/ROA-173.71.42.71-20
120827094715387351-855166
80-490e828e4b7a12b5d8af7b
cd0aad05c1619-N/A-N/A-201
20827094017800973

PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action



To the Commissioner for Trademarks:

Application serial no. 85516680 has been amended as follows:

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 041 for Conducting after school tutoring programs; Education services, namely, providing
tutoring in the field of mathematics, sciences, social studies, language arts and foreign languages;
Education services, namely providing tutoring in the fields of curriculum for all educational levels,
including primary and secondary grades, and college level, including undergraduate, graduate and post-
graduate levels; Education services, namely providing tutoring in the fields of taking academic entrance
examinations and standardized tests; Providing courses of instruction at the primary and secondary levels,
and college levels, including undergraduate, graduate and post-graduate level; Teaching in the field of
mathematics, sciences, social studies, language arts and foreign languages
Original Filing Basis:
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 05/31/2008 and first used in commerce at least as early as 05/31/2008, and is now in use in
such commerce.

Proposed:
Tracked Text Description: Conducting after school tutoring programs; Education services, namely,
providing tutoring in the field of mathematics, sciences, social studies, language arts and foreign
languages; Education services, namely providing tutoring in the fields of curriculum for all educational
levels, including primary and secondary grades, and college level, including undergraduate, graduate and
post-graduate levels; Education services, namely providing tutoring in the fields of curriculum for all
educational levels, namely primary and secondary grades, and college level, namely undergraduate,
graduate and post-graduate levels; Education services, namely providing tutoring in the fields of taking
academic entrance examinations and standardized tests; Providing courses of instruction at the primary
and secondary levels, and college levels, including undergraduate, graduate and post-graduate level;
Providing courses of instruction at the primary and secondary levels, and college levels, namely
undergraduate, graduate and post-graduate level; Teaching in the field of mathematics, sciences, social
studies, language arts and foreign languages

Class 041 for Conducting after school tutoring programs; Education services, namely, providing tutoring
in the field of mathematics, sciences, social studies, language arts and foreign languages; Education
services, namely providing tutoring in the fields of curriculum for all educational levels, namely primary
and secondary grades, and college level, namely undergraduate, graduate and post-graduate levels;
Education services, namely providing tutoring in the fields of taking academic entrance examinations and
standardized tests; Providing courses of instruction at the primary and secondary levels, and college levels,
namely undergraduate, graduate and post-graduate level; Teaching in the field of mathematics, sciences,
social studies, language arts and foreign languages
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 05/31/2008 and first used in commerce at least as early as 05/31/2008, and is now in use in
such commerce.
ADDITIONAL STATEMENTS 



Disclaimer
No claim is made to the exclusive right to use college prep apart from the mark as shown.

SIGNATURE(S)
Response Signature
Signature: /Mark Handley/     Date: 08/27/2012
Signatory's Name: Mark W Handley, Esq.
Signatory's Position: Attorney of Record, Member State Bar of Texas

Signatory's Phone Number: 972-518-1713

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.
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