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Opposition No. 91212024 

 

OPPOSER’S MEMORANDUM IN OPPOSITION TO APPLICANT’S

 MOTION FOR SUMMARY JUDGMENT

The undisputed facts in this proceeding establish that Opposer’s (“Republic 

Technologies”) JOB mark is strong and is entitled to broad protection; that the marks at issue are 

highly similar in their appearance, sound and meaning; that the parties’ goods are closely related 

and sold in the same channels of trade to the same type of consumers; and that those consumers 

exercise relatively little care for such purchases.  

Nevertheless, Applicant seeks summary judgment that there is no likelihood of confusion 

between its S.O.B mark and Republic Technologies’ JOB mark based solely on the bald 

assertion that the marks are visually dissimilar. Applicant’s assertion, however, is based on an 

improper side-by-side dissection of the marks and ignores genuine issues of material fact 

regarding their appearance, sound, meaning and commercial impression. Properly considered in 
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their entireties, the marks are highly similar. Moreover, summary judgment based on the 

similarity factor alone is inappropriate in this case. The undisputed facts related to the other du

Pont factors, which must be given proper weight, reduce the level of similarity necessary to 

make confusion likely and weigh profoundly in favor of a finding of a likelihood of confusion. 

At a minimum, the record establishes genuine issues of material fact regarding the similarity of 

the marks, the strength of the JOB mark, the relatedness of the goods, the similarity of the 

channels of trade, and the care exercised by consumers. These issues preclude summary 

judgment in favor of Applicant.   

I. Factual Record

A. Applicant’s S.O.B mark for cigars 

On February 24, 2012, more than 150 years after Republic Technologies’ first use of its 

JOB mark with a variety of smokers’ articles, Applicant filed an application to register the S.O.B 

mark for use in connection with cigars based on its purported use of the mark in commerce “at 

least as early as” June 16, 2011 and on its Dominican Republic registration for the mark. These 

facts, together with a chart that depicts the marks at issue, dissects Applicant’s mark into 

separate elements and compares each element to Republic Technologies’ various registered 

marks, represent the entire factual basis upon which Applicant seeks summary judgment. See 

Motion at 6. Applicant has not introduced any evidence pertaining to its use of the S.O.B mark, 

the strength of the JOB mark, the relevant channels of trade and classes of consumers, the care 

taken by consumers, or any other factor bearing on likelihood of confusion. 

 B. Republic Technologies’ JOB mark is strong for smokers’ articles 

The JOB mark is the oldest cigarette paper mark in the world, with its first use dating 

back to 1838. Gold Decl. ¶2. The mark was created by Republic Technologies’ predecessor in 

interest, Mr. Jean Bardou, who separated his initials with a diamond. Id. Over time, the mark 
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came to be commonly known as “JOB,” pronounced either as a single word or with each letter 

pronounced individually as is usual for initials (i.e., “J-O-B”). Id. Since 1906, Republic 

Technologies and its predecessors have used the mark continuously in the United States and 

throughout the world in connection with a unique and propriety blend of cigarette papers. See, 

Registration No. 63177, registered June 11, 1907.  Id. ¶3. 

For many years, and continuing to the present day, in addition to cigarette papers, 

Republic Technologies has also sold cigarette filter tips, tubes to be filled with loose tobacco, 

and machines for injecting tobacco into tubes and rolling cigarettes under and in connection with 

the JOB mark. Id. ¶4. Republic Technologies’ JOB products are sold in approximately 200,000 

retail outlets nationwide, including tobacco stores, tobacco outlets, drug stores, gas stations, 

mini-marts, convenience stores, and mass merchandisers such as Sam’s Club and other bulk-

packaging retailers. Id. ¶5. JOB products are sold by all leading distributors in the United States 

and in the leading retail locations for roll-your-own cigarette products. Id. ¶6.  

Republic Technologies extensively advertises its JOB products through its exclusive 

distributor, Republic Tobacco L.P. (with its predecessors, “Republic Tobacco”). Id. ¶8. For more 

than 20 years, Republic Tobacco has attended numerous national and regional trade shows and 

has advertised JOB products in the associated trade show and other trade publications. Id. 

Republic Tobacco also advertises JOB products in monthly fliers delivered directly to all of its 

wholesalers and retailers and through an incentive rewards program. Id. ¶9. 

Republic Tobacco provides retailers with materials to promote JOB products to end 

consumers. Id. ¶10. For general retail outlets, such as convenience stores or drug stores, 

Republic Tobacco provides “point-of-sale” promotional materials including shelf talkers (which 

stick to a shelf and point toward a particular location on the shelf), bowl collars (which hang 
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from the mouth of a bowl that holds individual books of cigarette papers) and product displays 

(which act as shelving or stands that bear the JOB mark and direct the consumer’s eye to JOB 

products). Id. Republic Tobacco provides retailers that are open only to adults with additional 

signage, posters, banners, counter pads, stickers and cards for windows, cases, and aisles. Id. All 

of these materials and displays prominently feature the JOB mark and can be seen alongside JOB 

products in approximately 200,000 retail locations nationally. Id. In these ways, between 1997 

and 2014, | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | |   

As a result of Republic Tobacco’s considerable investment in promotion, JOB products 

are extremely successful commercially. | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | | | | | | | |  In fact, the JOB brand has become iconic in that vintage 

advertisements for JOB products are now appreciated as fine art and sold in galleries across the 

United States and online, and a well-known lithograph by the artist M.C. Escher likewise 

features a JOB cigarette paper booklet.  Id. ¶13 and Ex. 1 

Republic Technologies has diligently and successfully enforced its rights in the JOB 

mark, including in successful opposition proceedings against applications to register the marks 

JSB and Design for cigars and other smokers’ articles, S.O.B. for cigars and other smokers’ 

articles, JAB for cigars, and ZOB for water pipes. Id ¶14; see Opposition Nos. 91210415, 

91193021 and 91174931. Republic Technologies is and has long been the exclusive user of the 

JOB mark in the marketplace for smokers’ articles. Id. ¶15. 

Cigars are displayed at the same trade shows where JOB products are promoted, are sold 
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to the same wholesalers that purchase JOB products, and are sold by the same convenience 

stores, drug stores, gas stations, mini marts, tobacco stores, tobacco outlets, and cash-and-carry 

stores that sell JOB products. Id. ¶16. Indeed, in many instances, JOB products are sold literally 

side-by-side with cigars in retail outlets. Id. 

II. Applicant’s Dissected Visual Comparison Ignores Genuine Issues of Material Fact

 

 Summary judgment is appropriate only when there is no genuine dispute of material fact 

and the movant is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). Where, as here, 

the nonmoving party bears the burden of proof at trial, the moving party must demonstrate the 

absence of evidence to support the nonmoving party's case. Sweats Fashions Inc. v. Pannill 

Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 1795-1796 (Fed. Cir. 1987), citing Celotex Corp. 

v. Catrett, 477 U.S. 317, 325 (1986). The burden then shifts to the non-movant to produce 

admissible, credible evidence sufficient to support a reasonable judgment in its favor. Anderson

v. Liberty Lobby, Inc., 477 U.S. 242, 252 (1986).  

 Here, Applicant has failed to demonstrate the absence of evidence to support Republic 

Technologies’ case. Applicant relies only on the visual differences between the dissected 

components of its mark and the several registrations for Republic Technologies’ JOB mark when 

viewed side by side. However, the record establishes genuine issues of material fact regarding 

the appearance and sound of the marks. In addition, Applicant has made no showing whatsoever 

regarding the meaning or the commercial impression of the marks, or relating to any of the other 

du Pont factors. Because Applicant has not shown (and cannot show) that the visual differences 

between the marks should be dispositive in this case, particularly in light of the undisputed facts 

relating to the du Pont other factors, Applicant has not met (and cannot meet) its burden. 

 



6 

 

 A. Fact Issues Regarding the Similarities 

of the Marks Preclude Summary Judgment 

 It is axiomatic that in determining likelihood of confusion, marks must be compared in 

their entireties in terms of their appearance, sound, and meaning and the resulting overall 

commercial impression. Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 212 USPQ 233, 

234 (CCPA 1981). Accordingly, “[t]he proper test is not a side-by-side comparison of the marks, 

but instead ‘whether the marks are sufficiently similar in terms of their commercial impression’ 

such that persons who encounter the marks would be likely to assume a connection between the 

parties.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 1713, 1721 

(Fed. Cir. 2012) (citation omitted). Analysis of the marks “cannot be predicated on dissecting the 

marks into their various components.” In re Hughes Furniture Indus., Inc., 114 USPQ2d 1134, 

1138 (TTAB 2015) (citing In re Nat’l Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 

1985).  

 Applicant nonetheless makes exactly such an improper comparison. Applicant presents a 

chart showing its mark and the various JOB marks side by side, dissecting Applicant’s mark into 

its constituent visual elements and asserting that each is not identical to any element of the JOB 

marks, several of which also contain design elements. Motion at 6.  

A proper comparison of the marks in their entireties, however, actually reveals genuine 

issues of material fact regarding the appearance and sound of the marks. In addition, Applicant 

offers no evidence or argument bearing on the marks’ meaning, and Applicant’s naked 

conclusion that the “visual and phonetic distinctions result in vastly different overall commercial 

impressions,” Id., ignores the disputed fact issues of appearance and sound. 

First, a visual comparison shows a material issue of fact regarding the marks’ appearance. 

While marks must be considered in their entireties, a visual feature may be recognized as being 
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dominant. In re Nat’l data Corp. at 751. When marks consist of both word and design elements, 

the word elements are generally considered more significant because consumers use words to 

refer to or call for the goods and are therefore more likely to remember the word elements. In re 

Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999).  

Applicant’s mark consists of the word element S.O.B and design elements including a 

floral pattern, tobacco leaves, two crowns, two circular rings and a banner. Motion at 6. These 

standard, non-distinctive design elements do not make a strong commercial impression. See, e.g., 

In re Kysela Pere et Fils Ltd., 98 USPQ2d 1261, 1267 (TTAB 2011) (finding that crown design 

element did not indicate source and had merely a “laudatory suggestive connotation,” and that 

oval designs were merely “background or ‘carrier’ elements, and do not make a strong 

commercial impression”). Applicant fails to address the relative weight of the various visual 

elements of its mark and the several JOB registrations. If, according to the general rule, the 

S.O.B and JOB elements are dominant, this factor favors likelihood of confusion. See, e.g., 

B.V.D. Licensing Corp. v. Rodriguez, 83 USPQ2d 1500, 1507-9 (TTAB 2007) (finding BHD & 

Design highly similar to BVD); see also Republic Tech. (NA), LLC v. Shenzhen Jieshibo Tech. 

Co., Ltd., Opp. No. 91201640, Dkt. No. 21 at 17-20 (TTAB July 8, 2013) (finding JOB and JSB 

(stylized) convey the same commercial impression and sustaining opposition). At a minimum, 

however, the record establishes an issue of material fact regarding the dominant elements of the 

marks. 

 Second, regarding the sound of the marks, Applicant merely concludes that “Applicant 

uses letters as an acronym (S.O.B.) as opposed to Opposer’s word element “Job” so there is also 

a phonetic difference in the marks.” Motion at 6 (emphasis in original). Applicant, however, does 

not provide any evidence (or even any argument) supporting its contention that consumers 
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pronounce the JOB mark exclusively as a single word. In fact, because the JOB mark is derived 

from the initials of Jean Bardou, consumers may pronounce each letter in sequence, as “J-O-B.” 

Gold Decl. ¶2. Likewise, Applicant has not offered evidence that consumers pronounce its mark 

exclusively as individual letters rather than a single word. Applicant’s stated intent to “[use] 

letters as an acronym” is irrelevant, as it is well settled that “[t]here is no correct pronunciation of 

a trademark, and it obviously is not possible for a trademark owner to control how purchasers 

will vocalize its mark.” Centraz Indus. Inc. v. Spartan Chemical Co., 77 USPQ2d 1698, 1701 

(TTAB 2006). Despite Applicant’s conclusory statement, the pronunciation of the marks remains 

an issue of material fact.  

 Third, Applicant has not offered any evidence or argument regarding the marks’ 

meaning. As noted, the JOB mark can be pronounced either as initials or as a single word, from 

which consumers may take two different meanings. Moreover, the mark is arbitrary for smokers’ 

articles, making a single, undisputed meaning virtually impossible. Applicant has made no 

showing of the meaning of its mark. 

 Finally, Applicant makes a mere conclusory statement that the marks have “vastly 

different commercial impressions.” Motion at 6. However, as set forth above, Applicant’s 

conclusion is based on an improper, incomplete visual comparison that actually reveals genuine 

issues of material fact regarding the marks’ appearance and sound. Accordingly, Applicant’s 

conclusion cannot form the basis for summary judgment in its favor. 

B.  Undisputed Facts Relevant to the Other  

du Pont Factors Preclude Summary Judgment 

 In light of the fact issues regarding the similarity of the marks, Applicant cannot show 

that summary judgment is appropriate based on that factor alone. The undisputed facts bearing 

on the strength of the JOB mark, the relatedness of the goods, the similarity of the channels of 
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trade, and the care exercised by consumers must be given proper weight along with the similarity 

factor.  

 In determining likelihood of confusion, the Board must consider all probative facts in 

evidence that are relevant to any of the du Pont factors.
1
 General Mills Inc. v. Fage Dairy 

Processing Indus. SA, 100 USPQ2d 1584, 1594 (TTAB 2011); see also In re E. I. du Pont de 

Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973). When, as the record 

shows here, other factors strongly support a likelihood of confusion, such as a close relationship 

between the parties’ goods, the similarity of the marks necessary to support such a finding is 

reduced. Century 21 Real Estate Corp. v. Century Life of Am., 23 USPQ2d 1698, 1700 (Fed. Cir. 

1992) (holding that in where the parties’ goods are closely related or identical, “the degree of 

similarity necessary to support a conclusion of likely confusion declines”); see p. 13 below. 

 Applicant relies on three cases in which the Board granted summary judgment based only 

on the first du Pont factor, finding the dissimilarity of the parties’ marks sufficient to outweigh 

all the other factors.
2
 Motion at 4. However, “[i]n each case the term common to both marks in 

issue either was descriptive of the goods or was the phonic equivalent of such descriptive term.” 

Sears Mortgage Corp. v. Northeast Savings F.A., 24 USPQ2d 1227, 1228 (TTAB 1992) (finding 

APPROVAL PLUS dispositively dissimilar to APPROVALFIRST); see also Kellogg Co. v. 

Pack’em Enters. Inc., 21 USPQ2d 1142 (TTAB 1991) (finding FROOTEE ICE dispositively 

                                                 
1 The du Pont factors include, inter alia, (i) the similarity or dissimilarity of the marks in their entireties 

as to appearance, sound, connotation, and commercial impression; (ii) the similarity or dissimilarity and 

nature of the goods described in an application or registration or in connection with which a prior mark is 

in use, (iii) the similarity or dissimilarity of established, likely-to-continue trade channels; (iv) the 

conditions under which and buyers to whom sales are made, i.e. "impulse" vs. careful, sophisticated 

purchasing; (v) the fame of the prior mark, and (vi) the number and nature of similar marks in use on 

similar goods. 
2 Applicant also cites Champagne Louis Roederer S.A. v. Delicato Vineyards, 47 USPQ2d 1459 (TTAB 

1998), in which the Federal Circuit upheld the Board’s dismissal of an opposition based on dissimilarity 

of the marks despite finding that other factors weighed in the opposer’s favor. In that case, the Board’s 

opinion was strongly criticized for its opacity in a concurrence. See Id. at 1462 (Michel, J., concurring). 
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dissimilar to FROOT LOOPS); Keebler Co. v. Murray Bakery Prods., 9 USPQ2d 1736 (TTAB 

1989) (finding PECAN SANDIES dispositively dissimilar to PECAN SHORTEES). When the 

only similarity between marks is a merely descriptive term, “prospective purchasers are apt to 

look at other elements of the marks which include the term in order to distinguish between such 

marks,” Sears Mortgage at 1229, and the shared term is therefore given lesser weight in 

evaluating similarity. Because the marks in those cases shared only a relatively insignificant 

element, they were found to be dissimilar enough for that factor to be dispositive. In this case, as 

set forth above, the similar elements of the marks at issue are not merely descriptive. Indeed, 

both marks are arbitrary in relation to their respective goods. Applicant’s cases therefore do not 

support summary judgment in this case based solely on the similarity factor. 

 Moreover, the record evidence bearing on other du Pont factors, including the relatedness 

of the goods, strongly favors a finding of likelihood of confusion. Accordingly, confusion is 

likely even for more visually dissimilar marks, and the strength of the JOB mark, the relatedness 

of the goods, the similarity of the channels of trade, and the care exercised by consumers must be 

given proper weight. Because applicant has offered no relevant evidence whatsoever, at a 

minimum, the record establishes genuine issues of material fact as to these factors. 

  i. The JOB mark is very strong for smokers’ articles 

“The strength of the senior prior mark plays a ‘dominant’ role in the process of balancing 

the du Pont factors.” Recot Inc. v. M.C. Benton, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000) (citing 

cases). “The fame of a trademark may affect the likelihood purchasers will be confused 

inasmuch as less care may be taken in purchasing a product under a famous name.”  Specialty 

Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281, 1284 (Fed. Cir. 

1984). In assessing the strength of a mark, the Board considers “both its inherent strength based 
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on the nature of the mark itself and its commercial strength, based on the marketplace 

recognition value of the mark.” Top Tobacco LP v. North Atlantic Operating Co., 101 USPQ2d 

1163, 1171-2 (TTAB 2011).  

Republic Technologies’ longstanding JOB mark is very strong, both inherently and in the 

marketplace. First, it is an arbitrary designation when used with smokers’ articles, and is 

therefore considered inherently strong. See In re Davia, 110 USPQ2d 1810, 1814-5 (TTAB 

2014) (finding CHANTICO has no relation to food products and is therefore arbitrary and strong 

for purposes of likelihood of confusion). Moreover, Republic Technologies and its predecessors 

have marketed cigarette papers continuously under the JOB mark since 1838. Gold Decl. ¶2; See 

Reg. No. 73,124. Over the past 175 years, Republic Technologies’ JOB trademark has not only 

established immeasurable goodwill, but also has become a cultural icon, as illustrated by the 

vintage advertisements for JOB products that are now appreciated as fine art. Gold Decl. ¶13. 

Republic Technologies, through its exclusive distributor, invests significant time and 

many millions of dollars annually to promote JOB products through industry trade shows, 

advertising to wholesalers and retailers, and retail point-of-sale promotional materials. Id. ¶¶8-

11. | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | |  As a result, JOB products are 

extremely successful. JOB cigarette papers are the best-selling cigarette papers in the United 

States both by volume and by dollar value. Id. ¶12. | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | 

| | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | | |  JOB products are 

available nationwide in over 200,000 retail stores Id. ¶5.  

Based on these facts, the Trademark Trial and Appeal Board has found that JOB is a 

strong mark: 
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Because of the long usage of the J�B mark, both 

with and without the oval background, and the 

evidence of market share and penetration, and sales 

and promotion, we find that J�B is a strong mark 

that has developed recognition among consumers of 

make-your-own/roll-your-own cigarettes. 

 

Republic Tech. (NA), LLC v. Shenzhen Jieshibo Tech. Co., Ltd. at 11 (TTAB July 8, 2013). (not 

for precedential purposes).   

 ii. The parties’ goods are closely related 

The parties’ goods need not be identical or even competitive for confusion to be likely. 

L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1889 (TTAB 2008). Rather, likelihood of 

confusion may be found when the goods are related or are marketed under circumstances that 

could give rise to the mistaken belief that they share the same producer or are otherwise 

affiliated. Id.  

In this case, the parties’ goods are closely related. Republic Technologies has registered 

its JOB mark for smokers’ articles, including cigarette papers, cigarette tubes, injector machines 

for filling cigarette tubes, machines for rolling cigarettes, and filter tips for cigarettes. Applicant 

seeks to register its mark in connection with cigars, which very often emanate from the same 

source as other smokers’ articles. Attached hereto as Exhibit B, for example, are 94 federal third-

party trademark registrations, currently in force and based on use in commerce, that cover both 

cigars and at least one of the smokers’ articles listed in Republic Technologies’ registrations. See 

In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-6 (TTAB 1993) (noting that third-party 

registrations based on use in commerce covering multiple goods are probative in that they 

suggest such goods may emanate from a single source).  

The Board has repeatedly acknowledged the relatedness of various types of smokers’ 

articles. See, e.g., In re Bayuk Cigars Inc., 197 USPQ 627, 628 (TTAB 1977) (finding cigars 



13 

 

related to pipes and cigarette lighters); Top Tobacco LP v. North Atlantic Operating Co., 101 

USPQ2d at 1170 (finding cigarettes, pocket machines for rolling cigarettes, cigarette tubes, 

pocket machines for filling cigarette tubes, and filter tips for cigarettes “closely related” to 

tobacco); Republic Tech. (NA), LLC v. Shenzhen Jieshibo Tech. Co., Ltd. at 15 (TTAB July 8, 

2013) (finding ashtrays and cigarette lighters related to Republic Technologies’ goods). 

Moreover, as set forth above, the relatedness of the goods is inherently relevant when 

assessing the similarity of the marks because “the degree of similarity necessary to support a 

conclusion of likely confusion declines” the more closely the goods are related. Century 21 Real 

Estate Corp. v. Century Life of Am., 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).  

 iii. The channels of trade are identical 

Where the listed goods are identical or closely related, and there are no limitations in 

either the registration or the subject application, the applicant’s goods and the opposer’s goods 

are presumed to be marketed in the same channels of trade to the same classes of purchasers. 

Brown Shoe Co. v. Robbins, 90 USPQ2d 1752, 1754-55 (TTAB 2009) (finding likelihood of 

confusion between PALOMA for footwear and hats, and PALOMITA for shoes and hats, 

because the goods were in part legally identical and otherwise closely related, and thus presumed 

to be sold in the same channels of trade and bought by the same purchasers). 

Here, as discussed above, Republic Technologies’ smokers’ articles and Applicant’s 

cigars are closely related, and neither the subject application nor Republic Technologies’ 

registrations contain any limits regarding the channels of trade. The goods offered under both 

marks must therefore be presumed to travel in all channels of trade normal for smokers’ articles. 

Moreover, the only record evidence establishes that cigars are sold to and by the same 

wholesalers and retailers as other smoker’s articles, including JOB products. Gold Decl. ¶18. In 
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fact, cigars are frequently sold literally side-by-side with JOB products and other roll-your-own 

cigarette products in small retail outlets. Id.; see Black & Decker Corp. v. Emerson Electric Co., 

84 USPQ2d 1482, 1493 (TTAB 2007) (finding similarity of channels of trade favors finding of 

likelihood of confusion where goods may be sold in close proximity, especially in small stores).  

 iv. Consumers exercise little care in purchasing the goods 

“When products are relatively low-priced and subject to impulse buying, the risk of 

likelihood of confusion is increased because purchasers of such products are held to a lesser 

standard of purchasing care.” Recot Inc. v. M.C. Benton, 54 USPQ2d at 1899; see also Starbucks 

U.S. Brands, LLC v. Ruben, 78 USPQ2d 1741, 1752 (TTAB 2006); accord Palm Bay Imports 

Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689 

(Fed. Cir. 2005) (champagne and sparkling wines are not expensive goods that are always 

purchased by sophisticated purchasers who exercise a great deal of care in making their 

purchases). Grocery products, in particular, are “generally purchased on impulse at the shelf and 

the consumer decision is made quickly.” General Mills Inc. v. Fage Dairy Processing Indus. SA, 

100 USPQ2d at 1600 (TTAB 2011). 

Although some cigars are quite expensive, cigars are also found at a wide variety of price 

points. Because the subject application does not contain any limitations on the price or the class 

of purchasers, the Board “must consider the goods … to include all price points, including those 

at the low end of the range. And these less expensive items will not necessarily be purchased 

with any degree of care, or with knowledge by sophisticated purchasers.” In re Kysela Pere et 

Fils Ltd., 98 USPQ2d at 1267.  

The JOB smokers’ articles at issue here are inexpensive and may be purchased by 

ordinary consumers at grocery stores, convenience stores, tobacco outlets, tobacco stores, drug 
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stores, mini marts, gas stations, and cash-and-carry outlets such as Sam’s Club or Costco. Gold 

Decl. ¶5. As these goods are often purchased along with other grocery, convenience, and drug 

store items, consumers tend to exercise relatively little care in such purchases. 

Given these facts and Applicant’s lack of record evidence bearing on these factors, 

likelihood of confusion cannot be decided in favor of Applicant based solely on the visual 

differences between the marks. The strength of the JOB mark, the relatedness of the goods, the 

similarity of the channels of trade, and the care exercised by consumers must be given proper 

weight, and genuine issues of material fact regarding these factors preclude summary judgment 

in favor of Applicant on the basis of the visual dissimilarities of the marks. 

III. Conclusion 

Likelihood of confusion must be determined in consideration of all of the du Pont factors 

for which the record contains evidence. Applicant, however, seeks summary judgment based on 

its mere assertion that the marks at issue are sufficiently visually dissimilar to dispose of this 

matter. Applicant’s improper side-by-side dissection of the marks fails to address genuine issues 

of material fact as to their appearance and sound and entirely disregards the marks’ meaning and 

commercial impression. In addition, the record evidence establishes the strength of Republic 

Technologies’ mark, the relatedness of the parties’ goods, the similarity of channels of trade, and 

the relatively little care exercised by consumers. This evidence, which strongly supports a 

finding of likelihood of confusion, must be given proper weight. Applicant has therefore failed to 

meet its burden of demonstrating the absence of evidence to support Republic Technologies’ 

case. Accordingly, Applicant’s motion for summary judgment should be denied.  
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 Respectfully submitted, 

Date: May 1, 2015 ____/Antony J. McShane/_________________

One of the Attorneys for Opposer, 

Republic Technologies Technologies, N.A. 

 

 

 

Antony J. McShane 

Andrew S. Fraker 

Neal, Gerber & Eisenberg LLP 

2 N. LaSalle Street, Suite 2300 

Chicago, Illinois 60602 

312.269.8000 
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CERTIFICATE OF SERVICE

 I, Andrew S. Fraker, an attorney, state that, pursuant to 37 CFR §§ 2.101, 2.111, and 

2.119, I caused a true and correct copy of the foregoing Opposer’s Response to Applicant’s 

Motion for Summary Judgment to be served upon:

Richard B. Jefferson 

M.E.T.A.L. Law Group, LLP 

Museum Square 

5757 Wilshire Blvd., PH 3 

     Los Angeles, CA 90036 

 

via U.S. Mail, with a courtesy copy sent via email, on May 1, 2015. 

 

        /Andrew S. Fraker / 

        Andrew S. Fraker 
 
019126.7002:21204514.1  
5/1/15  





































 
 

 

 

 

 

 

 

 

 

EXHIBIT A 
 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
















































































































































































































































































































