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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial
No. 85/551,808 for S.0.B.

Published in the Official Gazette
on July 23, 2013

Opposition No. 91212024

REPUBLIC TECHNOLOGIES (NA),
LLC,

Opposer,
V.
BROOKS ENTERTAINMENT, INC.,

Applicant.

OPPOSER’S RESPONSE TO MOTION FOR LEAVE TO AMEND APPLICATION
AND MOTION TO AMEND NOTICE OF OPPOSITION

At the invitation of the Board, Applicant has moved to amend its application to seek
registration of its mark under Section 1(b) of the Lanham Act. While Opposer does not contest
Applicant’s motion, it has become evident over the course of these proceedings that Applicant
intentionally made material false and deceptive statements in the prosecution of its application.
Indeed, Applicant’s evidence submitted to stave off summary judgment and in support of the
present motion shows that Applicant intentionally made false statements that it used the S.0.B
mark in interstate commerce and that it maintained a bona fide business establishment in the
Dominican Republic in an attempt to gain the advantage of an earlier priority date based on
Applicant’s Dominican Republic registration. As a matter of law, however, Applicant’s
amendment to a Section 1(b) basis does not vitiate the effect of these statements.

Accordingly, in response to Applicant’s Motion, Opposer moves to amend its Amended



Notice of Opposition to add the additional ground that Applicant made fraudulent statements in
the prosecution of its application, namely to be entitled to registration under Sections 1(a) and
44(e) of the Lanham Act. A copy of Opposer’s Second Amended Notice of Opposition is
attached as Exhibit A. Such an amendment is necessary pursuant to Rule 15(a) of the Federal
Rules of Civil Procedure to achieve justice by allowing Opposer to properly challenge
Applicant’s representations and evidence. Moreover, Opposer’s proposed Second Amended
Opposition will not prejudice Applicant and is legally sufficient. Opposer’s motion should
therefore be granted.

I. Procedural History.

Applicant filed its application on February 24, 2012, more than 32 months ago, on the
basis of § 1(a), alleging use of the S.0.B mark in commerce with cigars “at least as early as
06/16/2011.” See Application, attached hereto as Ex. B. Applicant submitted a specimen
purporting to be a “digital image of a product packaging currently used in commerce,” attached
hereto as Ex. C. Id. Applicant also claimed § 44(d) as an additional basis, relying on its
Dominican Republic trademark application filed on November 16, 2011. /d.

On February 14, 2013, Applicant submitted a copy of its Dominican Republic
registration, which issued on February 12, 2012, and claimed entitlement to registration pursuant
to § 44(e). See Petition to Revive, attached hereto as Ex. D. On May 20, 2013, Applicant stated
that it had “a bona fide and effective industrial or commercial establishment in the Dominican
Republic as of the date of issuance of the foreign registration” and therefore could claim the
Dominican Republic as a country of origin for the purposes of § 44(e). See Response to Office
Action, attached hereto as Ex. E.

It became evident during the discovery period of this opposition, however, that Applicant



did not use the mark at issue in commerce in June 2011, or even by February 24, 2012, the date
on which it filed its Application. It also became evident that Applicant never maintained a bona
fide business establishment in the Dominican Republic. Accordingly, Opposer amended its
Notice of Opposition to add claims that Applicant was not entitled to registration on either of its
claimed bases and summary judgment on both counts. In response, Applicant submitted
previously unproduced, unexplained and/or generally illegible documents purporting to support
Applicant’s claims to its use of the mark and its Dominican Republic business establishment.
Applicant’s documents, however, revealed both claims to be false, along with Applicant’s sworn
representations thereto. Applicant’s submissions actually showed that Applicant had not used the
mark in interstate commerce until 2013 at the earliest, well after both its claimed first use date of
June 16, 2011 and its filing date of February 24, 2012. Applicant’s documents also indicated that
it did not have, and had never had, a bona fide business establishment in the Dominican Republic
as of February 12, 2012. Nevertheless, the Board found the existence of questions of material
fact sufficient to deny Opposer’s Motion for Summary Judgment and invited Applicant to amend
its application to allege § 1(b) as the basis for registration.

In its Motion to Amend, Applicant for the first time alleges a good-faith belief that “its
early ... sales constitute ‘use in commerce’ since the importation and resale of goods satisfies the
definition.” Motion at 2.! Applicant also attaches documents purportedly supporting its good-
faith belief, only four of which predate Applicant’s application and can therefore be considered
relevant. In fact, however, these documents show that Applicant could not possibly have
reasonably believed in good faith that it had used the S.0.B mark in interstate commerce in

connection with cigars at the time of filing. See Nationstar Mortg. LLC v. Ahmad, Opp. No.

! Applicant’s Motion does not address Applicant’s representation that it maintained a bona fide Dominican business
establishment.



91177036, Dkt. No. 84 (TTAB Sept. 30, 2014) (finding fraud where applicant “could not
reasonably believe” that his acts constituted use of the mark in connection with the claimed
services because “there are limits to what can be claimed in good faith™).

Applicant’s amendment to a § 1(b) filing basis does not cure its fraudulent
representations. Id. at 6 (citing Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032, 1033 (TTAB
2007)). Opposer therefore moves to amend its Notice of Opposition to add the ground of fraud
on the Trademark Office.

I1. Justice Requires that Opposer Be Allowed to Amend
its Notice of Opposition to Add a Claim of Fraud.

Rule 15(a) of the Federal Rules of Civil Procedure and Rule 2.107 of the Trademark
Rules of Practice provide that “leave [to amend] shall be freely given when justice so requires.”
Fed. R. Civ. P. 15(a); Froman v. Davis, 371 U.S. 178, 182 (1962) (“If the underlying facts or
circumstances reliea upon by a plaintiff may be a proper subject of relief, he ought to be afforded
an opportunity to test his claims on the merits.”) Here, justice requires a full and complete
examination of Applicant’s false statements during the prosecution of its application and its new
assertion of good faith. The addition of a fraud claim is necessary to allow Opposer to properly
challenge Applicant’s representations and evidence.

“Amendments to pleadings should be allowed with great liberality at any stage of the
proceeding ... unless it is shown that entry of the amendment would violate settled law or be
prejudicial to the rights of any opposing parties.” Commodore Electronics. Ltd. v. CBM
Kabushiki Kaisha, 26 U.S.P.Q.2d (BNA) 1503, 1505 (TTAB 1993). Accordingly, when deciding
to grant an opposer’s motion for leave to amend, the Board must consider whether there is any

undue prejudice to the applicant and whether the amendment is legally sufficient. /d.



a. Applicant Will Not Be Prejudiced by Opposer’s Amendment.

Opposer’s amendment will not prejudice Applicant because the trial period in these
proceedings has not yet begun, and “all evidence relevant to the claim of fraud that may benefit
applicants is already in the applicants’ possession and control.” Hurley Int’l. v. Volta, 82
USPQ2d 1339, 1341 (TTAB 2007) (granting opposer’s motion to amend to add claim of fraud).
Opposer has filed this motion in a timely manner after becoming aware of Applicant’s lack of a
reasonable evidentiary basis for its purported good-faith belief that it used the S.O.B mark in
commerce when it filed its application as well as Applicant’s silence as to its intent in claiming a
~ § 44(e) filing basis. See Commodore Electronics at 1505 (finding motion to amend timely where
opposer filed approximately one month after denial of summary judgment and resulting
resumption of proceedings).

Moreover, pursuant to Fed. R. Civ. P. 15(b)(2), a party may move at any time to amend
the pleadings to conform them to the evidence. Applicant has already addressed and taken a
pdsition on the issue of fraud and has presented evidence purporting to rebut a fraud claim. See
Motion at 3-4. Accordingly, Applicant will not be prejudiced by the addition of a fraud claim to
the pleadings.

b. Opposer’s Amendment Is Legally Sufficient.

In order to plead a new ground for opposition, Opposer need only allege in its amended
pleading such facts as would, if proven, establish both its standing to challenge Applicant’s right
to registration and a further statutory ground for opposition to the application. Commodore, 26
USPQ2d at 1506. Opposer’s Second Amended Notice of Opposition, attached hereto as Exhibit
A, is legally sufficient to plead fraud because it sets forth particular facts, ascertained from

Applicant’s responses to discovery, indicating that Applicant knowingly made false, material



representations of fact with the intent to deceive the Trademark Office when Applicant stated in
its application that it used the S.0.B mark in interstate commerce “[a]t least as early as” June 16,
2011; that its specimen represented a “digital image of a product packaging currently used in
commerce”; and that it “ha[d] a bona fide and effective industrial or commercial establishment in
the Dominican Republic as of the date of issuance of the foreign registration.” See in re Bose
Corp., 91 USPQ2d 1938, 1941 (TTAB 2009) (holding that a trademark is obtained fraudulently
if the applicant knowingly makes a false, material representation with the intent to deceive the
Trademark Office). |

Opposer’s amended pleading also establishes Opposer’s standing to challenge
Applicant’s right to registration based Opposer’s belief that that it will be damaged by the
registration; Opposer’s efforts to promote and protect its marks and the establishment of
goodwill and consumer recognition with those marks; Opposer’s rights in those marks including
federal registrations; and Opposer’s original ground for opposition, namely that Applicant’s
marks are confusingly similar to Opposet’s marks. Thus, Opposer’s amended pleading is legally
sufficient because it alleges facts that would establish both its standing to challenge Applicant’s
right to registration and a further statutory ground for opposition to the application.

III.  Conclusion.

Applicant’s Motion to amend its application to a § 1(b) filing basis cannot cure its
fraudulent representations to the Trademark Office. Accordingly, to properly contest Applicant’s
false statements and its assertion of good faith, Opposer should be given leave to amend its
Notice of Opposition to add a claim of fraud on the Trademark Office. Applicant will not be
prejudiced by Opposer’s timely amendment, as all evidence that would benefit Applicant is

already within its possession or control and Applicant has already taken a position and



introduced evidence purporting to refute a fraud claim. In addition, Opposer’s proposed
amendment is legally sufﬁcient. Opposer’s motion in response to Applicant’s amendment should
therefore be granted.

Respectfully submitted,

REPUBLIC TECHNOLOGIES (NA), LLC

By: /Antony J. McShane/
One of Its Attorneys

Antony J. McShane

Andrew S. Fraker

NEAL, GERBER & EISENBERG LLP
Two North LaSalle Street

Suite 1700

Chicago, IL 60602-3801

(312) 269-8000

Firm ID 13739

Dated: October 21, 2014



CERTIFICATE OF SERVICE

I, Andrew S. Fraker, an attorney, state that, pursuant to 37 CFR §§ 2.101, 2.111, and
2.119, I caused a true and correct copy of the foregoing Opposer’s Response to Applicant’s
Motion for Leave to Amend Application and Motion to Amend Notice of Opposition to be
served upon:
Richard B. Jefferson
M.E.T.A.L. Law Group, LLP
Museum Square
5757 Wilshire Blvd., PH 3
Los Angeles, CA 90036

via U.S. Mail, with a courtesy copy sent via email, on October 21, 2014.

/Andrew S. Fraker /
Andrew S. Fraker

NGEDOCS: 2207158.5
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial
No. 85/551,808 for S.0.B.

Published in the Official Gazette
on July 23,2013 Second Amended Notice
of Opposition

Opposition No. 91212024
REPUBLIC TECHNOLOGIES (NA), LLC,

Opposer,
V.
BROOKS ENTERTAINMENT, INC.,

Applicant.

This Second Amended Notice of Opposition is submitted in the matter of Application
Serial No. 85/551,808 for registration by Brooks Entertainment, Inc. of the term S.0.B. based
upon its use of the term in connection with “cigars” in International Class 34, which was
published for opposition in the Official Gazette on July 23, 2013. Republic Technologies (NA),
LLC, having a place of business at 2301 Ravine Way, Glenview, Illinois, 60025, believes that it
would be damaged by the registration and therefore opposes the same.

The grounds for Opposition herein are as follows:

1. Since 1856, Republic Technologies (NA), LLC, including its affiliates and
predecessors (“Republic™), has been a preeminent manufacturer and distributor of smokers’
articles, including cigarette papers, cigarette filter tips, cigarette tubes, cigarette injector
machines and cigarette rolling machines to consumers across the United States through tobacco

shops, drugstores, tobacco outlets, convenience and other retail stores.



2. For more than 100 years, and long prior to the acts of Applicant herein alleged,
Republic has devoted substantial resources, time and effort in developing, marketing and
distributing its smokers’ articles under and in connection with its JOB Mark. In particular,
Republic has distributed and sold, and continues to distribute and sell, cigarette papers, cigarette
filter tips, cigarette tubes, cigarette injector machines and cigarette rolling machines under and in
connection with the JOB mark.

3. As a result of its consistent and successful efforts to promote, distribute and sell
such smokers’ articles under and in connection with its JOB Mark, and its continuous and
exclusive use of the JOB Mark with such smokers’ articles, Republic has developed considerable
consumer recognition and goodwill in its JOB Mark, which has come to be recognized by
customers as identifying and distinguishing Republic’s smokers’ articles, and Republic’s
smokers’ articles alone.

4. As a result of the considerable consumer recognition and goodwill that Republic
now owns and which is symbolized by its JOB Mark, the JOB Mark is now among Republic’s
most valuable assets.

5. To protect its rights, Republic owns and maintains the following federal
registrations for its JOB Mark in the United States Trademark Office, all of which are now

incontestable pursuant to 15 U.S.C. §1065:



Mark Registration | Registration Goods and Services
No. Date
JOB 073,124 March 16, 1909 cigarette papers
JOB (De 1,341,384 June 11, 1985 . cigarette papers
JOB (Design) 2,422,747 January 23, cigarette tubes; injector machines for
2001 filling cigarette tubes and machines
for rolling cigarettes, filter tips for
cigarettes
JOB 2,420,646 January 16, cigarette tubes; injector machines for
2001 filling cigarette tubes and machines
for rolling cigarettes, filter tips for
cigarettes
JOB (Design) 2,432,868 | March 6,2001 cigarette tubes; injector machines
for filling cigarette tubes and
machines for rolling cigarettes, filter
tips for cigarettes

6. On February 24, 2012, more than a century after Republic began its use of its JOB
Mark, Applicant filed an application to register the mark S.0.B. based on the false claim that it
began using the mark in connection with “cigars” in International Class 34 “[a]t least as early as”
June 16, 2011. Applicant concurrently claimed a priority date of November 16, 2011, based on
its ownership of a Dominican Republic registration for the mark pursuant to § 44(d) of the
Lanham Act (15 U.S.C. § 1126(d)). Applicant submitted with its application a specimen, which

Applicant falsely represented was a “digital image of a product packaging currently used in



commerce.” On February 14, 2013, as part of a petition to revive its abandoned application,
Applicant asserted §§ 1(a) and 44(e) of the Lanham Act (15 U.S.C. §§ 1051(a) and 1126(¢)) as a
basis for registration, continuing to claim priority based on its Dominican Republic application.
On May 20, 2013, in response to an Office Action, Applicant amended its application to falsely
state that it “ha[d] a bona fide and effective industrial or commercial establishment in the
Dominican Republic as of the date of issuance of the foreign registration” in order to perfect its
claim under §44(¢) of the Lanham Act (15 U.S.C. § 1126(e)).

7. At the time Applicant filed and executed the instant application, and at the time
Applicant amended the application, it also executed and submitted to the Trademark Office
declarations under oath, and under penalty of perjury, attesting to the truth of the statements
made by Applicant in its application.

COUNTI

Applicant’s Mark is Confusingly Similar to Republic’s Marks

8. Republic realleges and incorporates herein paragraphs 1 through 7 of this Notice
of Opposition.
9. The S.0.B. mark that Applicant seeks to register is confusingly similar to

Republic’s registered JOB Mark. As a result of the similarity of the parties’ marks and the
similarity of the goods associated with the marks, Applicant’s use and registration of the S.0.B.
mark is likely to cause confusion or mistake, or to deceive purchasers, in that purchasers would
be likely to believe Applicant’s goods are Republic’s goods or are in some way legitimately
connected with, sponsored by, or approved by Republic in violation of § 2(d) of the Lanham Act
(15 U.S.C. § 1052(d)). Applicant’s use or registration of the S.0.B. mark would, therefore, result

in significant damage to Republic.



COUNT II
Fraud on the Trademark Office

10.  Republic realleges and incorporates herein paragraphs 1 through 9 of this Notice
of Opposition.

11.  On information and belief, at the time Applicant filed the present application,
Applicant knew that it had not used the S.O.B. mark in commerce in the United States in
connection with any of the goods described in the application. Specifically, on information and
belief, prior to the date of filing of the subject application, Applicant knew that (i) it did not have
the capacity to produce cigars or a contract with a third party to produce cigars; (ii) it did not
have a permit to import cigars to the United States; (iii) it had neither imported cigars bearing the
mark into the United States, nor sold or transported cigars bearing the mark in interstate
commerce in the United States; and (iv) it had made one token sale of cigars in purely intrastate
commerce.

12.  Applicant therefore knew its representation that it used its mark in interestate
commerce in the United States “[a]t least as early as” June 16, 2011 was false at the time it was
made.

13. On information and belief, Applicant fabricated its purported specimen by
affixing a printout of its logo to an ordinary wood box and knew that it was not in use in
interstate commerce at the time Applicant filed its application.

14.  Applicant therefore knew its representation that its specimen constituted a “digital
image of a product packaging currently used in commerce” was false at the time it was made.

15. On information and belief, Applicant knew that it. did not have, and had never

had, a fixed place of business or employees in the Dominican Republic as of February 15, 2012,



the date of issuance of its Dominican trademark registration, and instead relied on an individual
liaison to negotiate a contract with a third-party industrial establishment.

16.  Applicant therefore knew its representation that it “ha[d] a bona fide and effective
industrial or commercial establishment in the Dominican Republic as of the date of issuance of
the foreign registration” was false at the time it was made.

17.  Applicant knowingly made false representations that it used its mark in commerce
“[a]t least as early as” June 16, 2011,” that its specimen represented a “digital image of a product
packaging currently used in commerce,” and that it “ha[d] a bona fide and effective industrial or
commercial establishment in the Dominican Republic as of the date of issuance of the foreign
registration” with the intent to deceive the Trademark Office and to obtain a priority date for its
application to which it is not entitled.

18.  Applicant’s aforesaid false representations of fact are material to the instant
application in that Applicant’s mark would not be entitled to registration but for their veracity.

19. In approving the instant application, the Trademark Office relied upon
Applicant’s false statements made in its application and supporting declarations.

20.  Accordingly, Applicant has committed fraud on the Trademark Office in the
prosecution of its application.

WHEREFORE, Republic requests that the registration sought by Applicant be refused
and that this Notice of Opposition be sustained.

Republic requests that the requisite filing fee of $300.00 be charged to the deposit

account of Neal, Gerber & Eisenberg, Account No. 502261.



Respectfully submitted,

REPUBLIC TECHNOLOGIES (NA), LLC

By: /Antony J. McShane/

One of Its Attorneys

Antony J. McShane

Andrew S. Fraker

NEAL, GERBER & EISENBERG LLP
Two North LaSalle Street

Suite 1700

Chicago, 1L 60602-3801

(312) 269-8000

Firm ID 13739

Dated: October 21, 2014



CERTIFICATE OF SERVICE

I, Andrew S. Fraker, an attorney, state that, pursuant to 37 CFR §§ 2.101, 2.111, and
2.119, I caused a true and correct copy of the foregoing Second Amended Notice of Opposition

to be served upon:

Richard B. Jefferson
M.E.T.A.L. Law Group, LLP
Museum Square
5757 Wilshire Blvd., PH 3

Los Angeles, CA 90036

via U.S. Mail, with a courtesy copy sent via email, on October 21, 2014.

/Andrew S. Fraker /
Andrew S. Fraker

NGEDOCS: 2208018.2
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Trademark/Service Mark Application, Principal Register
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Serial Number: 85551808
Filing Date: 02/24/2012

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)"" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

TEAS Plus

MARK INFORMATION

“MARK WTTCRS\EXPORTIINMAGEOUT
11\855\518\85551808\xml1\ FTK0002.JPG

*SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT S.0.B

*COLOR MARK NO

*COLOR(S) CLAIMED

(If applicable)
The mark consists of a circular design with
floral design around the inside and a crown at

*DESCRIPTION OF THE MARK the top, a circular opening at the center with

(and Color Location, if applicable) tobacco leaves in the background and a crown
above the leaves, and the text "S.0.B" written

- on a banner across the lower front.

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 701 x 688

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Brooks Entertainment Inc.

*STREET



*STREET

P.O. Box 181205

*CITY

Coronado

*STATE
(Required for U.S. applicants)

California

*COUNTRY

*ZIP/POSTAL CODE
(Required for U.S. applicants only)

United States

92178

PHONE 619-575-0242
FAX 619-575-7688

| EMAIL ADDRESS “ féxsheltérpro@aol.com
AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

LEGAL ENTITY INFORMATION
“TYPE CORPORATION
“ STATE/COUNTRY OF INCORPORATION California
GOODS AND/OR SERVICES ANi) BASIS INFORMATION
*INTERNATIONAL CLASS 034
“IDENTIFICATION Cigars

“FILING BASIS

SECTION 1(a)

FIRST USE ANYWHERE DATE

At least as early as 06/16/2011

FIRST USE IN COMMERCE DATE

At least as early as 06/16/2011

SPECIMEN WTICRS\EXPORTI NMAGEOUT
FILE NAME(S) 1 N855\S 18485551 808\xml1\ FTKO0003.JPG
SPECIMEN DESCRIPTION digital image of a product packaging
currently used in commerce
“FILING BASIS SECTION 44(d)
FOREIGN APPLICATION NUMBER 001-0945495-9
*“FOREIGN APPLICATION . .
COUNTRY Dominican Republic
“FOREIGN FILING DATE 11/16/2011
At this time, the applicant intends to rely on
INTENT TO Slegtlon ?4(;) as all?a51s f(‘ior reglstra‘ilon. If
PERFECT 44(d) ultimately the applicant does not rely on

Section 44(e) as a basis for registration, a
valid claim of priority may be retained.

ADDITIONAL STATEMENTS SECTION




“TRANSLATION
(if applicable)

*TRANSLITERATION
(if applicable)

“CLAIMED PRIOR REGISTRATION
(if applicable)

*CONSENT (NAME/LIKENESS)
(if applicable)

*CONCURRENT USE CLAIM
(if applicable)

MISCELLANEOUS STATEMENT

This Cigar Brand may also be described in

the Spanish language.

CORRESPONDENCE INFORMATION

*NAME Brooks Entertainment Inc.
WI\“IRM NAMF;W Brooks Entertainment Inc.
“STREET P.O. Box 181205

“CITY | Cor;);lado |

“STATE California

(Required for U.S. applicants)

“COUNTRY United States
ZIP/POSTAL CODE a 92178

PHONE 619-575-0242
FAX 619-575-7688
“EMAIL ADDRESS taxshelterpro@aol.com
*AUTHORIZED TO COMMUNiéATE via Yes

EMAIL

FEE INFORMATION

NUMBER OF CLASSES | 1

FEE PER CLASS 275

*TOTAL FEE PAID 275
SIGNATURE INFORMATION

* SIGNATURE /Fran S. Brooks/
SIGNATORY'S NAME e SBrOOkS
- SIGNATORY'S POSITION lcro

SIGNATORY'S PHONE NUMBER

619-575-0242




* DATE SIGNED i 02/23/2012




Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85551808
Filing Date: 02/24/2012

To the Commissioner for Trademarks:

MARK: S.0.B (stylized and/or with design, see mark)

The literal element of the mark consists of S.O.B.
The mark consists of a circular design with floral design around the inside and a crown at the top, a
circular opening at the center with tobacco leaves in the background and a crown above the leaves, and the
text "S.0.B" written on a banner across the lower front.
The applicant, Brooks Entertainment Inc., a corporation of California, having an address of

P.O. Box 181205

Coronado, California 92178

United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 034: Cigars

In International Class 034, the mark was first used by the applicant or the applicant's related company or
licensee predecessor in interest at least as early as 06/16/2011, and first used in commerce at least as early
as 06/16/2011, and is now in use in such commerce. The applicant is submitting one(or more) specimen(s)
showing the mark as used in commerce on or in connection with any item in the class of listed goods
and/or services, consisting of a(n) digital image of a product packaging currently used in commerce.
Specimen Filel

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on Dominican
Republic application number 001-0945495-9, filed 11/16/2011. 15 U.S.C. Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e) as a basis for
registration. If ultimately the applicant does not rely on Section 44(e) as a basis for registration, a valid
claim of priority may be retained.



This Cigar Brand may also be described in the Spanish language.

The applicant's current Correspondence Information:
Brooks Entertainment Inc.
Brooks Entertainment Inc.
P.O. Box 181205
Coronado, California 92178
619-575-0242(phone)
619-575-7688(fax)
taxshelterpro@aol.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C, Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Fran S. Brooks/ Date Signed: 02/23/2012
Signatory's Name: Fran S. Brooks
Signatory's Position: CEO

RAM Sale Number: 9216
RAM Accounting Date: 02/24/2012

Serial Number: 85551808

Internet Transmission Date: Fri Feb 24 11:17:40 EST 2012
TEAS Stamp: USPTO/FTK-173.227.92.2-20120224111740607
464-85551808-49052987alabbal 7aedf1e5779b
d16f14a-DA-9216-20120223175101491011
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EXHIBIT C






EXHIBIT D



Petition To Revive For Office Action

The table below presents the data as entered.

SERIAL NUMBER 85551808
LAW OFFICE ASSIGNED LAW OFFICE 116
DATE OF NOTICE OF 01/07/2013

ABANDONMEN T

?‘% TITION

Applicant has firsthand knowledge that the failure to respond

to the Office Action by the specified deadline was

unintentional, and requests the USPTO to revive the
abandoned application.

PETITION STATEMENT

%%i‘%?@%%% TOOFFICE ACTION

MARK SECTION (no change)

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS % ()34

 DESCRIPTION

(Based on Use in Commerce) Cigars(Based on 44(d) Priority Application) Cigars

FILING BASIS Section 1(a)

| FIRST USE ANYWHERE DATE At least as early as 06/16/2011
| FIRST USE IN COMMEkCE DATE At least as early as 06/16/2011

FILING BASIS Section 44(d)

FOREIGN APPLICATION NUMBER 001-0945495-

FOREIGN APPLICATION COUNTRY  Dominican Republic

FOREIGN FILING DATE 11/16/2011

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 034

DESCRIPTION

(Based on Use in Commerce) Cigars(Based on 44(d) Priority Application) Cigars




FILING BASIS

Section 1(a)

FIRST USE ANYWHERE DATE

At least as early as 06/16/2011

FIRST USE IN COMMERCE DATE

At least as early as 06/16/2011

FILING BASIS

Section 44(d)

FOREIGN APPLICATION NUMBER

001-0945495-

FOREIGN APPLICATION COUNTRY

FOREIGN FILING DATE

Dominican Republic

11/16/2011
FILING BASIS Section 44(e)
" FOREIGN REGISTRATION NUMBER 193343

FOREIGN REGISTRATION | Domini R bli

COUNTRY ominican Kkepubiic

FOREIGN REGISTRATION

DATE 02/15/2012

FOREIGN EXPIRATION DATE 02/15/2022

FOREIGN T T S D A O

RECISTRATION \ I\ICRS\EXP()RT‘]. 6\ {]\/IA/L\IEQ UT
WTICRS\EXPORTIOMMAGEOQUT
16\855\518\85551808\xml4\ POAQDO3. JPG

STANDARD CHARACTERS NO

OR EQUIVALENT

ADDITIONAL STATEMENTS SECTI

ON

The letters "SOB" appearing in the mark has no significance
nor is it a term of art in the relevant trade or industry or as

SIGNIFICANCE OF MARK applied to the goods/services listed in the application, or any
geographical significance.

PAYMENT SECTION

TOTAL AMOUNT 100

TOTAL FEES DUE 100

éIGNATURE SECTION N

’S"I(‘}NAT(b)‘RY'S NAME . Fran S. Brooks‘
SIGNATORY'S POSITION CEO
DECLARATION SIGNATURE /Fran S. Brooks/
NSIGNATORY'S NAME Fran S. Brooks
’sIG&ATORY'S‘l;OSiTION | CEO o




SIGNATORY'S PHONE NUMBER 619-575-0242

DATE SIGNED 02/06/2013

”RESPONS’E SIGNATURE - N /Fran S. Brooks/
SIGNATORY'S NAME Fran S. Brooks
SIGNATORY'S POSITION CEO
SIGNXTkORY'S PHONE NUMBER ” 619- 575 -024é
DATE SIGNED 02/13/2013
HAUTHORIZEDQICNATORY N YES

FILING INFORMATION SECTION

SUBMIT DATE Thu Feb 14 12:14:00 EST 2013

USPTO/POA-208.30.2.66-201
30214121400639654-8555180
8-500d6b999dbc745£55b6bf1
cc72£2e85d575869097224858
47b26d615f1¢5363-DA-12115
-20130205174725128025

TEAS STAMP

Petition To Revive For Office Action
To the Commissioner for Trademarks:

Application serial no. 85551808 has been amended as follows:
PETITION
Petition Statement

Applicant has firsthand knowledge that the failure to respond to the Office Action by the specified
deadline was unintentional, and requests the USPTO to revive the abandoned application.

RESPONSE TO OFFICE ACTION

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 034 for (Based on Use in Commerce) Cigars(Based on 44(d) Priority Application) Cigars
Original Filing Basis:

Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the



identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 06/16/2011 and first used in commerce at least as early as 06/16/2011 , and is now in use in
such commerce.

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has had a bona fide intention to
use the mark in commerce on or in connection with the identified goods and/or services, and asserts a
claim of priority based on [Dominican Republic application number 001-0945495- filed 11/16/2011]. 15
U.S.C.Section 1126(d), as amended.

Proposed: Class 034 for (Based on Use in Commerce) Cigars(Based on 44(d) Priority Application) Cigars
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the
applicant's related company or licensee is using the mark in commerce, on or in connection with the
identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark was first used at least
as early as 06/16/2011 and first used in commerce at least as early as 06/16/2011 , and is now in use in
such commerce.

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and/or services, and asserts a claim of
priority based on [Dominican Republic application number 001-0945495- filed 11/16/2011]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and submits a copy
of [ Dominican Republic registration number 193343 registered 02/15/2012 with a renewal date of

and an expiration date of 02/15/2022 ], and translation thereof, if appropriate. 15 U.S.C.
Section 1126(e), as amended. Foreign Registration-]
Foreign Registration-2

ADDITIONAL STATEMENTS

Significance of wording, letter(s), or numeral(s)

The letters "SOB" appearing in the mark has no significance nor is it a term of art in the relevant trade or
industry or as applied to the goods/services listed in the application, or any geographical significance.

FEE(S)
Fee(s) in the amount of § 100 is being submitted.

SIGNATURE(S)
Signatory's Name: Fran S. Brooks
Signatory's Position: CEO

Declaration Signature

If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the
applicant has had a bona fide intention to use or use through the applicant's related company or licensee
the mark in commerce on or in connection with the identified goods and/or services as of the filing date of
the application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii); and/or the applicant has
had a bona fide intention to exercise legitimate control over the use of the mark in commerce by its
members. 37 C.F. R. Sec. 2.44. If the applicant is seeking registration under Section 1(a) of the Trademark
Act, the mark was in use in commerce on or in connection with the goods and/or services listed in the
application as of the application filing date or as of the date of any submitted allegation of use. 37 C.F.R.
Secs. 2.34(a)(1)(i); and/or the applicant has exercised legitimate control over the use of the mark in



commerce by its members. 37 C.F.R. Sec. 2.44. The undersigned, being hereby warned that willful false
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. Section
1001, and that such willful false statements may jeopardize the validity of the application or any resulting
registration, declares that he/she is properly authorized to execute this application on behalf of the
applicant; he/she believes the applicant to be the owner of the trademark/service mark sought to be
registered, or, if the application is being filed under 15 U.S.C. Section 1051(b), he/she believes applicant
to be entitled to use such mark in commerce; to the best of his/her knowledge and belief no other person,
firm, corporation, or association has the right to use the mark in commerce, either in the identical form
thereof or in such near resemblance thereto as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; that if the
original application was submitted unsigned, that all statements in the original application and this
submission made of the declaration signer's knowledge are true; and all statements in the original
application and this submission made on information and belief are believed to be true.

Signature: /Fran S. Brooks/  Date: 02/06/2013
Signatory's Name: Fran S. Brooks

Signatory's Position: CEO

Signatory's Phone Number: 619-575-0242

Response Signature

Signature: /Fran S. Brooks/  Date: 02/13/2013
Signatory's Name: Fran S. Brooks

Signatory's Position: CEO

Signatory's Phone Number: 619-575-0242

The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian
attorney/agent, and that he/she is either (1) the applicant or (2) a person(s) with legal authority to bind the
applicant; and if an authorized U.S. attorney or Canadian attorney/agent previously represented him/her in
this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the
USPTO has granted the request of his/her prior representative to withdraw.

RAM Sale Number: 85551808
RAM Accounting Date: 02/14/2013

Serial Number: 85551808

Internet Transmission Date: Thu Feb 14 12:14:00 EST 2013
TEAS Stamp: USPTO/POA-208.30.2.66-201302141214006396
54-85551808-500d6b999dbc745f55b6bf1ec72f
2e¢85d57586909722485847b26d615f1¢5363-DA-
12115-20130205174725128025
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INTERNET TRANSMISSION DATE:

2013/02/14

Description

POA

Fee
Code

7005

RAM SALE NUMBER: 85551808
RAM ACCOUNTING DATE: 20130214

Transaction

2013/02/14

SERIAL NUMBER:
85/5651808

Total Fees
Paid

100



EXHIBIT E



Response to Office Action

The table below presents the data as entered.

SERIAL NUMBER 85551808
LAW OFFICE ASSIGNED E LAW OFFICE 116
MARK SECTION (no change)

ADDITIONAL STATEMENTS SECTION

’ I, Fran S. Brooks have a bona fide and effective industrial or

MISCELLANEOUS STATEMENT commercial establishment in the Dominican Republic as of
the date of issuance of the foreign registration.

MISCELLANEOUS WTICRS\EXPORTIOMMAGEOUT

FILE NAME(S) 16\8551518\8555 1 808\xmi8\ ROA0002.JPG

WICRSWEXPORTIOMMAGEQUT
16\855\518\85551808\xmI8\ ROAQ003.JPG

WTTCRS\EXPORTIONMAGEQUT
16\855\518\85551808\xmi8\ ROAQ004.JPG

WICRS\EXPORTIOMMAGEQUT
16\855\5 18\85551808\xmI8\ ROA0005.JPG

SIGNATURE SECTION

RESPONSE SIGNATURE /Fran S. Brooks/
| SIGNATORY'S NAME Fran S. Brooks
’éIGNATORY'S POSITION : CEO

SIGNATORY'S PHONE NUMBER 619-575-0242
WIV)ATE SIGNED 05/20/2013

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Mon May 20 13:40:10 EDT 2013

USPTO/ROA-208.30.2.66-201
30520134010578237-8555180
8-500215a3¢764a7fc14cd58f

TEAS STAMP



d179¢18e53b6c72bebbedfaf7
| 24b79¢4763f57a5f1-N/A-N/A
1 -20130520131304506207

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85551808 has been amended as follows:

ADDITIONAL STATEMENTS

Miscellaneous Statement

I, Fran S. Brooks have a bona fide and effective industrial or commercial establishment in the Dominican
Republic as of the date of issuance of the foreign registration.

Miscellaneous Filel

Miscellancous File2

Miscellaneous File3

Miscellaneous File4

SIGNATURE(S)

Response Signature

Signature: /Fran S. Brooks/  Date: 05/20/2013
Signatory's Name: Fran S. Brooks

Signatory's Position: CEO

Signatory's Phone Number: 619-575-0242

The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian
attorney/agent, and that he/she is either (1) the applicant or (2) a person(s) with legal authority to bind the
applicant; and if an authorized U.S. attorney or Canadian attorney/agent previously represented him/her in
this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the
USPTO has granted the request of his/her prior representative to withdraw.

Serial Number: 85551808 :

Internet Transmission Date: Mon May 20 13:40:10 EDT 2013
TEAS Stamp: USPTO/ROA-208.30.2.66-201305201340105782
37-85551808-500215a3¢764a7fcl4cd58fd17%¢
18e53b6c72bcbbedfaf724b79e4763{57a5f1-N/
A-N/A-20130520131304506207
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Rupublica Dombmrcana
Ministerio de Relaciones Exteriores

MIREX
%POSI‘!ELLE
4 (Convention de fa Haye du 5 octubre 1961)
é@iﬁﬁy Reptf;iblica Dominicana

El presente documento piblico
Thig public dosument

2. Ha sido firmado por " —
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